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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name NorFab Corporation
Entity Corporation Citizenship Pennsylvania
Address 1310 Stanbridge Street
Norristown, PA 19404
UNITED STATES
Attorney Anthony S. Volpe, Esquire
information Volpe and Koenig, P.C.

30 S. 17th Street - Suite 1600
PHILADELPHIA, PA 19103

UNITED STATES

AVolpe@volpe-koenig.com, ptomail@volpe-koenig.com,
MCamus@volpe-koenig.com, JOMalley@volpe-koenig.com
Phone:215-568-6400

Registration Subject to Cancellation

Registration No

2739268

| Registration date | 07/15/2003

Registrant PBI PERFORMANCE PRODUCTS, INC.
9800-D SOUTHERN PINE BOULEVARD
CHARLOTTE, NC 28273
UNITED STATES
Goods/Services Class 024. First Use: 2001/08/24 , First Use In Commerce: 2001/08/24
Subject to Goods/Services: flame resistant fabric, safety fabric, protective fabric, fabric
Cancellation made with polybenzimidazole fiber, and shell fabric all for use in the
manufacture of protective and/or safety garments including fireman's turnout
gear
Attachments Petition To Cancel.pdf ( 116 pages )(18532357 bytes)
Signature /Anthony S. Volpe/
Name Anthony S. Volpe, Esquire

Date

05/18/2006
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Trademark Cancellation of

Mark DESIGN ONLY Cancellation No.

Date: May 18, 2006

Appln No 76/383,772
Registration No.: 2,739,268
Registered: July 15, 2003
NorFab Corporation,

Petitioner,
vs.

PBI Performance Products, Inc.,

Registrant.

PETITION TO CANCEL

In the matter of Registration No. 2,739,268 for the trademark "DESIGN ONLY"
(shown in the registration certificate of the prosecution history attached as Exhibit A,
"Registrant's Mark"), registered July 15, 2003 on the Supplemental Register, for "flame
resistant fabric, safety fabric, protective fabrie, fabric made with polybenzimidazole

fiber, and shell fabric all for use in the manufacture of protective and/or safety

Certificate of Mailing

* * #®

I hereby certify that this correspondence is filed online via ESTTA to: Trademark Trial and Appeal Board, P.0.
Box 1451, Alexandria, VA 22313-1451, on May 18, 2006.

Py, s _M% r— 4

Date of Bignature thony S Vﬁ%e, Esquire




Petitioner: NorFab Corporation
Cancellation Number:

garments including fireman's turnout gear," in International Class 24:

NorFab Corporation, ("Petitioner"), a Pennsylvania corporation, having an
address at 1310 Stanbridge Street, Norristown Pennsylvania 19404, believes that it
will be damaged if such registration is permitted to subsist on the Supplemental
Register and, therefore, hereby gives notice of its intention to petition to cancel the
registration of said service mark.

Description of Registrant's Registration No. 2,739,268 (prosecution history
attached as Exhibit A):

Register: Supplemental.

Filed on March 14, 2002, registered (Supplemental Register) July 15, 2003.

Mark: DESIGN ONLY (“Registrant’s Mark.”)

Registrant’s Services: International Class 024, for “flame resistant fabric, safety
fabric, protective fabric, fabric made with polybenzimidazole fiber, and shell fabric all
for use in the manufacture of protective and/or safety garments including fireman's

turnout gear,” referred to as “Registrant’s Goods.”



Petitioner: NorFab Corporation
Cancellation Number:

As grounds of cancellation, it is alleged that:

1. Petitioner has manufactured industrial heat resistant textile products for
over twenty-six (26) years.

2. Petitioner’s products include high temperature fabrics for use in marine,
petroleum and power generation applications, safety clothing fabrics for fire service,
worker safety, and many other specialty applications.

3. Petitioner offers safety clothing fabric in several styles, including fabrics
with a known ripstop weave. Petitioner does not offer a ripstop fabric having a gold
background with a black checkered pattern.

4, On September 9, | 120‘05, Registrant, PBI Performance Products, Inc.,
brought an action against Petitioner herein in the United States District Court for the
Eastern District of Pennsylvania, Civil Action No. 05-cv-4836 (the “Civil Action®), for,
inter alia, trademark infringement and unfair competition in connection with
Registrant’s Mark. A copy of the Civil Action Complaint is attached as Exhibit B.

5. Upon information and belief, Registrant’s Mark is incapable of
distinguishing Registrant’s goods as required by 15 U.S.C. § 1091.

6. Upon information and belief, Registrant’s Mark is functional.

7. Upon information and belief, the appearance of Registrant’s Mark is a
function of a well known weave pattern, and the industry standard colors selected for

that weave.



Petitioner: NorFab Corporation
Cancellation Number:

8. Upon information and belief, the background color of Registrant’s Mark
(gold) has been long used and is currently used by third parties in connection with
flame resistant fabric, safety fabric, and/or protective fabric industry for goods
competing with Registrant’s Goods, and therefore Registrant’s Mark is incapable of
distinguishing Registrant’s goods as required by 15 U.S.C. § 1091.

9. Upon information and belief, the color gold has long been used and
currently is widely used by third parties in the flame resistant fabric, safety fabric,
and/or protective fabric industry for goods competing with Registrant’s Goods, and the
color gold is generic for such goods.

10.  Upon information and belief, a ripstop fabric appearance has long been
used and currently is widely used by third parties in the flame resistant fabric, safety
fabric, and/or protective fabric industry for goods competing with Registrant’s Goods,
and a ripstop fabric appearance is generic for such goods.

11. Upon information and belief, third parties in the flame resistant fabric,
safety fabric, and/or protective fabric industry offer or use a fabric having an
appearance similar to Registrant’s Mark for goods competing with Registrant’s Goods,
and therefore Registrant’s Mark is incapable of distinguishing Registrant’s goods as
required by 15 U.S.C. § 1091.

12.  Registrant’s Mark is the subject of U.S. Patent No. 6,624,096, copy

attached Exhibit C. Upon information and belief, Registrant’s Mark is the same



Petitioner: NorFab Corporation
Cancellation Number:

functional subject matter as described in the ‘096 Patent.

13. Upon information and belief, Registrant’s Mark was not in use in
commerce, as that term is used in 15 U.S.C. § 1051 et seq., either as of Registrant’s
declared date of first use of Registrant’s Mark, or at the time of Registrant’s application
for registration of that mark.

14.  On March 2, 2006, Registrant submitted a February 27, 2006 Declaration
of Diane B. Hess, Registrant's Vice President of Technology, copy attached as Exhibit D
in support of “Plaintiff’'s Request for Settlement Conference” in the Civil Action. Ms.
Hess declares, at page 2, paragraph 15 of that document, that “PBI commercialized the
new fabric [the fabric shown in Registration No. 2,739,268] in April 2003.” (Emphasis
added.) That April 2003 date is subsequent to the August 24, 2001 date of first use
alleged in the March 12, 2002 Declaration of William L. Lawson, Registrant's
President, that accompanied the March 14, 2002 application resulting in Registration
No. 2,739,268.

15. Upon information and belief, Registrant’s Mark was not in use in
commerce, as that term is used in and throughout 15 U.S.C. § 1051 et seq., on the
claimed August 24, 2001 date of first use for at least some of the goods listed in
Registrant’s application for registration.

16.  Upon information and belief, the design shown by the specimen filed in
support of U.S. Registration No. 2,739,268 (see Exhibit A) as evidence of the use of

Registrant’s Mark in commerce, was not in use in commerce on Registrant’s declared
>



Petitioner: NorFab Corporation
Cancellation Number:

date of first use, nor as of the date of filing the application for registration, nor at this
time.

17.  Upon information and belief, Registrant knowingly submitted false and
material representations of fact to the United States Patent and Trademark Office in
seeking registration of Registrant’s Mark by falsely claiming that Registrant’s Mark
was in use in commerce on Registrant’s declared date of first use.

18.  The registration of Registrant's Mark on the Supplemental Register will
continue to be damaging to Petitioner. Registrant's registration of "Registrant’s Mark"
on the Supplemental Register may be relied upon by Registrant in seeking registration
on the Principal Register for the same mark.

19.  Upon information and belief, if, arguendo, Registrant’s Mark was ever in
use in commerce, Registrant has not used, is not using, and has abandoned
Registrant’s Mark for “flame resistant fabric, safety fabric, protective fabric, fabric
made with polybenzimidazole fiber, and shell fabric all for use in the manufacture of
protective and/or safety garments including fireman's turnout gear.”

20.  For the reasons stated above, Petitioner believes that if Registrant is
permitted to maintain its registration for Registrant’s Mark, Registrant will continue
to rely upon such mark as a basis for bringing lawsuits against parties such as
Petitioner that sell competing fabrics having ripstop weaves.

21.  IfRegistrant is permitted to maintain Registration No. 2,739,268 for the

services identified therein, Registrant will rely upon such Supplemental Registration



Petitioner: NorFab Corporation
Cancellation Number:

in seeking registration on the Principal Register, and Registrant would retain thereby
at least a prima facie exclusive right to use Registrant’s Mark. Such registration would
continue to be a source of damage and injury to Petitioner and to Petitioner's
customers.

22.  For the reasons stated above, Petitioner believes that if Registrant is
permitted to maintain its Registration 2,739,268 on the Supplemental Register, that
Registration will continue to be a source of damage and injury to Petitioner.

WHEREFORE, Petitioner prays that this Cancellation be sustained for
Petitioner and against Registrant, and that Registration 2,739,268 be cancelled.

Respectfully submitted,

NORFAB CORPORATION

By: %/ A
Athonf S. Volpe 4
John J. O’'Malley
Michael F. Snyder
Telephone: (215) 568-6400

Attorneys for Petitioner

Volpe and Koenig, P.C.
United Plaza, Suite 1600
30 South 17t Street
Philadelphia, PA 19103
Facsimile: (215) 568-6499
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IO AL TO WHOM THESE; PRESENITS,
UNITED STATES DEPARTMENT OF COMMERCE ¢
United States Patent and Trademark Office

November 03, 2005

THIS IS TO CERTIFY THAT ANNEXED IS A TRUE COPY FROM THE

RECORDS OF THIS OFFICE OF THE TRADEMARK FILE WRAPPER AND
CONTENTS OF:

TRADEMARK APPLICATION: 76/383,772
FILING DATE: March 14, 2002
REGISTRATION NUMBER: 2,739,268
REGISTRATION DATE: July 15, 2003

By Authority of the

Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark Office

\*M\\"‘i;-"\‘ﬂ ANy

{ MONTGOMERY
Certifying Officer

Exhibit A
NorFab Corporation v.
PBI Performance Products, Inc.
Cancellation of Reg. 2,739,268
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76383772

TRADEMARK APPLICATION SERIAL NO.

U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE
FEE RECORD SHEET

83/22/2882 SVILSON BAE8RA3T 76383772

81 FC:361 32388 0p

PTO-1555



ROBERT H. HAMMER il, P.C.
Attorney At Law
13777 Ballantyne Corporate Place
Suite 250
Charlotte, North Carolina 28277,U.S.A.
Telephone: 704-944-3215
Facsimile: 704-944-3201

bhammer@hammerpatent.com

March 14, 2002

Assistant Commissioner for Trademarks
BOX NEW APP/FEE

2900 Crystal Drive

Arlington, VA 22202-3513

Sir:
Enclosed herewith are the following documents:
* Actual use trademark application for registration of
the mark DESIGN ONLY on behalf of Celanese Advanced
Materiads, Inc., including a Declaration signed by
William L. Lawson, President;
¢ Drawing page; ”——
* One sheet showing specimen and evidence of first
use;
* Our check in the amount of $325 for the Government
filing fee.
Respectfully submitted,
Robert H. Hammer IIT
Reg. No. 31,764
Enclosures

C:\FIRMDOCS\2006\010\TMTransmittal .doc

CERTIFICATE OF MAILING UNDER 37 CFR 1.10

Express Mail Label No.:  ET192158243US
Date of Deposit: March 14, 2002

[ hereby certify that this correspondence is being deposited with the United States Postal Service “Express Mail Post
Office to Addressee” service under 37 CFR 1.10 on the date indicated above and is addressed to the Assistant
Commissioner for Trademarks, Box New App/Fee, 2900 Crystal Drive, Arlington, Virginia 22202-3513.

(/ janicc B. Davis




~TRADEMARK/SERVICE MARK APPLICATION (15 U.S.C. §§ 1051, 1126(d)&(e))~

~To the Assistant Commissioner for Trademarks~
<APPLICANT INFORMATION>

<Name>  Celanese Advanced Materials, Inc.
<Street> 2300 Archdale Drive

<City> Charlotte

<State> NC

<Country> USA

<Zip/Postal Code> 28210

<Telephone Number> 704-554-2000

<Fax Number>

<e-mail Address>

<APPLICANT ENTITY INFORMATION>~Select only ONE~
<Individual: Country of Citizenship>

<Corporation: State/Country of Incorporation> Delaware
<Partnership: State/Country under which Organized>
<Name(s) of General Partner(s) & Citizenship/Incorporation>
<Other Entity Type: Specific Nature of Entity>

<State/Country under which Organized>

<TRADEMARK/SERVICE MARK INFORMATION>
<Mark> DESIGN ONLY
<Typed Form>~Enter YES, if appropriate~

~DISPLAY THE MARK that you want to register on a separate piece of paper (even if simply a word(s)). Please see additional
HELP instructions.~

<BASIS FOR FILING AND GOODS/SERVICES INFORMATION>
<Use in Commerce: Section 1 (a)>-Applicant is using the mark in commerce on or in connection with the below-identi-
fied goods andfor services (15 US.C. § 1051{a)).~

<International Class Number(s)> 24

<Listing of Goods and/or Services>-~List in ascending numerical class order. Please see sample in HELP instructions.~

24: Textile and textile goods, namely flame
resistant fabric, safety fabric, protective fabric,
fabric made with polybenzimidazole fiber, shell
fabric for fireman's turnout gear.

<Date of First Use Anywhere> 8/24/2001
<Date of First Use in Commerce> 8/24/2001

~Submit one (1) SPECIMEN for each international class showing the mark as used in commerce.~

PTO Form 1478 (REV 12/99)

U.S. DEPARTMENT OF COMMERCE/Patcnt and Trademark Office
OMB Control No. 0651-0009 (Exp. 8/31/2001)

There Is no requircment to rcspuud to thu ccllccuon of information

s line o mooremtbes o t1d DALY




<Intent to Use: Section I(b)>~Applicant has a bona fide intention o wse the mark in commerce on or in connection with
the below-identified goods and/or services (15 U.S.C. § 1051(b)).~
<International Class Number(s)>

<Listing of Goods and/or Services>~List in ascending numerical class order. Please see sample in HELP instructions.~

<Foreign Priority: Section 44(d)>~dpplicant has a bona fide intention to use the mark in commerce on or in connection

with the below-identified goods andfor services, and asserts a claim of priority based upon a foreign application in accordance
with 15 US.C. § 1126(d)~

<International Class Number(s)>

<Listing of Goods and/or Services>~List in ascending numerical class order. Please see sample in HELP instructions.~

<Country of Foreign Filing>

<Foreign Application Number>
<Date of Foreign Filing>

<Foreign Registration: Section 44(e)>~dApplicant has a bona fide intention to wse the mark in commerce on or in
connection with the below-identified goods and/or services based on registration of the mark in applicant’s country of origin.~
<International Class Number(s)>

<Listing of Goods and/or Services>~List in ascending numerical class order. Please see sample in HELP instructions.~

<Country of Foreign Registration>
<Foreign Registration Number>
<Foreign Registration Date>

<Foreign Registration Renewal Date>
<Foreign Registration Expiration Date>

~Submit foreign registration certificate or a certified copy of the foreign registration, in accordance with 15 U.S.C. §1126(e).~




<FEE INFORMATION>
mzs.oo x <Number of Classes> 1 = <Total Filing Fee Paid> $ 325.00

< SIGNATURE INFORMATION>

~Applicant requests registration of the above-identified mark in the United States Patent and Trademark Office on the Principal
Register established by Act of July 5, 1946 (15 US.C. § 1051 et seq.) for the above-identified goods and/or services.

The undersigned, being hereby warned that willful false statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements may jeopardize the validity of the
application or any resuiting registration, declares that helshe is properly autharized to execute this application on behalf
of the applicant; he/she believes the applicant to be the owner of the trademark/service mark sought to be registered, or, if
the application is being filed under 15 U.S.C. § 1051(t), helshe believes applicant to be entitled to use such mark in
commerce; to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right to
use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to be likely, when
used on or in connection with the goods/services of such other person, to cause confusion, or to cause mistake, or to
deceive; and that all statements made of hisfher own knowledge are true; and that all statements made on information

and belief are belie%tru :
~Signature~ %\@

<Date> 3/12/0%
<Name>  William L. Lawson
<Title> President

<CONTACT INFORMATION>

<Name> Robert H. Hammer [T

<Company/Firm Name>  Robert H. Hammer III, P.C.

<Street> 13777 Ballantyne Corporate Place, Suite 250
<City> Charlotte

<State> NC

<Country> USA

<Zip/Postal Code> 28277

<Telephone Number> 704-944-3215

<Fax Number> 704-944-3201
<e-Mail Address>

bhammer@hammerpatent.com

The information collected on this form allows the PTO to determine whether a mark may be registered on the Principal or Supplemental Register, and provides, notice of an applicant's claim of swnership of the
mark or bona fide itent 16 use the mark in commerce. Responses to the request for information are required to obtain the benefit of a registration on the Principal or Supplemental Register. 15 US.C. §§1051
5¢q. and 37 C.F.R. Part 2. All information coliected will be made public. Gathering and providing the information will require an estimated seventeen to twenty-theee minutes. Please direct comments on the time
feeded to complete this form and/or suggestions for reducing this burden 1o the Chief Information Officer, U.S, Patent and Trademark Office, U.S. Dcpartment of Commerce, Washingten D.C. 20231, Please
sote that the PTO may not conduct or sporsor 2 collection of information using a form that docs not display a valid OMB control number. (Sce bottom left side of this form).
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DRAWING PAGE

Applicant:

Celanese Advanced Materials, Inc.
2300 Archdale Drive

Charlotte, North Carolina 28210
USA

Goods and Services: :

24: Textile and textile goods, namely flame resistant fabric,
safety fabric, protective fabric, fabric made with ‘
polybenzimidazole fiber, shell fabric for fireman’s turnout gear

Mark:
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7/15/03

Description of the Mark:

The mark is lined for a gold background with a black checkered
pattern.

C: \FIRMDOCS\2006\010\DrawingPage .doc
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Int. Cl.: 24
Prior U.S. Cls.: 42 and 50

United States Patent and Trademark Office

Reg. No. 2,739,268
Registered July 15, 2003

TRADEMARK
SUPPLEMENTAL REGISTER

CELANESE ADVANCED MATERIALS, INC. (DE-
LAWARE CORPORATION)

2300 ARCHDALE DRIVE

CHARLOTTE, NC 28210

FOR: FLAME RESISTANT FABRIC, SAFETY
FABRIC, PROTECTIVE FABRIC, FABRIC MADE
WITH POLYBENZIMIDAZOLE FIBER, AND SHELL
FABRIC ALL FOR USE IN THE MANUFACTURE
OF PROTECTIVE AND/OR SAFETY GARMENTS

INCLUDING FIREMAN'S TURNOUT GEAR, IN
CL.ASS 24 (U.S. CLS. 42 AND 50).

FIRST USE 8-24-2001; IN COMMERCE 8-24-2001.

SER. NO. 76-383,772, FILED P.R. 3-14-2002; AM. S.R.
i-13-2003.

CHRISIE B. KING, EXAMINING ATTORNEY
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Total

Marks
3353
0
2872
58
36
93
17

27

Dead
Marks

N/A
0
N/A
N/A
N/A
45

10

Session started

Live
Viewed
Docs

0

0

Live

Images

48

7

18

1/28/03 7:33:57 AM
Session finished 1/28/03 7:36:10 AM

Status/
Viewed Search
Duration
01
: 01
:01
:02
102
:01
:01

:02

Total search duration 0 minutes 11 seconds

Session duration 2 minutes 13 seconds

Default NEAR limit= 1 ADJ limit= 1

Sent to TICRS as Serial Number: 76383772

Search
"260912" {dc)
260920" [dc]

"260920" [dc]

1 and "024"[i&]

3 and "024"[ic]

(4 or 5)

1 and (a or b or 200)[ic]

3 and {(a or b or 200) [ic)



x+% User: ckingz2 ***

# Total Dead Live Live Status/
Marks Marks Viewed Viewed Search
Docs Images Duration

01 1 0 1 1 0:01
02 3214 N/A 0 0 0:01
03 1111 N/A 0 0 0:04
04 31 0 4 31 0:06
05 2770 N/R 0 0 0:01
06 1045 N/A 0 0 0:03

07 58 28 1 31 0:02

Session started 7/22/02 2:09:55 PM
Session finished 7/22/02 2:30:37 PM

Total search duration 0 minutes 18 seconds
Session duration 20 minutes 42 seconds

Default NEAR limit= 1 ADJ limit= 1

Search

"76383772" [sn]
260912 [DC]
2 and "024"[cc]

3 and ("024" or "a"or "b" or
"200") [ic] and live[ld]

260920 [DC]
5 and "024"[cc]

5 and ("024" or "a" or “b" or
200" [ic) .



Docket 2006.10 TRADEMARK C§¥

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:
Celanese Advanced Materials, Inc.

Serial No. 76/383,772 S Law Office: 109
Filed: March 14, 2002 P Examiner: C.B. King
Mark: (Design Only) f//

Int. Class: 024

AMENDMENT

Assistant Commissioner for Trademarks
Box Response - No Fee

2900 Crystal Drive

Arlington, VA 22202-3513

NCO Y €2 N qp

Dear Sir:

This Amendment is filed in reply to the Office Action dated

July 30, 2002.

Please amend the above captioned application as follows:

1. Change the Register. v//
Change “Principal” to --Supplemental--. ///
CERTIFICATE OF MAILING

[ hereby certify that this correspondence is being deposited with the United States Postal Service with sufficient
postage as first class mail in an envelope addressed to: Assistant Comruissioner for Trademarks, 2900 Crystal Drive,

Arlington, VA 22202-3513 on January 10, 2003,

{_ TJanice B. Davis




USSN 76/383,772
Law Office: 109
Examiner: C.B. King

2. Change the Description of Goods to:

- -~-Flame resistant fabric, safety fabric, protective

fabric, fabric made with polybenzimidazole fiber, and shell fabric

all for use in the manufacture of protective and/or safety garments

including fireman’s turnout gear.--

Remarks
Reconsideration ahd allowance of this application are

respectfully requested in light of the foregoing amendments and the

following remarks.

The original identification of goods has been deemed
unacceptable. Applicant submits herewith a new description of
goods. The new description specifies that the goods are used to

make “protective and/or safety garments.” Accordingly, this

objection is overcome.

Applicant has amended their request for registration on the

Principal Register to the Supplemental Register. TMEP 816.04.

The mark, for which the registration on the Supplemental
Register is sought, is capable of distinguishing Applicant’s goods.

The mark has a gold background with a black checkered pattern. The




USSN 76/383,772
Law Office: 109
Examiner: C.B. King

mark is not functional. A feature is functional, as a matter of
law, if it is “essential to the use or purbose of the product or if
it affects the cost or quality of the product.” TMEP

§1202(a) (iii) (A) (citations omitted). The features of the instant
mark are not functional. First, the gold background and black
checkered pattern are not essential to the use or purpose of the
product. One use of the product is a shell fabric for fireman’s
turnout gear. Firemeﬁ work in a “sooty” environment, and their
gear gets dirty. Traditionally, fireman have preferred black
turnout gear and resisted lighter colors (like gold) because the
soot shows on the garment and requires frequent cleaning. Thus,
the mark would affect the cost of the product, but the cost would
be negatively impacted. Because cleaning is required more often,b
the cost of maintaining the garment is greater. Accordingly, the

instant mark is not functional.

The instant mark is capable of distinguishing Applicant’s
goods. For example,'a related product, marketed as PBI GOLD and
having a distinctive ‘gold’ color, has been used to distinguish
Applicant’s goods. That product was introduced at a time before
recognition that color could obtain secondary meaning and thereby
form a basis for trademark protection. The product, which was

extensively marketed through advertisement and direct promotion,



USSN 76/38%,772
Law Office: 109
Examiner: C.8. King

was recognized by its gold color and gained favor with the firemen
and their fire departments. The firemen and their departments
equated the gold color with the superior performance of this fabric
and believed that the gold color indicated the source of the
fabric. Some others, however, recognized this perception and began
selling garments made with ‘gold‘’ colored fabric that was not
sourced from Applicant. The firemen were confused and mislead to
purchase garments thaé did not have the superior attributes of that
product. Applicant believes that the instant mark could also
achieve the status of its predecessor. Accordingly, the instant

mark is capable of distinguishing Applicant’s goods.

Finally, color can be the basis for a registration. TMEP

§1202.05.

Therefore, Applicant requests registration of the above

captioned mark on the Supplemental Register.

Respectfully submitted,

Robert H. Hammer IIIX
Attorney for Applicant

Registration No. 31,764
Robert H. Hammer III, P.C. '

3121 Springbank Lane, Suite I
Charlotte, NC 28226
Telephone: 704-927-0400

Facsimile: 704-927-0485
E: \FIRMDOCS\2OOG\OlO\ReSponSBOIOGOB .doc
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he assigned examining attorney has reviewed the referenced |application and determined:t

EFUSAL ~ ORNAMENTAL

The examining attorney refuses registration on the Principal Register because the proposed mark is
ornamental as used on the goods. Trademark Act Sections 1, 2 and 45, 15 U.S.C. §§1051, 1052
and 1127. The examining attorney must conchide on the present record that the public would
perceive the proposed maik merely as a decorative or ornamental feature of the goods and not asan
indicator of the source of the goods. See In re Owens-Corning Fiberglass Corp., 774 F.2d 1116,
227 USPQ 417 (Fed. Cir. 1985); In re David Crystal, Inc., 296 F.2d 771, 132 USPQ 1 (C.CP.A.
1961); In re Villeroy & Boch S.A.R.L., 5 USPQ2d 1451 (TTAB 1987); In re Astro-Gods Inc., 223

USPQ 621 (TTAB 1984); In re Olin Corp., 181 USPQ 182 (TTAB 1973); TMEP §§1202.03 er
seq.

The applicant may attempt to overcome the stated refusal in either of two ways. The applicant may
submit evidence that the proposed mark has become distinctive of the applicant’s goods in




commerce. Bvidence submitted to show that the mark has acquired distinctiveness as an indicator
of the source of the applicant’s goods may consist of examples of advertising and promotional
materials that specifically promote the subject matter for which registration is sought as a martk,
dollar figures for advertising devoted to such promotion, dealer and consumer statements of
recognition of the subject matter as a mark and any other evidence that establishes recognition of
the matter as a mark for the goods. See TMEP §1202.03(d).

In the alternative, the applicant may attempt to overcome the refusal by showing that the proposed
mark is an indicator of secondary source or sponsorship for the identified goods. That is, the
applicant may submit evidence showing that the proposed mark would be recognized as a
trademark or service mark through the applicant’s use of the proposed mark with goods or services
other than those identified here. The applicant must establish that, as a result of this use on other

goods or services, the public would recognize the applicant as the secondary source or sponsor of
the identified goods. See TMEP §1202.03(c).

Although the examining attorney }ias refused registration, the applicant may respond to the refusal
to register by submitting evidence and arguments in support of registration.

If the applicant chooses to respond! to the refusal to register, the applicant must also respond to the
following issue. ‘ '

IDENTIFICATION OF GOODS

The identification of goods is unacceptable as indefinite because applicant must specify the
material composition of the fabric or what it is used in the manufacture of The applicant may :
adopt the following identification, if accurate: “Flame resistant fabric, safety fabric, protective .
fabric, fabric made with polybenzimidazole fiber and shell fabric all for use in the manufacture of
fireman's turnout gear,” in class 24. TMEP §1402.01.

Please note that, while an application may be amended to clarify or limit the identiﬁczition,
additions to the identification are not permitted. 37 C.F.R. §2.71(a); TMEP §1402.06. Therefore,

the applicant may not amend to include any goods that are not within the scope of goods set forth
in the present identification.

Chrisie Brightune King
Chrisie Brightmire King
Examining Attorney

Law Office 109

(703) 308-9109 ext. 137
chrisie.king@uspto.gov

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
hitp://www.uspto.gov/teas/index.html and follow the instructions.




To respond formally via E-mail, visit http://www‘usnto.gov/web/trademarks/tmelecresp.htm
and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attorney’s name on the upper
right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.
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“B UNITED STATES DISTRICT COURT

FOR THE EASTERN DISTRICT OF PENNSYLVANIA

PBI Performance Products, Inc., )
Plaintiff, = )  Civil Action No.: 0Scy 4§36
v. )
NorFab Corporation, )
’ Defendant. )
)
COMPLAINT

Plaintiff, PBI Performance Products, Inc., by its attorneys and for its Complaint, alleges
as follows:

NATURE OF ACTION

1. This is an action for patent infringement in violation of the Patent Laws of the
United States, 35 U.S.C. § 271 et seq.; the use of false designation of origin and false and
misleading description and representations in violation of 43(a) of the United States Trademark
Act of 1946, 15 U.S.C. § 1125(a); and for dilution in violation of 43(c) of the United States
Trademark Act of 1946, 15 U.S.C. § 1125(c).

THE PARTIES

2. Plaintiff, PBI Performance Products, Inc. (hereinafter “PBI”) is a corporation
organized and existing under the laws of the State of Delaware, having a principal place of
business at 9800-D Southern Pine Blvd, Charlotte, North Carolina 28273.

3. Upon information and belief, Defendant, NorFab Corporation (hereinafter
“NorFab”), is a corporation organized and existing under the laws of the Commonwealth of
Pennsylvania, residing in and having within this judicial District a regular and established place
of business at 1032 Stanbridge Street, Norristown, Pennsylvania 19404.

JURISDICTION AND VENUE

4. The Court has jurisdiction over this action under 28 U.S.C. §§ 1331 and 1338(a)
and (b) and 15 U.S.C. § 1121, as it involves substantial claims arising under the Patent Laws of
the United States, 35 U.S.C. § 271 ef seq.; and the United States Trademark Act of 1946, 15
U.S.C. §§ 1094 and 1125 et segq.

5. The Court has personal jurisdiction over NorFab, and Venue in this Court is based
upon 28 U.S.C. §§ 1391 and 1400(b).

Exhibit B
NorFab Corporation v.
1 PBI Performance Products, Inc.
Cancellation of Reg. 2,739,268



COUNT1I
INFRINGEMENT OF THE UNITED STATES
PATENT NO. 6,624,096

6. PBI repeats and realleges the allegations contained in paragraphs 1 through 5, as
though fully set forth herein. ‘

7. PBI is, and for many years past has been, engaged in the research and
development of innovative flame and thermal resistant textile fabrics. Hundreds of man-hours
and substantial sums of money were invested by PBI in the research, development, and testing of
innovative flame and thermal resistant textile fabrics.

8. On September 23, 2003, United States Letters Patent Number 6,624,096
(hereinafter “the ‘096 patent™), was duly and legally issued to PBI’s predecessor in interest, CNA
Holding, Inc. (hereinafter “CNA Holdings™), upon an application for patent filed in the names of
Charles A. Thomas, Clifton A. Perry, and Richard O. Tucker for an invention entitled “Textile
Fabric For The Outer Shell Of A Firefighter’s Garment.” A true copy of the ‘096 patent is
attached to this Complaint as Exhibit A,

9. PBI is the successor in interest of CNA Holdings and holds the legal title to the
‘096 patent. CNA Holdings assigned, conveyed, and transferred to PBI all of its rights, title, and
interest in the ‘096 patent, and U.S. Trademark Registration No. 2,977,768 via an Assignment of
Transferred Intellectual Property, dated May 9, 2005.

10.  Continuously, since 2001, PBI has promoted, and marketed the flame and thermal
resistant textile fabric of the ‘096 patent for the outer shell of firefighter’s garment under the
name PBI MATRIX®, throughout the United States, including in this judicial District, and
abroad.

11. PBI’s textile fabric, PBI MATRIX®, was the first flame and thermal resistant
textile fabric to possess the unusually flame, heat, abrasion, tear, and moisture resistance while
being durable and lightweight, as described in ‘096 patent and constituted a distinct departure
from previous manufacturers’ textile fabrics for use in flame and heat resistant garments.

12.  PBI’s flame and thermal resistant textile fabric of ‘096 patent has met with

commercial success and has gained wide acceptance among firefighter garment manufacturers
and the firefighters.

13. In 2003, NorFab attempted, but failed, to acquire a license from PBI to make
PBI’s flame and thermal resistant textile fabric of ‘096 patent.

14.  Upon information and belief, NorFab has infringed and continues to infringe one
or more claims of the ‘096 patent within this District and elsewhere within the United States by
manufacturing, using, offering for sale and/or selling certain fabric for firefighter’s turnout gear,
marketed under the name OMNI-Elite® falling under the claims of ‘096 patent, all without the
consent of PBL '




15. Upon information and belief, NorFab has actively induced and currently is
actively inducing others to infringe one or more claims of the ‘096 patent through its sale and use
of certain fabric for firefighter’s turnout gear, marketed under the name OMNI-Elite® falling
under the claims of ‘096 patent, all without the consent of PBIL.

16. Upon information and belief, NorFab was aware of the ‘096 patent when it began
its manufacture and sale of OMNI-Elite® fabric for firefighter’s turnout gear.

17. PBI has marked with ‘096 patent number its products covered by that patent.
18.  NorFab has been notified of its infringement of ‘096 patent.

19.  NorFab’s infringement and/or inducement of infringement of ‘096 patent has been
willful and deliberate, making this an exceptional case under 35 U.S.C. §285.

20. As a result of NorFab’s actions, PBI has suffered and continues to suffer
substantial injury, including irreparable injury, and has and will result in damages to PBI,
including loss of sales and profits, which PBI would have made but for the infringement by
NorFab, unless NorFab is enjoined by this Court.

COUNT I
FEDERAL UNFAIR COMPETITION AND FALSE DESIGNATION
OF ORIGIN AND FALSE AND MISLEADING REPRESENTATION
UNDER 15 U.S.C. § 1125 (a)

21.  PBlrepeats and realleges the allegations contained in paragraphs 1 through 5, and
7 through 13, as though fully set forth herein.

22.  PBlis, and for many years past has been, engaged in the design and development
of unique and distinctives textile fabric designs and patterns. A substantial number of man-hours
and substantial sums of money were invested by PBI in the design and development of these
unique and distinctive textile fabric patterns.

23.  Since their date of first introduction, and since long prior to the acts of NorFab
complained of herein, the flame and thermal resistant textile fabrics of ‘096 patent have
prominently featured several distinctive, striking and innovative trademarks designed to
distinguish PBI’s flame and thermal resistant textile fabrics of ‘096 patent from any other flame
and thermal resistant textile fabrics ever sold in the United States or elsewhere, and to identify
PBI’s flame and thermal resistant textile fabrics of ‘096 patent to consumers and the trade alike.

24.  The first distinctive trademark which appears on the PBI’s flame and thermal
resistant textile fabrics of ‘096 patent consists of a distinctive and innovative design mark, a gold
background with a contrasting checkered pattern. A substantial number of man-hours and a
substantial sum of money were invested by PBI in the design and development of this distinctive
and innovative design mark. PBI’s flame and thermal resistant textile fabrics of ‘096 patent,



bearing the distinctive design mark, the gold background with a contrasting checkered pattern,
have been widely and extensively shipped, distributed, and sold in interstate commerce. This
distinctive design mark identifies PBI’s flame and thermal resistant textile fabrics of ‘096 patent
and distinguishes PBI’s flame and thermal resistant textile fabrics of ‘096 patent from those of
others and represents and symbolizes a vast and valuable goodwill belonging exclusively to PBI.
Said design mark, the gold background with a contrasting checkered pattern, was registered with
the United States Patent and Trademark Office on the Supplemental Register by the PBI’s
predecessor, Celanese Advanced Materials, Inc., on July 15, 2003. Accordingly, said design
mark, the gold background with a contrasting checkered pattern, received the Registration No.
2,739,268, and a true copy thereof is attached hereto as Exhibit B. Additionally, photographs of

the flame and thermal resistant fabric of ‘096 bearing the distinctive design mark, a gold
background with a contrasting checkered pattern, are attached hereto as Exhibits C, D, and E.

25. PBI is the successor in interest of Celanese Advanced Materials, Inc. and holds
the legal title to the Registration No. 2,739,268. Celanese Advanced Materials, Inc. Holdings
assigned, conveyed, and transferred to PBI all of its rights, title, and interest in Registration No.
2,739,268 via an Assignment of Transferred Intellectual Property, dated May 9, 2005.

26.  Since the introduction of the PBI’s flame and thermal resistant textile fabrics of
‘096 patent bearing the distinctive design mark, the gold background with a contrasting
checkered pattern, and long prior to the acts of NorFab complained herein, PBI has advertised
and promoted its flame and thermal resistant textile fabrics of ‘096 patent bearing the distinctive
design mark, the gold background with a contrasting checkered pattern. Based on the aforesaid
advertising and promotional efforts and the outstanding quality of PBI’s flame and thermal
resistant textile fabrics of ‘096 patent, PBI’s flame and thermal resistant textile fabrics of ‘096
patent bearing the distinctive design mark, the gold background with a contrasting checkered
pattern, have become among the best selling and most widely recognized line of flame and
thermal resistant textile fabrics in the United States and abroad.

27. The second distinctive trademark featured on the PBI’s flame and thermal
resistant textile fabrics of ‘096 patent is PBI MATRIX®, which consists of stylized letters “P”,
“B”, and “I” with a flame design over the “I”. The stylized letters “P”, “B”, and “I” include a
gold background with a contrasting checkered pattern. PBI’s flame and thermal resistant textile
fabrics of ‘096 patent bearing PBI MATRIX® mark, as shown in Exhibits E, F, G, H, I, and J,
have been widely and extensively shipped, distributed, and sold in interstate commerce. PBI’s
flame and thermal resistant textile fabrics of ‘096 patent bearing PBI MATRIX® mark identifies
PBI’s flame and thermal resistant textile fabrics of ‘096 patent, and distinguishes said PBI’s
flame and thermal resistant textile fabrics of ‘096 patent from those of others. PBI MATRIX®
mark represents and symbolizes a vast and valuable goodwill belonging exclusively PBI. PBI
MATRIX® was registered with the United States Patent and Trademark Office by the PBI's
predecessor, CNA Holdings, on July 26, 2005. Accordingly, PBI MATRIX® received
Registration No. 2,977,768, and a true copy thereof is attached hereto as Exhibit K.
Additionally, photographs of the flame and thermal resistant fabric of ‘096 bearing the mark PBI
MATRIX® are attached hereto as Exhibits E, G, H, 1, and J.



28.  Since their date of first introduction, and since long prior to the acts of NorFab
complained of herein, PBI adopted an inherently distinctive and non-functional Trade Dress for
its flame and thermal resistant fabric of ‘096 patent. The unique and distinctive appearance of
the PBI’s Trade Dress includes a distinctive gold background with a contrasting checkered
pattern, as shown in Exhibits C, D, E, F, G, H, I, and J. PBI has continuously and exclusively
used its distinctive gold background with a contrasting checkered pattern Trade Dress in
connection with the advertising, promotion, and sale of its flame and thermal resistant textile
fabrics of ‘096 patent. PBI’s flame and thermal resistant textile fabrics of ‘096 patent having
been extensively shipped, distributed, and sold in interstate commerce throughout the United
States. The distinctive gold background with a contrasting checkered pattern Trade Dress
identifies PBI’s flame and thermal resistant textile fabrics of ‘096 patent and distinguishes said
PBI's flame and thermal resistant textile fabrics of ‘096 patent from those of others. The
distinctive gold background with a contrasting checkered pattern Trade Dress represents and
symbolizes a vast and valuable goodwill belonging exclusively PBL

29.  Since long prior to the acts of NorFab complained of herein, PBI has extensively
and widely advertised and promoted its flame and thermal resistant textile fabrics of ‘096 patent
bearing either said distinctive design mark, the gold background with a contrasting checkered
pattern, the PBI MATRIX® mark, and/or the distinctive gold background with a contrasting
checkered pattern Trade Dress through numerous forms of media including, without limitations,
nationally circulated magazines, point of sale promotions, and over the Internet at the popular
www.pbigold.com website.

30.  Asaresult of the aforesaid advertising, promotion, sales, and media attention, and
as well as the excellence and quality of the products, said distinctive design mark, the gold
background with a contrasting checkered pattern, PBI MATRIX® mark, and/or the distinctive
gold background with a contrasting checkered pattern Trade Dress have become famous and are
recognized and relied upon by consumers exclusively identifying PBI’s flame and thermal
resistant fabrics of ‘096 patent, and distinguishing PBI’s flame and thermal resistant fabrics of
‘096 patent from the products of others. Said distinctive design mark, the gold background with
a contrasting checkered pattern, PBI Matrix® mark, and/or the distinctive gold background with
a contrasting checkered pattern Trade Dress have come to represent an extremely valuable
reputation and goodwill worth many millions of dollars and belonging exclusively to PBI.

31. NorFab is well aware, and has been well aware since long prior to the acts
complained of herein, of the vast goodwill represented and symbolized by the unique appearance
of PBI’s distinctive design mark, the gold background with a contrasting checkered pattern, PBI
MATRIX® mark, and/or the distinctive gold background with a contrasting checkered pattern
Trade Dress, and that the public recognizes and relies upon said distinctive design mark, the gold
background with a contrasting checkered pattern, PBI MATRIX® mark, and/or the distinctive
gold background with a contrasting checkered pattern Trade Dress as identifying PBI’s flame
and thermal resistant textile fabrics of ‘096 patent, and distinguishing PBI’s flame and thermal
resistant textile fabrics of ‘096 patent from the flame and thermal resistant textile fabrics of
others.




32. Notwithstanding its aforesaid knowledge and indeed by reason of such knowledge,
NorFab upon information and belief, recently set upon a scheme and course of conduct to
misappropriate PBI’s rights in the said distinctive design mark, the gold background with a
contrasting checkered pattern, PBI MATRIX® mark, and/or the distinctive gold background
with a contrasting checkered pattern Trade Dress, and to deceive the public into believing that
NorFab’s goods are PBI’s goods, by distributing, selling, offering for sale, promoting, and
advertising flame and thermal resistant textile fabrics which closely copy and imitate the
appearance of PBI’s said distinctive design mark, the gold background with a contrasting
checkered pattern, PBI MATRIX® mark, and/or the distinctive gold background with a
contrasting checkered pattern Trade Dress. Photographs showing the imitation flame and
thermal resistant textile fabrics sold by NorFab are attached hereto as Exhibits L, M, N, O, and P.

33.  Upon information and belief, NorFab is distributing, selling, offering for sale,
promoting and advertising its flame and thermal resistant textile fabrics bearing exact imitations
of PBT’s said distinctive design mark, the gold background with a contrasting checkered pattern,
PBI MATRIX® mark, and/or the distinctive gold background with a contrasting checkered
pattern Trade Dress with the deliberate and calculated intent to trade on the enormous goodwill
and reputation symbolized by the PBI’s said distinctive design mark, the gold background with a
contrasting checkered pattern, PBI MATRIX® mark, and/or the distinctive gold background
with a contrasting checkered pattern Trade Dress, and to confuse and mislead the public into
believing that NorFab’s flame and thermal resistant textile fabrics are the same or come from the
same source as PBI’s flame and thermal resistant textile fabrics of ‘096 patent or have been
sponsored, approved or connected with PBIL.

34. NorFab’s flame and thermal resistant textile fabrics so closely simulate and
imitate PBI’s said distinctive design mark, the gold background with a contrasting checkered
pattern, PBI MATRIX®, and/or the distinctive gold background with a contrasting checkered
pattern Trade Dress as to be likely to cause confusion and mistake and to deceive and to make
the public to believe that NorFab’s flame and thermal resistant textile fabrics are PBI’s flame and
thermal resistant textile fabrics of ‘096 patent, or have been sponsored, approved or somehow
connected with PBI, with consequent injury to PBI and to the public.

35.  NorFab’s simulation and imitation of PBI’s said distinctive design mark, the gold
background with a contrasting checkered pattern, PBI MATRIX®, and/or the distinctive gold
background with a contrasting checkered pattern Trade Dress constitutes the use of false
designations of origin and false and misleading representations as to the source of the flame and
thermal resistant textile fabrics sold, distributed, and offered for sale by NorFab and is likely to
cause confusion among consumers and to cause them to mistakenly believe that NorFab’s flame
and thermal resistant textile fabrics are PBI’s flame and thermal resistant textile fabrics of ‘096
patent or are approved, endorsed, affiliated or sponsored by or associated or connected with PBL

36.  Upon information and belief, NorFab has caused its goods to be sold, distributed
and offered for sale in interstate commerce with the intent of NorFab to cause confusion and
deception of the public, and with knowledge and intent to profit unfairly from PBI’s name,
reputation and goodwill associated with the PBI’s said distinctive design mark, the gold



background with a contrasting checkered pattern, PBI MATRIX®, and/or the distinctive gold
background with a contrasting checkered pattern Trade Dress.

37.  Because of NorFab’s actions, PBI has been damaged and is likely to be further
damaged by the use of such false designations and false and misleading descriptions and
representations in that the purchasing public is likely to be induced into purchasing NorFab’s
goods in the erroneous belief that they are PBI’s goods or that NorFab’s goods are endorsed by
PBI, or are sponsored by PBI, or are approved or connected in some way with PBI, or possess
the advantages, benefits and quality of PBI’s goods.

38.  The aforesaid acts of NorFab constitute the use in commerce in connection with
NorFab’s goods of a symbol and device and of false designations of origin and false or
misleading descriptions and representations in violation of § 43(a) of the United States
Trademark Act, 15 U.S.C. § 1125(a).

39. NorFab’s aforesaid acts have caused and will continue to cause great and
irreparable injury to PBI and, unless such acts are restrained by this Court, they will continue and
PBI will continue to suffer great and irreparable injury.

40.  PBI has no adequate remedy at law.

COUNT 11
DILUTION IN VIOLATION OF 15 U.S.C. § 1125(c)

41.  PBIrepeats and realleges the allegations contained in paragraphs 1 through 5, 7
through 12, and 21 through 37 as though fully set forth herein.

42.  NorFab’s aforesaid acts are likely to dilute the distinctive quality of PBI’s said
distinctive design mark, the gold background with a contrasting checkered patiern, PBI
MATRIX® mark, and/or the distinctive gold background with a contrasting checkered pattern
Trade Dress in violation of Section 43(c) of the United States Trademark Act of 1946, 15 U.S.C.
§ 1125(c).

43, NorFab’s aforesaid acts have caused, and will continue to cause, great and
irreparable injury to PBI and unless such acts are restrained by this Court they will continue and
PBI will continue to suffer great and irreparable injury.

44.  PBI has no adequate remedy at law.

WHEREFORE, PBI respectfully requests this Court to adjudicate and decree as follows:

1. That the United States Letters Patent No. 6,624,096 is not invalid or
unenforceable.

2. That NorFab has infringed, and/or has actively induced others to infringe United
States Letters Patent No. 6,624,096.



3. That NorFab, its agents, sales representatives, distributors, servants and
employees, attorneys, successors and assigns, and any-and all persons or entities acting at,
through, under or in active concert or in participation with any or all of them, be enjoined and
restrained preliminarily during the pendency of this action, and thereafier permanently:

@) from infringing, and/or actively inducing others to infringe United States Letters
Patent No. 6,624,096;

(b) from using upon, or in connection with the manufacture, distribution, offering for
sale or sale of flame and thermal resistant textile fabrics or any other products, PBI’s said
distinctive design mark, the gold background with a contrasting checkered pattern, and/or the
distinctive gold background with a contrasting checkered pattern Trade Dress, as shown in
Exhibits C, D, E, F, G, H, 1, and J, or any other design or Trade Dress for flame and thermal
resistant textile fabrics and/or related products that otherwise consists of or that resembles,
copies, imitates, simulates or counterfeits the appearance of the PBI’s flame and thermal resistant
textile fabrics of ‘096 patent bearing the distinctive design mark, the gold background with a
contrasting checkered pattem or elements of the distinctive gold background with a contrasting
checkered pattern Trade Dress including, but not limited to, the distinctive gold background with
a contrasting checkered pattern trademark;

(¢) from using any colorable imitation of the appearance of PBI’s flame and thermal
resistant textile fabrics of ‘096 patent bearing the distinctive design mark, the gold background
with a contrasting checkered pattern, or the gold background with a contrasting checkered
pattern Trade Dress, or any other false designation of origin or false or misleading description or
representation in connection with the business of NorFab or with the advertising, offering for
sale or sale by NorFab of its goods or in connection with any other goods, which may imply or
lead the public to believe that a product not originating with PBI is PBI’s product or that
NorFab’s products are sponsored, licensed or authorized by PBI or that NorFab or its products
are otherwise affiliated with or approved by PBI; and

(d)  from doing any other act or thing calculated or likely to cause confusion or
mistake in the mind of the public or to deceive purchasers into the belief that NorFab’s products
are PBI’s products or are sponsored, licensed or authorized by PBL

4. That NorFab and those controlled by or in active concert participation with
NorFab be required to deliver up to PBI for destruction all goods, molds, labels, signs, prints,
packages, advertisements, promotional items and any other written or printed materials that bear
or depict or embody any of the PBI’s said distinctive design mark, the gold background with a
contrasting checkered pattern, PBI MATRIX® and/or the distinctive gold background with a
contrasting checkered pattern Trade Dress, or that are otherwise in violation of this Court’s order
issued pursuant hereto, and all plates, molds, matrices and other means for making the same.

5. That, pursuant to 35 U.S.C. § 289 and 15 U.S.C. § 1117, NorFab be required to
account to PBI for NorFab’s profits and for such sum in addition thereto as the Court shall find
just.



6. That PBI be awarded in an amount equal to three times the damages suffered by
PBI arising out of the foregoing acts of patent infringement, Trade Dress infringement, false
descriptions and representations, and/or dilution.

7. That PBI be awarded its costs and prejudgment interest on all damages, and/or
reasonable attorney fee.

8. That in view of NorFab’s wanton and deliberate illegal acts, PBI be awarded
punitive damages

9. That NorFab be required to file with the Court within thirty (30) days after entry
of final judgment of this cause a written statement under oath setting forth the manner in which
NorFab has complied with the final judgment.

10. That PBI be awarded such other and further relief as the Court deems just and
equitable.

JURY DEMAND
PBI hereby demands and requests trial by jury of all issues raised that are triable by jury.

This is the 9™ day of September, 2005.

Robert H. Hammer, 111
Attorney for the Plaintiff
Robert H. Hammer, 1 P.C.
3121 Springbank Lane, Suite [
Charlotte, NC 28226

OF COUNSEL:
Ray Ashburg

Robert H. Hammer, 1II P.C.
3121 Springbank Lane, Suite I f %)\\(}7 )\/
Charlotte, NC 28226 n
Ray Axhb‘urg C [®)
OF COUNSEL:
Nancy D. Wasser
1617 JFK Blvd, Suite 1130 ' AN
Philadelphia, PA 19103

Nancy D. Wasser




EXHIBIT A

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

August 03, 2005

THIS IS TO CERTIFY THAT ANNEXED HERETO IS A TRUE COPY FROM
THE RECORDS OF THIS OFFICE OF: '

U.S. PATENT: 6,624,096
ISSUE DATE: September 23, 2003

By Authority of the

Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark Office

AR

M. SIAS
Certifying Officer




Lhig:s
US006624096B2

169/47; 169/48; 169/49; 169/50; 442/208;
442/209; 442/213; 442/215; 442/301; 442/302;

a» United States Patent (0) Patent No.:  US 6,624,096 B2
Thomas et al. 5 Date of Patent: Sep. 23, 2003
(54) TEXTILE FABRIC FOR THE OUTER SHELL 5,093,549 A 3/1992 Aldridge
’ OF A FIREFIGHTERS’S GARMET 3,136,723 A 8/1992 Aldridge et al.
5299602 A 4/1994 Barbeau et al,
(75) Inventors: Charles A. Thomas, Charlotts, NC 5560990 A * 10/1996 lgetal conrrrrsonnens 428/362
(US); Clifton A. Perry, Charlotte, NC 5628065 A 5/1997 Austin
(US); Richard O. Tucker, Oakboro, 5701606 A 12/1997 Aldridge
NC (US) 59289711 A 771999 Bilis ot ol.
5983409 A 1171999 Aldridge et al.
"(73) Assi : CNA Holdings, Inc., S it. NI 5996122 A 12/1999 Aldridge et al.
™ € o &, Summit, NJ (US) 6038700 A 372000 Aldridge et al.
(*) Notice:  Subject to any disclaimer, the term of this 6,065,153 A 52000 Underwood et al.
patent is extended or adjusted under 35 6,192,520 BL 22001 Underwood et al.
US.C. 154(b) by 55 days. 2002/0034905 Al * 372002 Truesdsle, Il ............. 442/197
2002/0124544 A1 * 972002 Land et al wuvvvrverrerererene 5755
(21) Appl. No.: §9/933,301 * cited by examiner
(22) Filed:  Aug. 20,2001
(65 Prior Publication Data Primary Examiner—Temcl Morris
US 2003/0040240 Al Feb. 27, 2003 Assistant Examiner—Alexis Wachtel
G Int.Ql B27N 9/06; DO3D 15/00 (74) Antorney, Agent, or Firm—Robert H. Hammer, 1Y, P.C.
o s sesneen 5 ! -
(52) US.CL ... 442/181; 169/45; 169/46;  (57) ABSTRACT

The present invention is directed to a textile fabric. This

428/920; 428921  fabric is particularly well suited for use as the outer shell
(58) Field of Search - 169/45, 46,47, fabric of a fircfighter’s garment. The fabric is a woven fabric
169/48, 49, 50; 442/208, 209, 213, 215,  Of spun yams and multi-filament yams. The spun yam
301, 302; 428/926, 921 incluades a first staple being a polymer selected from the
group consisting of PBI or PBO or melamine formaldehyde,
(56) References Cited and 2 second staple being an aramid polymer. The multi-
filament yara includes an aramid filament.
U.S. PATENT DOCUMENTS
4865906 A * 9/1989 Smith, Jt .uvcermerernnns 428/124 15 Claims, 1 Drawing Sheet
/ 0
e R T R
_:' l 3 12
14
i | |
o 1
1 ! :
A
i 1 i i
Aty | | ol | peetn | |ulmh
| ! | i
— o M e e e
111l i1h) 3 IR SN

& —CIibPDF - www.fastio.com
. Copy provided by USPTO from the PIRS image Database on 08/02/2005




j -

U.S. Patent Sep. 23, 2003 US 6,624,096 B2

/o
ok T 1o | oot | [ | fopt] (ol
pax | i 8 i 12
N _157
i I I ‘ if
HH i i
- - Todaf | Gt | {ofule | Pofusatn | [udok | Poolummiat
Fig.1 =il
1N i i
1 111t m "T m ﬁ “HH
12

14

Fig.2 \

10

J—-ClLbPDE - www fastio.com

Copy provided by USPTO from the PIRS Image Database on 08/02/2005




e o PO —r.

- stio.com — —
Copy provided by USPTO from the PIRS image Database on 08/02/2005

US 6,624,096 B2

1

TEXTILE FABRIC FOR THE OUTER SHELL
OF A FIREFIGHTERS’S GARMET

FIELD OF THE INVENTION

The present invention is directed to a textile fabric for use
as the outer shell fabric of a firefighter’s garment.

BACKGROUND OF THE INVENTION

The outer shelt fabric of a firefighter’s garment must be
flame, heat, abrasion, tear, and moisture resistant, durable,
and lightweight. This outer shell fabric provides the first
layer of protection for the firefighter.

U.S. Pat. Nos. 5,095,549; 5,136,723; 5,701,606; 5,983,
409; 5,996,122; and 6,038,700 disclose, among other things,
firefighter’s garments having an outer shell fabric made of
PBV/aramid fibers.

U.S. Pat. No. 5,299,602 discloses a woven, outer shell
fabric made for firefighter’s garments where the warp yams
are multi-filament aramid yarns and the weft yarns arc either
muiti-filament or spun aramid yarns.

U.S. Pat. No. 5,628,065 discloses a firefighter’s hood of a
knit fabric formed of a blend of PBI and aramid fibers.

U.S. Pat. Nos. 6,065,153 and 6,192,520 disclose a woven
outer shell fabric for a firefighter’s garments. This fabric has
& plain, twill or rip stop weave and the yarns are a mixture
of PBI and aramid fibers. The fabric has a weight ranging
from 5.5 to 8 OSY, preferably, 7.5 OSY.

One popular outer shell fabric is a woven fabric of spun
yarns consisting of PBI and aramid staple. This fabric is
known in the market as ‘PBI GOLD®.’ In the US,, this
fabric generally is made in the following forms: 1) a 7.5
OSY rip stop weave made from a 16/2 c.c. spun yams
consisting of 40% by weight PBI and 60% by weight of a
para-aramid; or 2) a nominal 7.0 OSY (actuzt 7.3 to 7.4
OSY) rip stop weave made from a 21/2 c.c. spun yams
consisting of 40% PBI and 60% of the para-aramid.
Internationally, this fabric is in the form of 2 6.0 to 6.5 OSY
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rip stop weave 24-25/2 c.c. spun yarns of 40% PBI and 60% «

para-aramid, or a twill weave made from 35/2 c.c. spun
yarns of 40% PBI and 60% para-aramid. )

Another fabric used as an outer shell fabric is marketed
under the trade name ‘Millenia’ from Southern Mills, Inc. of
Union City, Ga. The Millenia fabric is made with & spun yarn
consisting of 40% PBO and 60% para-aramid staple.

While ‘PBI GOLD®’ has proven to be an excellent outer
shell fabric, there is still a need to improve these fabrics.
There is a desire to have lighter weight fabrics that have
better tear and abrasion resistance.

SUMMARY OF THE INVENTION

The present invention is directed to a textile fabric. This
fabric is prefersbly used as the outer shell fabric of a
firefighter’s garment. The fabric is a woven fabric of spun
yarns and multi-filament yams. The spun yarn includes a
first staple being 2 polymer sclected from the group con-
sisting of PBI or PBO or melamine formaldehyde, and a
second staple being an aramid polymer. The multi-filament
yarn includes an aramid filament.

DESCRIPTION OF THE DRAWINGS

For the purpose of illustrating the invention, there is
shown in the drawings a form of the invention; it being
understood, however, that this invention is not limited to the
precise arrangements and instrumentality shown.
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FIG. 1 is & plan view of the textile fabric made according
to the present invention.

FIG. 2 is a magnified plan view of the textile fabric made
according to the present invention.

DESCRIPTION OF THE INVENTION

Referring to the drawings wherein like numerals indicate
like elements there is shown in FIG. 1 an illustration of the
textile fabric 10 made according to the present invention.
Preferably, the fabric 10 has a gold color with a ‘checkered’
pattern created by black multi-filament yams 14. The fabric
10 is preferably woven with spun yarns 12 and multi-
filament yarns 14. The weaves are selected from the group
consisting of plain, twill, rip stop, and oxford. The fabric
weight may range from 6 to 8 OSY, preferably, 7 OSY. The
weight ratio of spun yams to multi-filament yams should
range from 85:15 to 92:8, preferably, 90:10. The multi-
filament yarn may be inserted among the spun yarns, in both
the warp and weft, at an insertion ratio of 1:5 to 1:20,
preferably, 1:9. Preferably, the fabric is treated with a
water/moisture resistant finish, as is well known.

The spun yarns 12 are a blend of a first staple and a second
staple. The first staple is fiber made from a polymer selected
from the group of PBI, PBO, a melamine formaldchyde, or
combinations thercof. The second staple is a fiber made from
an aramid or blends of aramids. Exemplary spun yams
include, but are not limited to, blends of PBI and aramid
staple, PBO and aramid staple, melamine formaldehyde and
aramid staples and PBI, PBO, melamine formaldehyde, and
aramid staple. The spun yarns preferably comprise 45% by
weight of the first staple, and 55% by weight of the aramid
staple. The spun yams may range in size from 32/2 to 16/2
c.c., preferably, 24/2 c.c.

PBI staple fibers arc commercially available from
Celanese Acetate LLC of Charlotte, N.C. PBO staple fibers
are commercially available under the trade name of
ZYLON® from Toyobo Co. Ltd. of Osaka, Japan.
Melamine formaldebyde fibers are commercislly available
under the trade name of BASOFIL® from BASF Corpora-
tion of Mount Olive, N.1.

The aramid staple fibers may be cither a meta-aramid or
a para-aramid; the para-aramid is preferred. Such aramid
fibers are commercislly available under the trade name of
TWARON®, CONEX®, and TECHNORA® from Teijin
Co. of Osska, Japan; or NOMEX® or KELVAR® from
DuPont of Wilmington, Del,; or P84 from Lenzing AG of
Lenzing, Austria; or KERMEL® from Rbodia Inc. of
Cranbury, N.J.

The multi-filament yamn is made from aramid filament.
Aramid may be either meta-aramid or para-aramid, the
para-aramid is preferred. Such aramid fibers arc commer-
cially available under the trade name of TECHNORA®,
TWARON®, and CONEX® from Teijin Co. of Osaka,
Japan, or NOMEX® or KELVAR® from DuPont of
Wilmington, Del,, or P84 from Lenzing AG of Lenzing,
Austria or KERMEL® from Rhodia Inc. of Cranbury, N.J.
The multi-filament yarn ranges in size from 200 to 1500
denier, preferably, 400 denier. The multi-filament yam may
be a flat yarn, a twisted yars, or a stretch broken yam.

The instant invention has superior tear and abrasion
resistance, at a Jower weight, over the PBI GOLD® fabric.
The results are sct forth in Table 1.

Fabric A is 6.0 OSY fabric; spun yam is 27/2 c.c. with 45
percent weight PBI and 55 percent Technora® staple; multi-
filament is a flat yam inserted every 10 yarn in the warp
and weft.
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Fabric B is 6.9 OSY fabric; spun yarn is 24/2 ¢.c. with 45
percent weight PBI and 55 percent Twaron® microdenier
staple; multi-filament is a twisted yam inserted every 9%
yarn in the warp and weft.

TABLE 1
Performance invention  Inveativn
Charscteristic  Teat Method PBI Gold A B
Weight (OSY) 75 60 6.8-70
Trap Tear (Ibe.) ASTM D5733 40x 35 %BxT5 83 % 63
{Trpezoidal
Metbod)
Tabor abragion ASTM D-3884 225 180 293
(500 g wt.
With
Hi18
abrasion
wheel)
Thermal NFPA 1971 40 40 40
Protoctive (2000
Performance,  Edition
TPP Section
{Composite)  6.10)
Trap Tear after AATCCI6 E
uy (Standard
Method for
Xenon arc
exposure 8t
1.1 rad)
60 hr 28.4 x 18.7 44.6 x 38.5
180 br 17.8x 123 257 x 189
300 br 152x 106 212x 161
Trep Tear after ASTM D5733
Sualight (Frapezoid
Method)
1 week 30.8 x 20.8 649 x 62.7
2 woek 243x 170 455 x 40.1
3 woek 20,0 x 14.6 390 x 342
4 week 188 x 13.1 340 x 33.9
5 week 16.6 x 135 29.7 x 30.1
6 week 148x 105 266x23.6

The present invention made be embodied in other forms
without departing from the spirit and the central attributes
thereof and, accordingly, reference should be made to the
appended claims, rather than to the foregoing specification,
as indicated the scope of the invention.
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10

15

35

45

US 6,624,096 B2

4

What is claimed is:

1. A textile fabric comprising: a woven material of spun
yarns including first staple being a polymer selected from
the group conmsisting of PBI, PBO, or melamine
formaldehyde, and a second staple of an aramid polymer;
and multi-filament yams including an aramijd filament,
wherein the weight ratio of said spun yarn to said multi-
filament yarn ranges from 85:15 to 92:8.

2. The fabric of claim 1 wherein the weight ratio is 90:10.

3. The fabric of claim 1 wherein the woven fabric weight
ranging from 6 to 8 OSY.

4. The fabric of claim 1 wherein the woven fabric has a
weave selected from the group consisting plain, twill, rip
stop, or oxford.

§. The fabric of claim 1 wherein the spun yamn ranges
from 32/2 10 16/2 c.c.

6. The fabric of claim 1 wherein the multi-filament yarn
ranges from 200 to 1500 denier.

7. The fabric of claim 1 wherein the multi-filarsent yam
being inscried among the spun yarn at a ratio of 1:5 to 1:20.

8. A textile fabric comprising: 2 woven material of spun
yarn, said spun yarn being 8 blend of staple, a first staple
being made of a polymer selected from the group consisting
of PBI, PBO, melamine formaldehyde, or combinations
thereof and a second staple being made of an aramid, and a
multi-filament yam including aramid filaments, said multi-
filament yarns being inserted into said woven material, in

“both the warp and the weft, at 2 multi-filament yam to spun

yam ratio of 1:5 to 1:20,

9. The fabric of claim 8 wherein said spun yarn being a
blend of PBI and aramid staple.

10. The fabric of claim 8 wherein said spun yam being a
blend of PBO and aramid staple.

11. The fabric of claim 8 wherein said spun yarn being 2
blend of PBI, PBO, and aramid staple.

12. The fabric of claim 8 whercin the spun yamn ranges
from 32/2 to 16/2 c.c.

13. The fabric of claim 8 wherein the multi-filament yam
ranges from 200 to 1500 denier.

14. The fabric of claim 8 wherein the woven fabric weight
ranging from 6 to 8 OSY.

15. The fabric of claim 14 wherein the woven fabric has
a weave selected from the group consisting plain, twill, rip
stop, or oxford.
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Int. Cl.: 24
Prior U.S. CIs.: 42 and 50
g Reg. No. 2,739,268
United States Patent and Trademark Office = Registered Juyy 15, 2003
TRADEMARK
SUPPLEMENTAL REGISTER

CELANESE ADVANCED MATERIALS, INC. (DE- ' INCLUDING FIREMAN'S TURNOUT GEAR, IN

LAWARE CORPORATION) - CLASS 24 (U.S. C1S. 42 AND 50).
2300 ARCHDALE DRIVE

CHARLOTTE, NC 28210

FOR: FLAME RESISTANT FABRIC, SAFETY :
FABRIC, PROTECTIVE FABRIC, FABRIC MADE _ SER.NO.76-383,772, FILED P.R. 3-14-2002; AM. S.R.
WITH POLYBENZIMIDAZOLE FIBER, AND SHELL  1-13-2003.

FABRIC ALL FOR USE IN THE MANUFACTURE

OF PROTECTIVE AND/OR SAFETY GARMENTS CHRISIE B. KING, EXAMINING ATTORNEY

FIRST USE 8-24-2001; IN COMMERCE §-24-2001.
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