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Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

Mailed: April 27, 2006

Opposition No. 91168895
Cancellation No. 92045572

KINETIC MARKETING INC.
V.
Qinetiqg Limited
Linda Skoro, Interlocutory Attorney

Consolidation

It has come to the Board’s attention that these cases are

closely related, namely that applicant seeks partial

cancellation of opposer’s registration upon which it relies in

the opposition proceeding. A review of the pleadings in the

above-identified opposition and cancellation proceedings
indicates that the parties are the same and the proceedings
involve substantially identical questions of fact and law.
Since the mark sought to be registered by applicant in
its application and the registration here involved are very
similar, and inasmuch as opposer has in each instance
challenged applicant’s right of registration on the basis
that the marks are confusing similar, it is believed that
these proceedings may be presented on the same record
without appreciable inconvenience or confusion. Moreover,

the consolidation would be equally advantageous to both
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parties in the avoidance of the duplication of effort, loss
of time, and the extra expense involved in conducting the
proceedings individually. See Rule 42(a) of the Federal
Rules of Civil Procedure.

The consolidated cases may be presented on the same
record and briefs. See Helene Curtis Industries Inc. V.
Suave Shoe Corp., 13 USPQ2d 1618 (TTAB 1989). As a general
rule, from this point on only a single copy of any paper or
motion should be filed herein; but that copy should bear all
proceeding numbers in its caption. Exceptions to the
general rule of one copy involve stipulated extensions of
the discovery and trial dates and briefs on the case, which
require additional copies. See Trademark Rules 2.121(d) and
2.128.

Despite being consolidated, each proceeding retains its
separate character. The decision on the consolidated cases
shall take into account any differences in the issues raised
by the respective pleadings and a copy of the decision shall
be placed in each proceeding file. The parent case is the
opposition proceeding, in that it was instituted first.

Motion to Amend Application

On March 3, 2006, applicant filed an unconsented motion
to amend its application, Serial No. 76977556, to change the
identification of goods in an effort to avoid the alleged

likelihood of confusion.




Trademark Rule 2.133(a) provides, in pertinent part,
that an application that is the subject of an inter partes
proceeding may not be amended in substance except with the
consent of the adverse party and the approval of the Board,
or upon motion. In addition, any proposed amendment must
comply with all other relevant rules and statutory
provisions.

The Board will generally defer determination of an
unconsented motion to amend in substance until final
decision, or until the case is decided upon summary
judgment. See Space Base Inc. v. Stadis Corp., 17 UspQ2d
1216 (TTAB 1990); and Fort Howard Paper Co. v. C.V. Gambina
Inc., 4 USPQ2d 1552 (TTAB 1987). See also Louise E. Rooney,
TIPS FROM THE TTAB: Rule 2.133 Today, 81 Trademark Rep. 408
(1991). TBMP § 514.03.

Since opposer objects to the amendments, applicant’s
proposed amendment to its opposed application, the Board
hereby defers determination thereof until final decision, or
until the case is decided upon summary judgment. See Space
Base Inc. v. Stadis Corp., supra; and TBMP § 514.03.

Suspension

Opposer has also requested that the proceeding be
suspended pending a decision on applicant’s amendment. In
that a decision on the amendment has been deferred, the

motion to suspend is hereby denied. However, trial dates




are hereby reset to conform to the cancellation dates, and
because the petition to cancel is similar to a counterclaim,
the new dates must take into account both proceedings.

Accordingly, the trial dates are as follows:

THE PERIOD FOR DISCOVERY TO CLOSE: 9/29/2006

30-day testimony period for
plaintiff in the opposition to close: 12/28/2006

30-day testimony period for defendant in the opposition
and as plaintiff in the counterclaim to close: 2/26/2007

30-day testimony period for defendant in the counterclaim
and its rebuttal testimony as plaintiff in the
opposition to close: 4/27/2007

15-day rebuttal testimony period for plaintiff in the
counterclaim to close: 6/11/2007

Briefs shall be due as follows:
[See Trademark rule 2.128(a)(2)].

Brief for plaintiff in the opposition shall be due: 8/10/2007

Brief for defendant in the opposition and as
plaintiff in the counterclaim shall be due: 9/9/2007

Brief for defendant in the counterclaim and its reply
brief (if any) as plaintiff in the opposition
shall be due: 10/9/2007

Reply brief (if any) for plaintiff in the
counterclaim shall be due: 10/24/2007

The parties are further advised that they are to

periodically inform the Board if any subsequent oppositions




are instituted which involve the same parties and the same

issues.




