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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following parties request to cancel indicated registration.

Petitioner Information

Name Manufacture Roger Dubuis, S.A.
Entity Corporation Citizenship Swiss
Address 12, avenue Industrielle

Geneva, 1227

SWITZERLAND
Name RD Distribution, Inc.
Entity Corporation Citizenship New York
Address c/o Duane W. Hutchinson, V.P. 3756 4th Avenue

San Diego, CA 92101
UNITED STATES

Attorney Anita B. Polott

information Morgan Lewis & Bockius LLP

1111 Pennsylvania Avenue, NW

Washington, DC 20004

UNITED STATES

trademarks@morganlewis.com, apolott@morganlewis.com,
nkottahachchi@morganlewis.com Phone:202.739.5397

Registration Subject to Cancellation

Registration No 2345742 | Registration date | 04/25/2000

Registrant Roger Dubuis North America, Inc.

100 North Wilkes-Barre Boulevard Suite 309
Wilkes-Barre, PA 18702

UNITED STATES

Goods/Services Class 014. First Use: 1999/06/16 , First Use In Commerce: 1999/06/16

Subject to Goods/Services: Watches, watch bands and watch components, namely,
Cancellation springbars

Grounds for The registration is being used by, or with the permission of, the registrant so as
Cancellation to misrepresent the source of the goods or services on or in connection with

which the mark is used.

Related (Case 3:06-cv-00259-ARC) - On February 2, 2006, Petitioner RD Distribution,
Proceedings Inc., filed a complaint in the United States District Court For The Middle District
of Pennsylvania, alleging, inter alia, trademark infringement and seeking an
order requiring the Trademark Trial and Appeal Board to exercise its jurisdiction
pursuant to Section 18 of the Lanham Act, 15 U.S.C. 1068, to rectify the register
by reflecting ownership of the ROGER DUBUIS trademark in the name of proper
owner, Petitioner Manufacture Roger Dubuis, S.A.

Attachments Petition for Cancellation - ROGER DUBUIS.pdf ( 7 pages )
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Signature

/Anita B. Polott/

Name

Anita B. Polott

Date

02/09/2006




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MANUFACTURE ROGER DUBUIS, S.A. and
RD DISTRIBUTION, INC.,

Petitioners,
Cancellation No.
V. Registration No.: 2,345,742

ROGER DUBUIS NORTH AMERICA, INC. f/k/a
HELVETIA TIME CORPORATION

Registrant.

PETITION TO RECTIFY THE REGISTER OR, IN THE ALTERNATIVE, FOR

CANCELLATION

Petitioners Manufacture Roger Dubuis, S.A. (“MRD”), a Swiss corporation having its
principle place of business in Geneva, Switzerland, and RD Distribution, Inc. (“RDD”), a New
York corporation having its principle place of business in New York, New York, believe that
they have been and continue to be damaged by the registration of the mark ROGER DUBUIS
(Registration No. 2,345,742) in the name of Roger Dubuis North America, Inc. (a Delaware
corporation) formerly known as Helvetia Time Corporation (“RDNA-Del”), who allegedly
acquired the registration by assignment from MRD’s former U.S. Distributor, Roger Dubuis
North America, Inc. (a Pennsylvania corporation) (“RDNA-Pa”) (Unless otherwise noted,
RDNA-Del and RDNA-Pa are collectively referred to throughout this pleading as “Registrant” or
“RDNA”). Pursuant to Section 14 and 18 of the Trademark Act of 1946, as amended, 15 U.S.C.

§§1064 & 1068, Petitioners therefore petition to the Board to rectify the register to reflect
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ownership of Registration No. 2,345,742 in the name of MRD or, in the alternative, to cancel the
registration.

As grounds to rectify the register or for cancellation, Petitioners allege:

1. MRD is a manufacturer of high-end, luxury watches and related products (“Roger
Dubuis Watches”). MRD has manufactured, marketed, offered for sale and sold its watches
throughout the world under the ROGER DUBUIS trademark since 1995.

2. Roger Dubuis Watches are MRD’s own creation.

3. MRD was the first entity to affix the ROGER DUBUIS trademark to Roger
Dubuis Watches and, to date, no entity other than MRD affixes the ROGER DUBUIS trademark
to Roger Dubuis Watches or has control over the quality or appearance of Roger Dubuis
Watches.

4. MRD first used its ROGER DUBUIS trademark in connection with the offering
for sale and sale of Roger Dubuis Watches in commerce in the United States at least as early as
1998.

5. Since at least as early as 1998, the ROGER DUBUIS trademark has been used by
or under license from MRD to identify and distinguish its high quality products in commerce in
the United States.

6. MRD has invested millions of dollars in advertising and other activities to
promote its ROGER DUBUIS trademark and the Roger Dubuis Watches throughout the world,
including numerous promotional activities directed at retailers and customers in the United
States.

7. As a result of its efforts, MRD has developed substantial goodwill in the ROGER

DUBUIS trademark.
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8. The substantial use and advertising of the ROGER DUBUIS trademark
throughout the United States and the world over the past ten years have caused the trademark to
be associated solely and exclusively in the minds of consumers with MRD’s Watches.

9. Moreover, the substantial use and advertising of the ROGER DUBUIS trademark
throughout the United States and the world have caused the ROGER DUBUIS trademark to
become famous.

10. On May 19, 1999, MRD entered into a Distribution Contract with RDNA-Pa,
whereby RDNA-Pa was appointed exclusive distributor of the Roger Dubuis Watches in the
United States (the “Contract”). On October 27, 1999, MRD and RDNA-Pa executed a Contract
Amendment to the RDNA Contract (the “Amendment”).

11. During the term of the Contract, RDNA-Pa was licensed to use the ROGER
DUBUIS trademark only in connection with its advertising and promotion of the Roger Dubuis
Watches in the United States and other countries in North America.

12. Under the terms of the Contract, MRD owns all of the intellectual property related
to the Roger Dubuis Watches, including the ROGER DUBUIS trademark. Section 6.01 of the
Contract provides:

All patents, patent filings, registered trademarks, registered names,
monograms, graphics, logos, rights of reproduction and other
property rights on and related to the Products and to the ‘Roger
Dubuis, Genevan watchmaker’ brand are and will remain the
exclusive property of [MRD].
13. Atall times during the term of the Contract, MRD was the sole manufacturer of,

and controlled the quality of, the Roger Dubuis Watches that RDNA advertised, promoted and

distributed.
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14. Section 2.02 of the Contract states that RDNA-Pa “is not under any circumstances
authorized to manufacture or to modify any models of the Products.”

15. Furthermore, under the Contract, MRD retained control of all advertising and
promotional activities with respect to the Roger Dubuis Watches. Section 4.02 thereof provides:
All the Distributor’s advertising or promotional material linked to

the Products must be approved in writing by [MRD] before its
dissemination to the public, and [MRD] reserves the right to
disapprove this material if it deems that this material can deceive
the public or adversely affect [MRD’s] reputation, the registered
trademark “Roger Dubuis, Genevan watchmaker,” or the image
and reputation of the Products.

16.  RDNA did not use the ROGER DUBUIS trademark before it entered into the
Contract in May 1999.

17. All of RDNA’s use of the ROGER DUBUIS trademark during the term of the
Contract (beginning in May 1999) was pursuant to the license grant from MRD. Accordingly,
any rights resulting from RDNA’s use inured to MRD’s benefit as the trademark owner/licensor.

18.  Section 6.01 of the Contract states that RDNA “commits to help [MRD] in its
steps of filing trademarks of filing names associated with the Products in the Territory.”

19.  On July 29, 1999, RDNA-Pa filed an application with the United States Patent
and Trademark Office (“USPTO”) seeking to register the ROGER DUBUIS trademark.

20.  Pursuant to the requirements of § 1201.06(a) of the U.S.P.T.O. Trademark
Manual of Examining Procedure, and in recognition that MRD was and would remain the owner

of the ROGER DUBUIS trademark, RDNA-Pa sought MRD’s consent to register the ROGER

DUBUIS trademark in its name.
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21. On July 16, 1999, MRD’s President and Chief Executive Officer consented to
RDNA-Pa’s use and registration of the ROGER DUBUIS trademark in RDNA-Pa’s name for
use in advertising and promotion of MRD’s products in the United States.

22. MRD did not at any time transfer ownership of the ROGER DUBUIS trademark
to RDNA or assign to RDNA its rights to the ROGER DUBUIS trademark.

23. On April 25, 2000, the USPTO issued Registration No. 2,345,742 in RDNA-Pa’s
name for the ROGER DUBUIS trademark for use in connection with “watches, watch bands and
watch components, namely springbars.”

24, On August 28, 2003, RDNA executed an assignment allegedly transferring
Registration No. 2,345,742 to Helvetia Time Corporation, a Delaware corporation. That
assignment was recorded at the USPTO’s assignment branch on September 8, 2003.

25.  Upon information and belief, Helvetia Time Corporation changed its name to
Roger Dubuis North America, Inc. in February 2004. Upon information and belief, that name
change was recorded at the U.S.P.T.O. assignment branch on February 6, 2006.

26.  After RDNA repeatedly and materially breached the terms of the Contract, MRD
properly terminated the Contract in or around November 2005.

27.  The Amendment provides that RDNA has no right to own or use the Roger
Dubuis name after the Contract is terminated. Upon termination, RDNA is required to transfer
any rights to use the Roger Dubuis name to MRD.

28.  Notwithstanding MRD’s termination of the Contract, RDNA has continued to use
the ROGER DUBUIS trademark in the United States and other countries in North America.

29. Moreover, RDNA is holding itself out to the public as the exclusive distributor of

Roger Dubuis Watches in the United States.
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29.  Upon information and belief, RDNA is incorrectly informing retailers that MRD
will never again sell its Roger Dubuis Watches in the United States because RDNA and/or
Helvetia “own” the ROGER DUBUIS trademark.

30.  Because MRD, the only manufacturer of authentic Roger Dubuis Watches, will
no longer supply watches to RDNA, RDNA can only continue, and, upon information and belief,
intends to continue, selling watches bearing the name Roger Dubuis by selling counterfeit Roger
Dubuis watches, i.e., watches manufactured by a company unauthorized by MRD but bearing the
ROGER DUBUIS trademark.

31. By adopting and continuously using the ROGER DUBUIS trademark in
commerce in the United States since at least as early 1998, MRD has established rights in the
ROGER DUBUIS mark that predate any right upon which Registrant can rely. Petitioners’
rights in the ROGER DUBUIS trademark are therefore superior to those of Registrant.

32.  OnFebruary 2, 2006, MRD entered into a Distribution Agreement with RDD (the
“RDD Agreement”) whereby RDD became the new exclusive distributor of MRD’s products in
the Territory.

33.  Under the RDD Agreement, MRD granted RDD an exclusive license to use the
ROGER DUBUIS trademark in the United States.

34.  Petitioners MRD and RDD are and will continue to be damaged under Section
14(3) of the Lanham Act, 15 U.S.C. § 1064(3), by the continued registration of Reg. No.
2,345,742, because the ROGER DUBUIS trademark is being used by, or with the permission of,
Registrant so as to misrepresent the source of the goods on or in connection with which the mark

1s used.
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WHEREFORE, for the reasons set forth in the foregoing paragraphs, Petitioners believe
they will be damaged by the continued registration of the ROGER DUBUIS registration in the
name of Registrant, and prays that this Board rectify the register pursuant to its authority under
Section 18 of the Lanham Act, 15 U.S.C. §1068, to reflect ownership of Registration No.
2,345,742 in the name of the MRD. In the alternative, Petitioners pray that this petition be
granted and Registration No. 2,345,742 be cancelled and that this Board award such other and

further relief as it deems appropriate.

Respectfully submitted,

Dated: February 7, 2006 By: /Anita B. Polott/
Anita B. Polott
Nishan Kottahachchi
Henry W. Huffnagle
Morgan, Lewis & Bockius LLP
1111 Pennsylvania, Ave., N.-W.
Washington, D.C. 20004
(202) 739-3000

Attorneys for Petitioners
Manufacturer Roger Dubuis, S.A. and RD
Distribution, Inc.
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