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Peter M. de Jonge

Gordon K. Hill

THORPE NORTH & WESTERN, L.L.P.
8180 South 700 East, Suite 350

Sandy, Utah 84070

Telephone: (801) 566-6633

Facsimile: (801) 566-0750

Attorneys for XEL Herbaceuticals, Inc.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

HERBACEUTICALS, INC.,
Petitioner/Counter-Registrant,
V- Cancellation No. 92045172

XEL HERBACEUTICALS, INC.,

Registrant/ Counter-Petitioner.

XEL HERBACEUTICAL’S MEMORANDUM
OF POINTS AND AUTHORITIES
OPPOSING PETITIONER’S MOTION TO STRIKE EVIDENCE

Registrant/Counter-Petitioner, XEL Herbaceuticals, Inc. (hereinafter “XEL”) hereby
responds to Petitioner/Counter-Registrant’s Motion to Strike Evidence Submitted in Support of
XEL’s Motion for Summary Judgment (hereinafter “Motion to Strike”). The evidence XEL
has provided in support of its Motion for Summary Judgment is not hearsay and should be

considered by the Board.



L EVIDENCE SUBMITTED

The exhibits submitted by XEL as evidence supporting its Motion for Summary
Judgment were submitted to Petitioner previously in response to Petitioner’s discovery requests
for production of documents. See, Exhibits A, B and C attached hereto. As such, this evidence
is appropriate for evaluation by the Board in determining XEL’s Motion for Summary
Judgment,

The evidence submitted by XEL clearly indicates the source of the information. For
example, the document Bates numbered XEL (000453 in Exhibit A of XEL’s Motion for
Summary Judgment clearly indicated it comes from the “Herbaceuticals for Humans” portion
of the “Global Health Mall.com” website. Similarly, Avon® products are show as offered on
the Amazon.com website (document Bates numbered XEL 000460} and the Alibaba.com
website (document Bates numbered XEL 00496). Moreover, the documents noted by
Petitioner as coming from a Lexis/Nexis search contain copyright information indicating the

source for each document.

I1. ARGUMENT

A. XEL’s Presented Evidence Is Appropriate

The Trademark Trial and Appeal Board Manual of Procedure provides the standard for
submitting evidence in a motion for summary judgment submitted to the Board. “[A] party
may make of record, for purposes of summary judgment, ... documents or things produced in
response to a request for production; official records, if competent evidence and relevant to the
issue; printed publications, such as books and periodicals, available to the general public in

libraries or of general circulation among members of the public or that segment of the public



which is relevant..” See, TBMP §528.05(a). Further, “the materials may be submitted as
attachments or exhibits to a party’s brief on the motion.” Id.

Ever page of XEL’s exhibits submitted with its Motion for Summary Judgment was
provided to Petitioner in response to a request for production of documents from Petitioner. As
shown in Exhibit A, Petitioner requested “All documents concerning and/or referring or
relating to the use of HERBACEUTICALS or Herbaceutical’s Marks as a generic term.” See,
Exhibit A, Document Request No. 4. XEL responded to Petitioner’s document requests on
May 26, 2006, providing all the documents eventually used by XEL in support of its Motion for
Summary Judgment. See, Exhibit B, response to Document Request No. 4. Thus, Petitioner
has had over three years to evaluate the reliability of XEL’s responses to Petitioner’s document
requests and has not objected to the form of this evidence until now.

XEL’s exhibits are what they purport to be, evidence of various generic uses of the term
“herbaceuticals” gathered from searching the Internet and in response to Petitioner’s document
requests. See, Exhibit C attached hereto. XEL’s exhibits are considered appropriate evidence
for its Motion for Summary Judgment.

The Board has already noted that other courts routinely accept Internet information as
evidence of generic use of a term, albeit with varying degrees of probative value. See, e.g.,
Raccioppi v. Apogee, Inc., 47 USPQ2d 1368, 1370-71 (TTAB 1998).

B. XEL’s Evidence Is Not Hearsay

Hearsay is defined as a statement “offered in evidence to prove the truth of the matter
asserted.” See, Fed.R.Evid. 801(c). The evidence presented by XEL does not fall within the
definition of hearsay. The evidence offered by XEL is not offered to prove the truth of the

matter asserted in that evidence. For example, the evidence regarding use of the term



“herbaceuticals” by Avon® is not presented to prove that those cosmetics are herbaceuticals or
_incorporate a “breakthrough in herbaceutical science.” See, XEL’s Motion for Summary
Judgment, Exhibit A, page Bates numbered XEL 000460. As another example, the evidence
that GlobalHealthMall.com uses the term “herbaceuticals” generically is not presented to prove
that the promoted nutritional supplements are actually herbaceutical products as described.
See, XEL’s Motion for Summary Judgment, Exhibit A, page Bates numbered XEL 000453,
Similarly, the evidence presented regarding other uses of the term “herbaceuticals” is not
offered to prove that a company is truly a herbaceutical company or that certain research is
considered herbaceutical research. This evidence is offered to show that the general public,
including Petitioner’s direct competitors, use the term “herbaceuticals” in a generic sense.
The evidence submitted by XEL is not hearsay and is admissible as evidence of the

purchasing public’s perception of the term “herbaceutical.” Id.



IIl,.  CONCLUSION

The evidence presented by XEL should be evaluated by the Board in determining
XEL’s Motion for Summary Judgment. Also, the evidence presented by XEL should not be
considered hearsay. Petitioner will not be prejudiced if the Board evaluates the evidence
submitted by XEL because Petitioner has made its objections and XEL has responded.

Accordingly, the Board should deny Petitioner’s Motion to Strike Evidence.

DATED: July , 2009.

Gordon K. Hill
Jed H. Hansen o
THORPE NORTH & WESTERN

Attorneys for Registrant/Counter-Petitioner
XEL Herbaceuticals, Inc.



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing XEL
HERBACEUTICAL’S MEMORANDUM OF POINTS AND AUTHORITIES OPPOSING
PETITIONER’S MOTION TO STRIKE EVIDENCE was served upon Petitioner by depositing
a copy of the same with the United States Post Office as first class mail, postage prepaid, in an

envelope addressed to:

Abigail Rubinstein Hand Delivery

DARBY & DARBY X United States Mail

7 World Trade Center First Class, Postage Pre-Paid
250 Greenwich Street __Overnight Delivery

New York, New York 10007 __ Electronic Mail

arubenstein@darbylaw.com
Fax Transmission

(212) 753-6237

on this Zi I day of July, 2009.

o



EXHIBIT A



02974/7001359-000

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

HERBACEUTICALS, INC.

Petitioner,
Cancellation No. 92045172

XEL HERBACEUTICALS, INC.,
Registrant.

B . X

XEL HERBACEUTICALS, INC.

Counter-Petitioner,

HERBACEUTICALS, INC,,

Counter -Registrant.

PETITIONER/COUNTER-REGISTRANT'S
FIRST SET OF DOCUMENT REQUESTS

Pursuant to Trademarks Rule 2.120 and Rule 33 of the Federal Rules of
Civil Procedure, Petitioner/Counter-Registrant. (“Herbaceuticals” or
"Petitioner/Counter-Registrant"), by its attorneys, hereby requests that XEL

Herbaceuticals, Inc., (“XEL” or “Registrant/Counter-Petitioner”) produce, within
1
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thirty (30) days of service hereof, the documents and things identified below for

inspection and copying at the offices of Darby & Darby, 805 Third Avenue, New York,

New York, 10022.

INSTRUCTIONS

a. These Requests for Documents are continuing in nature and any
documents or things obtained, discovered or formulated by you subsequent to your
production hereto, which would have been responsive to these Requests, shall be
produced promptly to Herbaceuticals, pursuant to Rule 26(c) of the Federal Rules of
Civil Procedure.

b. The documents requested herein are intended to include all documents in
the possession, custody, or control of XEL and include, unless otherwise specifically
indicated, its predecessor(s), agents, legal representatives, divisions, subsidiary entities,
both controlled and wholly or partially, directly or indirectly owned, and all other
related entities (as defined by 15 U.S.C. §1127), and the past and present employees,
agents, representatives, attorneys and other personnel thereof, as well as each entity
through which the XEL claims the right to use and/or register XEL’s Alleged Marks
and any variants thereof.

c. No part of a Request shall be left unanswered or documents and things
not produced merely because an objection is interposed as to any other part of a
Request. Where an objection is made to any Request, or subpart thereof, the objection

shall state with specificity all grounds. All objections to the production of documents,
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information or other things requested herein shall be made in writing and delivered to
the offices of Darby & Darby, 805 Third Avenue, New York, New York, 10022.

d. If XEL cannot respond to any of the following Requests in full, after
exercising due diligence to secure the full response, XEL should respond to the Request
to the best of its present ability, state that the response is based upon what XEL
believes to be incomplete information, give the grounds for being unable to fully and
sufficiently respond to the Request, and produce whatever documents, information,
things or materials XEL has in its possession, custody and/or control that are or may be
responsive to the particular Request.

e. In the event that XEL objects to any Request herein based upﬁn an
allegation of privilege (including work-product) or immunity, XEL should identify each
such document by date, author, addressee(s), recipient(s), type of document (e.g., letter,
memorandum, chart, telegram, etc.), the general subject matter and its present or last

known location or custodian.

f. Unless otherwise specifically indicated herein below, the time period

covered by such Requests is from January 2000 to the present.

DEFINITIONS

The definitions set forth in Petitioner/Counter-Registrant's First Set of

Interrogatories, served concurrently herewith, are incorporated herein by reference.

3
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DOCUMENT REQUESTS

" DOCUMENT REQUEST NO. 1:

All documents referring to, relating to, or concerning third party use of .
"HERBACEUTICALS" as a stand alone term or in connection with other terms.

DOCUMENT REQUEST NQ. 2:

All documents used to support XEL's claim and/or affirmative defense that the

term HERBACEUTICALS is a generic term.

DOCUMENT REQUEST NO. 3:

All  documents wused to support XEL’s affirmative defense that

HERBACEUTICALS is merely descriptive.

DOCUMENT REQUEST NO. 4:

All documents concerning and/or referring or relating to the use of
HERBACEUTICALS or Herbaceuticals’ Marks as a generic term.

DOCUMENT REQUEST NO. 5:

All documents concerning and/or referring or Eclating to the use of
HERBACEUTICALS or Herbaceuticals” Marks as a descriptive term.

DOCUMENT REQUEST NO. 6:

All documents used to support and/or concerning and/or referring or relating to

XEL’s first affirmative defense in its Answer to Herbaceuticals’ Consolidated Petition

to Cancel.

4
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DOCUMENT REQUEST NO. 7:

All documents used to support and/or concerning and/or referring or relating to
XEL’s second affirmative defense in its Answer to Herbaceuticals’ Consolidated

Petition to Cancel.

DOCUMENT REQUEST NO. 8:

All documents used to support and/or concerning and/or referring or relating to
XEL’s third affirmative defense in its Answer to Herbaceuticals’ Consolidated Petition

to Cancel.

DOCUMENT REQUEST NO. 9:

All documents used to support and/or concerning and/or referring or relating to

XEL’s fourth affirmative defense in its Answer to Herbaceuticals’ Consolidated Petition

to Cancel.

DOCUMENT REQUEST NO. 19:

All documents used (o support and/or concerning and/or referring or relating to

XEL’s fifth affirinative defense in its Answer to Herbaceuticals® Consolidated Petition

to Cancel.

DOCUMENT REQUEST NO. 11:

All documents used to support and/or concerning and/or referring or relating to

XEL’s sixth affirmative defense in its Answer to Herbaceuticals’ Consolidated Petition

to Cancel.

5
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DOCUMENT REQUEST NO, 12;

All documents used to support and/or concerning and/or referring or relating to

XEL’s seventh affirmative defense in its Answer to Herbaceuticals’ Consolidated

Petition to Cancel.

DOCUMENT REQUEST NO. 13:

All documents used to support and/or concerning and/or referring or relating to
XEL’s allegations in paragraph 2 of its Counter Petition to Cancel Reg. No. 2,585,974,

DOCUMENT REQUEST NO. 14:

All documents used to support and/or concerning and/or referring or relating to
XEL'’s allegations in paragraph 3 of its Counter Petition to Cancel Reg. No. 2,585,974,

DOCUMENT REQUEST NO. 15:

All documents used to support and/or concerning and/or referring or relating to

XEL'’s allegations in paragraph 4 of its Counter Petition to Cancel Reg. No. 2,585,974

DOCUMENT REQUEST NO. 16:

All documents used to support and/or concerning and/or referring or relating to

XEL's allegations in paragraph 5 of its Counter Petition to Cancel Reg. No. 2,585,974

DOCUMENT REQUEST NO. 17:

All documents concerning and/or referring or relating to the first use of each of
XEL's Alleged Marks in connection with each good identified in Registration Nos.

2,970,981, 2,970,979, 2,948,359; 2,948,354, 2,860,543, 2,845,260.

6
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DOCUMENT REQUEST NO., 18:

Documents sufficient to identify XEL's first use of the marks which are the
subjects of Registration Nos. 2,970,981; 2,970,979; 2,948,359; 2,948,354; 2,860,543,
2,845,260 in connection with each good identified in such registrations,

DOCUMENT REQUEST NO. 19:

Documents sufficient to identify and describe fully all products or services
offered or intended to be offered for sale in connection with XEL’s Alleged Marks,
including but not limited to specimens of each product offered or intended to be offered
for sale in connection with XEL’s Alleged Marks.

DOCUMENT REQUEST NO. 20:

Documents concerning the selection, adoption, creation, and/or acquisition of

XEL’s Alleged Marks.

DOCUMENT REQUEST NO. 21:

Any trademark searches or investigations conducted in connection with XEL’s

Alleged Marks.

DOCUMENT REQUEST NO. 22:

All documents concerning and/or referring, or relating to studies, clinical trials,
or other tests conducted in connection with products offered or intended to be offered

for sale in connection with XEL's Alleged Marks.

.
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DOCUMENT REQUEST NO. 23;

All documents concerning and/or referring, or relating to any United States
government of FDA approval for products offered or intended to be offered for sale in
connection with XEL’s Alleged Marks.

DOCUMENT REQUEST NO. 24:

All documents concerning and/or referring or relating to any application for
funding or grant for research by the United States federal govermment or any state or

local government for products offered or intended to be offered for sale in connection

with XEL’s Alleged Marks.

DOCUMENT REQUEST NO. 25:

Documents sufficient to identify the channel(s) of trade by which XEL sells,
markets, distributes or intends to sell, market, or distribute goods or services in
connection with XEL’s Alleged Marks.

DOCUMENT REQUEST NO. 26:

Representative copies of advertisements, marketing or promotional items,
solicitations, offers, brochures, pamphlets, catalogues, signs, or displays published,
distributed, broadcast or created by or on behalf of XEL in which XEL’s Alleged
Marks appear or are displayed.

DOCUMENT REQUEST NO. 27;

As to the materials and items produced in response to Request No. 26 herein;
a. documents sufficient to identify and establish the media in which

the advertiscment, marketing or promotional ijtem, solicitation, offer, brochure,

8
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pamphlet, catalogue, sign, or display appeared, was published, distributed, broadcast,
or disseminated;

b. documents sufficient to identify and establish the approximate
dates when such advertisement, marketing or promotional item, solicitation, offer,
brochure, pamphlet, catalogue, sign, or display appeared, was published, distributed,
broadcast, or disseminated;

c. documents sufficient to identify and establish the geographic
scope of the appearance, publication, distribution, broadcast, or dissemination of such
advertisement, marketing or promotional item, solicitation, offer, brochure, pamphlet,
catalogue, sign, or display;

d. documents sufficient to identify and establish the quantity of such
advertisement, marketing or promotional item, solicitation, offer, brochure, pamphlet,
catalogue, sign, or display that appeared, was published, distributed, broadcast, or
disseminated;

€. documents sufficient to identify the advertising agency or
agencies, if any, that created or participated in the creation of such advertisement,
marketing or promotional item, solicitation, offer, brochure, pamphlet, catalogue, sign,
or display;

f, agreements, correspondence, or memoranda, between XEL and
third parties concerning the creation, production, or provision of such advertisement,

marketing or promotional item, offer, brochure, pamphlet, catalogue, sign or display.

9
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g correspondence and/or memoranda generated or received by XEL
concerning the creation, production, or provision of such advertisement, marketing or

promotional item, offer, brochure, pamphlet, catalogue, sign or display; and

h. internal and/or other communications written or otherwise
transcribed concerning such advertisement, marketing or promotional item, offer,

brochure, pamphlet, catalogue, sign or display.

DOCUMENT REQUEST NQ. 28:

Documents concerning actual or projected expenditures on an annual basis for
advertising, marketing, and/or promotional materials that refer to XEL’s Alleged
Marks for the past five years.

DOCUMENT REQUEST NO. 29:

Documents concerning actual or projected expenditures in the United States on
an annual basis for advertising, marketing, and/or promotional materials that refer to
XEL's Alleged Marks for the past five years.

DOCUMENT REQUEST NO. 30:

All third party press, including but not limited to, newspaper or magazine
articles or comments, and/or radio or television shows, which have been published,

distributed, prpii_ﬁﬁlfl_y shown-and have displayed or mentioned XEL’s Alleged Marks

in the past five years.

>
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DOCUMENT REQUEST NO. 31:

All price lists for products or services sold or intended to be sold in connection

with XEL’s Alleged Marks.

DOCUMENT REQUEST NO, 32:

Bocuments sufficient to identify the classes of purchasers to whom XEL offers
or intends to offer products or services in connection with XEL’s Alieged Marks.

DOCUMENT REQUEST NO. 33;

Documents sufficient to identify the methods of or intended methods of sale,
advertising, promotion or marketing for XEL’s products or services in connection with
XEL’s Alleged Marks.

DOCUMENT REQUEST NO. 34:

Documents sufficient to identify the target market for XEL’s advertising,
marketing or promotion of products or services under or in connection with XEL’s
Alleged Marks.

DOCUMENT REQUEST NO. 35;

Documents concerning or comprising licenses granted to or from XEL
concerning XEL’s Alleged Marks, including all amendments or modifications to such
licenses and any non-privileged communications concerning said licenses.

DOCUMENT REQUEST NO. 36:

All agreements, other than licenses, to which XEL or anyone in privity with it is
a party concerning XEL’s Alleged Marks, including all amendments or modifications to

such agreements and any non-privileged communications concerning said agreements.

11
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DOCUMENT REQUEST NQ. 37:

Aside from documents sent by Herbaceuticals, all documents concerning any
objection received by XEL to the use or registration of XEL’s Alleged Marks on the
basis of any marks or name of a third party including, without limitation, documents
showing the status or disposition of the objection.

DOCUMENT REQUEST NO. 38:

Documents concerning or evidencing mistake or confusion between any product
or service sold or offered by XEL in connection with XEL’s Alleged Marks and any

other product.

DOCUMENT REQUEST NO. 39;

All documents identifying the actual or projected gross revenues, net revenues,
and profits from the sale of products in the United States offered in association with
XEL’s Alleged Marks for the past five years.

DOCUMENT REQUEST NQO. 40:

Documents sufficient to establish XEL’s total sales in the United States on an
annual basis, for products sold in connection with XEL’s Alleged Marks for the past

five years.

DOCUMENT REQUEST NO. 41:

All documents showing annual sales or projected annual sales in the United

States for each product offered or intended to be offered in connection with XEL'’s

Alleged Marks for the past five years.

12
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DOCUMENT REQUEST NO. 42:

All documents which any expert retained in connection with the instant
proceeding has seen, may use or rely upon in the course of arriving at any opinions or
conclusions at any trial or other hearing in this case,

DOCUMENT REQUEST NO. 43:

All strategic marketing, or business plans or related documents or
communications concerning the sale, advertising, promotion, or modify or intended sale,
advertising, promotion of marketing of products in connection with XEL’s Alleged

Marks.

DOCUMENT REQUEST NO. 44:

All documents, including market research, consumer surveys, focus groups and
internal memos, concerning the strength or Jack of strength of XEL’s Alleged Marks,
including all documents concerning third party use thereof or colorable variations

thereof,

DOCUMENT REQUEST NO. 45:

XEL’s document retention policy.

DOCUMENT REQUEST NO. 46:

All documents concerning XEL’s policies or practices of receiving, handling,

archiving, or storing of consumer communications.

13
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DOCUMENT REQUEST NO. 47;

All documents consulted in preparing responses to Petitioner/Counter-

Registrant’s First Set of Interrogatories.

Respectfully submitted,

DARBY & DARBY, P.C.

Dated: April 21, 2006 By:
Karin‘Segall
Abigail Rubinstein
Attorneys for Petitioner/Counter-
Registrant
805 Third Avenue
New York, NY 10022
Tel.: (212) 527-7700
Fax: (212) 753-6237

14
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Cancellation No. 92045172

CERTIFICATE OF SERVICE

This is to certify that a true copy of the foregoing document entitled
PETITIONER/COUNTER-REGISTRANT’S FIRST SET OF DOCUMENT REQUESTS

was served on Registrant/Counter-Petitioner’s counsel by first-class mail, postage prepaid

Oon.

Peter M. de Jonge
Jed H. Hanson
Thrope North & Western LLP
8180 South 700 East Suite 350
Sandy, Utah 84070

on this day of April 21, 2006.

Susan Gillen

15
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EXHIBIT B



TRADEMARK
DOCKET NO., 25817
Peter M. de Jonge
Jed H. Hansen
THORPE NORTH & WESTERN, LLP
8180 South 700 East, Suite 200
Sandy, Utah 84070
Telephone: (801) 566-6633
Facsimile: (801) 566-0750

Attorneys for XEL Herbaceuticals, Inc.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

HERBACEUTICALS, INC,,
Petitioner,
V.
XEL HERBACEUTICALS, INC,,

Registrant.
Cancellation No. 92/045,172

XEL HERBACEUTICALS, INC,,
Counter Petitioner,

V.

HERBACEUTICALS, INC,,

Counter Registrant,




Registrant/Counter Petitioner, XEL HERBACEUTICALS, INC. (hereinafter
referred to as “Registrant/Counter Petitioner”) hereby answers Petitioner/Counter
Registrant’s, HERBACEUTICALS, INC., (hereinafter referred to as “Registrant/Counter

Petitioner™) first set of requests for documents as follows:

GENERAL OBJECTIONS

A. Registrant/Counter Petitioner objects to the First Request for Documents
generally to the extent that it exceeds the scope of the discovery permissible under the
Federal Rules of Civil Procedure or the Trademark Rules of Practice.

B. Registrant/Counter Petitioner objects to the First Request to the extent it
purports to demand information protected from disclosure by the attorney-client
privilege; or information that constitutes the work product of attorneys for
Registrant/Counter Petitioner or which otherwise reflects the mental impressions,
conclusions, opinions or legal theories of those attorneys or their agents; or information
or materials that have been compiled in anticipation of ltigation or for trial by or on
behalf of Registrant/Counter Petitioner or its attorneys.

C. Registrant/Counter Petitioner objects to the First Request to the extent that
it seeks information or documents that constitute or disclose confidential and/or
proprietary information concerning Registrant/Counter Petitioner, its business and/or its
business practices. Any such documents produced by Registrant/Counter Petitioner shall
be produced, without waiver of this objection, subject to the terms of a duly executed
Stipulation Protecting Confidentiality of information Revealed during Board Processing
governing this case.

D. Registrant/Counter Petitioner objects to the First Request to the extent that
it requires Registrant/Counter Petitioner to produce information or documenis not within
Registrant/Counter Petitioner’s possession, custody or control.

E. Registrant/Counter Petitioner reserves until the time of trial all objections
as to the relevance or admissibility of any documents produced in response to this First

Request and any information contained therein. The supplying of any documents or



information contained therein does not constitute an admission by Registrant/Counter
Petitioner that such document or information is relevant or admissible.

F. Registrant/Counter Petitioner does not waive or intend to waive, but rather
intends to preserve and hereby preserves (i) all rights to object, on any ground, to the use
of any information and documents produced in response to the First Request, in any
subsequent proceedings in this or any other case, action or proceeding and (it) all right to
object on any ground to any request for further responses to the First Request or any other
request.

G. Registrant/Counter Petitioner reserves the right to amend and/or
supplement its answers to the First Request as, if and when additional information

responsive to the requests is made available to it.

DOCUMENT REQUESTS

DOCUMENT REQUEST NO. 1: All documents referring to, relating to, or
concerning third party use of “HERBACEUTICALS” as a stand alone term or in

connection with other terms.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and secks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —

XEL 000575, XEL 001607-001669, and XEL 001501-001606.



DOCUMENT REQUEST NO. 2: All documents used to support XEL’s claim and/or
affirmative defense that the term HERBACEUTICALS is a generic term.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453

XEL 000575, XEL 001607-001669, and XEL 001501-001606.

DOCUMENT REQUEST NO. 3: All documents used to support XEL’s affirmative
defense that HERBACEUTICALS is merely descriptive.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 -

XEL 000575, XEL 001607-00166%9, and XEL 001501-001606.



DOCUMENT REQUEST NO. 4: All documents concerning and/or referring or relating
to the use of HERBACEUTICALS or Herbaceuticals® Marks as a generic term.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —
XEL 000575, XEL 001607-001669, and XEL 001501-001606.

DOCUMENT REQUEST NO. 5: All documents concerning and/or referring or relating
to the use of HERBACEUTICALS or Herbaceuticals’ Marks as a descriptive term.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —

XEL 000575, XEL 001607-001669, and XEL 001501-001606.



DOCUMENT REQUEST NO. 6: All documents used to support and/or concerning
and/or referring or relating to XEL’s first affirmative defense in its Answer to
Herbaceuticals’ Consolidated Petition to Cancel.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —
XEL 600575, XEL 001607-001669, and XEL 001501-001606.

DOCUMENT REQUEST NOQ. 7: All documents used to support and/or concerning

and/or referring or relating to XEL’s second affirmative defense in its Answer to
Herbaceuticals” Consolidated Petition to Cancel.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453

XEL 000575, XEL 001607-001669, and XEL 001501-001606.



DOCUMENT REQUEST NO. 8: All documents used to support and/or concerning
and/or referring or relating to XEL’s third affirmative defense in its Answer to
Herbaceuticals’ Consolidated Petition to Cancel.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —
XEL 000575, XEL 001607-001669, XEL 001501-001606, XEL 001246-001451.
DOCUMENT REQUEST NO. 9: All documents used to support and/or concerning

and/or referring or relating to XEL’s fourth affirmative defense in its Answer to
Herbaceuticals’ Consolidated Petition to Cancel.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —

XEL 000575, XEL 001607-001669, and XEL 001501-001606.



DOCUMENT REQUEST NO. 10: All documents used to support and/or concerning
and/or referring or relating to XEL’s fifth affirmative defense in its Answer to
Herbaceuticals’ Consolidated Petition to Cancel.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
cvidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 001183-

001219.

DOCUMENT REQUEST NO. 11: All documents used to support and/or concerning
and/or referring or relating to XEL’s sixth affirmative defense in its Answer to
Herbaceuticals” Consolidated Petition to Cancel.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said

objections, Registrant/Counter Petitioner produces documents XEL 001183-001219.



DOCUMENT REQUEST NO. 12: All documents used to support and/or concerning

and/or referrmg or relating to XEL’s seventh affirmative defense in its Answer to

Herbaceuticals® Consolidated Petition to Cancel.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said

objections, Registrant/Counter Petitioner produces documents XEL 001183-001219.

DOCUMENT REQUEST NO. 13: All documents used to support and/or concerning
and/or referring or relating to XEL’s allegations in paragraph 2 of its Counter Petition to

Cancel Reg. No. 2,585,974,

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable

confidentiality agreement or protective order. Subject to and without waiving said



objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —

XEL 000575, XEL 001607-001669, and XEL 001501-001606.

DOCUMENT REQUEST NO. 14: All documents used to support and/or concerning
and/or referring or refating to XEL’s allegations in paragraph 3 of its Counter Petition to
Cancel Reg. No. 2,585,974,

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein, Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEI. 000453 —
XEL 000575, XEL 001607-001669, and XEL 001501-001606.

DOCUMENT REQUEST NO. 15; All documents used to support and/or concerning
and/or referring or relating to XEL’s allegations in paragraph 4 of its Counter Petition to

Cancel Reg. No. 2,585,974.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the

extent it calls for confidential and/or proprietary information in the absence of a suitable



confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —

XEL 000575, XEL 001607-001669, and XEL 001501-001606.

DOCUMENT REQUEST NO. 16: All documents used to support and/or concerning
and/or referring or relating to XEL’s allegations in paragraph 5 of its Counter Petition to
Cancel Reg. No. 2,585,974.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000453 —
XEL 000575, XEL 001607-001669, and XEL 001501-001606.

DOCUMENT REQUEST NO. 17: All documents concerning and/or referring or

relating to XEL’s Alleged Marks in connection with each good identified in Registration

Nos. 2,970,981; 2,970,979; 2,948,359; 2,948,354; 2,860,543; 2,845,260.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged

information that is not reasonably calculated to lead to the discovery of admissible



evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000001-
000452.

DOCUMENT REQUEST NO. 18: Documents sufficient to identify XEL’s first use of
the marks which are the subjects of Registration Nos. 2,970,981; 2,970,979, 2,948,359,

2,948,354; 2,860,543; 2,845,260 in connection with each good identified in such
registrations.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000001 -

000452.

DOCUMENT REQUEST NO. 19: Documents sufficient to identify and describe fully
all products or services offered to be intended to be offered for sale in connection with
XEL’s Alleged Marks, including but not limited to specimens of each product offered or
intended to be offered for sale in connection with XEL’s Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds

that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged



information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000001 -

000452, and XEL 001452-001500.

DOCUMENT REQUEST NO. 20: Documents concerning the selection, adoption,
creation, and/or acquisition of XEL’s Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner produces documents marked XEL 000001-

000452.

DOCUMENT REQUEST NO. 21: Any trademark searches or investigations conducted
in connection with XEL’s Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds

that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged



information that is not reasonably calculated to lead to the discovery of admissible

evidence at trial.

DOCUMENT REQUEST NO, 22: All documents concerning and/or referting, or
relating to studies, clinical trials, or other tests conducted in connection with products
offered or intended to be offered for sale in connection with XEL’s Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprictary information in the absence of a suitable
confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 23: All documents concerning and/or referring, or

relating to any United States government of FDA approval for products offered or
intended to be offered for sale in connection with XEL’s Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Additionally, Registrant/Counter Petitioner objects to the request to the
extent it calls for information irrelevant to this proceeding.

DOCUMENT REQUEST NO. 24: All documents concerning and/or referring or
relating to any application for funding or grant for research by the United States federal

govemnment or any state or local government for products offered or intended to be
offered for sale in connection with XEL’s Alleged Marks.




RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Additionally, Registrant/Counter Petitioner objects to the request to the
extent it calls for information irrelevant to this proceeding.

DOCUMENT REQUEST NO, 25: Documents sufficient to identify the channel(s) of
trade by which XEL sells, markets, distribute goods or services in connection with XEL’s

Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable

confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 26: Representative copies of advertisements, marketing
or promotional items, solicitations, offers, brochures, pamphlets, catalogues, signs, or
displays published, distributed, broadcast or created by or on behalf of XEL in which

XEL’s Alleged Marks appear or are displayed.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged

information that is not reasonably calculated to lead to the discovery of admissible



evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said

objections, Registrant/Counter Petitioner produces documents marked XEL 001452-

001500.

DOCUMENT REQUEST NO. 27: As to the materials and items produced in response
to Request No. 26 herein:

a. documents sufficient to identify and establish the media in which the
advertisement, marketing or promotional item, solicitation, offer, brochure, pamphlet,
catalogue, sign, or display appeared, was published, distributed, broadcast, or
disseminated;

b documents sufficient to identify and establish the approximate dates when
such advertisement, marketing or promotional item, solicitation, offer, brochure,
pamphlet, catalogue, sign, or display appeared, was published, distributed, broadcast, or
disseminated;

c. documents sufficient to identify and establish the geographic scope of the
appearance, publication, distribution, broadcast, or dissemination of such advertisement,
marketing or promotional item, solicitation, offer, brochure, pamphlet, catalogue, sign, or
display;

d. documents sufficient to establish the quantity of such advertisement,
marketing or promotional item, solicitation, offer, brochure, pamphlet, catalogue, sign, or
display appeared, was published, distributed, broadcast, or disseminated;

€. documents sufficient to identify the advertising agency or agencies, if any,
that created or participated in the creation of such advertisement, marketing or
promotional item, solicitation, offer, brochure, pamphlet, catalogue, sign, or display;

f. agreements, correspondence, or memoranda, between XEL and third
parties concerning the creation, production, or provision of such advertisement,
marketing or promotional item, solicitation, offer, brochure, pamphlet, catalogue, sign, or
display.

g. correspondence and/or memoranda generated or recetved by XEL
concerning the creation, production, or provision of such advertisement, marketing or
promotional item, offer, brochure, pamphlet catalogue, sigh or display; and

h. internal and/or other communications written or otherwise transcribed
concerning such advertisement, marketing or promotional item, offer, brochure,

pamphlet, catalogue, sign or display.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general

objections herein. Registrant/Counter Petitioner objects to the request on the grounds



that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said

objections, Registrant/Counter Petitioner produces documents marked XEL 001452-

001500.

DOCUMENT REQUEST NO. 28: Documents concerning actual or projected
expenditures on an annual basis for advertising, marketing, and/or promotional materials
that refer to XEL’s Alleged Marks for the past five years.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable

confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 29: Documents concerning actual or projected
expenditures in the United States in an annual basis for advertising, marketing, and/or
promotional materials that refer to XEL’s Alleged Marks for the past five years.

RESPONSE. Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds

that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged



information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 30: All third party press, including but not limited to,
newspaper or magazine articles or comments, and/or radio or television shows, which

have been published, distributed, or publicly shown and have displayed or mentioned
XEL’s Alleged Marks in the past five years.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections. Registrant/Counter Petitioner objects to the request on the grounds that it is
overbroad and unduly burdensome, vague, ambiguous, and seeks privileged information
that is not reasonably calculated to lead to the discovery of admissible evidence at trial.
Subject to and without waiving said objections, Registrant/Counter Petitioner produces
documents marked XEL 001452-001500.

DOCUMENT REQUEST NQO. 31: All price lists for products or services sold or
intended to be sold in connection with XEL’s Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the

extent it calls for confidential and/or proprietary information in the absence of a suitable

confidentiality agreement or protective order.



DOCUMENT REQUEST NO. 32: Documents sufficient to identify the classes of
purchasers to whom XEL offers or intends to offer products or services in connection
with XEL’s Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections. Registrant/Counter Petitioner objects to the request on the grounds that it is
overbroad and unduly burdensome, vague, ambiguous, and seeks privileged information
that 1s not reasonably calculated to lead to the discovery of admissible evidence at trial.
Moreover, Registrant/Counter Petitioner objects to the request to the extent it calls for
confidential and/or proprietary information in the absence of a suitable confidentiality
agreement or protective order.

DOCUMENT REQUEST NO. 33: Documents sufficient to identify the methods of or

intended methods of sale, advertising, promotion or marketing for XEL’s products or
services in connection with XEL’s Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the

extent it calls for confidential and/or proprietary information in the absence of a suitable

confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 34: Documents sufficient to identify the target market
for XEL’s advertising, market or promotion of products or services under or in
connection with XEL’s Alleged Marks.




RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of-a suitable
confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 35: Documents concerning or comprising licenses
granted to or from XEL concerning XEL’s Alleged Marks, including all amendments or

modifications to such licenses and any non-privileged communications concerning said
licenses.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 36: All argeements, other than licenses, to which XEL
or anyone in privity with it is a party concemning XEL’s Alleged Marks, including all

amendments or modifications to such agreements and any non-privileged
communications concerning said agreements.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general

objections herein. Registrant/Counter Petitioner objects to the request on the grounds



that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order,

DOCUMENT REQUEST NO. 37: Aside from documents sent by Herbaceuticals, all
documents concerning any objection received by XEL to the use or registration of XEL’s

Alleged Marks in the basis of any marks or name of a third party including, without
limitation, documents showing the status or disposition of the objection.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections. Registrant/Counter Petitioner objects to the request on the grounds that it is
overbroad and unduly burdensome, vague, ambiguous, and seeks privileged information
that 1s not reasonably calculated to lead to the discovery of admissible evidence at trial.
Subject to and without waiving said objections, Registrant/Counter Petitioner states that it

is not aware of any documents responsive to this request.

DOCUMENT REQUEST NO. 38: Documents concerning or evidencing mistake or
confusion between any product pr service sold or offered by XEL in connection with

XEL’s Alleged Marks and any other product.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections. Registrant/Counter Petitioner objects to the request on the grounds that it is
overbroad and unduly burdensome, vague, ambiguous, and seeks privileged information
that is not reasonably calculated to lead to the discovery of admissible evidence at trial.
Subject to and without waiving said objections, Registrant/Counter Petitioner states that it

is not aware of any documents responsive to this request.



DOCUMENT REQUEST NO. 39: All documents identifying the actual or projected
gross revenue, net revenues, and profits from the sale pf products in the United States
offered in association with XEL’s Alleged Marks for the past five years.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprictary information in the absence of a suitable
confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 40: Documents sufficient to establish XEL’s total sales

in the United States on an annual basts, for products sold in connection with XEL’s
Alleged Marks for the past five years.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the

extent it calls for confidential and/or proprietary information in the absence of a suitable

confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 41: All documents showing annual sales or projected
annual sales in the United States for each product offered or intended to be offered in

connection with XEL’s Alleged Marks for the past five years.




RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 42: All documents which any expert retained in

connection with the instant proceeding has seen, may use or rely upon in the course of
arriving at any opinions or conclusions at any trial or other hearing in this case.

RESPONSE. Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged

information that is not reasonably calculated to lead to the discovery of admissible

evidence at trial.

DOCUMENT REQUEST NO. 43: All strategic marketing, or business plans or related
documents or communications concerning the sale, advertising, promotion, or modify or
intended sale, advertising, promotion of marketing pf products in connection with XEL’s

Alleged Marks.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged

information that is not reasonably calculated to lead to the discovery of admissible



evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 44: All documents, including market research, consumer
surveys, focus groups and internal memos, concerning the strength or lack of strength of

XEL’s Alleged Marks, including all documents concerning third party use thereof or
colorable variations thereof.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable

confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 45; XEL’s document retention policy.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable

conflidentiality agreement or protective order.



DOCUMENT REQUEST NO. 46: All documents concerning XEL’s policies or
practices or receiving, handling, archiving, or storing of consumer communications.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Morcover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order.

DOCUMENT REQUEST NO. 47: All documents consulted in preparing responses to
Petitioner/Counter-Registrant’s First Set of Interrogatories.

RESPONSE: Registrant/Counter Petitioner incorporates all of the foregoing general
objections herein. Registrant/Counter Petitioner objects to the request on the grounds
that it is overbroad and unduly burdensome, vague, ambiguous, and seeks privileged
information that is not reasonably calculated to lead to the discovery of admissible
evidence at trial. Moreover, Registrant/Counter Petitioner objects to the request to the
extent it calls for confidential and/or proprietary information in the absence of a suitable
confidentiality agreement or protective order. Subject to and without waiving said
objections, Registrant/Counter Petitioner directs Petitioner/Counter Registration to all

documents produced as part of this response.



DATED this Zﬁ; day of May, 2006.

jf%ter M. de
ed H. Hansen
Attorneys for Registrant/Counter Petitioner

THORPE NORTH & WESTERN LLP
8180 South 700 East, Suite 200

Sandy, Utah 84070

Telephone: (801) 566-6633
Facsimile: (801) 566-0750



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing
REGISTRANT/COUNTER PETITIONER’S RESPONSES TO
PETITIONER/COUNTER REGISTRATION’S FIRST SET OF DOCUMENT
REQUESTS was served upon Petitioner/Counter Registrant by depositing a copy of the
same with the United States Post Office as first class mail, postage prepaid, in an

envelope addressed to:

Karin Segall _____Hand Delivery
Abigail Rubinstein _X_United States Mail
DARBY & DARBY __ Federal Express
P.O. Box 5257 ____Fax Transmission

New York, New York 10150-52557

on this’/)é/' day of %&y , 2006.
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EXHIBIT C



TRADEMARK
DOCKET NO. 01121-25817

Peter M. de Jonge

Gordon K. Hill

THORPE NORTH & WESTERN, LLP
8180 South 700 East, Suite 350

Sandy, Utah 84070

Telephone: (801) 566-6633

Facsimile: (801) 566-0750

Attorneys for XEL Herbaceuticals, Inc.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

AS

HERBACEUTICALS, INC.,
Petitioner/Counter-Registrant,

v, Cancellation No. 92/045,172
XEL HERBACEUTICALS, INC.,

Registrant/Counter-Petitioner.

DECLARATION OF JED H. HANSEN

I, Jed H. Hansen, declare as follows:

1. I'am an Associate attorney at the law firm of Thorpe North & Western
representing Registrant/Counter-Petitioner, XEL Herbaceuticals, Inc.
(hereinafter “XEL”) in the above-captionéd cancellation proceeding, All
information provided within this declaration is.personally known to me or is
information provided to me which I believe 1o be true. Tam competent to testify

to the matters stated herein if required.



2. I oversaw the preparation of XEL’ responses to Petitioner/Counter-Registrant’s
First Set of Document Requests. XEL’s responses to Petitioner’s document
requests were served on Petitioner on May 26, 2006.

3. Prior to May 26, 2006, and mostly between March 28, 2006 and March 30,
2006, T printed from the Internet the documents used to respond to Petitioner’s
document requests. I also conducted a LEXIS/NEXIS search for generic uses of
the term “herbaceuticals.” The results of this search were included in XEL’s
responses to Petitioner’s document requests. Some of these documents were
subsequently used to support XEL’s Motion for Summary Judgment.

4. The exhibits attached to XEL’s Motion for Summary Judgment are true and

correct copies of a portion of the documents I gathered in response to
Petitioner’s document requests.

I further declare that all statements made herein of my own knowledge are true and that
all statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statements may jeopardize the validity of the
application or document or any registrations resulting therefrom.

DATED: July 24 ., 2009.




