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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OPTICAL SYSTEMS TECHNOLOGY, INC.
Petitioner,

Cancellation No. 92044819

Registration No. 2,949,159

V.

KNIGHT'S ARMAMENT COMPANY,
Registrant.

LI N S L W N

UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

P.O. Box 1451

Alexandria, VA 22312-1451

PETITIONER’S OPPOSITION TO REGISTRANT’S MOTION TO SUSPEND
PROCEEDINGS PURSUANT TO 37 CFR § 2.117 (a)

Petitioner, by its attorneys Eckert Seamans Cherin & Mellott LLC, hereby submits
this brief in opposition to Registrant’s Motion to Suspend Proceedings Pursuant to 37
CFR § 2.117 (a) on the grounds that (1) Registrant has failed to comply with § 502.02
(b) of the Trademark Trial and Appeal Board’'s Manual of Procedure (“TBMP”), which
requires that every motion must embody or be accompanied by a brief; (2) Registrant’s
proffered ground for suspending this proceeding is without merit because Registrant’s
Oppositions to three of Petitioner's currently pending trademark applications will not be
determinative of or require proof of the same facts at issue in this proceeding, in which
Petitioner seeks to cancel a different mark; and (3) Registrant’s Oppositions are in any
event devoid of any ground why Petitioner is not entitied to register its three currently
pending trademarks.

BACKGROUND
The instant Petition for Cancellation arises out of Registrant’s exploitation of its

contract with Petitioner to facilitate Petitioner’s sale to the military of an optical night



vision device (“NVD”) designed and manufactured by the Petitioner, Optical Systems
Technology, Inc. (“OSTI”). The Registrant, Knight's Armament Company (“KAC”), is a
manufacturer and dealer of weapons and related equipment with which the NVD
designed by OSTI! can be used. The NVD designed by OSTI can also be used with any
other in-line sight weapon, independent of those manufactured by KAC, which is how
OSTl first arrived at and adopted the term “Universal Night Sight” as the trademark by
which to market its product.

OSTI can demonstrate that it adopted and began using the mark “Universal Night
Sight” and its acronym “UNS” well before its involvement with KAC (and well before
KAC's first dealings in any optical device), and has marketed and sold the NVD to
various other law enforcement and military agencies apart from its sales through KAC.
OSTI and its predecessor StarTron Night Vision Products first conceptualized and
produced the UNS prototype in 1996, using its own capital to fund both the design and
production. From 1996 to the present, OSTI has manufactured the Universal Night
Sight product, and has used the marks “Universal Night Sight” and/or “UNS” since at
least as early as April 2001.

In January 2002, OSTI and KAC agreed to enter into a contract for the sale of a
designated number of the NVDs to the military through KAC as part of a government
contract pursuant to which KAC supplied a “kit” that was comprised of an optical scope
manufactured by a company other than KAC, OSTI's NVD and a case in which to
transport these components of the kit (hereinafter the “8506 Contract”). Following
certain cosmetic changes to the UNS, which were funded solely by the military and by
OSTVI's own resources, the 8506 Contract granted KAC the right to sell the designated
units to the military under the name “Knightscope,” which right OSTI has never

contested. Since the inception of the 8506 Contract and as evidenced by the first units



supplied by OSTI to KAC pursuant thereto, each unit produced by OSTI to KAC has

been marked:
KNIGHTSCOPE
MFG. BY
OPTICAL SYSTEMS TECHNOLOGY
FREEPORT, PA
EXLUSIVELY FOR
KNIGHT'S ARMAMENT COMPANY
MDL:UNS007 TYPE:AJ
In June 2003, OSTI and KAC entered into a second contract for sales of additional UNS
units to the military.

In an effort to establish rights to OSTI's product by virtue of the contracts entered
into with OSTI, KAC has registered fede;ral trademarks for the marks KNIGHTSCOPE
(No. 2,949,160), UNS (No. 2,949,159), and UKS (No. 2,949,158). Because Petitioner
OSTI has been and is now using the mark “UNS” in connectioh with the sale of NVDs
for firearms since as early as April 2001, Petitioner has filed United States Service Mark
Application Serial No. 76/599,379 for this mark as used in connection with its goods,
and seeks herein to have KAC’s registration of the “UNS” mark canceled.

Through further development, Petitioner OSTI has created, manufactured and
sold additional NVDs known as the “Dualband Universal Night Sight,” for which the
marketing acronym “DUNS” is used, and “Magnum Universal Night Sight,” for which the
marketing acronym “MUNS” is used. Petitioner has accordingly filed federal trademark
applications for the marks “DUALBAND UNIVERSAL NIGHT SIGHT” (Application Serial
No. 76/599,396), “DUNS” (Application Serial No. 76/599,397) and MUNS (Application
Serial No. 76/599,377).

Registrant now seeks to oppose Petitioner’s applications for the trademarks

“DUALBAND UNIVERSAL NIGHT SIGHT”, “DUNS” and “MUNS", and has filed with its



Oppositions a Motion to Suspend the instant proceeding pending the outcome of the
Oppositions. Registrant’s only proffered ground in support of its Motion to Suspend is
its single and incorrect statement that “the successful conclusion of these oppositions
will result in the termination of the cancellation proceeding.” (KAC Motion, dated
12/28/05).

In fact, Registrant’s Oppositions to the registrations “DUALBAND UNIVERSAL
NIGHT SIGHT”, “DUNS” and “MUNS” will not be determinative of whether Petitioner
OSTI owns the trademark UNS and is entitled to have KAC's registration canceled.
Thus, whether the trademarks “DUALBAND UNIVERSAL NIGHT SIGHT”, “DUNS” and
“MUNS” are confusingly similar to the UNS mark is an issue conceptually distinct from
who owns the “UNS” trademark. The two proceedings will require proof of different
facts as applied to different trademarks, and resolution of one will not dispose of the
other.

ARGUMENT

(1) Registrant’s One-Sentence Motion Does Not Comply With TBMP §
502.02 (b) Because it Does Not Include a Brief.

37 CFR § 2.127 (@), incorporated in the TBMP as § 502.02 (b), plainly provides
that “[e]very motion must embody or be accompanied by a brief.” The Board has held
that this provision must be enforced as it is written. S. Indus., Inc. v. Lamb-Weston,
Inc., 1997 TTAB LEXIS 50, *14, 45 U.S.P.Q.2D (BNA) 1293 (T.T.A.B. 1997)(refusing to
consider motion to amend pleadings that consisted “of one sentence request to amend
and an accompanying amended petition for cancellation” because § 2.127 (a) requires
that every motion must embody or be accompanied by a brief).

Here, Registrant's Motion to Suspend consists of only one sentence, without a

brief and without any statement of factual or legal support. Registrant also attaches



three Notices of Opposition that state nothing but hollow factual allegations as to
Registrant’s use of trademarks different than the ones it seeks to oppose. Registrant
should be required to comply with the TBMP, and its Motion to Suspend proceedings
should not be considered by the Board absent the submission of a supporting brief.
(2) Registrant’s Oppositions to the Registrations of Three Marks that are

Not at Issue in This Proceeding Do Not Warrant Suspension of This
Proceeding.

Registrant incorrectly asserts that its successful opposition of the “DUALBAND
UNIVERSAL NIGHT SIGHT”, “DUNS” and “MUNS” trademarks will automatically result
in a finding that it owns and is entitled to registration of the trademark “UNS”. In fact,
Registrant’s Oppositions will require it to show that there is a confusing similarity
between these three marks and the “UNS” mark, while Petitioner in this proceeding will
be required to show facts sufficient to establish its prior use and ownership of the “UNS”
mark.

Because it is clear that the two proceedings seek to bring about different results
and that one will not determine the other, the Board should deny Registrant’s motion to
suspend this proceeding. 37 CFR § 2.117, incorporated as § 510 in the TBMP,
provides as follows:

(@)  Whenever it shall come to the attention of the
Trademark Trial and Appeal Board that a party or
parties to a pending case are engaged in a civil action
or another Board proceeding which may have a
bearing on the case, proceedings before the Board
may be suspended until termination of the civil action
or the other Board proceeding.

(b)  Whenever there is pending before the Board both a
motion to suspend and a motion which is potentially
dispositive of the case, the potentially dispositive
motion may be decided before the question of
suspension is considered . . . .

(c) Proceedings may also be suspended, for good cause,
upon motion . . ..



37 CFR § 2.117. As stated, suspension in favor of another Board proceeding is not
mandatory, but may be ordered at the Board’s discretion.

In Pro-Cuts v. Schilz-Price Enterprises, Inc., 1993 TTAB LEXIS 15, *9, *13, 27
U.S.P.Q.2D (BNA) 1224 (T.T.A.B. 1993), the Board denied a motion to suspend a
proceeding before it pending the resolution of an application issue that was not being
determined in the same proceeding. Similarly, in Interstat Corp. v. Internat’l
Telecommunications Satellite Organization, 1985 TTAB LEXIS 99, *5, *8, 226 U.S.P.Q.
(BNA) 154 (T.T.A.B. 1985), the Board refused to suspend a registration proceeding
pending the resolution of opposition to a different mark. See also Boyds Collection, Lid.
v. Herrington & Co., 2003 TTAB LEXIS 11, *5, 65 U.S.P.Q.2D (BNA) 2017 (T.T.A.B.
2003)(denying a motion to suspend in favor of court proceeding involving same parties
and same marks because trial had already taken place in TTAB proceeding, noting the
permissive language of §2.117 (a)).

Here, Registrant has set forth no reason why this proceeding should be unduly
delayed, and is patently incorrect in its assertion that a denial of registration for the
“DUALBAND UNIVERSAL NIGHT SIGHT”, “DUNS” and “MUNS” trademarks will
automatically result in a finding that Registrant owns and is entitled to registration of the
trademark “UNS”. In fact, Petitioner is entitled to the presumption that the marks
“DUALBAND UNIVERSAL NIGHT SIGHT”, “DUNS” and “MUNS” are not confusingly
similar to the “UNS” mark since these three applications have already been approved by
an Examining Attorney and published, notwithstanding KAC'’s prior registration of the
“UNS” mark and publication of the “UNS” mark for opposition. Registrant’s motion to

suspend should be denied.



(3) Registrant’s Oppositions Are in Any Event Premised on Unsupportable
Factual Allegations.

Although the issues concerning ownership of “UNS” and the registration of the
“DUALBAND UNIVERSAL NIGHT SIGHT”, “DUNS” and “MUNS” trademarks are
different and will require proof of different sets of facts, it is notable that Registrant’s

Oppositions are premised wholly upon facts that are not only inconsistent with its
previous assertions, but also cannot be supported. As previously stated, KAC is a
weapons manufacturer, and has never made or dealt in optical scopes or other night
vision equipment prior to its dealings with OSTI. Given this fact, together with various
discrepancies in its position(s), certain of KAC'’s factual allegations appear to be false
on the face of the documents in which they appear. For instance, Registrant first
represented to the PTO that its first use of the “UNS” trademark was in August 2004,
and then later changed its filing to reflect a first use date of August 2003. KAC
Declaration, dated 12/3/04. Then, in its Response to Petitioner's First Set of
Interrogatories, Registrant stated, contrary to its previous assertions, that:

Registrant adopted the use of ‘UNS’ in October, 2001. The

acronym ‘UNS’ was adopted by Registrant while

constructing a user's manual for the military to use the ‘UNS’

weapon in the field, as supplied under contract with

Registrant. Mike Adkins constructed the user's manual

referenced above, sent it to OSTI . . . for review. After

receiving OSTI’s approval of the user's manual, the manual

was printed and sent to the military for use by the customer.
Registrant’'s Response to Petitioners First Set of Interrogatories, dated 12/23/05, at 5.
In fact, the illustrations that KAC used to put together the above-described manual were
originally supplied to KAC by OSTI. KAC then drafted instructions to accompany the

ilustrations, send the manual to OST] for revision, and then prepared the final manual

incorporating OSTI’'s changes.



Notably, in its instant Oppositions, which were filed just days ago, Registrant
stated that it “has used [its] Trademark UNIVERSAL NIGHT SIGHT in interstate
commerce openly, notoriously and continuously since the date of first use, which is at
least as early as December, 2000 for International Class 009.” Registrant’s Notice of
Opposition, dated 12/28/05, at 3. Registrant offers no facts in support of this untenable
allegation. Registrant further stated in its Oppositions that it “has used [its] Trademark
UNS in interstate commerce openly, notoriously and continuously since the date of first
use, which is at least as early as August 1, 2003 for International Class 009.”
Registrant’s Notice of Opposition, dated 12/28/05, at 3. These assertions, alleging use
of marks placed by OSTI on units of NVDs manufactured by OSTI well prior to the time
KAC received any NVDs from OSTI for sale to the military, are inconsistent with KAC's
previous assertions and are wholly unsupportable. Indeed, they are inconsistent with
the truth. Such assertions make it difficult if not impossible for OSTI to articulate a
response. As such, the Board should note that Registrant’s Oppositions contradict its
own verified filings with the PTO, and their consideration by the Board does not furnish

a viable basis for the suspension of this proceeding.



CONCLUSION
For the foregoing reasons, Petitioner respectfully requests that Registrant’s
Motion to Suspend Proceedings be denied in its entirety, together with such other relief

as the Board deems appropriate.
Respectfully submitted,

ECKERT SEAMANS CHERIN & MELLOTT, LLC

By: _/s/ Mark A. Willard
Mark A. Willard, Esq.
David V. Radack, Esq.
600 Grant Street, 44" Floor
Pittsburgh, PA 15219
412.566.6000

Attorneys for Optical Systems Technology, Inc.

Please charge any applicable fees to Deposit Account No. 02-2556.



CERTIFICATE OF SERVICE

It is hereby certified that a true copy of the foregoing Petitioner's
Opposition to Registrant's Motion to Suspend Proceedings was mailed, first-
class, postage prepaid, this 18" day of January, 2006 to Brian S. Steinberger,
Esq., 101 Brevard Boulevard, Cocoa, Florida 32922, the attorney for the

Registrant.

/s/ Mark A. Willard
Mark A. Willard, Esq.
Eckert Seamans Cherin & Mellott, LLC
US Steel Tower
600 Grant Street, 44" Floor
Pittsburgh, PA 15219

412.566.6000
Attorneys for Petitioner
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