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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OPTICAL SYSTEMS TECHNOLOGY, INC.
Petitioner,

Cancellation No. 92044819

Registration No. 2,949,159

V.

KNIGHT'S ARMAMENT COMPANY,
Registrant.

R N T S N N

UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

P.O. Box 1451

Alexandria, VA 22312-1451

PETITIONER’S REPLY IN SUPPORT OF MOTION TO COMPEL DISCOVERY
PURSUANT TO 37 C.F.R. §2.120(e)

Petitioner, Optical Systems Technology, Inc. (“*OSTI"), by its attorneys Eckert
Seamans Cherin & Mellott, LLC, hereby submits this reply in further support of its
motion to compel adequate responses to certain items in its First and Second Sets of
Requests for Admissions served upon Registrant, Knight's Armament Company
("KAC"), pursuant to 37 C.F.R. §2.120(e) and §523.01 of the Trademark Trial and
Appeal Board’'s Manual of Procedure (“TBMP"), and addressing the contentions made
in Registrant’s Brief in Response to the instant motion." Registrant’s response fails to
specifically address the issues raised with respect to its discovery responses and is
nothing more than an attempt to turn the blame on Petitioner for the need to engage in a

protracted dispute over the discovery proceedings in this matter.

' TBMP §502.02(b) provides that that TTAB “may, in its discretion, consider a reply brief in support of a
motion.” See CFR §2.127(a). See also, e.g., Seculus da Amazonia S/S v. Toyota Jidosha Kabushiki
Kaisha, 66 USPQ2d 1154, n.4 (TTAB 2003).



BACKGROUND

On November 18 and November 23, 2005, respectively, Petitioner duly served
Registrant with two sets of requests for admissions, together with interrogatories and
requests for documents, true and correct copies of which are annexed to Petitioner’s
motion papers as Exhibit A. On December 23, 2005, Registrant did provide written
responses to said Requests, a significant part of which consists of baseless objections
and evasive statements as to the technical or typographical contents of the documents
as to which admissions were requested. True and correct copies of Registrant’s
Responses to Petitioner's First and Second Sets of Requests for Admissions are
together annexed to the motion papers as Exhibit B. It is Petitioner's position that
certain of these responses are tantamount to no response at all, and the instant motion
simply seeks to compel Registrant to make a good faith effort to either supply Petitioner
with the requested information only as to Requests for Admissions 1, 7, 8, 9, 11, 12, 14,
15, 17, 20, 25 and 30 through 41 or, alternatively, an order declaring that these matters
be deemed admitted.

Taking the Registrant's opposing contentions in turn, Petitioner responds as
follows:

1. Petitioner Has Made the Good Faith Efforts Required By TBMP §523.

Contrary to the assertions Registrant now makes, Petitioner's counsel has
attempted to reach Registrant’s counsel on numerous occasions, pre-dating the events
that Registrant has chosen to describe in its opposition papers, in order to resolve a
number of different procedural issues in this matter. Registrant’s counsel fails to

acknowledge in its papers all of the events that preceded mid-February, by which time



Petitioner realized that dealing or even getting in touch with this counsel was a futile
effort.

Throughout January, counsel for Petitioner made a number of phone calls to
opposing counsel in order to address the content of their production and also to discuss
the necessity of extending the close of discovery due to these and other issues. During
January and early February, Registrant’'s counsel was unavailable and did not return a
number of telephone messages—a fact that is not acknowledged or addressed in their
opposition papers. Registrant's statement that Petitioner has “failed to submit
documentary evidence” of these attempts for contact is, as with many of its responses,
asserting form over substance.

On February 3, 2006, as a result of this office’s inability to reach Registrant’s
counsel, Petitioner filed a motion to extend the discovery deadline. It was only after that
filing that Registrant’'s counsel engaged in any activity with respect to working out any
outstanding issues. Counsel did call this office on or about February 9, and promptly
received a return call, as Registrant has acknowledged. Again relying on semantics,
Registrant’s counsel points to the faét that no actual voicemail message was left in
support of its allegation that this office is acting in bad faith.

Registrant’s counsel did not call this office back until February 13 (at which point
Petitioner was preparing to file this motion), which call was again promptly returned to
no avail. Petitioner's counsel even asked their office’s receptionist to have Mr.
Steinberger located to get on the phone and was told that he was unavailable and
would call back as soon as possible. Mr. Steinberger never returned that call, but

instead has generated a flurry of written correspondence asking to address a number of



different procedural items, all of which are presumably mooted pending the resolution of
this motion.

In particular, Registrant’'s February 15, 2006 letter requesting that Petitioner
clarify its Requests, which is attached as Exhibit D to the motion and also to its
opposition papers, did not come until well after the Petitioner had already drafted and
resorted to filing this motion (which was served the very next day), and pursuant to
TTAB rules effectively stays the proceeding.2

Except for this last minute purported willingness to deal with Petitioner,
Registrant’'s counsel has been consistently unresponsive. As such, the “efforts”
Registrant’s counsel claims to have made to resolve the obvious problems here were
too late to suggest that there was no need to file a motion.

2, Petitioner Has Justifiably Relied on TTAB Precedent for the General
Proposition that an Order Compelling Discovery is Warranted in
Appropriate Circumstances.

Pursuant to Fed. R. Civ. P. 26(b)(1), parties are entitled to obtain discovery
regarding any matter, not privileged, which is relevant to the subject matter involved in
the pending action. E.g., Oppenhemier Fund, Inc. v. Sanders, 437 U.S. 340, 351
(1978). If a party fails to produce discoverable material upon timely request, then the
discovering party may move the court for an order compelling such discovery. See Fed.
R. Civ. P. 37 (a).

More specifically, Rule 36 mandates with respect to requests for admissions that:

A denial shall fairly meet the substance of the requested
admission, and when good faith requires that a party qualify

an answer or deny only a part of the matter of which an
admission is requested, the party shall specify so much of it

Z TBMP §523.01 (2) provides that “[w]hen a party files a motion for an order to compet discovery, the case
will be suspended by the [TTAB] with respect to all matters not germane to the motion . . . ."” 37 CFR
§2.120(e).



as is true and qualify or deny the remainder. An answering
party may not give lack of information or knowledge as a
reason for failure to admit or deny unless the party states
that the party has made reasonable inquiry and that the
information known or readily obtainable by the party is
insufficient to enable the party to admit or deny. . . .

The party who has requested the admissions may move to
determine the sufficiency of the answers or objections.
Unless the court determines that an objection is justified, it
shall order that an answer be served. If the court determines
that an answer does not comply with the requirements of this
rule, it may order either that the matter is admitted or that an
amended answer be served.

Fed. R. Civ. P. 36 (a).

Where, as here, a party has failed to properly answer duly made discovery
requests, the TTAB is authorized to order it to do so pursuant to TBMP § 523.01, which
embodies C.F.R. § 2.120 (e), providing:

(1) If aparty fails . . . to answer any question propounded
in a discovery deposition, or any interrogatory, or fails
to produce and permit the inspection and copying of
any document or thing, the party seeking discovery
may file a motion before the [TTAB] for an order to
compel ... an answer. . ..

TPMP § 523.01.

The cases Petitioner has cited in its opening brief in support of this motion were
cited in support of the general proposition that the TTAB routinely grants motions to
compel where a party has inadequately or incompletely answered requests for

discovery, and Petitioner was not intending to and does not represent that these cases

are based on the exact same set of facts that are at issue here® In fact, there is no

3 Petitioner cited Virgin Enterprises v. Urban International Records Corp., 2001 TTAB LEXIS 514, *3
(TTAB 2001) (granting motion to compel where answers failed to provide even basic information and
further contained inflammatory declarations); Atofina Chemicals, Inc. v. Infra-Red Technologies, Inc.,
2001 TTAB LEXIS 316, * 6-7 (TTAB 2001) (granting motion to compel answers to interrogatories where
refusal to answer was based on improper objections); No Fear, Inc. v. Rule, 2000 TTAB LEXIS 217, 54
U.S.P.Q.2d (BNA) 1551 (TTAB 2000) (ordering document production); En Fleur Corp. v. Microsoft Corp.,
1998 TTAB LEXIS 275 (TTAB 1998) (ordering more specific answers).’

5



question that each discovery dispute is based on its own discrete set of facts. Thus,
Registrant’s careful discussion of how each of the above-cited cases are distinguishable
from the exact facts of this case is inapposite.

3. Certain of Registrant’s Responses or Objections Are Patently
Insufficient.

Registrant has not addressed the substance of Petitioner's motion by clarifying or
providing additional information, but simply reiterates that its responses—however
incongruous—are technically responsive to the questions asked. By way of example,
Petitioner’s first request is for Registrant to “Admit that the document attached hereto as
Exhibit 1 is a true and correct copy of a Declaration signed by Gary D. Perry, Vice
President of KAC on or about December 3, 2004.” Rather than make any admission,
Registrant has responded to this and all similar requests by denying the authenticity of
the attached document but admitting that “Gary D. Perry signed a declaration of
Registrant's ownership of trademark UNS on or about December 3, 2004." See
Responses 1 through 9, 13, 17, 20, 25 through 32. Such responses are not only
blatantly evasive, but have the practical effect of making it impossible for Petitioner to
prosecute its case since it will not be entitled to rely upon the authenticity of the copies
of documents it has in its possession without going to unnecessary measures during
testimony that will serve no purpose but to waste the TTAB'’s time.

Registrant has, moreover, repeatedly objected to the use of certain unambiguous

words including, but not limited to, “true and correct,” “markings,” and “was prepared by
OSTI” on the grounds that such phrases are vague and/or do not “identify the facts
sought to be admitted with reasonable particularity,” and then has stood on such

objections in lieu of answering the request. See Responses 3, 4, 8, 10, 11, 13, 16, 17

through 21, 25 through 33. Such responses disparage these proceedings and make it



difficult to imagine how Petitioner could revise its requests so that Registrant could
understand them.

Registrant has additionally stood on objections in lieu of answering many of
Petitioner's Requests. Purely by way of example, Petitioner's Request 15 asks:

Admit that each page of Exhibit | and Exhibit I to
Subcontract 8512060203 each contain the following
language at the bottom of each page:

¢ PROPRIETARY

This document and the information contained herein are the
property of Optical Systems Technology, Inc. (OSTI) and
shall not be reproduced, copied, loaned, or disclosed to
others without the written consent of OSTIl. This document
and its information shall not be used in whole or in part for
making drawings, prints, equipment or parts therefrom
without the full knowledge and written consent of OSTI.”

Registrant responded to this Request by admitting only that the above language
is contained in one of Petitioner’'s own exhibits, and then further stating:
Registrant denies that there are quotation marks around
these words and Registrant denies that ‘each’ page of all
Exhibits and Attachments that are part of the subcontract
between the parties, include the language set forth above.
In addition, the language is irrelevant to the facts of this
proceeding; accordingly Registrant denies the remainder of
the request.
Responses such as these, of which there are many, should be deemed non-responsive
for reasons that do not warrant lengthy explanation.
4. Petitioner Has Responded in Good Faith to Registrant’s Discovery
Requests and Has Turned Over All of the Responsive Information
That It Has.
Registrant’'s contention that the Petitioner has “unclean hands” in failing to

answer the discovery requests served upon it is wholly unsupportable. Petitioner has at

this point given to Registrant all of the documents in its possession having to do with the



instant dispute, and has answered in good faith all questions propounded. Petitioner
has not refused to answer questions or acknowledge the authenticity of documents, as
has Registrant. If, as it contends, Registrant is going to file its own motion to compel,
Petitioner will respond as appropriate.
CONCLUSION

As such, Petitioner is entitled to an order either that the matters requested are
admitted or alternatively compelling Registrant to provide proper and complete answers
to Petitioner's Requests for Admissions 1, 7, 8, 9, 11, 12, 14, 15, 17, 20, 25 and 30
through 41.

Respectfully submitted,

ECKERT SEAMANS CHERIN & MELLOTT, LLC

By: _ /s/ Mark A. Willard
Mark A. Willard, Esq.
David V. Radack, Esq.
600 Grant Street, 44" Floor
Pittsburgh, PA 15219
412.566.6000

Attorneys for Optical Systems Technology, Inc.



CERTIFICATE OF SERVICE

It is hereby certified that a true copy of the foregoing Petitioner’'s Reply in Support
of Motion To Compel Discovery Pursuant To 37 C.F.R. §2.120(E) was mailed, first-
class, postage prepaid, this 27" day of March, 2006 to Brian S. Steinberger, Esq., 101

Brevard Boulevard, Cocoa, Florida 32922, the attorney for the Registrant.

/s/ Mark A. Willard
Mark A. Willard, Esq.
Eckert Seamans Cherin & Mellott, LLC
US Steel Tower
600 Grant Street, 44" Floor
Pittsburgh, PA 15219

412.566.6000
Attorneys for Petitioner



