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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

LEICA MICROSYSTEMS IR GMBH, et al.)

Petitioner, ) CONSOLIDATED
V. ) Cancellation Nos.
SETH LEVINE d/b/a M CLASSICS ) 92044757 & 92044761
SHERRY KRAUTER )

Registrants. )

REGISTRANTS MOTION TO COMPEL DEPOSITIONS OF FOREIGN PARTY
WITNESSES LOCATED IN THE UNITED STATES

COMES NOW Registrants Sherry Krauter and Seth Levine, d/b/a M CLASSICS
(“Krauter,” “Levine” or “Registrants™ respectively) and pursuant to T.B.M.P. §§ 411.03,
523.01, 37 CFR §2.120(e) and Rule 37 of the Federal Rules of Civil Procedure move to
compel Petitioners LEICA MICROSYSTEMS IR GMBH and LEICA
MICROSYSTEMS HOLDINGS GMBH (hereinafter “Leica” or “Petitioners™) to produce
witnesses in response to Registrants’ May 26, 2006 Amended Notice of Deposition to
Leica Microsystems IR GmbH and May 26, 2006 Amended Notice of Deposition to
Leica Microsystems GmbH (the “Amended Notices of Deposition™). See Exhibit A and
B attached hereto.

BACKGROUND

1. Registrant Krauter’s counsel Steven Teppler and Registratnt Levine’s
counsel Erik M. Pelton hereby state that they have made a good faith effort, by
conference or correspondence, to resolve with the other party or the attorney therefor the

issues presented in this motion and have been unable to reach agreement.



2. Registrants hereby incorporate by reference the allegations and facts
contained in Registrants” Motion to Join additional parties made pursuant to Fed. R. Civ.
P. 19. and Registrant’s Motion to Compel Leica Camera Inc. President Roger Horn
Attendance At A Deposition, both filed and served by hand on May 14, 2006.

3. Upon information and belief, Petitioners are foreign entities formed under
the laws of Germany.

4. Upon information and belief, Petitioners have employees, officers,
licensees, agents, and/or other party witnesses employed and located in the United States.

5. Petitioners have identified individuals located in the United States as
having assisted in their identical discovery responses to Registrants Levine and Krauter.
See Attached Exhibit C.

6. Petitioners have attempted to respond to the Amended Notices of
Deposition by designating Dr. iur. Harald O. Siegrist of Switzerland as a witness pursuant
to F.R.C.P. Rule 30(b)(6). See Attached Exhibit D; June 16, 2006, letter from William J.
Sauers. Petitioners letter of June 16, 2006, was sent to counsel for Registrants only after
the noticed deposition date. Upon information and belief, Dr. Siegrist was not one of the
individuals identified as having contributed to Petitioners’ discovery responses.

7. Registrants” Amended Notices of Deposition specifically request
Petitioners to designate witness located in the United States. See Exhibits A and B.

8. Registrants wish to orally depose witnesses located in the United States (a)
because the facts relevant to these proceedings involve activities in the United States, (b)

because oral depositions are of greater discovery value than written deposition questions,
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and (c) to conserve the costs and time of all parties involved as well as the resources of
the Board.

0. Registrants respectfully submit that Petitioners have refused and continue
to refuse to designate any party witnesses located in the United States with knowledge of
facts relevant to these proceedings.

10.  Registrants respectfully submit that Petitioners also have refused and
continue to refuse to state whether any party witnesses with knowledge of facts relevant
to these proceedings are located in the United States.

11.  Registrants have not stated, in writing or otherwise, that there are no party

witnesses are located in the United States.

ARGUMENT

The Board rules provide for the deposition of party witness designated pursuant to
FRCP 30(b)(6) residing in a foreign country to be conducted by written deposition
questions. TBMP Sect. 404.03(b). The Board rules also provide that a foreign party who
is or will be in the United States may be deposed by oral examination. TBMP 404.03(d).

The underlying basis for these Board rules are to save costs regarding the
possibility of oral depositions in foreign countries. Registrants’ respectfully submit that
their Amended Notices of Deposition reflect the spirit and intent of the Board’s rules, as
well as the Federal Rules of Civil Procedure, by requesting that Petitioners’ designate
persons in the United for oral deposition, or state conclusively that no such persons exist.

37 C.F.R. 2.120 (c)(2) provides that:

Whenever a foreign party is or will be, during a time set for discovery,
present within the United States or any territory which is under the
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control and jurisdiction of the United States, such party may be deposed
by oral examination upon notice by the party seeking discovery.
Whenever a foreign party has or will have, during a time set for
discovery, an officer, director, managing agent, or other person who
consents to testify on its behalf, present within the United States or any
territory which is under the control and jurisdiction of the United States,
such officer, director, managing agent, or other person who consents to
testify in its behalf may be deposed by oral examination upon notice by
the party seeking discovery. The party seeking discovery may have one
or more officers, directors, managing agents, or other persons who
consent to testify on behalf of the adverse party, designated under Rule
30(b)(6) of the Federal Rules of Civil Procedure. The deposition of a
person under this paragraph shall be taken in the Federal judicial district
where the witness resides or is regularly employed, or, if the witness
neither resides nor is regularly employed in a Federal judicial district,
where the witness is at the time of the deposition. This paragraph does
not preclude the taking of a discovery deposition of a foreign party by
any other procedure provided by paragraph (c)(1) of this section.

In the interests of a fair, equitable, quick, and just resolution of these proceedings,
Registrants should be permitted to orally depose representatives of Petitioners who are
located in the United States and who have material information. The rules of the Board
do not state to the contrary or forbid such a deposition. Oral depositions are greatly
preferred to written depositions as they are generally far more productive.

Oral depositions on foreign soil in this matter are likely to be a far greater expense
to the parties and, upon information and belief, would be unlikely to produce any
information or discovery which could not be obtained by deposing representatives of
Petitioners in the United States. In addition, counsel for Registrants are not fluent in
Swiss or German and any deposition of Dr. Siegrist upon written questions will be
unduly burdensome, expensive and cause great delay to these proceedings.

Petitioners have engaged in a pattern of evasive behavior designed to make

accurate, timely and efficient discovery by the Registrants difficult, if not impossible.
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The Amended Notices of Deposition are not contrary to any Board rules or
Federal Rules of Civil Procedure and are consistent with the intent and spirit of those
rules. Compliance with the Amended Notices of Depositions would not cause any undue

burden to Petitioners and would greatly reduce the expenses and of all parties involved.

WHEREFORE, Registrants, pursuant to TBMP §§411.03, 523.01, and 37 CFR
§2.120 (e), and the Federal Rules of Civil Procedure, respectfully move this Board for an
Order:

Compelling Petitioners to designate party witnesses in the United States
for oral deposition and a mutually agreeable time and place pursuant to the Amended
Notices of Deposition;

Compelling Petitioners to make Dr. iur. Harald O. Siegrist available for
oral deposition;

Suspending these proceedings and all deadlines in these proceedings until
such time as Petitioners produce witnesses in the United States for oral deposition;

Suspending the trial schedule herein until the disposition of all co-pending
discovery motions, and re-setting the trial schedule after all discovery motions have been
decided by the Board;

For such other and further relief as the Board deems appropriate.

/Steven W. Teppler/

Steven W. Teppler

Attorney for Registrant Sherry Krauter
5715 Firestone Court

Sarasota, FL. 34238
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/Erik M. Pelton/

Erik M. Pelton, Attorney at Law
PO Box 100637

Arlington, Virginia 22210

Attorney for Registrant
Seth Levine d/b/a M Classics

CERTIFICATE OF SERVICE

I hereby certify that a true copy of Registrants’ Motion to Compel was deposited
for delivery via first class mail on June 30 2006, to Counsel for Petitioners at the
following address:

WILLIAM J. SAUERS, ESQ.
CROWELL & MORING, LLP
P.O. BOX 14300
WASHINGTON, DC 20004-4300

By: /Steven W. Teppler/
Steven W. Teppler, Esq.
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EXHIBIT A
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

)
LEICA MICROSYSTEMS IR GMBH, et al.)
Petitioners, ) CONSOLIDATED
) Cancellation Nos. 92044761 &
V. ) 92044757
)
SHERRY KRAUTER ) Mark: LEITZ & Design
Registrant )
)
SETH LEVINE )
Registrant )
AMENDED NOTICE OF DEPOSITION
TO LEICA MICROSYSTEMS IR, GmBH
TO: Leica Microsystems IR, GmBH

c/o  WILLIAM SAUERS, ESQ.
CROWELL & MORING, LLP
P.0O. BOX 14300
WASHINGTON, DC 20004-4300

Please take notice that Registrants Seth Levine and Sherry Krauter, by their attorneys,
pursuant to TBMP § 404, Trademark Rule 2.120 and Rule 30(b)(6) of the Federal Rules
of Civil Procedure, will take the deposition upon oral examination of the following
officers, directors, or managing agents, or other persons, located or present in the United
States, of the above-named corporation, before an officer, provided by Esquire
Deposition Services, who is authorized to administer oaths by the laws of the United
States or of the District of Columbia pursuant to Fed. R. Civ. P. Rule 28, located at
Esquire Deposition Services, 1020 19th Street NW, #620A Washington, District of
Columbia 20036, at the dates and times listed below, and continuing until completed, at
which time you are invited to appear and cross-examine. Such depositions shall be taken
for the purpose of discovery or for use in evidence, and for all purposes permitted by
Federal Rules, statutes, and regulations, in the above-referenced proceedings action and
will continue from time to time until completed. The matters on which examination is
requested include specifically the facts and circumstances surrounding the use or non-use
by Petitioner of the Leitz mark between 1990 and the present day in the United States,
and generally the factual assertions and allegations made by petitioner in support of its
instant cancellation, including both those matters within his or her knowledge, and
matters known or reasonably available to the corporation.

Witness: Representative(s) of Petitioner Leica Microsystems IR, GmBH
located in the United States with knowledge of this Petitioner’s
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decisions and actions regarding the use or non-use of the Leitz and
Leica trademarks between 1990 and the present day.

Date: June 15, 2006
Time: 8:30 a.m.
Witness: Representative(s) of Petition Leica Microsystems IR, GmBH

located in the United States with knowledge of this Petitioner’s
branded product marketing decisions and activities involving the
Leitz and Leica marks between 1990 and the present day.

Date: June 15, 2006
Time: 11:00 a.m.
Witness: Representative(s) of Petition Leica Microsystems IR, GmBH

located in the United States with knowledge of this Petitioner’s
marketing and sales activities, including product volume (dollar
and unit) sales figures for all “Leitz” branded products and/or
services in the United States.

Date: June 15, 2006

Time: 2:00 p.m.

Dated: May 26, 2006

Respectfully Submijted,

Erik M'.’Pelton, Esq.

Attorney for Registrant Seth Levine
PO Box 100637

Arlington, VA 22210

pa

Steven W. Teppler, Esq.

Attorney for Registrant Sherry Krauter
5715 Firestone Court

Sarasota, FL. 34238
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the Registrants’ Amended Notice of Deposition was
sent by First Class mail, postage prepaid, on May 26, 2006, to WILLIAM SAUERS,
ESQ. CROWELL & MORING, LLP P.O. BOX 14300 WASHINGTON, DC 20004-4300

Cancellation Nos. 92044761 & 92044757

By:

P

Steven W. Teppler, Esq.

Erik M.é’/elton, Esq.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

)
LEICA MICROSYSTEMS IR GMBH, et al.)
Petitioners, ) CONSOLIDATED
) Cancellation Nos. 92044761 &
V. ) 92044757
)
SHERRY KRAUTER ) Mark: LEITZ & Design
Registrant )
. )
SETH LEVINE )
Registrant )
AMENDED NOTICE OF DEPOSITION
TO LEICA MICROSYSTEMS HOLDINGS, GmBH
TO: Leica Microsystems Holdings, GmBH

c/o WILLIAM SAUERS, ESQ.
CROWELL & MORING, LLP
P.0. BOX 14300
WASHINGTON, DC 20004-4300

Please take notice that Registrants Seth Levine and Sherry Krauter, by their attorneys,
pursuant to TBMP § 404, Trademark Rule 2.120 and Rule 30(b)(6) of the Federal Rules
of Civil Procedure, will take the deposition upon oral examination of the following
officers, directors, or managing agents, or other persons located or present in the United
States, of the above-named corporation, before an officer, provided by Esquire
Deposition Services, who is authorized to administer oaths by the laws of the United
States or of the District of Columbia pursuant to Fed. R. Civ. P. Rule 28, located at
Esquire Deposition Services, 1020 19th Street NW, #620A Washington, District of
Columbia 20036, at the dates and times listed below, and continuing until completed, at
which time you are invited to appear and cross-examine. Such depositions shall be taken
for the purpose of discovery or for use in evidence, and for all purposes permitted by
Federal Rules, statutes, and regulations, in the above-referenced proceedings action and
will continue from time to time until completed. The matters on which examination is
requested include specifically the facts and circumstances surrounding the use or non-use
by Petitioner of the Leitz mark between 1990 and the present day in the United States,
and generally the factual assertions and allegations made by petitioner in support of its
instant cancellation, including both those matters within his or her knowledge, and
matters known or reasonably available to the corporation.

Witness: Representative(s) of Petitioner Leica Microsystems Holdings,
GmBH located in the United States with knowledge of this

Cancellation Nos. 92044761 & 92044757 1



Petitioner’s decisions and actions regarding the use or non-use of
the Leitz and Leica trademarks between 1990 and the present day.

Representative(s) of Petitioner Leica Microsystems Holdings,
GmBH located in the United States with knowledge of this
Petitioner’s branded product marketing decisions and activities
between 1990 and the present day.

Representative(s) of Petitioner Leica Microsystems Holdings,
GmBH located in the United States with knowledge of this
petitioner’s marketing and sales activities, including product
volume (dollar and unit) sales figures for all “Leitz” branded
products and/or services in the United States.

Date: June 16, 2006
Time: 8:30 a.m.
Witness:

Date: June 16, 2006
Time: 11:00 a.m.
Witness:

Date: June 16, 2006
Time: 2:00 p.m.

Dated: May 26, 2006
Respectfully Subpsted,

Erik M. Pelton, Esq.

Attorney for Registrant Seth Levine
PO Box 100637

Arlington, VA 22210

pa

Steven W. Teppler, Esq.

Attomey for Registrant Sherry Krauter
5715 Firestone Court

Sarasota, FL 34238
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the Registrants’ Amended Notice of Deposition was
sent by First Class mail, postage prepaid, on May 26, 2006, to WILLIAM SAUERS,
ESQ. CROWELL & MORING, LLP P.O. BOX 14300 WASHINGTON, DC 20004-4300

Cancellation Nos. 92044761 & 92044757

By:

.

Steven W. Teppler, Esq.

By:

Erik M. Pelton, Esq.
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LEITZ Marvks.

RESPONSE: In addition to the General Objections, Petitioners object fo this

L *,

Interrogatory to the extent it seeks to invade the attorney-client privilege andior

attorney work product doctrine. Subject to and without waiving Hs objections, nous,

Intervogatory N 37

Tdentify and describe with specificity any and all licenses, assignments, stock

transfers or other transactions between Petitioner and its related companies or
shareholders and any other pariy.

RESPONSE: In addition to the General Ohjections, Petitioners object that

the Interrogatory as overbroad, unduly burdensoms and not reasonably caleulated

to lead to the discovery of admissible evidence. Petitioners further ohject to this

Interrogatory to the extent it seeks to invade the attorney-client privilege andfor
attorney work product doctrine. Petitioners object to this Intervegatory o the

extent that it seeks to obtain information that is alveady publicly available or the

possession of Registrant. Subject to and without waiving its ohjections, Petitioners

divect registrant to the public records available at www. usplo.gev,

Interrogatory No, 28

For sach of the preceding Interrogatories, identifv: all persons who were
consudted or pariticipated in the preparation of the answer to each Intervogatory; all
persons who ave presently knowledgeable as to any of the facts recited 1n the answer
10 each Interrogatory; whether ar not such persons were consulted or participated in
she preparation of the answer; and all files and areas searched in gitempting to
locate any documents requested to be identified by each Interrogatory.

RESPONSE: In addition to the General Objections, Petitioners object that

the Interrogatory as overbroad, unduly burdensome and not reasonably caloulated



to lead to the discovery of ddmm‘ ihle evidence. Petitioners further nbject fo this

:iu to invade the attorney-client privilege andfox

Interregatory to the extent 1t 8

attorney work produet doctvine, Subject to and without waiving s objections,
Potitinners vespond as follows: Roger Horn, Anita Schefranek, Harald Stamer, Dr.
Georg A. Lang, Molly Lundbe T8, Ralf Niggemann

Interrogatory No, 28

Tdentify any pecson who may be used at Trial to present evidence under
Rules 702, 708, or 705 of the Federal Rules of Evidence, For each such person,
provide a separate wrilten repors &@miwz‘ g the provisions of Fed R.Civ P
SE(a ). -

RESPONSE;: In af.‘idit‘ic*i‘éi o the General Ohjections set forth above, Opposer
ahiects to this interrogatory as ngmarure Subiject to and without walving s
objections, Upposer siates that 1i will disclose anticipated expert wiinesses in
secovdance with applicabls ?zv*“m Orders, the Federal Rules of Civil Procedure

gaud the Trademark Trial and £ m: sal Roard Practice and Procedure rules.

D)

Sy
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1001 Pennsylvania Avenue, NW, Washington, DC 20004-2595 = p202 624-2500 = f202 628-5116

crowelll€morin g

William J. Sauers
(202) 624-2746
wsauers@crowell.com

June 16, 2006

VIA E-MAIL and FIRST CLASS MAIL

Erik M. Pelton, Esq.
P.O. Box 100637
Arlington, VA 22210

Steven W. Teppler, Esq.
5715 Firestone Court
Sarasota, FL. 34238

Re: (1) Leica Microsystems IR GmbH and Leica Microsystems Holdings
GmbH v. Seth Levine, d/b/a M Classics

Cancellation No. 92/044,757
LEITZ (and design) mark
Registration No. 2,892,058

(2) Leica Microsystems IR GmbH and Leica Microsystems Holdings
GmbH v. Sherry Krauter

Cancellation No. 92/044,761

LEITZ (and design) mark

Registration No. 2,956,335

Dear Erik and Steven:

Pursuant to Mr. Levine’s and Ms. Krauter’s combined Rule 30(b)(6) deposition
notices to Leica Microsystems IR GmbH and Leica Microsystems Holdings GmbH
(“Petitioners”), dated May 31, 2006, Petitioners designate Dr. iur. Harald O. Siegrist,
Rosenstrasse 15, 8700 Kuesnacht, Switzerland, to testify on their behalf. As Dr.
Siegrist resides in Switzerland, we assume that the deposition(s) will occur in
accordance with the applicable Trademark Trial and Appeal Board rules of practice.

Sincerely,

William J. Sauers

cc:  Joseph D. Evans, Esq.

Crowell & Moring LLP » www.crowell.com = Washington = Irvine = London = Brussels



