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I. INTRODUCTION

Petitioners, Samuel Rosenblatt and Helene Rozenblat, individual residents
of the State of California, doing business as Eres (hereinafter “Petitioners”),
pursuant to Federal Rules of Civil Procedure Rule 56, hereby submit their
opposition to the motion for summary judgment filed by Registrant, Eres
(hereinafter “Registrant’) in relation to the above-captioned action. This
Opposition is supported by the concurrently-fled Declarations of Helene
Rozenblat, and Robert J. Kenney, Esq., along with the exhibits thereto.

Registrant’'s summary judgment motion is based upon the doctrine of res
judicata, and Registrant claims that the decision of this Board in Cancellation No.
12,343 operates as a bar to this action pursuant to that doctrine and there are,
therefore, no genuine issues of material fact to be tried. For the reasons set out
herein, as supported by the accompanying Declarations and documents,
Petitioners submit that res judicata does not apply, and that genuine issues of

material fact exist which preclude the entry of summary judgment.
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Il. Statement of Facts

Petitioners, Samuel Rosenblatt and Helene Rozenblat, are husband and
wife who have been doing business under the trademark and trade name ERES
in California and elsewhere in commerce in the United States in connection with
a retail store and clothing items sold therein continuously since their adoption of
the mark in 1956. Petitioners operated their ERES store in Beverly Hills for over
25 years before moving to 10305 Santa Monica Boulevard, West Los Angeles,
adjacent Beverly Hills. [Rozenblat, §[{ 2, 3]. Although Petitioners’ store in West
Los Angeles is temporarily closed due to a massive street construction project on
Santa Monica Boulevard, Petitioners intend to re-open the store when that
construction is completed. [Rozenblat, q 16].

In about 1979, the Petitioners became aware that another party, Madame
Irene Pinkus, had obtained a registration on October 5, 1976 for the mark ERES
TOP SHOP under Registration No. 1,049,649 for “bathing suits, beachwear, and
women’'s sportswear, namely, tunics, coats, dresses, skirts, and pants.”
Believing that the registration of the mark ERES TOP SHOP for such clothing
items caused a likelihood of confusion with their ERES mark, which had then
been in use by the Petitioners for twenty years, the Petitioners filed a Petition to
cancel the ERES TOP SHOP mark under Cancellation No. 12,343, with the
assistance of their son, an attorney who was not familiar with the rules of the
Trademark Trial and Appeal board for such procedures. [Rozenblat, § 3]. As a
result of that unfamiliarity with those rules, the Petitioners failed to take any
testimony in that proceeding. [Rozenblat, { 3]. This, of course, significantly
hampered the Petitioners’ ability to successfully prosecute that action, and it was
eventually dismissed by the Board for the failure of the Petitioner to carry his
burden of proof. [Rozenblat, |, 3; Kenney, § 2, Exhibit 1].
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During that prior cancellation proceeding, Registrant, Madame Pinkus
moved to amend her registration to claim the benefit of foreign registrations from
France. [Rozenblat, q 4; Kenney, § 3, Exhibit 2]. The Board ruled on the motion,
stating firstly that Madame Pinkus did not appear to be the exclusive owner of
any of the three foreign registrations from which she sought the benefit of priority.
[Rozenblat,  5; Kenney, | 4, Exhibit 3]. In addition, the Board also stated that
“The French registrations are for the mark ERES, while the United States
Registration is for the mark “ERES TOP SHOP.” The registrant has materially
changed the nature of its mark in the United States registration and is thereby
precluded from claiming the benefits of Section 44(e) of the Trademark Act.”
[Rozenblat, § 6, Exhibit 2, Kenney, Exhibit 3].

It also appears that, at the time she obtained the registration for the mark
ERES TOP SHOP, Madame Pinkus was not the owner of that mark. Documents
obtained from the appropriate French government agencies show that ERES
TOP SHOP was owned by a corporation called Collon. [Rozenblat, § 12, Exhibit
5]. In addition, it appears that Madame Pinkus had granted to Collon the
exclusive rights to the ERES mark for the United States and Canada. [Rozenblat,
1 13, Exhibit 6].

On December 7, 1998, the Registrant filed an application to register the
mark ERES, claiming a first use date of 1969. That mark registered to the
Registrant on February 22, 2000, for “swim wear, beachwear, pants, shirts,
dresses, blouses, t-shirts, jumpsuits, shorts, sleepwear, loungewear, lingerie,
body suits, and underwear.” The Petitioners were unaware that such application
had been filed, or that the mark had been registered. [Rozenblat, § 7-9]. Nor
were Petitioners aware that any party had used the ERES mark in connection
with a clothing store until they discovered the Registrant’s store in Beverly Hills
on December 4, 2004. [Rozenblat,  8,9].

Upon learning of the existence of the Registrant’'s ERES store, Petitioners
consulted an attorney, Mr. R. Joseph Trojan, who contacted the Registrant on
behalf of the Petitioners. [Rozenblat, § 10, Exhibit 3].
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Petitioners then filed the present cancellation proceeding on February 16,

2005.
. ARGUMENT
A. The Standard For Summary Judgment Is High

Summary judgment is a pre-trial device to dispose of cases in which there
is no genuine issue as to any material fact, and the moving party is entitled to
judgment as a matter of law. Los Angeles Bonaventure Company v. Bonaventure
Associates, 4 USPQ2d, 1882, 1883 (T.T.A.B. 1987). The evidence must be
sufficient for the Board to hold that no reasonable trier of fact could find other
than for the moving party. Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475
U.S. 574, 89 L.Ed. 2d 538, 106 S. Ct. 1348, 1356 (1986). In deciding a motion for
summary judgment, the trier of fact must view the evidence in the light most
favorable to the non-moving party and must draw all inferences in favor of that
party. Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 91 L.Ed. 2d 202, 106 S. Ct.
2505, 2511 (1986).

Thus, summary judgment is a drastic device, since its prophylactic
function, when exercised, cuts off a party’s right to present his case to the jury,
and accordingly, the moving party bears a heavy burden of demonstrating the
absence of any material issues of fact. Nationwide Life Insurance Co. v. Bankers
Leasing Association, Inc., 182 F.3d 157 (2d. Cir. 1999).

Finally, where a moving party seeks summary judgment based on the
application of res judicata, summary judgment is not appropriate if res judicata is
not found to apply. Los Angeles Bonaventure Company, supra, at 1883.

B. Res Judicata
This Board has quoted with approval the note to Section 13, Restatement
(Second) of Judgments (1982), which states that:

“The principal concepts developed in this Chapter are: merger----the
extinguishment of a claim in a judgment for plaintiff (§18); bar---the
extinguishment of a claim in a judgment for defendant (§19); and issue
preclusion---the effect of the determination of an issue in another action
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between the parties on the same claim (direct estoppel) or a different
claim (collateral estoppel) (§27). The term “res judicata” is here used in a
broad sense as including all three of these concepts. When it is stated that
“the rules of res judicata are applicable,” it is meant that the rules as to the
effect of a judgment as a merger or a bar or as a collateral or direct
estoppel are applicable.

“Issue preclusion operates only as to issues actually litigated, whereas
claim preclusion may operate between the parties simply by virtue of the
final judgment. Thus, principles of merger and bar may apply even though
a judgment results by default, although care must be taken to ensure the
fairness of doing so. The Young Engineers v. U.S. International Trade
Commission, 721 F.2d 1305, 1314, 219 U.S.P.Q. 1142, 1151 (Fed. Cir.
1983).” La Fara Importing Co. v. F. Lli de Cecco di Filippo Fara S. Martino
S.p.a., 8 USPQ2d 1143, 1145-46 (TTAB 1988).

Claim preclusion appears to be the relevant doctrine herein, in view of the
existence of a final judgment by the Board in the prior proceeding, Registrant is
correct that three elements are necessary for claim preclusion to apply are (1) an
identity of the parties or those in privity with them; (2) an earlier final judgment on
the merits of the claim; and (3) the second claim is based on the same set of
transactional facts as the first. Jet, Inc. v. Sewage Aeration Systems, 55 USPQ2d
1854, 1856 (Fed. Cir. 2000).

For the reasons set out below, Petitioner asserts that Registrant has not
carried its substantial burden of showing that there are no genuine issues of

material fact on all of these necessary elements.

C. Res Judicata Does Not Apply Under the Facts In This Case
1. There Are Genuine Issues of Material Fact Regarding The
Privity As Between Madam Pinkus And Eres
Registrant asserts in its motion for summary judgment that “By agreement
dated February 17, 1984, Madame Pinkus assigned her rights in the ERES mark
to Eres,” and that there is, therefore, “privity as between Madame Pinkus and
Eres.”
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As stated by the Registrant, parties may be in privity “when they hold
successive interests in the same property.” Intl. Nutrition Co. v. Horphag
Research, Ltd., 55 U.S.P.Q.2d 1492, 1495 (Fed. Cir. 2000).

Thus, the “privity’ upon which Registrant relies is presumably based on the
assertion that Madame Pinkus and Eres hold successive interests in the same
property by virtue of that 1984 assignment. However, it appears that Madame
Pinkus was not the owner of rights in the ERES mark at the time she purportedly
assigned the rights in the mark to Eres. [Rozenblat, 12, Exhibit 5]. Specifically,
Madame Pinkus assigned ownership rights in the ERES mark in the United
States and Canada to a corporation called COLLON on June 16, 1976.
[Rozenblat, § 13, Exhibit 6]. Thus, whatever rights Eres may claim in the ERES
mark in the United States, it appears that those rights cannot derive from
“successive ownership” of the mark from Madame Pinkus. As such, there cannot
be “privity” between them, and the first element of the res judicata argument fails.

2. The Earlier Final Judgment

It is clear that the prior judgment of the Board in Cancellation No. 12,343
issued essentially as a default judgment, since the Petitioner had taken no
testimony evidence in support of its case. Nevertheless, for the purposes of this
Opposition, Petitioners do not contest that there was a final judgment in the prior
action.

2. The Present Action Clearly Does Not Relate to the Same Set of

Transactional Facts as the Prior Proceeding

For several reasons, the Registrant has not met its burden of showing that

there is no genuine issue of material fact regarding the equivalence of the

transactional facts between the present proceeding and the prior action.

(a). The Marks “ERES TOP SHOP” and “ERES” Are Materially
Different
First, despite the Registrant’s assertions to the contrary, the marks
involved in the prior proceeding and the present proceeding are simply not the

same. The mark which Petitioner sought to cancel in the prior proceeding was
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ERES TOP SHOP, while the mark which is the subject of the present proceeding
is ERES. Registrant asserts that the test applied in determining whether the
marks at issue in separate proceedings are the same is to determine whether
“tacking’ is appropriate, namely whether the two marks are “legal equivalents” or
give the “same commercial impression.” Institut National Des Appellations
d’Origine v. Brown-Forman Corp., 47 U.S.Q.P.2d 1875, 1893-94 (TTAB 1998).

This Board has already considered and ruled on this issue when, in
deciding on the motion of Madame Pinkus to amend her registration in the prior
proceeding to recite ownership of her French trademark registrations, it stated
that:

“The French registrations are for the mark “ERES” while the United States
registration is for the mark “ERES TOP SHOP.” The registrant has
materially changed the nature of its mark in the United States registration
and is thereby precluded from claiming the benefits of Section 44(e) of the
Trademark Act.” [Rozenblat, ], 6, Exhibit 2; Kenney, § 4, Exhibit 3].

Thus, the Board has found, and clearly considers the marks ERES TOP
SHOP and ERES to be ‘materially different” marks.

A number of the decisions of the Board are consistent with, and support
this conclusion. In Chromalloy American Corporation v. Kenneth Gordon (New
Orleans) Ltd., 736 F.2d. 694 (Fed. Cir. 1984), Appellant, Chromalloy, owner of
the marks GORDON, GORDON-FORS and GORDON OF PHILADELPHIA &
Design for men’s and women'’s apparel and sportswear, sought to oppose the
registration of the mark LADY GORDON by Appellee, Kenneth Gordon, for men’s
and women'’s apparel and sportswear. The parties had previously entered into a
consent judgment whereby Appellee would cease using the mark GORDONS OF
NEW ORLEANS, and would be free to adopt and register a new mark which
included the term GORDON along with another non-geographically descriptive
term of four or more letters in equal prominence and style as the GORDON
portion of the mark. /d., at 696. When Appellee adopted and sought to register
the mark LADY GORDON, Chromalloy opposed. The Board, applying the

doctrine of res judicata, granted Kenneth Gordon’s motion for summary
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judgment, finding that Chromalloy’s opposition claim was barred as a result of the

prior consent judgment. The Court of Appeals for the Federal Circuit reversed,
finding that:

“The claim against LADY GORDON is simply not the same claim as one
against GORDON OF NEW ORLEANS. The ‘transactional facts” are
different in that a different mark used over a different period of time is
involved. Chromalloy’s claim involving LADY GORDON was, accordingly,
not extinguishable by the prior judgment under principles of res judicata.”
Id., at 698.

As in the present case, the prior mark of the moving party included a

descriptive term, i.e., “OF NEW ORLEANS," and the new mark, LADY GORDON,
was used over a different period of time as the GORDON’S OF NEW ORLEANS

mark.

On the same principles, the Board concluded in Polaroid Corporation v.

C&E Vision Services, Inc., 52 U.S.P.Q.2ed 1954, 1957 that:

“The mark of application Serial No. 73/595,897 comprises only the term
POLAREX in typed form. We recognize that as such, it must be accorded
“all reasonable manners in which [the mark] could be depicted.” INB
National Bank v. Metrohost, 22 U.S.P.Q.2d 1585, 1588 (TTAB 1992).
However, the mark of application Serial No. 75/130,660, i.e., POLAREX
(and design), with its unusual lettering, oversized “O” and “X", and
overlapping lettering, is very highly stylized and contains design elements.
Such stylization and design elements cause applicant's present
POLAREX (and design) mark to have a commercial impression different
from that of applicant’s prior mark.

“In view of the foregoing, we conclude that the present claims asserted by
the opposer are not the same as the claim previously asserted by
opposer.” Id., at 1957.

Thus, even where the differences in the mark involved in one proceeding

and that involved in a later proceeding are no more significant than the addition

of stylized elements to the same word mark, the Board has found that the marks

are not legal equivalents for the purposes of applying res judicata.
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It is beyond questions that the differences in the marks ERES TOP SHOP
and ERES are significantly greater than those in Polaroid.

Registrant contends that the decision of the Board in Miller Brewing
Company v. Coy International Corporation, 230 U.S.Q.P. 675, (TTAB 1986) is
applicable in the present case. However, in Miller, the Board found that the mark
which the applicant, Coy, sought to register did not create a different commercial
impression from the mark it had previously sought to register. However, it is clear

that Miller does not apply herein. In that case, the Board stated that:

“...the changes in the design mark presented herein are so insignificant

that even under applicant’s theory of the applicability of claim preclusion,

we would find this application barred by virtue of the prior judgment.” /d.,

at 678.

As the Board has already decided that the marks ERES TOP SHOP and
ERES are materially different marks, the decision in Miller can be easily
distinguished from the present case.

Thus, it is clear that the mark ERES TOP SHOP involved in the prior
cancellation proceeding, and the mark ERES in the present proceeding are
materially different marks which create materially different commercial

impressions, and res judicata cannot bar the present cancellation proceeding.

(b). The Goods Involved In The Two Proceedings Are Different,
And Res Judicata Therefore Does Not Apply

Aside from the undisputed fact that the marks ERES TOP SHOP and
ERES have been found by this Board to be materially different marks, it is also
beyond dispute that the goods listed in the ERES TOP SHOP and the ERES
registrations are significantly different. Specifically, the prior registration for ERES
TOP SHORP listed “bathing suits, beachwear and women’s sportswear, namely,
tunics, coats, dresses, skirts and pants,” while the registration for the mark ERES
lists the goods as “swim wear, beachwear, pants, shirts, dresses, blouses, t-

shirts, jumpsuits, shorts, sleepwear, loungewear, lingerie, body suits and
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underwear.” Thus, the goods in the ERES registration are different from, and
much broader than those listed in the prior ERES TOP SHOP registration. The
ERES registration includes the additional goods, “shirts, blouses, t-shirts,
jumpsuits, shorts, sleepwear, loungewear, lingerie, body suits and underwear,”
while omitting the goods, tunics, coats, and skirts.

In a very similar case, the Board found in La Fara Importing Co. v. F. Lli
de Cecco di Filippo Fara S. Martino S.p.a., 8 U.S.P.Q.2d 1143 (TTAB 1988) that:

“...applicant’s present application includes an extended list of additional
goods in Class 30, which were not involved in the prior proceeding and
hence were not part of the opposer’s earlier claim. Thus opposer is not
precluded, either by the principle of claim preclusion or the incontestability
of applicant’s registration, from attempting to demonstrate its priority of the
mark “LA FARA” for goods other than alimentary pastes [the goods of the
prior registration], and from showing a likelihood of confusion between its
use of the mark on such goods and applicant’'s use of the mark on the
various Class 30 items. Because of the genuine issues of material fact
which pertain to these questions, summary judgment in favor or applicant
is not warranted.” Id., at 1146.

Thus, in addition to the fact that the marks involved in the prior proceeding
and the present proceeding are materially different, it is clear that pursuant to the
decision in La Fara, the material differences in the goods in the two registrations
at issue would preclude the application of res judicata, at least as to those
expanded goods in the present ERES registration.

D. Laches, Estoppel and Acquiescence Are Inapplicable To The
Present Proceeding

Registrant, in its concluding paragraph, asserts that Petitioners have, over
a period of 19 years, taken no action against the Petitioner's use of the ERES
mark. That issue is simply not relevant to this action. As Registrant well knows,
this proceeding relates only to the issue of the continued registration of the ERES
mark by Registrant. /n National Cable Television Ass’n. v. American Cinema
Editors, Inc., 937 F.2d 1572, 19 U.S.P.Q. 2d 1424, 1432 (Fed. Cir. 1991), the
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Court of Appeals for the Federal Circuit held that since the registration rights that
a petitioner objects to come into being as a result of the registration process, not
from use alone, laches can only start running from the first time when a petitioner
could object to registration: the date when the registrant's application for
registration was published for opposition.

Here, the Petitioners, immediately upon learning of the existence of the
present registration, and within the time period set out under the trademark laws,
took action to voice its objections to, and to cancel that registration. [Rozenblat, |
10]. Thus, as to the issue of the continued registration of the ERES mark by
Registrant, no laches, estoppel or acquiescence can be attributed to the

Petitioner. That issue is, therefore, simply not relevant in this action.

IV. CONCLUSION

The Registrant seeks summary judgment in this action based upon the
application of res judicata from the earlier decision of this Board in Cancellation
No. 12,343. Registrant bears a heavy burden of proof, having to demonstrate
that there are no genuine issues of material fact to be tried. Clearly, the
Registrant has failed to carry that burden herein.

First, all of the Registrant’s assertions to the contrary cannot overcome the
fact that this Board found that the marks ERES TOP SHOP and ERES are
materially different marks. Registrant did not appeal this decision, nor did it cite
this decision in its brief in support of the motion for summary judgment.

Nor does Registrant raise the issue that the goods in the two registrations
are significantly different, which likewise precludes an application of res judicata,
and therefore a grant of summary judgment, at least as to the expanded goods.

Finally, Registrant asserts that summary judgment is warranted because
Petitioners have failed to take timely action against the Registrant, when it is
clear that Petitioners did precisely what is required under the trademark laws to

pursue the rights available in a cancellation proceeding.
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Clearly there are significant genuine issues of material fact that must be

tried in this action, and the Registrant’s motion for summary judgment should be
denied.

Respectfully submitted,

BIRCH, STEWART, KOLASCH & BIRCH, LLP

ay (//Z///

Y
: yd
Robert J. Kenfiey /
8110 Gatehousg Road :
Suite 100 E.

Falls Church, VA 22042 .
(703) 205-8000

CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing
PETITIONER'S OPPOSITION TO REGISTRANT'S MOTION FOR SUMMARY
JUDGMENT, along with the supporting Declarations and exhibits thereto, were
served upon Michael Chiappetta, Esq., counsel for Registrant, at FROSS,
ZELNICK, LEHRMAN & ZISSU, P.C., 866 United Nations Plaza, New York, NY
10017, via first class mail on this 4™ day of May 2005.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK AND TRIAL APPEAL BOARD

In the Matter of Trademark Registration No. 2,320,998
For the Mark ERES

SAMUEL ROSENBLATT & HELENE

Cancellation No. 92044209

ROZENBLAT

d/b/a “ERES”
Petitioners,

-against-

e e N M N N S e e N

ERES

Registrant

DECLARATION OF HELENE ROZENBLAT IN SUPPORT

OF REGISTRANT'S MOTION FOR SUMMARY JUDGEMENT

I, Helene Rozenblat, declare as follows:

1. I am the wife of Samuel Rosenblatt and one of the
Petitioners in this proceeding. This declaration is based on my
personal knowledge or on records which I have obtained from
government offices in France.

2. Petitioners are individuals, d/b/a ERES, having a
place of business at 10305 Santa Monica Boulevard, West Los
Angeles, California 90025. Petitioners are engaged in the
business of selling clothing, fabrics, trims and other items.

3. Petitioners adopted and used ERES as the trade name
and trademark for their retail store and clothing sold therein
continuously since at least as early as 1956 in California and
elsewhere in commerce in the United States. Petitioners

operated their store in Beverly Hills for over 25 years and
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thereafter in West Los Angeles, adjacent Beverly Hills. 1In
about 1979, Petitioner, Samuel Rosenblatt, filed a Petition to
Cancel Registration No. 1,049,649 which was for the mark ERES
TOP SHOP. Eventually, that cancellation proceeding was
dismissed for failure of Petitioner, Samuel Rosenblatt, to file
any testimony or evidence during Petitioner’s testimony period.
This occurred because Petitioners’ son, who was an attorney not
familiar with trademark rules and procedures, failed to file any
testimony during the testimony period. Thus, the Petition for
Cancellation was dismissed on basically procedural grounds for
failure to file any evidence.

4. During the pendency of the Petition for Cancellation
of Registration No. 1,049,649. Madam Irene Pinkus brought
Motion before the TTAB for leave to amend her registration and
an amendment thereof. In her Motion, she sought to claim the
benefit of foreign trademark registrations from France. A copy
of her motion is attached hereto as Exhibit 1.

5. In ruling on Madam Pinkus’ Motion, the TTAB noted that
Madam Irene Pinkus, owner of the U.S. Registration, did not
appear to be the exclusive owner of any of the three foreign
registrations which she then claimed.

6. In addition, the TTAB stated at the bottom of page 2
of their decision “The French Registrations are for the mark
ERES, while the United States Registration is for the mark “ERES
TOP SHOP.” The registrant has materially changed the nature of
its mark in the United States registration and is thereby
precluded from claiming the benefits of Section 44 (e) of the
Trademark Act” (underlining added). A copy of the TTAB decision

ig attached hereto as Exhibit 2. Thus, the TTAB has already
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ruled that the mark ERES and ERES TOP SHOP are materially
different.

7. After the TTAB dismissed the 1979 cancellation
proceeding, my husband and I took no further action since we
knew that we had lost that particular proceeding and could take
no further action against ERES TOP SHOP. We were totally
unaware that anyone had filed a new application for trademark
registration for ERES in 1998.

8. As far as we were concerned, and as far as we knew,
Madame Pinkus had never opened any shop under the name ERES in
the Beverly Hills area and thus we assumed that we were free to
continue our business under the name of ERES, that we started in
1956, without controversy.

9. It was not until December 4th of 2004, when we
discovered that a store by the name of ERES opened in Beverly
Hills, that we were awakened to the fact that someone was
attempting to use our name ERES in the Beverly Hills area.

10. We immediately investigated at that time and consulted
with attorney R. Joseph Trojan who wrote a letter dated January
3, 2005, to Ms. (Pinkus) Harrington with respect to the new
store in Beverly Hills. A copy of Mr. Trojan’s letter is
attached hereto as Exhibit 3.

11. A response dated January 13, 2005 was sent by
attorneys for Ms. (Pinkus) Harrington to Mr. Trojan. A copy of
the letter from Barbara Solomon of FROSS ZELNICK LEHRMAN &
ZISSU, P.C. is attached hereto as Exhibit 4.

12. Madam Pinkus claims that on October 5, 1976, she
obtained U.S. Registration No. 1,049,649 for ERES TOP SHOP.

However, she did not own the right to ERES TOP SHOP at that

3
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time. Attached hereto as Exhibit 5 are documents which I
obtained from the relevant government agencies in France showing
that ERES TOP SHOP was registered by a corporation called S.A.
COLLON.

13. In addition, attached hereto as Exhibit 6 are
documents which reflect that Madam Pinkus granted to COLLON the
exclusive rights to the ERES mark for the United States and
Canada (my hand-written notes added).

14. In 1982, Madam Pinkus filed a Section 8 Affidavit and
a Section 15 Affidavit certifying under oath that “the mark ERES
TOP SHOP was in continuous use in interstate commerce regulable
by congress for five consecutive years from October 5, 1976 to
the present date.” Copies of the Section 8 and Section 15
Affidavits are hereto as Exhibit 7.

15. 1In Madam Pinkus’ declaration for this Summary Judgment
Motion, she states in her declaration on page 2, paragraph 5
that the mark was in continuous use “with the exception of a two
year transition period (1977-1978) during which I was seeking a
new distributor for my ERES goods in the United States.”
Therefore, the declarations under oath in the Section 8 and
Section 15 Affidavits were false.

16. Due to the massive street construction project, on the
street in front of our store, presently on Santa Monica
Boulevard, Petitioners have temporarily closed the store. But
when construction is completed, Petitioners intend to reopen the
store. A copy of an article from the Los Angeles Times dated
March 10, 2005, attached hereto as Exhibit 8, describes, and has
pictures depicting, the massive street construction project and

how it has affected the store owners on Santa Monica Boulevard
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in the construction zone. Petitioners have had no choice but to
temporarily close their store until construction is completed.
I declare under penalty of perjury under the laws of the

United States of America that the foregoing is true and correct.

Executed this 29 day of April, 2005 in Los Angeles,

California.
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Helene Rozegblat
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: . IN THEQHNITED STATES 'PATENT AND TRADEMARK OFFICE
b BEFORE THE TRADEMARK TRIAL AND. APPEAL BOARD

- IN THE MATTER OF
‘_'Regxstration No. 1,049,649

’ Date of Registration:
October 5, 1976
SAMUEL ROSENBLATT, Cancellation No. 12,342

Petitioner for Cancellation,

MOTION FOR LEAVE
TO AMEND REGISTRATION

MADAME IRENE PINKUS, AND AMENDMENT : THEREOF

2

Registrant and Responaent.

et Mt M e e e e N e N e e s M N e i S

Pursuant to section 7(d4) of the Act and TMEP sections 501.10 and
1607.03, Registrant hereby moves the Board for leave to amend
registration No. 1,049,649 to recite ownership of her French

trademark registrations.
AMENDMENT
Please amend the registration by adding the following language:

Registrant claims the benefit under Section 44(e) of French
trademark registration 504,277, issued December 1, 1951 and
now expired, French registration 122,893, issued March 17,
1959, and PFrench registration 889,810, issued Nov. 27, 1973.
REMARKS
Certified copies and translations of these registrations are
‘éppended hereto. The original certificate is lost or destroyed, but
an order for a certified copy showing title is attached- hereto.
Registrant is the sole heir of her parents Francine and the late
Leopold’Pinkus, original owner of registration 122,893. The only

. reason these registrations were not recited in the original

appiication because Registrant's U.S. counsel was not informed of




their existence and because registrant was not sufficiently familiar
with U.S, practice to call them to counsel's attention. Since
Registrant would have been entitled to rely upon these registrations
at the tiﬁe.of her originai filing and since Petitioner, as a
resident of Paris until 1953, had construcﬁive if not actual notice
of Registratioh 504,277, and therefore cannot be prejudiced by

Registrant's defensive reliance on these registrations, this

amendment should in fairness be approved.

Respectfully submitted,

MADAME IRENE PINKUS

Milton Oliver, Esq.

WOLF, GREENFIELD & SACKS, P.C
"Attorneys for Registrant

201 Devonshire Street

Boston, MA 02110

(617) 426-6131






’WAJLED Cancellation No. 12,342

AUG 18198] o gizgel Rosenblatt, dba

PAL.& T M oFpiee o,

"

Madame Irene Pinkus

.

On June 10, 1981, the respondent filed a motion fé%

leave to amend u.s. Registration No. 1,049,649 The respondent

has ‘requested that the following language be added to the
registration: ’
"Registrant claims the benefit under Section 44{e) of
French trademark reglstratlon 504,277, issued December
1, 1951 and now expired, French registration 122,893,

issued March 17, 18959, and French registratlon
889,810, 1ussued November 27, 1973.

The registrant has submitted certified copies of the
three French registrations and has ordered a certified copy of

its U S. registration in support of the amendment because the

orlglnal certificate was lost or destroyed, However, it is

noted that the respondent has failed to authorlze a $15 fee for
a certificate of correction and has not submltted a Verlfled

Statement or declaration 1g accordance with Rule 2.20 signed by

the registrant, See Rule 2.173,. Therefore, the amendment is

not formally correct and is not acceptable.

Moreover, Madame Irene Pinkus, owner of the U. S.

registration, does not appear to be the exclusive owner of any

of the three foreign registrations which she new claims:

]

v

EV. 10~78)
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1. French Registration No. 122,893 is in the name of
Madame Prancine Kahn, the wife of Leopold Pinkus, as
co-owners. :

2. French Registration No. 504,277 is owned by Madame
Leopold Pinkus, formerly Prancine Kahn.

3. French Registration No. 889,810 is owned by Madame
Francine Kahn and Madame Irene Pinkus, as joint owners.

) .A party who is related to a registrant may not assert
ownership of such registrant'’s registration nor claim the

benefit of the registration. Cf In re Knight's Homg Products

Inc, 175 USPQ 447 (TTAB, 1972) and In re Air Products, ‘Inc.,

124 uspQ 81 {(TTAB, 1960),. The respondent should demonstrate
that it is the owner of the French fegistrations and that it is
therefore entitled to the benefits of Section 44 {e) of the
Trademark Act.

In addition to the foregoing, tt;e respondént's
proposed amendment is not acceptable because only Prench
registration 889,810 appears to have been a valid registration
at the time the U.S. registration was issuved. The foreign
registrations must be in forece and effect- at the time the
United States registration issues. See Rule 2.39(a) and TMEP
Section 1002,

In addition, the respondent is not entitled to claim
the benefits under Section 44 {e)} because a party may not qbtain
a registration in this country broader in scope than the
registration issued in the country of origin. Article 6 of the
International Convention for the Protection of Industrial
Property provides, so far as pertinent:

“A. Every trademark duly registered in the country of

origin shall be admitted for registration and

protected in the form originally registered in the
other countries of the Union...*"

The French registrations are for the mark *ERES” while
the United States registration is for the mark "ERES Top
SHOPZ. The registrant has materially changed the nature-




Of its mark in the United States registration and is thereby
2% 2178 mark in 2 :

precluded from claiming the bénefits of Section 44(e) of the

Trademark act. _ _
- It is also noted ;hat French registration 504,277,
which appears to have.expireg'beEOIe the U.S. application was
filed, is for stockings and that thé U.s. registratiqn exceeds
the'scope if the goods set forth in the French registration.
See Rule 2.39 and Tvmp Section 1007,

Pinally, at this point in the cancellation proceeding,
there appeérs to be little, if any, purpose in amending the
registration. The Presumption of use created by a registfation
relates back to the filing date of the application. American
Throwing Co., Inc. v. Famous Bathrobe Co., Inc., 116 USPQ 156

- (CCPA, 1957) and The J. R. Clark Company v. Queen Manufacturing

Co., Inc., 150 UsSPQ 73 (TTAB, ;966). A foreign registrant is
not entitled to rely on the dates of use. corresponding to the
‘issue date of a foreign registration. Such registration is of

no evidentiary value in this proceeding. The Barash Company,

Inc. v. Vitafoam Ltd., 155 USPQ 267 (rTTaB, 1967). Therefore,

evidence. Elder Manufacturing Co., v. Intetﬁational'Shoe Co.,
92 uspg 330 (CCPA, 1952): Any use of the mark outside thé
United States is wholly immateriai and irrelevant to the
respondent's right to use and register the mark in the Onited

States. - Scotto v. Mediterranean Importing Co., Inc., 162 uspeQ

415 (TTAB, 1969). Since the proposed amendment is of no
evidentiary value in this cancellation broceeding, there ig

little point ipn amending the registration until the cancella-
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tion proceeding reaches finai disposition.

Accordingly, the réspohdent‘s motion to amend the

registration is denied.

) I e=s
R. L. Simms

Acting Member, Prademark
Trial and Appeal Board

cc:

© + Willy Rosenblatt .
" --2040° Avenue of the Stars
- Fourth Floor
Los Angeles, California 90067

Arthur 2. Brookstein

c/o Wolf, Greenfield & Sacks, P.C.
. 201 Devonshire Street
" Boston, Massachusetts 02110
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S OBt Beverly Hills, California 90212 COPYIGHT, ThaDE SECRET &
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OF COUNSEL REGISTERED PATFNT ATTCRNEYS TELEPHONE (110) 777-8399

J. NICHOLAS GROSS FACSIMILE(310) 777-8348

TALSOANMIT IO IS MATSACH SETTS . i i
*ADSTTED IS T LD P PATENT AGENT MINGOTROIANLAWOFFICES COM

January 3, 2005
Ms. Irene Harrington
Eres Limited, Inc.
120 5th Avenue
New York, NY 10022

VIA FACSIMILE and MAIL (212-937-0050)

Re: Eres v. Eres Ltd.
ERES Trademark Infringement
TLO No. 04-12-2372

Dear Ms. Harrington:

This firm represents Samuel Rosenblatt d/b/a Eres ("Lres™) in the protection of his
intellectual property. Eres is the owner of the trademark ERES ("Mark") for clothing and
retail services as used throughout the United States and based in Beverly Hills, California.

It has come to our attention that Eres Limited, Inc. ("Lres Limited”) is using the ERES
mark in violation of federal trademark law. Eres Limited's unauthm'i?brl use of the mark
ERES in Beverly Hills constitutes infringement upon Eres' rights in the ERIES scrvicemark as
it is likely to cause confusion as to source or affiliation of the Mark. As such, your use of the
Mark in Beverly Hills must cease immediately. -

Ercs has used the ERES mark for clothing and lashien related retail services
continuously since 1956, over twelve years before Eres Ltd.'s inception of the use of ihe mark
in 1968. Eres' use of the mark in Beverly Hills has especially prominent, as Frég ins used the
mark for fashion-related retail services continuously in the city since 1956. Ercs has spent
substantial time and resources to develop, promote, and protect its Mark, and has been
publicly adopted and promoted by celebrities and famous clientele. As a result, Eres! Mak
has developed significant goodwill and recognition in the public. Clieunts who encounter Eres
Limited's unauthorized use of the ERES mark will be misled into believing that Eres Limited's
goods and services share a common origin as those offered by Eres, especially given Eres'
long-standing reputation in Beverly Hills and particularly because Eres has had its retail
boutique on Rodeo Drive before Eres Limited. opened its store on the same street. * Eres
Limited's unauthorized use of the Mark in connection with retail services for clothing in




Eres Ltd.

January 3, 2005
TLO No. 04-12-2372
Page 2 of 2

Beverly Hills is likely to cause confusion as to the origin or affiliation with Eres under
Federal trademark law. 15 U.S.C. § 1125, Lanham Act § 43. Further, Eres Limited's
misleading usage of the ERES mark also constitutes unfair competition under California law.
See Cal. Bus. & Prof. Code §17200. Accordingly, Ercs demands that Fres Limited
immediately cease and desist from usage of the ERES mark in connection with retail scrvices

in Beverly Hills. Your written confirmation of such is requested by Friday, January 14,
2005.

Please be advised that Eres will aggressively enforce its investiment in its intellectual
property rights. Under Federal law Eres Limited may be liable for treble of Eres' lost profits
and costs of litigation in addition to Eres Limited's own profits as damages for its
unauthorized, misleading use of the ERES mark. 15 U.S.C. § 1117(a), Lanham Act § 35. In
addition, California law allows for recovery of lost profits as well as actual damages for
successful trademark infringement and unfair competition claimants. As you have now been
put on actual notice of Eres' trademark rights, should you continue to infringe, a jury may also

award punitive damages if it determines that you acted maliciously, wautonly or oppressively.
Cal.Civ.Code § 3294.

Your anticipated cooperation in resolving this dispute out of court is most appreciated,
and we look forward to hearing {rom you shortly.

Very truly yours,

TROJAN LAW OFFICES

ym

cc: S. Rosenblatt
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BY FACSIMILE AND MAIJL

R. Joseph Trojan, Esq.

| Trojan Law Offices

| Wexford Plazg

9250 Wilshire Boulevard, Suite 375
Beverly Hills, CA 90212

Re:  Objection by Samue] Rosenblatt d/b/g Exes
(Our Ref EREg Usa TC—05!00286; Your Ref:: T10 #04-1 2-2372)

besr Mr. Trvjan:

i

consumers, In 1969, ERES brand products
e more than 600 daors that sell FRES Produots
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carly as 2000, press renorte
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On

deigbed in

R. Foseph Trojag, Egq

, 2005

the evidence i the best Hght o your ch'cnt., the oqurights it can concefvably

Locking at
clamm to have js the right 1o use the ERES mark ip » &eographically fimiteqd area for purposes of
selling fabric, By your own letter YOU recognize that gy client is not selling thess types of
products and is nos offering its prodnets for sale in your client’s territory. Beeayse your client
does not have i

clothing in jts srore does not bolster Your client’s claims, Rather, it conld subject your elient 1
liability. Once our client’s registration far Yetail store servises for the sale of clothing issneq in

01, your elient wag prohibited frop expanding into this area of use
top of the lack of rights that cap be asserted agamst oy eliefit, yopyr client’s olaimg

|also are barred by laches, Clearly your client hag actual as wel] a5 constructive notice of onr
clent’s rights to ERES for clothing, Our client's registration for clothing jssuad in 2000. Asg
natter of Jaw, your client wag deemed on Ganstructive notice of these registrations, 15UsC §
1072, Moreover, your clent wag op actual notice of gy client’s nze of the ERES maek on
tlotling. Your client instinyted & cancellation astiog which was dismigsed - seeking 1o Sancel

Amzougn we believe based on the informatinn we have that yopr client has rndyly

taking action angq that whatever Tights your client has are 5o limited ang sHeumseribed

thatlshey canng: defeat our clients Tights ta exploit it federally registered mark i, connection
with khe very goods snd services identified in those Tegistrations, evey jf Your client conig
overdome these significant hurdles, it g would not be ahje 1 obtain the refier requested

", if anybody is entitled to refiof it ;s our client who would be entitled to ar order
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R. Joseph Trojan, Bsg,
January 13, 2005
Page 4

;

|advertised, the amount pent oy vertising op any other fact 10 Suggest that youy client’s mark is

itore that offerad Tabric and fabric onty. Thege Servioes are ot sufficiently related to gy client’s
il store serviess featuring swim wear, Iimgerie, beachwegr ang related Products, all made in
Pris and known for their cat, g 1als and colors,

Turning next 1 the marks themselves ang the degree to whigy, the marketing chammets

cohverge, the mere fact thet both of our clients yge ERES a5 5 mark is not dispasitive of your
s claims, Your client uses Eres Fabrics and Breg Silk and Woolens, Oyr client nses

R The Messages conveyed are clear and distingy, Also disrings are the contexts i, which the

S &re presented. Here, the contesy could not be mope differens, considering the merchandise
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retaf] clothing gt 3¢ fabric store not c;nly i5 irrelevany byy also is in bad faith given our client's
prior  registrationg for retai] store services featiring clothing and for clothing jtgelr

The final factor considered by the courts is our client’s intent in adopting the mpry Cur
client or its Predecessors have been using the ERES mark since 1920 outside the Unjteg States

d since 1969 in the United States. A¢ the time oyr client adopteg the maric it dig not know of
Our cliestt and af the time it commenced yge i the Unjted States it dig not know of Your client.

s of consumers between your client’s 8cods and Services and gyp client’s goods and

; i hard o explain coincidenceg inchiding he fact that yor client
our client’s ERES mark was being used and then

| States in 19586, thar it adopted 5 Stvlized version of the ERES
. ot :
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R. Joseph Trojan, Bagq,
January 13, 2005
Page 6

2ol until last week thas Your client decided 1o object. Our client has conducted itself i, good
faith and in gy, equitable manper Can the same b satd of your clients

This letter is wristen, Without wajver of any of our client’s righgs, Temedies and defenses
all of which are EXpressly reserveg.

BAS/sIm,gcrdod,gc

e Joseph M. Gabyje, Esq. (by fax & email)
Ms. Irene Harrington (by fax)

*%* TOTAL PAGE. 8% xx
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: L'Indivision Léopold PINKUS, représeniée
par “Aadame Iréne Charlotte PINKUS, divereée de “fonsicur Denlel
RCUKHOOVSKY, demeurant 8 PARIS (1 7&me), 98, Bouleverd des
Batignolles, agissant tant en son poMn personnel qu'en celul de
iiadame Francine PINKUS née KAHN, seules haritléres de ‘ionsicur
Léopold PINKUS et ce, en vertu d'un pouvoir gul lui a &té donné &
cet effet,

L'UNEZ PART,

Et 1a S.A. COLLON, au capital de 200,000

- francs dont le slége soclal est & PARIS (8&me), 2, Rue Tronchet,

Thaatriculée au registre du comnerce de la Seine scus le nunero

58 R11217 et & 1'INSEE sous le numéro 754 75 108 0 930, représentée

par ;ladame Francine KAHN, veuve de Monsleur Lécpold PINKUE,
Président Directewr Général,

. D' UTRE PART,

il A TOUT D'ABORD ETZ EXPOSE CE CUI SUIT :
EXPGSE

; Aux termes d'un acte 8.5.P. en date &
Paris du 15 Décembre 1968, enregistré & Parls 82ne Baux, le
23 Décembre 1968, borderzau 8, n° 230, C 27, aux droits de
96.000 francs, >ladane Iréne, Charlotte PINKUS divorcée de
Monsieur ROUKHOMOVSKY, demeurant 98, Boulevard des Bati-
gnolles, agissant tant en son nonm personnel qu'en celui de :a-
dame Francinc PINKUS née KAHN, seules héritiéres de “fopsicur
Léopold PINKUS, ont cédé & compter du 20 Cetotre 1968, a la
S.A. COLLCH, - un fonds de connerce de bonneterie au cétail
situé & PARIS {83nae), 4, rue Tronchet avec possibilité pour la
5.A. CCLLON d'exploiter la narque “"ERES", propriété de 1'Indi-
vision PINKUS.

CECI EXPCSE, IL A LTE CONVENU OO Ol CUIT ¢

sxticle 1 .
: vadane Iréne PINKUS, au no : de 1'Indivi-
sion Léopold PINKUS, concade par les presentes 3 la £.4, CCLLON
représentée par ‘iaane Francine PINKUS, Président Lirecteur
Général, qui accepte :

oo




-2 -

‘Une licence e:xclusive d'usage et d'exploitation pou les départements
de la Seine, Seine et Oise, Seine ot iiarne, de la :warque de fabrigque
conzistant dans la dénomlnation "ERES" déposée par :fadame Francine
e . PINKUS née KAHN et tdonsteur Léopold PINKUS au Greffe du Tribunal
S L"7':163'(3-.0}5zn'érce‘.,cte la Selne le 17 Mars 1959 sous les numéros 479 097
et 473 098 désignant :

:.ipgé&vﬁtements, pull-over, cardigons, surv@&ements tricoids en tous
genres, collants, comblneisens, jupons, tous articles ce lingerie de
orps, tous articles de bonnetsriz en tous genres, bas, al-bas, corset:
alnes, porte-jarrctelles, soutien~gorge, slips, culcttes, naillsts

de hain en tous genres ot de toutes fornes, chenisiers, coréages,
déshabillés, v8tements de nuit, vitements d'intérteur, genterle, focu-
arels,

~ Itls et tissus en tous genres, vEtements confectionnés en tous genro:

{3 &

"]

r

e

Toutefois, il est icl précisé que “lada ae Fran-
¢ine PINKUS en accord avee ~fadare Iréne PINKUZ, seréserve le déroit
d'utiliser personnellenent la dénowination "ERES® pour lz coinserce
de honneteris et nouveautes dont elle est propriétaire ot auelle explotrc
4 PARIS (3&we), 108, Boulevard Hausswann, tout en s'interdisant de
céder ou de concéder ladite narque & des successewrs dans l'exnplol-
tatlon de son fonds de tommerce et qu'en cas de cessation d'activite
pour guelgue cause gue ce solt de “Madamne Francine PINKUS, l'explot-
tziion exclusive de la marque, limitde d la région sus-désignée,
reviendrait de plein drolt & la 3. A, CCLLCHN,

irtiele 2

La présente concession est consentle en consd-
Guence de 'acte sus-énoncs du 15 Décembre 1968,
Aridele 3

La 8.&, COLLON restae lbre de fatre 2t de
choislr toute publicits qu'elle jugera utile, et sous quelque farne
que ce solil, dens les lbaltes Laposses par 1a régle :entation « -
vigueur.

Article &

Les présentes conventions prendront fin ie
17 Mears 18974,

rtigle §

La présente concession est stricte::ent person-
reil et ne pourra &tre transférée, directe nent ou indirecte sent, tota-
lenent ou particlle ent, & qui que ce coit, sans le consentenent
CNIXES et par écrit des propriétalres de la :narque.

S Y




La présente concession ne pourra Btre considé-
. . rée comme faisant partic de ]'actif de la S.4. COLLON. Elle ne pourra
' 8tre-exploitée par un adminlstrateur judiclaire ou syndic, ni 8tre aise
en vente ou en adjudication, sous quelque forme que ce soit,

En conséquence, toute modification de la situa-
tion de la 8,A, COLLCI qui serait de nature d 1'empécher d'exploiter
elle-m8me et librement la préaente concession, telle que faillite,

1 lquidation judicialre, interdiction ou dissolution, entraincra de plein
droit la résillation de la présente concession.

B s ¢ G
e Les contractants awont la faculté de dénoncer
- tout sonent les présentes conventions, 3 la condition d'avertir
par lettre recon ' -endée le cccontractant au moins un an aveént la date
"a laquelle {ls entendent fixer la résiliation ducontrat.

Tous les différends ou divergences d'interpré-
taticn au sujet d'une clause du pcésent contrat, ou tout cas lmprévu
pouvant surgir pendant l'exécution, sur lesquels les contractants
n'arriveralent pas a se mettre d'accord, devront 8tre souinis au Tribunal
de 1a Seine.,

Article 7

A Aux flns de présentes, les parties font élection
de donicile au lieu de leur do: nlcue et sidge respectifs énoncés en
t8te des présentes.

Article 8

Les frals de préparation et d'établissement des
présentes conventions, alnsl que les frals d'enregistre nant, sont
supportés par la S.A. COLLON., -

Fait A PARIS, en quatre exe nplaires,
Le quinze déce-sbre 21l neuf cent soixante huit

L~ o °~W‘“% Ry
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2 - Npm, prénom, profession, domicile du bénéficiaire du &
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Date :
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DECLARAT ION UNDER SECTION 8

THRE AN i ¢ R T G SRS TR T A e e o A e s e [ R
Madame Irene Pinkus

Reg. No,; .. % 1,049,649,

Registered: October 5, 1976
Mark: ERES TOP SHOP
Class No.: 25

Madame Irene Pinkus declares that all statements made herein of her own
knowledge are true and that all statements made on information and
belief are believed to be true, and further, that these statements were

‘made with the knowledge that willful false statements and the like so

made are punishable by fine or imprisonment, or both, under section
1001 of Title 18 of the United States Code, and that such willful false
statements may jeopardize the validity of this document or of said
registration; and that she is the owner of said Registration No.
1.049,649, dated October 5, 1976, as shown by the records in the Patent
and Trademark Office; that the mark shown therein has been in
continuous use in interstate” commerce regulable by Congress for five

 (5) consecutive years from October 5, 1976 to the present date, on or

in connection with the the following items recited in the registration:
Bathing suits, beachwear and women's sportswear
~-namely, tunics, coats, dresses, skirts and pants;
that the mark is still in use in interstate commerce regulable by
Congress in connection with said items, as evidenced by the attached
specimen and/or facsimile showing the mark as actually used.

Registrant hereby appoints, with full powers of substitution and
revocation, the following as its attorneys to file this declaration and
to transact all business in the Patent and Trademark Office in
connection therewith: :

David Wolf No. 17,528 Edward Perlman No. 28,105
George Greenfield No. 17,756 John L. Welch No. 28,129
Stanley Sacks No. 19,900 Milton Oliver No. 28,333
Alfred Rosen No. 16,031 Paul Kudirka No. 26,931
Louis Orenbuch No. 17,318 Susan Haddad Hage No, 29,646
David Driscoll No. 25,075 John W. Kepler No. 30,397

Arthur Bookstein No. 22,958 Lawrence Green No. 29,384

Address all correspondence to Wolf, Greenfield & Sacks, pP.C.,
201 Devonshire St., 6th Floor, Boston, MA 02110. Direct all telephone
calls to Milton Oliver at (Area Code 617) 426-6131.

Yy 1 (Ej:; /

, 1982
Madame Itgpé'Pin&és
OB/ 33/88 1045549 3 213 10.00CK

Date:
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DECLARATION UNDER SECTION 15

Registrant: Madame Irene Pinkus

Reg. No.: 1,049, 649

" Registered: October 5, 1976
Mark: ' ERES TOP SHOpP
Class No.: 25

e

_Egggmgﬂlxgpng;gygs declares that all statements made
herein of her own kndﬁigage are true and that all statements
made on information and belief are believed to be true, -and
further, that these statements were made with the ‘knowledge
that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under section 1001
of Title 18 of the United States Code, and that such willful
false statements may jeopardize the validity of this document
or of said registration; and that she is the owner of said
Registration No. 1,049,649, dated October 5, 1976, as shown by
the records-in the Patent and Trademark Office; that the mark
shown therein has been in continuous use in commerce regulable
by Congfgg;'fggﬂfi;gw(S) consecutive years from October 5, 1976
to the present date, on or in connection with the the following
igems recited in the registration: bathing suits, beachwear and

l——" women's sportswear - namely, tunics, coats, dresses, skirts and

pants; that the mark is still in use in interstate commerce

regulable by Congress in connection with said items; that there f
has been no final decision adverse to Registrant's claim of :
ownership of such mark for such items or its right to register

the same or keep the same on the register; that there is no

proceeding involving said rights pendihg in the Patent and

Trademark Office or in a court and not fully disposed of.

01703784 1049649 @ 309 100.00 CK —




Registrant hereby appoints, with full powers of

. Substitution and revocation, the following-as its attorneys to

file this declaration and to transact all business in the
Patent and Trademark Office in connection therewith:

David Wolf No. 17,528 David Driscoll No. 25,075
George Greenfield No. 17,756 Edward F. Perlman No. 28,105
Stanley Sacks No. 19,900 John L. Welch No. 28,129
Alfred Rosen No. 16,031 Paul Kudirka No. 26,931
Louis Orenbuch No. 17,318 Lawrence Green No. 29,384

Arthur Bookstein No. 22,958 Susan Haddad Hage No. 29,646

»

Address all correspondence to Wolf, Greenfield & Sacks,
P.C., 201 Devonshire St,, 6th Floor, Boston, MA 02110. Direct
all telephone calls to (Area Code 617) 426-6131.

N=__|
Date:_ pecember 12, 1983 By iX

Madamé’irene Pinkus
Title: Owner
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All Golbad, owner of City Gopy and Printing shopon

* Tdon’tknow how much longer I can last

Santa Monica Boulevard .

o

MASBIVE UNDERTAKING: Offic;

say ing problems and the s

M \< @\Fe.mm% isdown Nw %.’

BRIAN VANDER BRUG Loy Angeles Timey

2

ly wet ther have kn

ths behind

Transit Parkway Project seven The proj

e

& - Santa Monica Boulevard
“widening project isa headache
for locatshop owness, who spy
their sales have plummeted.

ByBoB PooL
Times Stafy Writer

First they blocked offthe street in front.
ofhis shop. Then they dugup the sidewalk
outside his door.

b But the really bad news for shopkeeper
2" Ali Golbad is that workers are less than
halfway finished with what city officials

the Santa Monica Boulevard

dale for the work, which began in March 2003, is now March 2006,

sy Road for Businesses

vard. Work crews are excavating hillsides,
relocating underground utilities, remav-
ing a onetime Pacific Electric Red Car
right-of-way median strip and combining
what generations of commuters have
called “Big Santa Monica” with a frontage
road known as “Little Santa Monica.”

But merchants in the construction
zone say the upheaval is killing their busi-
nesses. Desperate shopkeepers are strug-
gling to stay afloat by taking out loans,
sticking advertising signs on street barri-
cades and pleading with nearby home-
owners to let customers park in restricted
residential zones along the construction
area.

latimes.com/calif

Gang

Sweep
Resuli
in103
Arrest

In a nationwide actio
authorities round up
members of MS 13,

formedin L.A. and nc
involved in smuggling
trafficking and murd,

By RicH ConNELL
AND ROBERT J. LopEZ
Times Staff Writers

As part of a nationwide cry
down, federal authorities N
day announced 103 arrests in
major cities of members of M
Salvatrucha, an internatic
gang born in Los Angeles
now involved in murder, namx
ics aEBnEbw and human sm

gling.

The sweeps, conducted in
cent weeks in an operati
stretching from Hollywood
New York City and Miami
agents with the Department
Homeland Security, represe
the first thrust of a. campaign
rein in Mara Salvatrucha, al
known as MS 13, officials said.

With new celisin 33 statesa
up to 50,000 members in the T
and Latin America, the gangh
become alaw enforcement pri
ity in Washington, as well ag in
Salvador, Honduras and Mexi

Underscoring the gang’s 1
tional reach, more than haif
the arrests announced Mond
came in the New York, Washir
ton and Baltimore areas. In L

. o el Jo-
WS

il

e=tmrpevtyorrIorT
On ever undertaken in

Los An-

- . . PERRY C. RIDDLE Los Angeles Times ‘geles.
ISOLATED: Thereisno parking and very little room to walk in front of Ali The $68-million West Los Angeles
Golbad’s City Copy and Printing store on Santa Monica Boulevard. About 500 shops widening and realignment effort involves
and storefronts line the boulevard between Century City and the San Diego Freeway. o Z%-mile section of Santa Monica Boule- |

Tiays al s time ean go by betweeTL VIS,

i
tors at Golbad's tiny City Copy and Print-
ing shop at 10927 Santa Monica Blvd. And
he faces another year of the dust and dis-
ruption — provided he can hang on that

{See Boulevard, Page B§)

reputed MS 13 members, inelu
ing a former soldier in the Saly
doran military described as
founding member of the gang
Hollywood branch.

“If Vo have o lawes aa-




board to release him or hold
-ahearing on his case. Commis-
sippers then determined that
Bogvers was an appropriate can-
didate for release and set a pa-
rolf date for Feb. 21.
' jBowers is expected to face the
pfole Commission again this
gnth., His lawyers have de-
liged to comment.
Bowers has continued to pro-
aym his innecence and describe
rpself as a political prisoner. He
d his eonviction as an
mple of “American fascism,”
rding to news reports at the
e, saying his conviction was

plt of a government n

. s}x{ , and a federgl judge ordered

e

FTR., S She and Bowers
have often prayed together.
*“Whatever changes I need to
make, I'm ready,” she quoted
him as saying, adding, “I think
he's rehabilitated.”

Parole Commission officials
would not comment on Bowers’
case.

But Tom Hutchison, a
spokesman for the Maryland-
based agency, said a prisoner
could be kept locked up after his
parole date if the commission de-
termined that the person had se-
riously and frequeritly violated
prison rules or might commit an-
other offense after being re-
leased.

The c on also must

gSuEpoasp

lestroy the Panthers.’
[Patrick-Lee objects to Bow-
efy calling himsel{ a political
proner, saying, “Hé went to
kon for committing a cold-
. yded murder.”
-, fontll now, Patrick-Lee has
:npfer talked publicly about her
‘ hpupband’s killing. But her recol-
. along with accounts by
- ppfice and news reports from the
tinge, provide a chronology of
. what happened.
-2 A fellow park service worker
supposed to join Patrick on
rol that morning but called in
Sick, so Patrick set out alone at 5
" a|rg., much earlier than usual. He
- Wag looking for deer poachers at
- thq national seashore, ahout 20
. les north of San Francisco,
i was expected to return
lne by 8 for breakfast.
hortly into his patrol, Pat-
spotted a Pontiac on a re-

en Patrick approached
car with a flashiight, Bowers

millimeter handgun, accord-
to Veale's statement.
strapping man — 6 feet 1
about 230 pounds — Patrick
Ted from the car. A second
let, then whizzed through his
Imb and Into his wrist. He
he crashing down. According
Jeale, Bowers pumped a third
jnd into the ranger’s chest.

By 8 a.m., -Patrick-Lee was
[prised that her husband had
returned for & breakfast of
— his favorite — and
h¢ tried to reach him on the
1: service radio. There was no

1y.

[R-R-2
T

he fed thelr three sons —
s 20 months, 5 and 12 — and
In tried again. Still noreply.
[There was a flurry of radio
fic before the volces went si-
k. “I knew then that some-
hg very, very bad had hap-
hed,” she said.
[Her husband's body was
Ind just before noon. 1t lay
p-up in wet brush, enveloped
hick morning mist, about 150

from his patrol car. The en-
le was still running. Patrick’s
h was still in its holster.

e b < g e b er o gy e
o= Eiﬂm' 'E':*"E”

consider relevant information
about a prospective parolee by
interested people. |

‘The ranger’s widow and law
enforcement officials are not
convinced of Bowers’ rehabilita-
tlon. -

- “Rehabilitation would require
some remorse for shooting and
killing a human being, don’t you
think?” said Chuck Canterbury,
national president of the Frater-
nal Order of Police.

“If this man truly had admit-
ted so much as his guilt, if he
wasn’t the same person as when
he went into prison, I wouldn’t
feel so bad about him being re-
leased,” Phtrick-Lee said. “I still
belleve the hatred and the rageis
there.” >

Her husband of seven years
‘was buried in Grand Canyon Na-
tional Park, where he. once
‘served.

The visitors’ center and a
park trail are named for him.

“He was a living, breathing
human being who had  his
faults,” Patrick-Lee said. “He
was far from perfect. But he was
very charismatic. People liked
him. He had an unbelievable zest
forlife.”

She struggled to hold her life
together after his death.

She was obliged to move out
of her home, which belonged to

the park service. When she de-.

cided to return to college in Arl-
zona, Point Reyes residents took
up a collection for the trailer to
haul her possessions.

Patrick-Lee remerried in 1981
‘and now works in Alaska as su-
perintendent of Glacier Bay Na-
tional Park and Preserve in Gus-
tavus. '

“Even though the pain itselfis
still very fresh, I think most of us
in the family have been able to
move beyond the ideas of re-
venge,” Patrick-Lee said, her
volce breaking.

“It’s normal in the beginning
that you just want the person ap-
prehended and punished, and no
punishment is too great.

“But time changes things. It
doesn’'t change the pain or the
loss. It makes it possible to put it
aside. You never forget. Time
doesn’t heal. Time just makes it
possible to live through things.”

Street Widening Project Creating

a Roadblock for Area Businesses

[Boulevard, from Page B1]
long.
Officlals say unexpected engi-

‘neering problems and this win-

ter’s unusually wet weather have
knocked the Santa Monica
Boulevard Transit Parkway
project seven months behind
schedule. They say more rain will
only make things worse.

“T don't know how much lon-
ger I can last. I have a huge prob-
lem paying my rent,” said Gol-
bad, who has  operated his
800-square-foot “'shop '~ for 30
years. “My business is down 75%.
Often there are days when no-
body comes in. And I'm not the
only one. All the businesses here
are hurting.”

-About 500 shops and store-
fronts line the boulevard be-
tween Century City and the San
Diego Freeway where construc-
tion began in March 2003,

. The new parkway will feature
five lanes in each direetion. Bill-
boards and the unsightly dirt
median have been removed and
new landscaping is planned.:

The project is a partnership
of the city, Los Angeles County
and the Metropolitan Transpor-
tation Authority. State and fed-
eral transportation funds are
helping flnance the construc-
tion, which is being coordinated
by the city. :

Tonya Durrell, a city Depart-
ment of Public Works staff mem-
ber who is the project’s commu-
nity relations manager, said
recent rains caused $1.2 miltion
in damage to temporary boule-
vard pavement and construction
trenches. - Federal Emergency
Management Agency funds are
being sought to cover the repair
costs. '

But problems with the design
of a large retaining wall at the
Century City end of the project
and the discovery of “unknown
and unanticipated underground
utilitfes” in the construction
zone project are primarily to
blame for pushing the project be-

| hind schedule.

“We're about 45% completed.
We're looking at March 2006
completion. There are people
who are frustrated and we can
understand that,” Durrell said.
“This is the largest street-im-
provement project ever under-
taken by the city of L.A. It will be
a very rewarding parkway when
it'sdone.”

The city has walved some mu-
nicipal sign restrictions to allow
the use of “we're open” signs
along the construction zone and
uses mailings, a telephone hot-
line and sutomated message
signs to keep merchants and

3

T
Los Angeles Times

shoppers alike informed of
project workers’ schedules, Dur-
rell said. About 70 construction
workers are involved in the
project.

Some merchants wonder if
that’s enough.

“They seem to work one or
two days and then take two
weeks off. If they wanted to work
at it they could finish it off very
fast,” said John Arnirieh, who has
placed his small beauty supply
shop, J&S Beauty Palace, up for
sale because of the drop-off in
business,

“My feeling is they don’t have
the manpower to finish in a
timely manner.”

Neighboring . businessman
Hamid Shekarchian agreed.
Business at his 10-year-old Mail-
boxes, Box & Shop store tn a
small boulevard strip mall is off

, by half.

“It doesn’t look like they're
working that hard. They're tak-
ing their time,” complained She-
karchian. “Some of us won’t sur-
vive. I'm hanging in by putting
money in out of my own pocket.
it's a disaster.”

Near the middle of the small -

shopping center, shopkeeper Ed-
die Hakimi said he is close to los-
ing his 2l-year-old Master Copy
& Printing shop, where he sald
business Is off about 65%.

“I've gotten five or six ‘three-
day notices to quit’, from my
landlord when I was late paying
rent. 1 had to let my full-time
pressman go. I'm living from
minute to minute,”

At the nearby Ristorante
Positano, only two of owner/chef
Angela Battarra’s 15 tables were
occupied during lunchtime. “I'd
have closed six months ago if my
parents hadn't loaned me
$40,000. I can only hold out an-
other couple of months,” she
said.

City officlals said sorne mer-
chants have been able to suc-
cessfully work with officials to
minimize the disruption.

Durrell cited Clementine, a
bakery-cafe at the eastern end of
the construction zone, as one of
them.

Anpie Miler, owner of Clem-
entine, said City Councilman
Jack Weiss® staff helped expedite
temporary suspension of the
neighborhood  permit-parking
zone along Ensley Street after
residents signed petitions that

’ Pranry C. RIDDLE Los Angeles _'rtme;
FRUSTRATED: Ali Golbad makes a call outside his City Copy and Printing store on Santa Monicd
Bou d. He says his busi; 1is barely holding on: “Often there are days when nobody comes in.”

she and operators of the Sugar
Plum stationery store prepared.

“For the most part people
were sympathetic. We brought
cookies to give them and that
helped,” Miler said. “Business
hasdipped a little. But we're con-
tinuing to be quite busy.”

Back at his copy and banner
shop, where he also offers finger-
printing, notary services, pass-
port photos and shirt and cap
printing, Golbad and next-door
merchant . Carlos  Verduzco
Shook their heads at their empty
shops. Verduzco, a tailor, said his
10-year-old shop has lost half of
its clientele.

Golbad sald project adminis-

trators tock pity on him earlier-

this year, hiring him to make
small reproductions of poster-
size pictures -depicting before-
and-after views of the boulevard.
Even that gesture went poortly.

“I did the job Jan. 2 and I still
haven't been paid. They owe me
about $300,” he said last week.

On Mondgy, however, things
seemed to be improving for Gol-
bad. The clty issued his check.
And a work crew showed up to fi-
nally pour & concrete sidewalk
outside his shop's doorway.

Golbad said those are but
tiny steps in the right direction.

“They say they're doing us a
favor, that we'd be very happy
and see a big iImprovement with
the street when they finish,” he
said,

“But will we be around to see
it?"
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SAMUEL ROSENBLATT & HELENE
ROZENBLAT, Individuals, husband
& wife, dba “ERES”

Petitioners,
Cancellation No.
92044209

ERES

Registrant.

DECLARATION OF ROBERT J. KENNEY IN SUPPORT OF PETITIONERS’
OPPOSITION TO REGISTRANT'S MOTION FOR SUMMARY JUDGMENT

I, Robert J. Kenney, declare as follows:

1. | am one of the attorneys representing Petitioners, Samuel Rosenblatt and
Helene Rozenblat, d/b/a Eres, in the above-captioned action. | submit this declaration
based upon my review of the records of the United States Patent and Trademark Office
Trademark Trial and Appeal Board (“the Board”).

2. Attached hereto as Exhibit 1 is a copy of the final decision of the Board in
Cancellation Proceeding No. 12,342, dated January, 14, 1986.

3. Attached hereto as Exhibit 2 is a copy of the Motion For Leave To Amend
Registration and Amendment Thereof, filed by Madame Irene Pinkus in Cancellation
Proceeding No. 12,342 on June 10, 1981.

4. Attached hereto as Exhibit 3 is a copy of the decision of the Board in
relation to the Motion for Leave to Amend the Registration, dated August 18, 1981.

I declare under penalty of perjury that the foregoing is true and correct, and that

this Declaration is being executed on May 4, 2005, at Falls Church, Virginia.

()—t—y

Robenﬂenﬂ
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DOCKEVED
Learing: ) : Bussain
August 15, 1985f JAN 221986 Paper No. 121
D. S. DEEARTMENT OF COMMERCE
PATENT AND TRADEMARR OFFICE
File Fbider @/ ,'NITIA’frlademark Trial and Appeal Boardg
Code [Bock 0
. Of|Cases Flled %I(___ ——
Doskdt Entry ! Samuel Rosenblatt
Dockgt Crogs Off ljﬂxz_‘?_— v.
AFil. Renl. Bk. | .
Order| Capie \(L( | ‘ Madame Irene Pinkus
Annufftics B %\1 0 — 1 :
O‘!:he“‘ : 3!]5\ O — Cancellation Neo. 12,342

Keith D. Beecher, for Samuel Rosenblatt,.
Wolf, Greenfield & Sacks, P.C., foi Madamne_Irene Pinkus.
Before Allen, Rooney, and Simms, Members.

Crinion by Rooney, Member:

This is a petition to cancel the registration of the
mark ERES TOP SBOP (TOP SBEOP disclaimed) issued to Madame Irene
Pinkus for bathing Ssuits, beachwear and women's sportswvear,

namely, tunics, coats, dresses, skirts and pants.(l)

(1) Reg. No. 1049649 issued October S, 1876 Section 8 affidavit
accepted; Section 15 affidavit filed., A motion for default
judgment was granted in this case on August 15, 1%83. A rotion
to sgt aside the default judgment was denied but upon
reconsideration said motion to set aside was granted on
December 20, 1984. The Section, 15 affidavit was filed on
Decenber 22, 1983. o T



Cancellation No. 12,342

Petitioner, Samuel Rosenblatt, d.b,a. Eres alleges as the
grounds for cancellation that respondent's mark so resembles
the mark ERES previously and continuously used by petitioner
for wonen's apparel as to be likely to cause confusion, mistake
or deception, Respondent denied petitioner's allegations.

The evidence. submitted by petitioner includes
pretitioner's third set of interrogatories and petitioner's
request for admissions with fespondent's answers thereto,

Petitioner also subnitted as rebuttal testimony the depositions

of Samuel and Helene Rosenblatt and of Terence Byrne.
Respondent's submission includes interrogatories Nos. 40 and 489
of respondent's third set of interrogatories agd petitioner’'s
answers thereto, and the deposition on written questions of
Madame Irene Pinkus, which iﬁcludes petitioner's object%ons and
cross~guestions, '

| In a proceeding based on the issue of likelihood of
confusicon, the plaintiff has the burden.of presenting facts
from which it can be established that the respondent's mark is

the same as or similar to one previously used by the petitioner

" and that the goods on which said narks are used are similer or

related to each other. The issue is simplified herein because
there is agreement as to the similarities of the marké and the
goods. Thus, -the oﬁly issue we are called upon to determine is
thét of priority of use,

Petitioner's case-in-chief consists of nothing more
than certain interrogatories and requests for admissions

2
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Ffecpounded to resrondent with respondent's answers thereto.

These prove nothing relative to petitioner's allegations. 1In

e

ts Erief on the case, petitjoner arques the issue of rriority

telying for proof on the depositions of Samuel and Eelene

senklatt. EHowever, thosé depositions were taken during the
rikbuttal period, not during the period set for petitioner's
estimeny in chief. (2)

It is well settled, as petitiomer has acknowledged in

dts reply brief, that evidence offered to prove the gllegations : i

_____qéEHESfEE-fEMa notice of opposition or a petition to cancel may
qnly Ee introduced during the period assigned to the petitioner
qr opposer for proving its case, that is, its testimony perice
in chief. The rébuttal period, on the éther hand, is intendésd

to allow the plazintiff to deny, explain or discredit the facts

gnd witnesses adduced by the defendant. See Western Leather
cceds Company v. Blue Eell, Inc., 178 USFC 382 (TTAL 1%73);
ekor Iron Works, Inc. v. Fennsylvania EFngineering Corporation,
8l USPQ €60 (TTAB 15970): Rutac Incorperated v, Walco Systems,
nc., 195 USPQ 11 (TTAR 1277); and The Finance Comgany ¢f
merica v. PankAmerica Corporation, 205 USFC 1016 (TTAB 1987¢%),
ffirmed in unput. opinion, App. No. 80-55& (CCFA 2/12/€1).
In erder to convince the Boarcd that the Rosenblatt

epositions constitute proper rebuttal, retitioner has argued

2) retitioner also offered the rebuttal testimony of Terence
yrne on the question of respondent's reputation in the United
tates. thile this was proper rebuttal, in the abtsence of
¢vidence to establish the basic allegqations of the petition,
yespondent's reputation is not in question.
3




Cancellation No. 12,342

that the statement made by Madame Irene Pinkus during the
course of her cross-examination to the effect that it was her
contention that Samuel Rosenklatt was not the first user of the
mark ERES in the United States, opened the door for |
petitioner's rebuttal demonstrating that it was indeed the
first user,

With regard to the foregoing, we note that respondent.
denied all of petitioner's allegations in her answer to the
petition to cancel. ihus, Madaﬁe Pinkus' statement was merely.
an affirmation of the contentions which she has espoused fron
the onset of this proceeding and which should have been, but
were not, challenged as part of petitioner's case-in-chief.
Madane Pinkus offered proof of her use of the mark in the
United States from 1969. Petitioner's rebuttal did not
challenge any of the facts established by respondent to prove
that date. It is therefore clear that pPetitioner hés not
Sustained its burden of proof herein.

In a further effort to urge the Poard to accept the
evidence presented during the rebuttal period, petitioner
adrgues in its reply brief that petitioner's prior attorney(3)
ﬁas unfamiliar with practice before the Patent and Trademark
Office and additionally that respondent had an opportunity
following the close of petitioner's testimony period to file a
motien under Rule 2.132(a) for judgment in view of petitioner's

failure to file evidence but did not deo so.

(3) Petitibner appointed a new attorney after the testimony and
petitioner's briefing period had closed.




Cincellation MNo. 12,342

Apart from the fact that we have not detected any

nfamiliarity with practice before the Trademark Trial and
peal Toard on the part cf the previous attorney, the order of
Hestimony before the an;d is no different fﬁom that in any
divil case Ltefore the courts, i.e., the plaintif{f makes its
dase; the defendant defends its position; and the plaintiff has
Tn opForturity toc rebut the defendant's case. Thus,

tnfamiliarity with these procedures cannot be seriously argued.

Contrary to petitiorner's argument on the gquestion of &
Rule 2.132(a) motion, respondent did indeed file such 2 motion
pbn November 12, 1$8l. BHowever, said motion was denied on
January 6, 1262 because petitioner had f£iled certain discovery
evidence under a nctice of rellance and was therefore not .
without testimony or evidence as is required to grant such a
motion,

Finally, petiticner suggests that it wcul< be in the
interest of judicial economy to decide this case cn a
substantive rather than 2 technical kasis. VWVhile we agree that
a decision on substantive ¢grounds would be preferable, it is

also important to judicial economy that there be an oréerly

progression in every case. Here there has been a total




C#ncellaticn No. 12,342

diisregard for that order. To condone such procecuszes weuld
r%sult in chaos.

In view of the foregoing, the petition tc c=z==ec=I =

dlismissed.

SR

D. B. Allen
3
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LIN T VATTER OF

“fReglstration No. 1,049,649

"Daﬁ

SAMUEL ROSENBLATT,

MADAME IRENE PINKUS,

Lo . IN THE#UNITED STATES - PATENT AND TRADEMARK OFFICE
e h”*’f : BEFORE THE TRADEMARK TRIAL'AND. APPEAL BOARD

'Of Registrationt
October 5, 1976

Cancellation No. 12,342

Petitioner for Cancellation,

MOTION FOR LEAVE
TO AMEND REGISTRATION
AND AMENDMENT : THERECF

2

Registrant and Responéent,

[ s N D L P PR P RPNy

Pursuant to section 7(d) of the Act and TMEP sections 501.10 and
1607.03, Registrant hereby moves the Board for leave to amend
registration No. 1,049,649 to recite ownership of her French

trademark registrations.
AMENDMENT
Please amend the registration by adding the following language:

Registrant claims the benefit under Section 44(e) of French
trademark registration 504,277, issued December 1, 1951 and
now expired, French registration 122,893, issued March 17,

1959, and French registration 889,810, issued Nov. 27, 1973.

REMARKS

Certified copies and translations of these reglatratlons are

"appended hereto The original certificate is lost or destroyed, but

an order for a certified copy showing title is attached. hereto.
Registrant is the sole heir of her parents Francine and the late

Leopold‘Pinkus, original owner of registration 122,893. The only

;. reason these registrations were not recited in the original

appiication because Registrant's U.S. counsel was not informed of

i

T g e SO R  U
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their existence and because registrant was not sufficiently familiar
with U.S. practice to call them to counsel's attention. Since
Registrant would have been entitled to rely upon these registrations
at the tiﬁevof her originai filing and since Petitioner, as a
resident of Paris until 1953, had construcﬁive if not actual notice
of Regist:atioh 504,277, and therefore cannot be prejudiced by
Régist;&hf's defensive reliance on these registrations, this

amendment should in fairness be approved.

Respectfully submitted,

MADAME IRENE PINKUS

Milton Oliver, Esq.

WOLF, GREENFIELD & SACKS, P.C
"Attorneys for Registrant

201 Devonshire Street

Boston, MA 02110

(617) 426-6131
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Cancellation No. 12,342

. MAILED _
| AUG 18198 Samuel Rosenblatt, dba
44444 o ' Eres
’ PAT.& T . OI;FICE R o, .

i ) 5 Madame Irene Pinkug

.

On June 10, 1581, the respondent filed a motion fég
leave to amend U.S. Registration No. 1, 049 649+ The respondent
has requested that the following language be added to the

reglqtratlon.

w0 ‘"Registrant claims the benefit under Section 44(e) of
. .French trademark reglstratlon 504,277, issued December
1, 1951 and now expired, French registration 122,893,
issued March 17, 1959, and French registratlon
889,810, iussued November 27, 1973,

The registrant has submitted certified copies of the
three French registrations and has ordered a certified copy of
its U S. registration in support of the amendment because the
orlglnal certificate was lost ar destroyed. However, it is
noted that the Lespondent has failed to authorlze a $15 fee for
a certificate of correction and bas not submltted a- ver1f1ed
statement or declaration 1n accordance with Rule 2. 20 signed by
the registrant. See Rule 2.173, Therefore, the amendment is
not formally correct and is not acceptable.

Moreover, Madame Irene Pinkus, owner of the U, S
registration, does not appear to be the exclusive owner of any

of the three foreign registrations which she now claims:

[

/
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1. French Registration No. 122,893 is in the name of
Madame Prancine Kahn, the wife of Leopold Pinkus, as
co-owners. :

2. French Registration No. 504,277 is owned by Madame
Leopold Pinkus, formerly Prancine Kahn.

3. French Registration No. 889,810 is owned by Madame
Prancine Kahn and Madame Irene Pinkus, as joint owners.

A party who is related to a registrant may not assert
ownership of such registrant's registration nor claim the

benefit of the registration. Cf In re Knight's Home Products

Inc, 175 USPQ 447 (TTAB; 1972) and In re Air Products, Inc.,

124 ©UspQ 81 (TTAB, 1960). The respondent should demonstrate
that it is the owner of . the French fegistrations and that it is
therefore entitled to the behefits of Section 44(e) of the
Trademark Act.

In addition to the foregoing, tﬁe respondént's
propoéed amendment is not acceptable because only French
registration 889,810 appears to bave been g valid registration
at the time the U.S. registration was iIssved. The foreign
registrations must be in force and effect-at the time the
United States registration issues. See Rule 2.39(a) and TMEP
Section 1002.

In addition, the respondent is not entitlead to claim
the benefits under Section 44(e) because a party may not obtain
a registration in this country broader in scope than the
registration issued in the country of origin. Article 6 of the
International Convention for the Protection of Industrial
Property provides, so far as pertinent:

“A. Every trademark duly registered in the country of

crigin shall be admitted for registration and

protected in the form originally registered in the
other countries of the Union...»

The French registrations_g—e_'fnz_thg_ma:x_:mw
the United States registration is_for the mark ®ERES Top
SHOPT. The registrant has mate:ialiy changed the nature-
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of its mark in the United States registration and is thereby
=S 275 mark in P ate

Precluded frop claiming the bénefits of Section 44(e) of the

Trademark Act.

It is also noted ;hat French registration 504,277,

. which appears to have,expireg‘beEOte the ©.s. application was
filed, is for stockings and that thé U.S.vregistratiqn exceeds
the scope if the goods “set forth in the French registration.
See Rule 2.39 and TMEp Section 1007.

' ' Pinally, at this point in the cancellation Proceeding,

Vthere appeérs to be little, if any, purpose in amending the
registrétion. The Presumption of use Created bf a tegistfation
relates back to the filing date of the application. American
Throwing Co., Inc. v. Pamous Bathrobe Co., Inec., 116 UspQ 156

~. - {cCea, 1957) and The J. R. Clark Company v. Queen Manufacturing

€o., Inec., 150 OSPQ 73 (TTAB, ;966)7 A foreign registrant is

‘issue date of 3 foreign registration. Such registration is of

no evidentiary value in this DProceeding. The Barash Company,

Inc. w. Vitafoan Ltd., 1ss5 OSPQ 267 (rTaB, 1%67). Therefore,

evidence. Elger Hanufactuting Co., v. International'Shoe Co.,

92 °UsSPQ 330 (CCPA, 1952); Any use of the mark outside thé

respondent's right to usga and register the mark in the United

States. - Scotto v. Meaiterranean Importing Co., Inc., 1g2 uspg
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tion proceeding. reaches finai diéposition.
Accordingly, the respondent's motion to amend the

registration is denied.

B AN e
' ' R. L. Simes’

Acting Member, Trademark
Trial and Appeal Board

’ cec:

-+ . Willy Rosenblatt .
7272040 Avenue of the Stars
" FPourth PFloor
- LOos Angeles, California 90067

Arthur Z. Brookstein

¢/0 Wolf, Greenfield & Sacks, P.C.
. 201 Devonshire Street
. Boston, Massachusetts 02110




