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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Registration No. 1910985
For the Mark MAGMATHERAPY
Date of Registration: August 15, 1995

Wella Aktiengesellschaft,
Petitioner,

V. Cancellation No. 92043985

Lisane Aesthetics, Inc.
Registrant

BOX TTAB

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

PETITIONER’S BRIEF IN SUPPORT OF ITS OBJECTIONS TO AND MOTION TO
STRIKE DECLARATIONS OF ZU’BI AND DUNCAN AND REGISTRANT’S REPLY
BRIEF BASED THEREON

INTRODUCTION

The assertions of Mr. Zeid Zu’bi and Mr. Mark Duncan in the declarations accompanying
Registrant’s reply brief lack foundation, are irrelevant, and are hearsay and should be stricken
and disregarded. Because page 7, line 3 - page &, line 16 of Registrant’s reply brief is based on
these inadmissible assertions, that portion of the reply brief should also be stricken and

disregarded.
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ARGUMENT

A. MR. ZU’BI’S STATEMENTS IN PARAGRAPHS 4-7 OF HIS DECLARATION
ARE NOT ADMISSIBLE

Mr. Zu’bi’s statements that he operates other web sites is irrelevant since there is no
foundation as to what products were sold on the web sites. Indeed, Mr. Zu’bi nowhere alleges
that shampoo or conditioner products bearing the mark in question were ever sold on the
“private” web sites. Moreover, Mr. Zu’bi’s assertion that “[t]his web site contains supplier
coded pricing on all products manufactured by the Company” still says nothing about what the
products were or what trademarks were used on those products. In addition, this “evidence”
lacks any foundation as to what was sold, when the products listed were first offered for sale, or
when any particular mark was first used on products. Without such foundation, this information
is simply irrelevant and immaterial. As such, the assertions in paragraphs 4-7 of Mr. Zu’bi’s

declaration are inadmissible under FRE 402.

Mr. Zu’bi’s statements in paragraphs 4-7 are also inadmissible because they are not the
best evidence under FRE 1002. While Mr. Zu’bi recites his opinion and gives his interpretation
as to the content of his “private” web sites, he fails to provide any access to those sites and fails
to provide any copies of pages from those web sites. The best evidence of what is on those web

sites is not what Mr. Zu’bi says but what the pages from those web sites show.

Finally, the purpose of a reply brief is to present a response to the opposition. Reply
briefs are not intended to give a moving party a second chance to introduce evidence in an
attempt to remedy the evidentiary deficiencies of the original motion. Johnston Pump/General
Valve Inc. v. Chromalloy American Corp., 13 U.S.P.Q. 2d 1709, 1720 n. 3 (T.T.A.B. 1989). To

permit the moving party to present part of its evidence and when challenged, to then present
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other evidence in a reply would severely prejudice the opposing party since the opposing party is
prohibited from responding to this new evidence and argument under Trademark Rule 2.127(a).
B. MR. ZU’BI’S STATEMENTS IN PARAGRAPH 8 OF HIS DECLARATION

ARE NOT ADMISSIBLE

Mr. Zu’bi’s description of the “chart of invoices” and his description of the products
represented by those invoices is not the best evidence and is therefore inadmissible under FRE
1002. Mr. Zu’bi has the invoices, and the invoices themselves are the best evidence. Therefore,
the invoices should have been introduced. Moreover, Mr. Zu’bi’s recitation and interpretation of

what the invoices say is inadmissible hearsay as well. See FRE 801 and 802.

Mr. Zu’bi’s statement that “[t]he products bore the mark and included shampoo and
conditioner and were shipped in interstate commerce and sold in connection with a bona fide
commercial transaction” is conclusory, lacks foundation, and is inadmissible opinion. FRE 701-
703 and 705. The statement lacks foundation because nothing that Mr. Zu’bi asserts in the
declaration indicates the basis for his knowledge. He does not state that he saw the goods being
shipped, how he knew the destination of those shipped goods, or the factual basis for his
conclusion that the transactions were “bona fide commercial transactions”. Moreover, Mr.
Zu’bi’s opinions related to “interstate commerce” and “bona fide commercial transactions” are
legal opinions Mr. Zu’bi has not been qualified to render. See FRE 702. Further, his opinions

are devoid of any factual basis or foundation in any event.

Mr. Zu’bi’s statement that products and orders contained in the invoice chart were
“secured from our distributors” is irrelevant and indeed meaningless. Where the goods

originated does not bear in the least on what the goods were, when they were sold, how they
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were sold or whether they were sold under the mark. This statement should be disregarded and

stricken under FRE 402.

Even if the statements were admissible evidence, which they are not, the statements are
irrelevant because they are not statements that the mark was used on shampoo and conditioner
prior to the filing of this cancellation proceeding. Mr. Zu’bi cleverly parses words by stating
that “products bore the mark™ and then states that products shipped included shampoo and
conditioner. However, nowhere does he state that the shampoo and conditioner products
previously shipped actually bore the mark, nor does he state that “all” products shipped bore the
mark. This is in stark contrast to Mr. Zu’bi’s clear statement that “Magmatherapy shampoo and
~ conditioner” is currently being sold. When Mr. Zu’bi wants to be clear, he seems to have little

difficulty in doing so.

Finally, even if Mr Zu’bi’s statements had foundation and were the best evidence, they
should be stricken since they introduce new evidence and form the basis of arguments presented
for the first time in a reply brief to which petitioner has no opportunity to respond. A non-
movant must be given an opportunity to respond to new material, or the new material must be
ignored. Beaird v. Seagate Technology, Inc., 145 F.3d 1159, 1164-1165 (10™ Cir. 1998); Cia.

Petrolera Caribe, Inc. v. Arco Caribbean, Inc., 754 F.2d 404, 409-410 (1st Cir. 1985).

C. MR. ZU’BI’S STATEMENTS IN PARAGRAPH 10 OF HIS DECLARATION
ARE NOT ADMISSIBLE

Paragraph 10 of Mr. Zu’bi’s declaration is inadmissible as irrelevant and based on

3 (13

speculation and conjecture. FRE 402. Mr. Zu’bi’s “assumption” that the caller was Mr.
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Yamanaka is pure speculation. Moreover, Mr. Zu’bi’s statement as to what was said is

inadmissible hearsay. FRE 802.

D. MR. DUNCAN’S STATEMENTS IN PARAGRAPHS 4, 5 AND 6 OF HIS
DECLARATION ARE NOT ADMISSIBLE

Paragraphs 4, 5 and 6 of Mr. Duncan’s declaration are completely lacking in foundation
as to when the original photographs were made, what they depict, and the time when the photos
were taken. Furthermore, this attempt to provide the foundation for the original photographs
suffers from the same foundational defects as the originally presented photographs. Surely, if the
mark had been used on the goods, there would be substantial evidence available showing that
use. The very fact that Registrant has not presented such evidence and instead attempts to rely
on poor photographs of products that may well be prototype products created just for this
proceeding demonstrates the lack of use. The photographs lack foundation because there is no
testimony as to when the goods in the photographs were manufactured or whether the
photographs are of actual goods sold in commerce. These paragraphs and the attached photos
should be stricken as lacking in any foundation and constituting new matter presented for the

first time in a reply brief.

E. REGISTRANT’S REPLY BRIEF SHOULD BE DISREGARDED
AND STRICKEN

Registrant’s discussion concerning its invoices and photographs (Petitioner’s Reply,
page 7, lines 3-12) relies on paragraphs 4, 5 and 6 of the Duncan Declaration. As such, for the
reasons detailed above, this discussion should be disregarded. Moreover, Petitioner has not

waived any rights relating to authenticity or any other evidentiary arguments.
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The portion of Registrant’s Reply brief concerning its non-public web sites and Mr.
Yamanaka’s telephone call (Petitioner’s Reply, page 7, line 15 — page 8, line 16) should also be
disregarded and stricken. This section relies exclusively on inadmissible paragraphs 4-8 and 10

of the Zu’bi Supplemental Declaration.

CONCLUSION
For each of the foregoing reasons, paragraphs 4-8 and 10 of the Zu’bi Declaration,
paragraphs 4-6 of the Duncan Declaration, and page 7, line 3 - page 8, line 16 of Registrant’s

reply brief should be disregarded and stricken.

Respectmgbmitted,

Vs
y
v

Z , e R
By:  Gfegory B. Wood— ~

Fulbright & Jaworski L.L.P.

555 South Flower Street, 41% Floor
Los Angeles, CA 90071

Attorneys for Petitioner

Dated: December 7, 2005
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CERTIFICATE OF SERVICE

I, Jean Bove’, hereby certify that I have mailed a true and correct copy of the foregoing
PETITIONER’S BRIEF IN SUPPORT OF ITS OBJECTIONS TO AND MOTION TO STRIKE
DECLARATIONS OF ZU’BI AND DUNCAN AND REGISTRANT’S REPLY BRIEF BASED
THEREON, with sufficient postage affixed, on this 7th day of December, 2005, to the Registrant
herein at the address of J. Mark Holland & Associates, 3 San Joaquin Plaza, Suite 210, Newport

Beach, CA 92660. /»—»x
f
/ i\/
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Registration No. 1910985
For the Mark MAGMATHERAPY
Date of Registration: August 15, 1995

Wella Aktiengesellschaft,
Petitioner,

V. Cancellation No. 92043985

Lisane Aesthetics, Inc.
Registrant

BOX TTAB

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

PETITIONER’S OBJECTIONS TO AND MOTION TO STRIKE DECLARATIONS OF
ZU’BI AND DUNCAN AND REGISTRANT’S REPLY BRIEF BASED THEREON
Petitioner, by its attorney, hereby objects to and moves to strike the Zu’bi and Duncan
declarations accompanying Registrant’s reply brief, and objects to and moves to strike those
portions of Registrant’s reply brief that are based on the declarations. The grounds for this
objection and motion are that the assertions in the declarations are irrelevant, lack foundation,
and are inadmissible hearsay. These inadmissible assertions and those portions of Registrant’s

reply brief based on these assertions should be disregarded and stricken.
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Petitioner’s brief in support of its objections to and motion to strike is submitted

herewith.
Respec}fﬁff}z?submitted,
;‘j / TS
L /j ;
Dated: December 7, 2005 \,, - , P
By:  Grégory B. Weod 7

Fulbright & Jaworski L.L.P.

555 South Flower Street, 41% Floor
Los Angeles, CA 90071

Attorneys for Petitioner

CERTIFICATE OF SERVICE

I, Jean Bove’, hereby certify that I have mailed a true and correct copy of the foregoing
PETITIONER’S OBJECTIONS TO AND MOTION TO STRIKE DECLARATIONS OF ZU’BI
AND DUNCAN AND REGISTRANT’S REPLY BRIEF BASED THEREON, with sufficient
postage affixed, on this 7th day of December, 2005, to the Registrant herein at the address of J.

Mark Holland & Associates, 3 San Joaquin Plaza, Suit ; wpoﬂ@A 92660.
{ ¢
N / FPE
f N
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