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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EDMONT P. D’ASCOLI, Trustee of the )
Edmont P. D’ Ascoli Revocable Living Trust )
dated May 24, 1996, )
)
Petitioner, )
) Cancellation No. 92043699
V. ) Registration No. 2,394,384
)
EXEL OY, )
a dissolved Finnish corporation, )
)
Registrant, )
)
and )
)
EXEL OY]J, )
a Finnish corporation. )
)

PETITIONER’S MOTION FOR LEAVE TO
AMEND PETITION FOR CANCELLATION

Petitioner EDMONT P. D’ASCOLIL, TRUSTEE OF THE EDMONT P.

D’ASCOLI REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Petitioner” and
“D’Ascoli”), by and through his undersigned attorney, hereby moves for leave to amend his
Petition for Cancellation, pursuant to Rule 15(a), Fed. R. Civ. P. Petitioner seeks leave to amend

because of the Board’s ruling in a parallel opposition proceeding, and because of newly

discovered evidence. For the reasons set forth in the attached memorandum and exhibits,

Petitioner respectfully submits that this Motion should be granted.

CERTIFICATION OF MAILING

I hereby certify that this correspondence is being deposited with the
United States Postal Service with sufficient postage as U.S. first class
mail in an envelope addressed to: Commissioner for Trademarks,

P.O. Box 1451, Alexandria, Virginia 22313-1451, on June _*, 2005.
M ‘-L
MARTIN E. HSIA, Reg. No. 32,471




Petitioner notes that there is a pending Motion For Summary Judgment filed

herein by Registrant on or about May 5, 2005, and that the case was suspended except for

matters relevant thereto. However, a motion for leave. to amend a party’s pleading is deemed
relevant and may be filed during the pendency of a summary judgment motion. See TBMP §
525.03 at 500-345 (2d ed. June 2003) (“Examples of papers which are or may be germane to a
motion for summary judgment include ... a motion for leave to amend a party’s pleading.”).

Honolulu, Hawaii, June 9, 2005.

Martin E. Hsia Reg. No. 32,471
CADES SCHUTTE LLP

P.O. Box 939

Honolulu, HI 96808

Tel: (808) 521-9200
Attorneys for EDMONT P. D’ASCOLI, Trustee of

the EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996

DATED:




IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

and

EXEL OY]J,
a Finnish corporation.

EDMONT P. D’ASCOLLI, Trustee of the )
Edmont P. D’Ascoli Revocable Living Trust )
dated May 24, 1996, )
)
Petitioner, )
) Cancellation No. 92043699
A ) Registration No. 2,394,384
)
EXEL OY, )
a dissolved Finnish corporation, )
)
Registrant, )
)
)
)
)
)
)

MEMORANDUM IN SUPPORT OF PETITIONER’S MOTION

I INTRODUCTION.
Petitioner EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P. D’ASCOLI

REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Petitioner” and “D’Ascoli”’), submits
the following in support of his Motion For Leave To Amend Petition for Cancellation (the
“Motion”), which Petition was originally filed against EXEL OY (a dissolved Finnish

corporation) and EXEL OY]J (a Finnish corporation) (collectively, “EXEL OYJ") on or about

September 10, 2004 (the “Petition™). A signed version of the proposed amended pleading is
attached hereto as Exhibit “A”, pursuant to TBMP § 507.01 at 500-273 (2d ed. June 2003), and a

black-lined version showing the proposed amendments is attached hereto as Exhibit “B”.



Petitioner’s Motion seeks leave to amend the Petition to cancel U.S. Registration

No. 2,394,384, which EXEL OY]J claims to own. As set forth more fully below, Petitioner
respectfully requests that the Motion be granted because: (a) the Motion seeks leave to delete a

claim in light of a recent ruling by the U.S. Patent and Trademark Office (“TTAB”) in a parallel

opposition; and (b) because recently obtained discovery has revealed the basis for an additional

claim.

IL. BACKGROUND.

A. The Bags Opposition.
On June 13, 2001, Petitioner filed an application (the “Bags Application”) to

register his mark XCEL as a trademark for use in connection with certain bags. The Application

presently covers “Duffel Bags; Beach Bags; Backpacks” in Class 18 and “Diving Bags” in Class

28 (collectively, “Petitioner’s Goods™).

On May 5, 2004, EXEL OY] filed a Notice of Opposition to the Bags Application
(although it did so in the name of “Exel Oy”), while relying on U.S. Registration No. 2,394,384,
As set forth in Registration No. 2,394,384 (the “Ski Pole Registration™), it issued on October
10, 2000, to “EXEL OY” for the mark EXEL for “ski poles; ski pole straps; ski pole handles; ski
pole grips; and ski pole tips” in Class 28 (collectively, the “Ski Pole Goods”), the application
therefor having been filed on January 30, 1996, for the Ski Pole Goods as well as other goods in
Classes 17 and 19 (the “Subject Application™). Title to the Ski Pole Registration is shown to be

in the name of “Registrant” — viz. “EXEL OY™.

Concerned that there might have been another entity in the chain of title relating

to the “EXEL” mark, D’ Ascoli served discovery requests on May 28, 2004. On July 9, 2004,
D’Ascoli received EXEL OYJ’s Responses To First Request For Admissions of Edmont P.

D’ Ascoli, Trustee of the Edmont P. D’ Ascoli Revocable Living Trust Dated May 24, 1996



(“EXEL OYJ’s Admissions”). Through EXEL OYJ’s Adrﬁissions and interrogatory answers,

D’ Ascoli learned for the first time that: (1) EXEL OY]J claimed that it was previously a “private
limited company with a Finnish designation of ‘Oy’ ” at the time its trademark application was
filed in 1996; (2) that on September 10, 1998, it claimed that it became a “public limited
company with a designation of ‘Oyj’ ” and registered a “change of name with the Finnish Trade

Register”; and (3) that EXEL OY]J claimed that it is the same entity as “Exel Oy” shown as the

Registrant of the Ski Pole Registration relied upon in the Bags Opposition.
In addition, EXEL OYJ’s July 9, 2004 Admissions maintained that “Exel Oy” and

“Exel Oyj” are not separate companies and that there was no assignment.

REQUESTS FOR ADMISSIONS

* k ¥

5. Exel Oy did not assign the Exel Oy Registration to Opposer Exel

Oyj.
RESPONSE: Subject to and without waiving the General Objections,
EXEL OY] denies that Exel Oy and Exel Oyj are separate companies and

therefore admits that there was no assignment.

See Exhibit “C” attached hereto.

As a result of EXEL OYJ’s discovery responses, Petitioner conducted his own
research in regard to the name changes registered with the Finnish Trade Register, and
discovered that, contrary to the EXEL OYJ Admissions, the original applicant for Registration
No. 2,394,384 (“Old Exel Oy”) ceased to exist on or about October 31, 1997, that EXEL OY]J

was a corporation separate and apart from Old Exel Oy, and that EXEL OYJ incorporated on or

about November 5, 1996 — after the subject Application was filed (on January 30, 1996). See

Declaration of Edmont P. D’ Ascoli’s (“D’Ascoli’s Dec.”) attached hereto.
Accordingly, on or about July 26, 2004, EXEL OY] filed a Motion to Amend

Answer and To Add Counterclaim (the “Motion to Add Counterclaim”), seeking to add,




among other things, a counterclaim alleging that EXEL OYJ’s asserted Registration No.
2,394,384 could not be relied upon and/or was issued to a dissolved entity because EXEL OY]J
was not the applicant and had admitted that there was no assignment by the original applicant,
0Old Exel Oy, before the Registration had issued. In addition, on August 6, 2004, Petitioner filed
his Motion for Summary Judgment And Sanctions (the “Summary Judgment Motion”), based
on the grounds, among other things, that there had been a break in the chain of title between Old
Exel Oy (the original applicant for “EXEL”) and EXEL OY] (as evidenced by the Finnish Trade

Register documents revealing the existence of the two separate entities) and the admission that

there was no assignment.
However, EXEL OY] served its “First Supplemental Responses To First Request

For Admissions” (the “Supplemental Admissions”) on August 16, 2004, in which it revealed

that Old Exel Oy and EXEL OY]J were in fact separate companies and that on November 29,
1996, Old Exel Oy had assigned all of its rights in and to the Subject Application from which
Registration No. 2,394,384 issued (the “Assignment”) to EXEL OYJ. A copy of the purported
Assignment was attached to EXEL OYJ’s Memorandum In Opposition To Petitioner’s Motion
For Summary Judgment And Sanctions, filed on or about September 7, 2004.

B. The Cancellation Proceeding.

While the Motion to Add Counterclaim was pending in the Bags Opposition,
D’Ascoli filed his Petition for Cancellation in this proceeding on September 10, 2004, since he
did not know whether or not he would be allowed to assert a counterclaim in the opposition

based on EXEL OYJ’s initial admission that there had been no assignment.

C. The TTAB Order.
On March 11, 2005, TTAB entered an order in the Bags Opposition denying

D’Ascoli’s Summary Judgment Motion. With respect to D’ Ascoli’s Motion to Add




Counterclaim, TTAB granted D’ Ascoli’s request to amend its answer (while striking the

reference to the counterclaim) and denied the request to add a counterclaim, without prejudice, to

the extent it was based on EXEL OYJ’s July 9, 2004 Admissions:

Because we have granted opposer’s motion to amend its responses,
applicant’s motion to add a counterclaim — based on opposer’s original

responses — is denied."

2" Although we have denied applicant’s motion due to applicant’s
reliance in its counterclaim on opposer’s response to applicant’s requests
for admissions (which have now been amended), our denial is without
prejudice to applicant filing another motion for leave to assert a

counterclaim on another basis.

See Board’s March 11, 2005 order attached hereto as Exhibit “D”, at p. 12.

D. Recent Discovery.
Following the March 2005 TTAB Order which allowed EXEL OY]J to withdraw

its initial admission that there was no assignment, Petitioner reviewed the documents in his

possession regarding the Subject Application. Although D’Ascoli had requested the file history
pursuant to his initial discovery requests in the Bags Opposition, EXEL OY]J had not produced

these documents on the grounds that Petitioner must instead obtain on its own a copy of the file

history. See Exhibit “E” attached hereto.
Because EXEL OY]J had refused to produce the file history, on or about April 21,

2005, Petitioner obtained on his own from the U.S. Patent and Trademark Office, a certified

copy of the file history of the Subject Application no. 75/050,237, from which application
75/979,600 was divided in February 2000. See D’Ascoli Dec. The file history included requests
for extensions of time to file statements of use that EXEL OY]J had filed in the Subject
Application and the related child application no. 75/979,600. Notably, the requests for extension

indicate that EXEL OYJ was not using the mark in connection with all the goods covered by the




Subject Application on the date that the Subject Application was allegedly assigned to EXEL
OY]J. These newly discovered documents support the claim that Petitioner seeks to add to the
Petition pursuant to this Motion: that the newly-alleged Assignment is invalid because the

business to which the mark pertained was not then ongoing and existing, as required by 15 USC

§1060, and/or EXEL OY]J abandoned the mark.

Accordingly, by this Motion Petitioner seeks leave to amend his original Petition
to assert a claim based not on the July 9, 2004 Admissions of EXEL OY]J, but instead on the
belatedly disclosed Assignment of the Subject Application and the newly discovered requests for
extension filed therein. As set forth in the proposed Amended Petition attached hereto as Exhibit

“A”, Petitioner seeks cancellation of Registration No. 2,394,384 on the grounds that, among
other things, the Assignment invalidated the intent to use application that resulted in Registration
2,394,384, because the business of applicant Old Exel Oy to which the “EXEL” mark pertained
was not ongoing and existing as of the date of the Assignment, as required by 15 USC § 1060,

and/or the “EXEL” mark was abandoned before Petitioner adopted and used “XCEL”.

III. ARGUMENT.
Consistent with the general admonition of Fed. R. Civ. P. 15(a), that leave to

amend a pleading “shall be freely granted when justice so requires”, the Board has recognized
that “amendments to pleadings should be allowed with great liberality at any stage of the

proceeding where entry of the amendment would serve to further the end of justice, unless it

would violate settled law or be prejudicial to the rights of the opposing party.” Anheuser-Busch,

Inc. v. Martinez, 185 USPQ 434, 435 (TTAB 1975) (applicant’s motion to amend answer

granted where proceeding still in pre-trial stage). For instance, the Board has allowed
amendments to add compulsory counterclaims where the opposer would not be substantially

prejudiced. See See’s Candy Shops Inc. v. Campbell Soup Co., 12 USPQ2d 1395, 1397 (TTAB




1989) (consolidated petition to cancel registration with opposition proceeding in which applicant

had not filed compulsory counterclaim in light of “the liberal policy established by the Federal

Rules of Civil Procedure concerning amendments to pleadings”); Marshall Field & Co. v. Mrs.

Fields Cookies, 11 USPQ2d 1355, 1359 (TTAB 1989) (counterclaim allowed where pleaded

promptly after defendant obtained information necessary to assert counterclaim during

discovery).
In this matter, Petitioner D’ Ascoli should be permitted to amend his Petition to

add the claims asserting the invalidity of the Assignment and abandonment because he only
recently learned of the grounds therefor through discovery (conducted on his own for the most

part based on EXEL OYJ’s failure to cooperate in discovery) and because EXEL OYJ would not

be unduly prejudiced by the amendment.

Iv. CONCLUSION.
For all the foregoing reasons, Petitioner respéctfully submits that the Motion

should be granted, and that he be allowed to file the attached Amended Petition.

DATED: Honolulu, Hawaii, June 9, 2005.

Wc,ﬂ/\/

Martin E. Hsia Reg. No. 32,471
CADES SCHUTTE LLP

P.O. Box 939

Honolulu, HI 96808

Tel: (808) 521-9200
Attorneys for EDMONT P. D’ASCOLI, Trustee of

the EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

and

EXEL OY]J,
a Finnish corporation.

EDMONT P. D’ASCOLI, Trustee of the )
Edmont P. D’Ascoli Revocable Living Trust )
dated May 24, 1996, )
)
Petitioner, )
) Cancellation No. 92043699
V. ) Registration No. 2,394,384
)
EXEL OY, )
a dissolved Finnish corporation, )
)
Registrant, )
)
)
)
)
)
)

DECLARATION OF EDMONT P. D’ASCOLI IN SUPPORT OF
PETITIONER’S MOTION FOR LEAVE TO AMEND PETITION

1. I am the Trustee of the Edmont P. D’ Ascoli Revocable Living Trust Dated

May 24, 1996 (“Petitioner”) and the President of Xcel Hawaii, Inc. Where I refer below to

myself, I am referring to myself in my capacity as the Trustee of the Edmont P. D’Ascoli

Revocable Living Trust Dated May 24, 1996.

2. Petitioner’s application Serial No. 76/272,356 to register his mark

“XCEL” in connection with “Duffel Bags; Beach Bags; Backpacks” in Class 18 and “Diving

Bags” in Class 28 has been opposed by Respondent herein, EXEL OYJ (the “Bags Opposition”).

3. Prior to my receipt of Exel Oyj’s discovery responses in the Bags

Opposition on or about July 9, 2004, I was not aware that Exel Oyj claimed that it and Exel Oy



are the same entities, nor did I know that Exel Oyj claimed that in 1998, Exel Oy changed its
name to Exel Oy) and that the name change had been registered with the Finnish Trade Register.

4. I was not aware, until as a result of research that my attorney conducted in

response to Exel Oyj’s July 9, 2004 discovery responses in the Bags Opposition, that there once
existed a separate and distinct entity named “Exel Oy” (“Old Exel Oy”) which was the applicant
for U.S. Registration No. 2,394,384, but which ceased to exist on or about October 31, 1997, and

that Exel Oyj’s predecessor was a corporation that incorporated on or about November 5, 1996 —

after the application had been filed (on January 30, 1996) by Old Exel Oy.

5. I was not aware, until Exel Oyj served its supplemental discovery

responses in the Bags Opposition on or about August 16, 2004, that Exel Oyj asserted that it had

been assigned the application for “EXEL” (from which Registration No. 2,394,384 issued), and

that the application had been filed on an intent-to-use basis.

6. I did not receive a copy of the purported assignment document until we

received Exel Oyj’s Memorandum In Opposition To Applicant’s Motion For Summary
Judgment And Sanctions, filed on or about September 7, 2004, in the Bags Opposition.

7. I was not aware, until I obtained the file history for Exel Oyj’s application

no. 75/050,237 for “EXEL” in connection with various goods in Classes 17 and 19 in late April
2005, that Exel Oyj had sworn to the U.S. Patent and Trademark Office, in its fourth request for

extension of time to file a statement of use therein, that Exel Oyj had not even begun to

manufacture those goods as of February 2000.

8. Thus, I was not aware that the assignment upon which Exel Oyj relies in

this proceeding (and in the Bags Opposition) to claim ownership of Registration No. 2,394,384,




is void because there was not an ongoing and existing business with regard to all of the goods
covered by the assignment (e.g. the goods in Classes 17 and 19), pursuant to 15 USC § 1060.

9. Attached hereto as Exhibit “A” is a signed original of my proposed

Amended Petition for Cancellation of Exel Oyj’s Registration No. 2,394,384,

10. Attached hereto as Exhibit “B” is a blacklined version of the Amended

Petition showing the proposed amendments to the original Petition I filed.

11.  Attached hereto as Exhibit “C” is an excerpt from Exel Oyj’s initial

discovery responses served on or about July 9, 2004.

12.  Attached hereto as Exhibit “D” is a copy of the Board’s March 11, 2005

order.
13.  Attached hereto as Exhibit “E” is a copy of EXEL OYJ’s Responses to

Applicant’s First Request For Production of Documents in the Bags Opposition.
The undersigned being warned that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false
statements and the like may jeopardize the validity of the application or document or any

registration resulting therefrom, declares that all statements made of his own knowledge are true;

and all statements made on information and belief are believed to be true.

—_



Signed at Honolulu, Hawaii, June i, 2005.

D] 4

EDMONT P. D’ASCOLI, Trustee of the
Edmont P. D’Ascoli Revocable Living Trust

dated May 24, 1990

ImanageDB:593183.1

_—_




EXHIBIT “A”




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EDMONT P. D’ASCOLI, Trustee of the
Edmont P. D’ Ascoli Revocable Living Trust

dated May 24, 1996,

Petitioner,
Cancellation No. 92043699

Registration No. 2,394,384

EXEL OY,
a dissolved Finnish corporation,

Registrant,

and

EXEL OY]J,
a Finnish corporation.

P P2 S T W A W ) M T WL N WP SR WP ML N

AMENDED PETITION FOR CANCELLATION

EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P. D’ASCOLI

REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Petitioner”), having a place of
business at 66-590 Kamehameha Highway, Haleiwa, Hawaii 96712, believes that he will be

damaged by U.S. Registration No. 2,394,384, which issued to EXEL OY (“Old Exel Oy”) on

October 10, 2000, after Old Exel Oy had dissolved, and hereby petitions to cancel the same.

CERTIFICATION OF MAILING

I hereby certify that this correspondence is being deposited with the
United States Postal Service with sufficient postage as U.S. first class
mail in an envelope addressed to: Commissioner for Trademarks,

P.O. Box 1451, Alexandria, Virginia 22313-1451, on June __, 2005.

MARTIN E. HSIA, Reg. No. 32,471
EXHIBIT A




As grounds therefor, Petitioner alleges as follows:

1. Petitioner is the holder of the following U.S. Trade Mark Registrations for

his mark “XCEL,” which registrations have become incontestable under Section 15 of the

Lanham Act, 15 U.S.C. § 1065:
Registration No. 1,965,081 for “wetsuits, swimwear, T-shirts, sweat shirts,

(2)

sweat pants, jerseys, jackets, shirts, shorts, headwear, footwear, namely surf bootees and dive

bootees” in International Class 25;
(b) Registration No. 1,292,982 for “wetsuits” in International Class 25; and

(©

namely, shirts, tights, jackets, jerseys, shorts, hats” in International Class 25.

Registration No. 1,622,623 for “bathing suits and bicycling apparel,

2. Petitioner is also the holder of Service Mark Registration No. 2,217,115

for “XCEL” for “retail stores featuring wetsuits, swimsuits and watersport related goods” in

International Class 35, which registration has become incontestable.

3. Petitioner is also the holder of U.S. Trade Mark Registration No.

2,825,694 for “XCEL” for “Canoe Bags and Canoe Paddle Bags” issued March 23, 2004, in

International Class 12.
4. Petitioner has filed the following pending U.S. trademark applications for

his marks, “XCEL” and “XCEL PRO”: (1) Serial No. 76/272356 for “XCEL”, filed June 13,
2001, for “Duffel Bags; Beach Bags; Backpacks” in International Class 18, and for “Diving
Bags” in International Class 28; (2) Serial No. 76/272357 for “XCEL?”, filed June 13, 2001, for
“Surfboard Bags, and Bodyboard Bags” in International Class 28; (3) Serial No. 76/552538 for

“XCEL”, filed September 29, 2003, for “Life Jackets” in International Class 9; (4) Serial No.

76/569434 for “XCEL PRO”, filed January 2, 2004, for “Clothing, Namely T-shirts” in
International Class 25; (§) Serial No. 76/569433 for “XCEL PRO?”, filed January 2, 2004, for



“Arranging and Conducting Athletic Competitions” in International Class 41; (6) Serial No.
76/581063 for “XCEL”, filed March 12, 2004, for “Gloves” in International Class 25; (7) Serial
No. 76/582729 for “XCEL”, filed March 22, 2004, for “Dive gloves” in International Class 9;

(8) Serial No. 76/582731 for “XCEL”, filed March 22, 2004, for “Gloves for aquatic sports” in

International Class 28; and (9) Serial No. 76/583831 for “XCEL”, filed March 26, 2004, for

“Surfboards” in International Class 28. The goods and services covered by Petitioner’s

applications and registrations for “XCEL” and “XCEL PRO” are collectively referred to herein

as the “XCEL Goods”.
5. Petitioner’s registrations are valid and subsisting and remain in full force

and effect, as evidence of the validity, and of Petitioner’s exclusive ownership of, and the right to
use, “XCEL”, or any mark confusingly similar thereto (including “XCEL PRO”), or which

causes the dilution thereof, for the XCEL Goods or goods and/or services related thereto.

6. Petitioner’s registrations and applications do not contain any restrictions

as to trade channels or purchasers.
For many years, Petitioner has advertised, sold and distributed the XCEL

7.
Goods under his mark “XCEL” throughout the United States and the world. Petitioner has

developed an exceedingly valuable goodwill with respect to his mark “XCEL”.

8. Since at least as early as October 10, 1982, Petitioner has provided retail

store services in commerce under the mark “XCEL SURF & SPORT”.

9. In addition, Petitioner sponsors and directs the world famous

“XCEL PRO” surfing contest and competition held annually at Sunset Beach on the island of

Oahu, Hawaii.



10. By virtue of his efforts, the expenditure of considerable sums for

advertising and promotional activities, and by virtue of the excellence of the XCEL Goods,

Petitioner has gained for his marks “XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT” a

most valuable reputation.

11. Petitioner’s mark “XCEL” is famous under 15 U.S.C. § 1125(c)(1).

12. Petitioner’s mark “XCEL” is famous as to clothing, sporting goods, and

related products such as bags, as well as surfing and other water sports, under U.S.C.

§ 1125(c)(1).
13. Petitioner owns all federal applications and registrations for “XCEL” and

“EXCEL” in Class 25, except Excel Telecommunications, Inc.’s Registration Nos. 2,256,420

and 2,588,930 for “EXCEL” (which he is petitioning to cancel), allowed but unissued application
76/437213 for the distinctly different mark “TO EXCEL IN LIFE”, Registrations Nos. 2,459,942
for “EXCEL-LITE” and 1,936,843 for “WEATHERXCEL” for non-clothing items, Registration
No. 1,255,371 for shoes (which has expired without renewal), and newly filed application

78/397398 for “KING XCEL” (which Petitioner will oppose, if approved for publication).

14. On January 30, 1996, on information and belief, a Finnish corporation

named “Exel Oy” (“Old Exel Oy”), filed with the U.S. Patent and Trademark Office (the
“Office”) an application for registration of the mark “EXEL” (the “Exel Application™). Old

Exel Oy is identified herein as a party defendant because it is the Registrant of the subject

registration.
15.  The Exel Application initially covered “ski poles; ski pole straps; ski pole

handles; ski pole grips; ski pole tips; and floor ball clubs” in International Class 28, as well as

Jjunctions not of metal for pipes, in Class 17; and non-metal fence posts, telescopic masts,




telescopic poles, ladders, lattice towers, kite tubes, window frames, and door frames, in Class 19
(collectively, “Exel’s Goods™).

16.  The Exel Application was not restricted as to channels of trade or
purchasers.

17.  On information and belief, and as shown by the translated and legalized
Finnish Trade Register extract attached hereto as Exhibit “A”, Old Exel Oy was once known as
Exel Composites Oy and was registered in the Finnish Trade Register under the name “Exel Oy”
from February 16, 1994 until December 4, 1996:

EXTRACT FROM THE TRADE REGISTER
HISTORY OF AN ENTREPRENEUR

Trade Name:
Mantyharjun Muovituote Oy

* kX

MERGER (Reg. 16 May 1997 — 30 October 1997)
The companies have confirmed an agreement on the merger of the

company into a company by the name of Neste Oy, registration number
107.027.

PERMISSION FOR MERGER (Reg. 31 October 1997 — 31 October 1997)
The court has granted permission to implement the merger agreement.

The company has merged into a company by the name of Neste Oy,
registration number 107.027.

DISSOLUTION/TERMINATION (Reg. 31 October 1997)
The company has been dissolved.

ADDITIONAL INFORMATION:
31 October 1997 Entered as terminated in the register

HISTORY OF THE TRADE NAME:

5 December 1996 — 30 October 1997  Mantyharjun Muovituote Oy
16 February 1994 —- 4 December 1996 Exel Oy

8 December 1993 — 15 February 1994 Exel Composites Oy

18.  On information and belief, and as shown by the translated and legalized
Finnish Trade Register extract attached hereto as Exhibit “A”, Old Exel Oy ceased to exist on or

about October 31, 1997, when it was dissolved.




19.

Finnish Trade Re

company named

On information and belief, and as shown by the translated and legalized

gister extract attached hereto as Exhibit “B”, there was another Finnish

“Mantyharjun Muovituote Oy” (“MMO”) that was incorporated on or about

November 13, 1996 — after the Exel Application had been filed by Old Exel Oy:
EXTRACT FROM THE TRADE REGISTER

Trade Name:
Exel plc.
k ok %k

TRADE NAME (registered on 10 September 1998)

Exel Oyj.
PARALLEL TRADE NAME (Registered on 10 September 1998)

Parallel trade name (English): Exel plc.
k ok ok

INCORPORATION (Registered on 13 November 1996)
The Articles of Association adopted at the Meeting of Incorporation on

5 November 1996.

k ok k

HISTORY OF THE TRADE NAME:

10 September 1998 — Exel plc.
5 December 1996 — 9 September 1998  Exel Oy
13 November 1996 — 4 December 1996 Mantyharjun Muovituote Oy

On information and belief, and as shown by the translated and legalized

20.
Finnish Trade Register extract attached hereto as Exhibit “B”, MMO changed its name to “Exel

Oy” on December 5, 1996 (“New Exel Oy”), on that same date Old Exel Oy changed its name to

“Mantyharjun Muovituote Oy” (and as stated above and shown in Exhibit “A” attached hereto,
Old Exel Oy later ceased to exist on or about October 31, 1997), and New Exel Oy subsequently

changed its name to “Exel Oyj” on or about September 10, 1998 (with parallel trade name, Exel

plc).
21.  The Exel Application was an intent to use application as of November 29,

1996.

—_—
—_—



22.  New Exel Oyj alleges that Exel Application was assigned to it by Old Exel
Oy pursuant to an assignment dated November 29, 1996 (the “Assignment”).

23. On information and belief, as of the date of the Assignment, no Statement
of Use had been filed with the U.S. Patent and Trademark Office.

24, On February 17, 1998, the U.S. Patent and Trademark Office had issued a
Notice of Allowance in the Exel Application (the “Notice of Allowance”), listing the following
goods, most of which (though not all) were the originally-identified goods comprising Exel’s
Goods: non-metallic pipe couplings and joints, in Class 17; fence posts; telescopic masts for
supporting telecommunication equipment; telescopic support poles for supporting camouflage
netting, umbrellas, and other applications; lattice towers for supporting telecommunication
equipment and lighting structures; kite tubes for storing kites; all of the above being made of
non-metal, in Class 19; ski poles; ski pole straps; ski pole handles; ski pole grips; and ski pole
tips, in Class 28.

25.  On February 22, 2000, New Exel Oyj filed or caused to be filed in the
Exel Application a Statement of Use with regard to the Class 28 goods, more than three years
after the Assignment.

26. At the time the Statement of Use was filed, New Exel Oyj also filed a
Request to Divide Application, pursuant to which the Class 28 goods (e.g. ski poles) became the
subject of new Application Serial No. 75/979,600 (from which the subject Ski Pole Registration
issued) while the Class 17 and Class 19 goods remained in application serial no. 75/050,237.

27.  However, prior to the filing of the Statement of Use and the Request to
Divide Application, on July 26, 1998, New Exel Oyj filed a First Request For Extension of Time

[to file a Statement of Use], in which it stated that “Applicant has a continued bona fide intention




to use the mark in commerce with all of the goods identified in the Notice of Allowance in this
application.”

28. On February 17, 1999, New Exel Oyj filed a Second Request For
Extension of Time [to file a Statement of Use], in which it stated that “Applicant has not used the
mark in commerce on all goods specified in the Notice of Allowance. . .”, and further that
“Applicant is actively engaged in product research and development for all of the goods listed in
the Notice of Allowance to be used in conjunction with the mark EXEL.”

29. Similarly, on August 16, 1999, New Exel Oyj filed a Third Request For
Extension of Time [to file a Statement of Use], in which it stated that “Applicant has not used the
mark in commerce on all of the goods specified in the Notice of Allowance”, and further, that
“Applicant continued to be actively engaged in ongoing product research and development
activities, promotional activities, and steps to acquire investors pertaining to the goods identified
in the Notice of Allowance in the application.”

30. On or about February 22, 2000, New Exel Oyj filed a Fourth Request For
Extension of Time [to file a Statement of Use], in which it stated that “Applicant continues to be
actively engaged in ongoing product research and development activities, and is taking steps to
begin manufacturing of promotional activities for the sale of its products to be used in
conjunction with the mark EXEL.”.

31.  As of the date of the Assignment which is dated more than three years
before the Request to Divide Application, the Statement of Use, and the Fourth Extension
Request were filed, the business of applicant Old Exel Oy to which the “EXEL” mark pertains
was not then ongoing and existing for some or all of the goods identified in the Notice of

Allowance, or had been abandoned.




32. On information and belief, at the time the Exel Application was assigned
by Old Exel Oy to New Exel Oyj on November 29, 1996, Old Exel Oy did not have an ongoing
and existing business pertaining to the mark “EXEL” in connection with some or all of the
following goods: junctions not of metal for pipes, in Class 17; non-metal fence posts, telescopic
masts, telescopic poles, ladders, lattice towers, kite tubes, window frames, and door frames, in
Class 19; and ski poles, ski pole straps, ski pole handles, ski pole grips, ski pole tips, and floor
ball clubs, in Class 28, in U.S. interstate commerce or commerce between the United States and a
foreign country.

33. The Assignment was invalid and ineffective pursuant to 15 USC § 1060.

34.  Furthermore, after the applicant of record (Old Exel Oy) dissolved on
October 31, 1997, New Exel Oy filed or caused to be filed with the U.S. Patent and Trademark
Office sworn documents in connection with the Exel Application, including extensions, a
divisional request, and Statement of Use Under C.F.R. § 2.88, but (for some documents) did so
in the name of the original applicant of record, Old Exel Oy, without disclosing the fact that Old
Exel Oy had previously ceased to exist. A true and correct copy of the Statement of Use
submission by New Exel Oy is attached hereto as Exhibit “C”.

35.  Asof the date that the documents referenced in the preceding paragraph
were submitted by New Exel Oy, Section 502.02 of the Trademark Manual of Examining
Procedure at that time provided, in pertinent part, as follows:

3

‘. ... If a party other than the applicant of record attempts to take any
action in a case, the examining attorney must confirm that the new party is
the owner in accordance with 37 CFR § 3.73(b). That is, the applicant
must provide the reel and frame number of an assignment, or other
document of title, or the applicant must submit other evidence of
ownership. . ..”

(emphasis added).




36.  On information and belief, New Exel Oy did not submit, or cause to be
submitted, to the Office any documents of title or other evidence of ownership with regard to the
Exel Application, prior to August 1, 2004.

37.  No assignment of the Exel Application was recorded in the Office before
U.S. Registration No. 2,394,384 issued, nor was a written request made in the Exel Application
that the registration be issued to an assignee, and therefore, U.S. Registration No. 2,394,384
issued to Old Exel Oy.

38.  No document evidencing the change in name of MMO to New Exel Oy
was recorded in the Office before U.S. Registration No. 2,394,384 issued, nor was a written
request made in the Exel Application that the registration be issued in a new name, and therefore,
U.S. Registration No. 2,394,384 issued to Old Exel Oy.

39. U.S. Registration No. 2,394,384 is void and/or abandoned because it
issued on October 10, 2000 to the applicant of record, Old Exel Oy, which had been dissolved,
and because any alleged assignment was not recorded in the Office prior to October 10, 2000.

40.  Based on the allegations and exhibits specified above, it is further apparent
that the Exel Application and the registration issuing therefrom (U.S. Registration No.
2,394,384) are void because the Exel Application was filed by Old Exel Oy (not New Exel Oy),
Old Exel Oy ceased to exist on or about October 31, 1997, and New Exel Oy fraudulently filed
or caused to be filed the documents specified above without having first submitted to the Office
the required title documents.

41, Moreover, based on the allegations and exhibits specified above, it is
apparent that after October 31, 1997, Old Exel Oy could not have filed any of the documents

specified above as it had ceased to exist on or about that date.




42. On information and belief, as of the date that the documents referenced
above were submitted by New Exel Oy, New Exel Oy intentionally misled the U.S. Patent and
Trademark Office by withholding the fact that it was attempting to take action in the case as “a
party other than the applicant of record”, in order to avoid disclosing that Old Exel Oy no longer
existed, and thus committed fraud in connection with the obtaining and issuance of U.S.
Registration No. 2,394,384,

43.  Based upon or as a result of New Exel Oy’s fraudulent actions, on
October 10, 2000, U.S. Registration No. 2,394,384 (the “U.S. Registration”) for the mark
“EXEL”, was issued in connection with Exel’s Goods.

44, U.S. Registration No. 2,394,384 should be cancelled because it was
obtained as a result of the fraudulent conduct, as alleged above, and because it was assigned
before a Statement of Use was filed and there was no business pertaining to the mark then
ongoing and existing.

45. Old Exel Oy did not use the mark “EXEL” after the U.S. Registration
issued because Old Exel Oy had been previously dissolved.

46.  U.S. Registration No. 2,394,384 should be cancelled for abandonment.

47.  The mark “EXEL” and the word “excel” are pronounced identically by
many potential purchasers.

48. The mark “EXEL” and the word “excel” are pronounced similarly by
many potential purchasers.

49.  The word “excel” is primarily laudatory and descriptive, lacking
secondary meaning as to Exel’s Goods.

50.  The mark “EXEL” is identical to “EXCEL”, except for omission of the

letter “C™.
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51.  The mark “EXEL” is primarily laudatory and descriptive, and lacks
secondary meaning as to Exel’s Goods.

52.  If New Exel Oy is permitted to rely on U.S. Registration No. 2,394,384,
and thereby the prima facie exclusive right to use in commerce the mark “EXEL” on goods
related or identical to XCEL’s Goods, confusion in trade is likely to result from any concurrent
use of Petitioner’s marks and the mark “EXEL” allegedly owned by New Exel Oy to the
detriment of Petitioner, who has expended considerable sums and effort in promoting his marks
“XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT”. Any defect, objection, or fault found
with Exel’s Goods marketed under the mark “EXEL” would reflect on, and injure, the reputation
Petitioner has established for goods sold under his marks “XCEL”, “XCEL PRO”, and “XCEL

SURF & SPORT”.

53.  The continued use and registration of the mark “EXEL” allegedly owned
by New Exel Oy would result in confusion, mistake, and/or deception as to the source or origin
of Exel’s Goods, leading consumers to believe that they are somehow affiliated with, approved,
sponsored, or licensed by Petitioner, or otherwise emanate from Petitioner, resulting in the loss
of sales to Petitioner.

54.  The continued use and registration of the mark “EXEL” allegedly owned
by New Exel Oy, concurrently with Petitioner’s marks, will become a source of irreparable
damage and injury to Petitioner’s reputation and goodwill through the generation of confusion,
mistake, and/or deception, the dilution of Petitioner’s registered marks, and the diminution of
Petitioner’s ability to control the quality of goods sold thereunder because consumers are likely

to attribute the source of Exel’s Goods to Petitioner.
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55.  The continued use and registration of the mark “EXEL” allegedly owned
by New Exel Oy are likely to dilute, and/or will dilute, the distinctiveness of Petitioner’s marks
“XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT”.

56. If New Exel Oy is permitted to rely on and/or retain the U.S. Registration,
a cloud will be placed on Petitioner’s title in and to its marks “XCEL”, “XCEL PRO”, and
“XCEL SURF & SPORT?”, and on his right to enjoy the free and exclusive use thereof in
connection with the sale of its goods, all to the damage and harm of Petitioner.

57.  Asevidenced by the registrations identified above, Petitioner has been
using his marks “XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT” since before New Exel
Oy was incorporated. Accordingly, and because Old Exel Oy did not assign to New Exel Oy the
Exel Application, the U.S. Registration, or the U.S. trademark rights of Old Exel Oy, Petitioner
has priority.

A duplicate copy of this Petition and the fee required by 37 C.F.R. § 2.6(a)(16) is
enclosed herewith.

WHEREFORE, Petitioner respectfully requests the cancellation of U.S.
Registration No. 2,394,384 for the mark “EXEL” issued on October 10, 2000, pursuant to
15 U.S.C. § 1064.

The undersigned Petitioner hereby appoints Martin E. Hsia, Registration No.
32,471 (a member of the Bar of the State of Hawaii), whose post office address is Cades Schutte,
A Limited Liability Law Partnership, P.O. Box 939, Honolulu, Hawaii 96808-0939, his duly
authorized agent and attorney in the matter of this cancellation and to transact all business in the
Patent and Trademark Office and in the United States courts connected therewith, to sign all
papers which may hereinafter be filed in connection therewith, and to receive all

communications relating to the same.
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I declare that all statements made herein of my own knowledge are true and that
all statements made on information and belief are believed to be true and further that these
statements were made with the knowledge that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false
statements may jeopardize the validity of this Petition and any registration resulting therefrom.

Signed at Honolulu, Hawaii, June _i, 2005.

(%ﬂﬂf/mv%/\%géng A zo

EDMONT P. D’ASCOLI, Trustee of the
Edmont P. D’Ascoli Revocable Living Trust
dated May 24, 1996

Petitioner
ImanageDB:593225.1
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EXHIBIT “B”




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EDMONT P. D’ASCOLI, Trustee of the
Edmont P. D’ Ascoli Revocable Living Trust
dated May 24, 1996,

Petitioner,

N’ Neme’ N N’ N’ N’

Cancellation No.

92043699

v

EXEL OY,
a dissolved Finnish corporation,

Registrant,
and

EXEL OYJ,
a Finnish corporation.

N N N e N N N S N N N e N

AMENDED PETITION FOR CANCELLATION
EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P. D’ASCOLI

REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Petitioner”), having a place of

business at 66-590 Kamehameha Highway, Haleiwa, Hawaii 96712, believes that he will be

CERTIFICATION OF MAILING

I hereby certify that this correspondence is being deposited with the
United States Postal Service with sufficient postage as U.S. Express-
Maiifirst class mail in an envelope addressed to: Commissioner for
Trademarks, 2966-Crystat-Brive—Artington PO, Box 1451, Alexandria,
Virginia 22262-35Hon-September——200422313-1451, on June .
2005,

MARTIN E. HSIA _Reg. No. 32,471

EXHIBIT B




damaged by U.S. Registration No. 2,394,384, which issued to EXEL OY (“Old Exel Oy”) on

October 10, 2000, after Old Exel Oy had dissolved, and hereby petitions to cancel the same.







As grounds therefor, Petitioner alleges as follows:

1. Petitioner is the holder of the following U.S. Trade Mark Registrations for
his mark “XCEL,” which registrations have become incontestable under Section 15 of the
Lanham Act, 15 U.S.C. § 1065:

(a) Registration No. 1,965,081 for “wetsuits, swimwear, T-shirts, sweat shirts,
sweat pants, jerseys, jackets, shirts, shorts, headwear, footwear, namely surf bootees and dive
bootees” in International Class 25;

(b) Registration No. 1,292,982 for “wetsuits” in International Class 25; and

(©) Registration No. 1,622,623 for “bathing suits and bicycling apparel,
namely, shirts, tights, jackets, jerseys, shorts, hats” in International Class 25.

2. Petitioner is also the holder of Service Mark Registration No. 2,217,115
for “XCEL” for “retail stores featuring wetsuits, swimsuits and watersport related goods” in
International Class 35, which registration has become incontestable.

3. Petitioner is also the holder of U.S. Trade Mark Registration No.
2,825,694 for “XCEL” for “Canoe Bags and Canoe Paddle Bags” issued March 23, 2004, in
International Class 12.

4. Petitioner has filed the following pending U.S. trademark applications for
his marks, “XCEL” and “XCEL PRO”: (1) Serial No. 76/272356 for “XCEL?”, filed June 13,
2001, for “Duffel Bags; Beach Bags; Backpacks” in International Class 18, and for “Diving
Bags” in International Class 28; (2) Serial No. 76/272357 for “XCEL”, filed June 13, 2001, for
“Surfboard Bags, and Bodyboard Bags” in International Class 28; (3) Serial No. 76/552538 for
“XCEL”, filed September 29, 2003, for “Life Jackets” in International Class 9; (4) Serial No.

76/569434 for “XCEL PRO”, filed January 2, 2004, for “Clothing, Namely T-shirts” in



International Class 25; (5) Serial No. 76/569433 for “XCEL PRO”, filed January 2, 2004, for
“Arranging and Conducting Athletic Competitions” in International Class 41; (6) Serial No.
76/581063 for “XCEL”, filed March 12, 2004, for “Gloves” in International Class 25; (7) Serial
No. 76/582729 for “XCEL?”, filed March 22, 2004, for “Dive gloves” in International Class 9; (8)
Serial No. 76/582731 for “XCEL”, filed March 22, 2004, for “Gloves for aquatic sports” in
International Class 28; and (9) Serial No. 76/583831 for “XCEL”, filed March 26, 2004, for
“Surfboards” in International Class 28. The goods and services covered by Petitioner’s
applications and registrations for “XCEL” and “XCEL PRO” are collectively referred to herein
as the “XCEL Goods”.

5. Petitioner’s registrations are valid and subsisting and remain in full force
and effect, as evidence of the validity, and of Petitioner’s exclusive ownership of, and the right to
use, “XCEL”, or any mark confusingly similar thereto (including “XCEL PRO”), or which
causes the dilution thereof, for the XCEL Goods or goods and/or services related thereto.

6. Petitioner’s registrations and applications do not contain any restrictions as
to trade channels or purchasers.

7. For many years, Petitioner has advertised, sold and distributed the XCEL
Goods under his mark “XCEL” throughout the United States and the world. Petitioner has
developed an exceedingly valuable goodwill with respect to his mark “XCEL”.

8. Since at least as early as October 10, 1982, Petitioner has provided retail
store services in commerce under the mark “XCEL SURF & SPORT”.

9. In addition, Petitioner sponsors and directs the world famous “XCEL

PRO” surfing contest and competition held annually at Sunset Beach on the island of Oahu,

Hawaii.




10. By virtue of his efforts, the expenditure of considerable sums for
advertising and promotional activities, and by virtue of the excellence of the XCEL Goods,
Petitioner has gained for his marks “XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT” a
most valuable reputation.

11.  Petitioner’s mark “XCEL” is famous under 15 U.S.C. § 1125(c)(1).

12.  Petitioner’s mark “XCEL” is famous as to clothing, sporting goods, and
related products such as bags, as well as surfing and other water sports, under U.S.C. §
1125(c)(1).

13.  Petitioner owns all federal applications and registrations for “XCEL” and
“EXCEL” in Class 25, except Excel Telecommunications, Inc.’s Registration Nos. 2,256,420 and
2,588,930 for “EXCEL” (which he is petitioning to cancel), allowed but unissued application
76/437213 for the distinctly different mark “TO EXCEL IN LIFE”, Registrations Nos. 2,459,942
for “EXCEL-LITE” and 1,936,843 for “WEATHERXCEL” for non-clothing items, Registration

No. 1,255,371 for shoes (which has expired without renewal), and newly filed application
78/397398 for “KING XCEL” (which Petitioner will oppose, if approved for publication).
14.  On January 30, 1996, on information and belief, a Finnish corporation
named “Exel Oy” (“Old Exel Oy”), filed with the U.S. Patent and Trademark Office (the
“Office”) an application for registration of the mark “EXEL” (the “Exel Application™). Old

Exel Oy is identified herein as a party defendant because it is the Registrant of the subject

registration.
15.  The Exel Application initially covered “ski poles; ski pole straps; ski pole
handles; ski pole grips; and-ski-pote-tips”ski pole tips: and floor ball clubs” in International Class




Class 19 (collectively, “Exel’s Goods”)tmrinternatronal-Class-28-,

16.  The Exel Application was not restricted as to channels of trade or

purchasers.

17.  On information and belief, and as shown by the translated and legalized
Finnish Trade Register extract attached hereto as Exhibit “A”, Old Exel Oy was once known as
Exel Composites Oy and was registered in the Finnish Trade Register under the name “Exel Oy”
from February 16, 1994 until December 4, 1996:

EXTRACT FROM THE TRADE REGISTER
HISTORY OF AN ENTREPRENEUR

Trade Name:
Mantyharjun Muovituote Oy

* %k Kk

MERGER (Reg. 16 May 1997 — 30 October 1997)
The companies have confirmed an agreement on the merger of the

company into a company by the name of Neste Oy, registration number
107.027.

PERMISSION FOR MERGER (Reg. 31 October 1997 — 31 October 1997)
The court has granted permission to implement the merger agreement.

The company has merged into a company by the name of Neste Oy,
registration number 107.027.

DISSOLUTION/TERMINATION (Reg. 31 October 1997)
The company has been dissolved.

ADDITIONAL INFORMATION:
31 October 1997 Entered as terminated in the register

HISTORY OF THE TRADE NAME:

5 December 1996 — 30 October 1997  Mantyharjun Muovituote Oy
16 February 1994 — 4 December 1996 Exel Oy

8 December 1993 — 15 February 1994 Exel Composites Oy




18.  On information and belief, and as shown by the translated and legalized

Finnish Trade Register extract attached hereto as Exhibit “A”, Old Exel Oy ceased to exist on or

about October 31, 1997, when it was dissolved.

19.  On information and belief, and as shown by the translated and legalized

Finnish Trade Register extract attached hereto as Exhibit “B”, there was another Finnish
company named “Mantyharjun Muovituote Oy (“MMO”) that was incorporated on or about
November 13, 1996 — after the Exel Application had been filed by Old Exel Oy:

EXTRACT FROM THE TRADE REGISTER

Trade Name:
Exel ple.

® kX

TRADE NAME (registered on 10 September 1998)
Exel Oyj.

PARALLEL TRADE NAME (Registered on 10 September 1998)
Parallel trade name (English): Exel plc.

* ok ok

INCORPORATION (Registered on 13 November 1996)

The Articles of Association adopted at the Meeting of Incorporation on 5
November 1996.

k sk ok

HISTORY OF THE TRADE NAME:
10 September 1998 — Exel plc.

5 December 1996 — 9 September 1998  Exel Oy

13 November 1996 — 4 December 1996 Mantyharjun Muovituote Oy
20.  Oninformation and belief, and as shown by the translated and legalized

Finnish Trade Register extract attached hereto as Exhibit “B”, MMO changed its name to “Exel

Oy” on December 5, 1996 (“New Exel Oy”), on that same date Old Exel Oy changed its name to

“Mantyharjun Muovituote Oy” (and as stated above and shown in Exhibit “A” attached hereto,

Old Exel Oy later ceased to exist on or about October 31, 1997), and New Exel Qy subsequently



changed its name to “Exel Oyj” on or about September 10, 1998 (with parallel trade name, Exel

plc).







i

refFurthermore, after the applicant of record

(Old Exel Oy) dissolved on October 31, 1997, New Exel Oy filed or caused to be filed with the
U.S. Patent and Trademark Office sworn documents in connection with the Exel Application,
including extensions, a divisional request, and Statement of Use Under C.F.R. § 2.88, but (for
some documents) did so in the name of the original applicant of record, Old Exel Oy, without
disclosing the fact that Old Exel Oy had previously ceased to exist. A true and correct copy of
the Statement of Use submission by New Exel Oy is attached hereto as Exhibit “C”.

35.  22-As of the date that the documents referenced in the preceding
paragraph were submitted by New Exel Oy, Section 502.02 of the Trademark Manual of

Examining Procedure at that time provided, in pertinent part, as follows:




“. ... If aparty other than the applicant of record attempts to take any
action in a case, the examining attorney must confirm that the new party is
the owner in accordance with 37 CFR § 3.73(b). That is, the applicant
must provide the reel and frame number of an assignment, or other

document of title, or the applicant must submit other evidence of
ownership. . ..”

(emphasis added).
36.  23-On information and belief, New Exel Oy did not submit, or cause to be

submitted, to the Office any documents of title or other evidence of ownership with regard to the

Exel Application, prior to August 1, 2004.




37.  32-No assignment of the Exel Application was recorded in the Office

before U.S. Registration No. 2,394,384 issued, nor was a written request made in the Exel
Application that the registration be issued to an assignee, and therefore, U.S. Registration No.
2,394,384 issued to Old Exel Oy.

38 33-No document evidencing the change in name of MMO to New Exel Oy
was recorded in the Office before U.S. Registration No. 2,394,384 issued, nor was a written

request made in the Exel Application that the registration be issued in a new name, and therefore,

U.S. Registration No. 2,394,384 issued to Old Exel Oy.
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39.  34-U.S. Registration No. 2,394,384 is void and/or abandoned because it
issued on October 10, 2000 to the applicant of record, Old Exel Oy, which had been dissolved,
and because “there-was-no-assignment*(as-admitted-byNew Exel-Oy)rorany alleged assignment
was not recorded in the Office prior to October 10, 2000.

40. 35-Based on the allegations and exhibits specified above, it is further
apparent that the Exel Application and the registration issuing therefrom (U.S. Registration No.
2,394,384) are void because the Exel Application was filed by Old Exel Oy (not New Exel Oy),

Old Exel Oy ceased to exist on or about October 31, 1997, «

admitted-by New-Exel-OyimritsFuly-+-admisstons);-and New Exel Oy fraudulently filed or
caused to be filed the documents specified imrParagraph—2tabove without having first submitted
to the Office the required title documents.

41. 36-Moreover, based on the allegations and exhibits specified above, it is
apparent that after October 31, 1997, Old Exel Oy could not have filed any of the documents
specified mParagraph2+above as it had ceased to exist on or about that date.

42. 37On information and belief, as of the date that the documents referenced-
tmrParagraph-2t above were submitted by New Exel Oy, New Exel Oy intentionally misled the
U.S. Patent and Trademark Office by withholding the fact that it was attempting to take action in
the case as “a party other than the applicant of record”, in order to avoid disclosing that Old Exel
Oy no longer existed, and thus committed fraud in connection with the obtaining and issuance of
U.S. Registration No. 2,394,384,

43.  38-Based upon or as a result of New Exel Oy’s fraudulent actions, on
October 10, 2000, U.S. Registration No. 2,394,384 (the “U.S. Registration”) for the mark

“EXEL”, was issued in connection with Exel’s Goods.
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44.  39-U.S. Registration No. 2,394,384 should be cancelled because it was

obtained as a result of the fraudulent conduct, as alleged above, and because it was assigned

45.  46-Old Exel Oy did not use the mark “EXEL” after the U.S. Registration
issued because Old Exel Oy had been previously dissolved.

46.  41-U.S. Registration No. 2,394,384 should be cancelled for abandonment.

47.  42-The mark “EXEL” and the word “excel” are pronounced identically by
many potential purchasers.

48.  43-The mark “EXEL” and the word “excel” are pronounced similarly by
many potential purchasers.

49.  #4-The word “excel” is primarily laudatory and descriptive, lacking
secondary meaning as to Exel’s Goods.

50.  45-The mark “EXEL” is identical to “EXCEL”, except for omission of the
letter “C”.

51.  46-The mark “EXEL” is primarily laudatory and descriptive, and lacks

secondary meaning as to Exel’s Goods.
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52.  4%-If New Exel Oy is permitted to rely on U.S. Registration No.
2,394,384, and thereby the prima facie exclusive right to use in commerce the mark “EXEL” on
goods related or identical to XCEL’s Goods, confusion in trade is likely to result from any
concurrent use of Petitioner’s marks and the mark “EXEL” allegedly owned by New Exel Oy to
the detriment of Petitioner, who has expended considerable sums and effort in promoting his
marks “XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT”. Any defect, objection, or fault
found with Exel’s Goods marketed under the mark “EXEL” would reflect on, and injure, the
reputation Petitioner has established for goods sold under his marks “XCEL”, “XCEL PRO”, and
“XCEL SURF & SPORT”.

53.  48-The continued use and registration of the mark “EXEL” allegedly
owned by New Exel Oy would result in confusion, mistake, and/or deception as to the source or
origin of Exel’s Goods, leading consumers to believe that they are somehow affiliated with,
approved, sponsored, or licensed by Petitioner, or otherwise emanate from Petitioner, resulting in
the loss of sales to Petitioner.

54.  45-The continued use and registration of the mark “EXEL” allegedly
owned by New Exel Oy, concurrently with Petitioner’s marks, will become a source of
irreparable damage and injury to Petitioner’s reputation and goodwill through the generation of
confusion, mistake, and/or deception, the dilution of Petitioner’s registered marks, and the
diminution of Petitioner’s ability to control the quality of goods sold thereunder because
consumers are likely to attribute the source of Exel’s Goods to Petitioner.

55.  56-The continued use and registration of the mark “EXEL” allegedly
owned by New Exel Oy are likely to dilute, and/or will dilute, the distinctiveness of Petitioner’s

marks “XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT”.
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56. 5+ If New Exel Oy is permitted to rely on and/or retain the U.S.
Registration, a cloud will be placed on Petitioner’s title in and to its marks “XCEL”, “XCEL
PRO”, and “XCEL SURF & SPORT™, and on his right to enjoy the free and exclusive use
thereof in connection with the sale of its goods, all to the damage and harm of Petitioner.

7. 52-As evidenced by the registrations identified above, Petitioner has been
using his marks “XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT” since before New Exel
Oy was incorporated. Accordingly, and because Old Exel Oy did not assign to New Exel Oy the
Exel Application, the U.S. Registration, or the U.S. trademark rights of Old Exel Oy, Petitioner
has priority.

A duplicate copy of this Petition and the fee required by 37 C.F.R. § 2.6(a)(16) is
enclosed herewith.

WHEREFORE, Petitioner respectfully requests the cancellation of U.S.
Registration No. 2,394,384 for the mark “EXEL” issued on October 10, 2000, pursuant to 15
U.S.C. § 1064.

The undersigned Petitioner hereby appoints Martin E. Hsia, Registration No.
32,471 (a member of the Bar of the State of Hawaii), whose post office address is Cades Schutte,
A Limited Liability Law Partnership, P.O. Box 939, Honolulu, Hawaii 96808-0939, his duly
authorized agent and attorney in the matter of this cancellation and to transact all business in the
Patent and Trademark Office and in the United States courts connected therewith, to sign all
papers which may hereinafter be filed in connection therewith, and to receive all communications

relating to the same.
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I declare that all statements made herein of my own knowledge are true and that
all statements made on information and belief are believed to be true and further that these
statements were made with the knowledge that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false

statements may jeopardize the validity of this Petition and any registration resulting therefrom.

Signed at Honolulu, Hawaii-this,_June —day-of-September; 2604, 2005,

EDMONT P. D’ASCOLI, Trustee of the
Edmont P. D’Ascoli Revocable Living Trust
dated May 24, 1996

Petitioner
IMANAGEDB-54985 -4

ImanageDB:593225

15




Document comparlson done by DeItaV|ew on Wednesday, June 08, 2005 9: 54 48 AM
Input,%. Y -
Document 1 |ManageDeskSite://DMS/ImanageDB/549831/1

Document 2 iManageDeskSite://DMS/ImanageDB/593225/1
Rendering set |standard

Legend:

Style change
Format change
Inserted cell
Deleted cell
Moved cell
Split/Merged cell
Padding cell

Statistics:

Count

Insertions 45
Deletions 59
Moved from 1
Moved to 1
Style change 0
Format changed 0
Total changes 106




EXHIBIT “C”




IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY]J,

Opposer,

Opposition No. 91160397

V. Serial No. 76/272356

EDMONT P. D’ ASCOLI TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
* LIVING TRUST DATED MAY 24, 1996,

Applicant.

,JVVVVVV\'JVVVV

EXEL OYJ’S RESPONSES TO FIRST REQUEST FOR ADMISSIONS OF EDMONT P.
D’ASCOLI], TRUSTEE OF THE EDMONT P. D’ASCOLI REVOCABLE LIVING
TRUST DATED MAY 24, 1996

EXEL OYJ (“Opposer”), by and through its counsel, WARNER NORCROSS
& JUDD, states the fo]lowipg as its Responses to First Request for Admissions of EDMONT
P. D’ASCOLI, Trustee of the EDMONT P. D’ASCOLI REVOCABLE LIVING TRUST
DATED MAY 24, 1996 (“Applicant”), pursuant to Rule 2.120 of the Trademark Rules of
Practice of the Patent and Trademark Office, and Rules 26 and 36 of the Federal Rules of Civii

Procedure:

GENERAL OBJECTIONS
1. Applicant objects to the “Introduction and Definitions” set forth in Opposer’s
First Request for Admission to the extent that they seek to impose oialigations upon Opposer
that go beyond those required by the Trademark Rules of Practice of the Patent and Trademark

Office and the Federal Rules of Civil Procedure. Opposer will respond in accordance with

Rule 2.120 of the Trademark Rules of Practice of the Patent and Trademark Office, and Rules

26 and 36 of the Federal Rules of Civil Procedure.
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2. Opposér objects to the discovery requests to the extent they seek information

proiected by the attorney-client and/or work product immunity.

3. Opposer objects to the discovery requests to the extent that they are overly
broad, unduly burdensome, vague, not specific, or pioperiy limited as to time or otherwise seek
information outside the scope of discovery permitted by Fed. R. Civ. P. 26.

REQUESTS FOR ADMISSIONS

1. On October 10, 2000, U. S. Registration No. 2,394,384 for the mark
“EXEL” (the “Exel Oy Registration”) was not issued to Opposer Exel Oyj, but instead was
issued to Exel Oy. :

RESPONSE: Subject to and without waiving the General Objections, Opposer denies -
Request for Admission No. 1 on the basis that Exel Oyj is the same entity as Exel Oy. In
Finland, the designation Oyj is reserved for public limited companies and the designation Oy is
reserved for private limited companies. At the time Opposer filed the application for
Registration No. 2.394,384, Opposer was a private limited company with a Finnish designation
of “Oy.” On September 10, 1998, Opposer became a public limited company with a designation

of “Oyj.” Opposer registered a change of name with the Finnish Trade Register on September
10, 1998. -

4. No documents relating to a merger involving Exel Oy have been recorded
at the U.S: Patent and Trademark Office.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies
that there was a merger of Exel Oy and Exel Oyj and therefore admits that there were no records
relating to a merger filed with the U.S. Patent and Trademark Office.
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5. Exel Oy did not assign the Exel Oy Registration to Opposer Exel Oy;.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies
that Exel Oy and Exel Oyj. are separate companies and therefore admits that there was no

assignment.




Dated: July 1, 2004

WARNER NORCROSS & JUDD LLP

e

Norbert F. Kugele (P47084)
James L. Scott (P53863)
- Matthew D. Johnson (P64772)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000

Attorneys for Opposer




EXHIBIT “D”




UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board
P.O. Box 1451

~ Alexandria, VA 22313- 1451

DISPOSITION IS
NOT CITABLE AS
PRECEDENT .

_ OF THE TTAB . _ o | |
Zervas - "Mailed: March 11; 2005

Opposition No. 91160397
Exel 0Oyj
V.
D'Ascoli, Edmont P., Trustee
of the Edmont P. D'Ascoli

Revocable Living Trust Dated
‘May 24, 1996

Before. Seehérman, Hanak and Hohein, Administrative Trademark
Judges. ' : :

By the Board.

.E:dmont P. D'Ascoli, Trustee of:the Edmont P. ‘D'Aséoli
Revocabl'c—-: Living Trust dated May 24, 1996 (b“applic‘v:ant”), ha‘s"
filed an applicafion to register the mark XCEL for “duffel
bags, .beach bags,' and backpacks” in Inte'rriational Class _18,
“and for “diving bags” in Iﬁterhational Class 28.1

Registration has been opposed by Exel Oyj (“opposer”).

Opposer claims in its amended notice of opposition? use of

! Application Serial No. 76272356 was filed on June 13, 2001
alleging a bona fide intention to use the mark in commerce.

? Opposer filed an amended notice of opposition on May 21, 2004,
which the Board entered into the record on May 25, 2004 pursuant
to Fed. R. Civ. P. 15(a). Under Fed. R. Civ. P. 15 (a), a party
may amend its pleadlng once as a matter of course at any time
before a respon51ve pleading is served.
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the mark EXEL “inAinterstate-commerce in the United States
in 1974” on “goods .. associatéd with a number of outdoor and
'_indoor.sports,>including Nordic walking, Nordic blading,
stretching, floorbali, Alpine skiing,_Telemark skiing,
croéé—country skiing; mountaineering, snowshoeing; and'
hockey.p Oppbser also pléads ownership of Registfafion No.
2394384 for the mark EXEL for “ski poles, ski pole straps,
ski pdle handles, ski pole grips, and ski pole tips.”’
Opposer alleges that the gdods in applicant's application
are “within thé'natural'zone of expansion of Opposer's
cUrfént and established product lines”; that applicant;s
mérk is confusingly similar to “Opposer's mark EXEL m‘and
its registration”}ﬁand thaf applicant's usé of its mark
“would dilute the disfinctiveness'of Opéoser'Sfmark EXEL.”‘

Applicant, in its answer (filed June 1, 2004) fo the
amended notice of opposition, denies the salient_allegations'
of the notice of oppositidn}

Thié casé now comes.up on the following motions:

(a) Applicant's motion'(filed Jnly 29, 2004) to amend
its_answer and to add a counterclaim;

(b) Applicant's combined motion (filed August 6, 2004)
for summary judgment, for sanctions and to strike
the status and title copies of Registration No:
2394384 filed on May 21, 2004 with opposer's amended’
notice of opposition;

(c) Opposer's motion (filed September 13, 2004 and again
on October 8, 2004 due to its omission of an exhibit

* Registration No. 2394384, registered on October 10, 2000 to
Exel Oy, and claims first use of the mark in 1968 and first use
of the mark in commerce in 1974.
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in its. orlglnal flllng) to amend or withdraw its
responses to appllcant s requests for adm1551ons,
and’
(d) _Opposer's motion (filed October 11, 2004) for leave
' to file a surreply brief in connection with
applicant's summary judgment motion.
Each motion has been contested by the nen-moving party and
is addressed in turn below.’
nQpposer's Motion to File avSurreply Brief.

'opposer's motion to file a surreply brief is denied,
and we have not con81dered opposer's surreply brief.
Trademark‘Rule 2.127( ) precludes Board consideration of
surreply briefs.

Qpposer s Mbtlon to Amend or Wlthdraw Its Responses

Opposer seeks to amend or withdraw its responses served
on July 1, 2004 to nos. 1 - 6 of'applicant‘s first set of
requests for adm1551ons. The requests for admissions seek
an admission to the following:

1. on October 10, 2000, U.S. Registration No. 2,394,384

. for the mark “EXEL” (The “Exel Oy Registration”) was

not issued to Opposer Exel Oyj, but -instead was
issued. to Exel Oy.
2.  Exel Oy is not the same entity as Opposer Exel byj.

3. -Exel Oyj was the surviﬁing.entity in a merger
involving ‘Exel Oy.

4. No documents relating to a merger involving'Exel Oy

have been recorded at the U.S. Patent and Trademark
office. : .

¢ In wview of the October 8, 2004 motion, opposer's September 13,
2004 motion will be given no further consideration.

> We presume familiarity with the underlying facts and arguments
of each party in connection with each motion, and do not repeat
them at length_ln this order.
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5. Exel Oy did not assign the Exel Oy Reglstratlon to -
' opposer Exel Oyj.

6. Opposer Exel Oyj does not - own the Exel Oy
Registration. :

In 1ts responses served on July 1, 2004, oppOSer deriied that
there was a merger of Exel Oy and Exel Oyj, denied: that Exel
Oy and Exel 0vyJ are separate companles, and admltted that.
there was no assignment of the Exel Oy registration to Exel .
0yJ . |
opposer‘now_maintains»in its motion that *© [i]n'

preparlng its responses, Opposer focused on [a] 1998 name

change, but did not con51der or prov1de informat ion relating .

to a transactlon that took place in 1996.7" Accordlng to

opposer:

In the 1996 transactlon, the company that flled
the application from which the EXEL registration
issued (“old Exel Oy”) sold the assets of the
business relating to the EXEL mark to Opposer and
assigned the appllcatlon to register the EXEL mark
to Opposer. Opposer is the successor of old Exel
oy’s business relating to the EXEL mark and thus
properly owns the EXEL trademark and the EXEL
Reglstratlon

Opposer further contends that _its‘responses are “lncomplete”
and that-‘pursuant to Fed. R. Civ. P. 26('e) it has- a duty to
amend its prior response_s to proVide' more complete | |
_1nformat10n

Fed. R..Civ. P. 36(b) provides, in relevant part-, as

follows:
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‘Any matter admitted under this rule is
conclusively established unless the court on
motion permits withdrawal or amendment of the

"admission-'. Subject to the provision of Rule 16
governing amendment of a pre-trial order, the
court may permit withdrawal or amendment when the
presentation of the merits of the action will be
subserved thereby and the party who obtained the
admission fails to satisfy the court that - '
withdrawal or amendment will. prejudice that party
in maintaining the action or defense on the. -
merits.

’The rule presents a two-part test in order for a party to be
relieved of-an -admission -- .(1) that the merits of the case

will be subserved thereby, and (2) that the party who

',obtéined the admission will not be 'p'rlej.u.diced in maintaining.

its case.®
We first turn 'to.the first_‘pfong of the Rule 36(b)
test, i.e., whether the merits of fh_is 'case will be
' subserved by allowing opposer to .émend or withdraw its
fespons-eé to the r-eques'ts for admissidné. |
oppos‘er maintains that the merits will be subserved

becéuse applicant has moved for summary judgment based in

part on the argument that opposer does not own Registration

No. 2394384 in view of its responses to applicant's
requests; -that the responses are “incomplete”; and that
- opposer's SUpplemental responses “make it clear that Opposer

does in fact own the EXEL A'Regi.stratiori.” Opposer has also

6 The notes to Federal Rule 36(b) of the Advisory Committee on
Rules provide that the provision regarding withdrawal or
amendment of an admission “emphasizes the importance of having
the action resolved on the merits.” :
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: submltted an aff1dav1t from the person who. -signed a

verlflcatlon” that accompanled the July 1, 2004 responses,

" i.e., Jukka Jusellus, Senlor V_lce President, R&D, for Exel |

Oyj. Mr. Juselius states that the information provided in
the responses “related to a name change_that took. plac'e'_in
1998”7 ; and that “lalt the time that .. the info__r'ma'tilon. [Was-
provided, hel focu_sed only'on th.e»1998«name change and vdid |
not think back to a transaction that took place two years |
earlier, 1in 1996, through which .. old Exel Oy -s‘ubstantially-
reorganized itself‘ by for;ning a new company, the Opposer.,.
that. purchased assets from ol.d-'Exe'l oy and‘carried on the
' bu51ness relating to the EXEL trademark " |

In response,. appllcant maintains that the merlts will
not be subserved by allowing the amendment, contendlng that
appllcant is entitled.to summary judgment ‘anyway “on the
issue of whether Opposer is entltled to rely on the U.S.
Reglstratlon because 1t 1ssued to Old Exel Oy on October 16
2000 - after it had been dlssolved- on October 31, 1997.”
Applicant argues that “even if Opposer is'allowed to ‘amend’

the July 1 adm1551ons to assert that the appllcatlon was

a551gned by 0ld Exel Oy to Opposer, that Stlll does not mean .

the U .S. Reglstratlon is owned by Oppo.ser;” explalnlng that
"‘Trademark Rule 3.85 prov1des that the certificate of
reglstratlon is issued to an aSSLgnee of the appllcant if

the'appropriate document is first recorded in the Office”
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(emphésis in the originai>) ;7 that opposer did not record an
a551gnment prlor to the 1ssﬁance of the U.S. RegistratiO‘n;
and that the reglstratlon 1ssued to the original applicant.
Thus, applicant concludes, “summar’y-judgment mus_t be’ente:_:ed

Qn a basis in addition to the July 1 admissions. — Opposer's

undisputed failure to record the fequisite”documentatibn
prior to the issuance of the U.S. Registration to the
" dissolved applicant of record.” (Emphasis in the

.original’. )®

-7 Actually, Patent and Trademark Office Rule 3.85 does not

require that an assignment to an as51gnee ‘be recorded with the
Office for a valid registration to issue if there has been a

transfer of the mark - it only provides that a reglstratlon “may -

be issued to the assignee of the applicant, or in a new name of
the applicant, provided that the party files a written request
in the trademark appllcatlon by the time the application is
being prepared for issuance of the certificate of registration,
and the appropriate document. is recorded in the Office.” N. B.
Trademark Rule 3.54 (“The recording of a document .. is not a
determination by the Office of the validity of the document or
the effect that document has on the title to an application .
a registration.”); and TMEP § 503.01 ("“The act of recording a
document 1s a ministerial act ...”) '

® Applicant has also argued that “the merits will not be
subserved by grantlng Opposer's Motion because Opposer's

evidence submitted in response to Applicant's pending Motlon for

Summary Judgment is not admissible, and the proposed
‘supplemental Responses’ cannot rectify Opposer's failure of
proof.” Specifically, applicant challenges (1) the verification
accompanylng the amended responses to opposer's requests for
admissions; and (2) the affidavit of Mr. Juselius filed in
opposition to the summary judgment motion which encloses-a copy
of an assignment of the registration to opposer.

Mr. Juselius’ verification accompanying the amended responses
states: ' ’ : '

1, Jukka Juselius, .. state that I am .the Senior VP,
R&D, for Exel Oyj; that the matters stated in the
foregoing answers are not all within my personal
knowledge, but as to those matters that are within my
personal knowledge- the answers are true and correct;
that to the best of my knowledge there is no single
officer of Opposer who has personal knowledge of all

. or -
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We | £ind that the merits of this case will .bersubs.efv.efd.
by allowing opposér to amend»its July 1, 12004 re sponses. |
First, the requests fqr admiss‘ions concern the clbwnershipvand
transfer s of the asserted registration, and th_é éorporate
re-organization of the entit.:iesl which opposer m‘aiﬁtai‘n‘s‘_'Qw‘ns
and ownéd the asserted regiétration. _.As éuch, A they bear on

the question of whether opposer may rely on the registration

in»making out'its_" claim of likelihood of confusion, which is

a question central to the merits of this case. '~ Second,

opposer. maintains that its responses - responses which

such matters; that the facts stated in the foregoing
answers have been assembled by authorized employees
" and counsel of Opposer; and that I am informed and
pelieve that said answers are true and correct .

Applicant maintains that the amended responses are ™ inadmissible
for lack of foundation and/or hearsay” because Mr. Juselius has
stated that the amended responses are not all based on personal
knowledge- : . '

We disagree. Mr. Juselius has also stated that certain
matters are within his personal knowledge; that there 'is no
single officer . of Opposer who has personal knowledge of all such
matters; that the facts stated in the answers have been
assembled by authorized employees and counsel of Oppoéer; and
that he has been informed and believes that the answers are true
and correct. Applicant's challenge to the verification
therefore is not well taken. _ o

‘Applicant has also challenged Mr. Juselius’ affidavit filed in
opposition to the summary judgment motion which encloses a copy
of an assignment of -the registration to opposer dated in 1996,
contending that Mr. Juselius “is not competent to testify about
the document or to authenticate it as he fails to state '
affirmatively .. that he was involved in the 1996 transaction or
the assignment, or that he has any personal knowledge _
_Specifically relating thereto.” Applicant's challenge to Mr.
Juselius’ affidavit is also not well taken because Mr. Juselius
has stated that he has “worked with [the] EXEL trademark-branded
product jine since 1990, either with opposer or with the parent
of the company that previously owned the EXEL trademark ~-branded
product i1ine,” and that he reviewed documents regarding the
reorganization of old Exel Oy. ' '
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appliéant has relied on 1n séeking su_min‘ary -ju‘dgmenjt - :ar'e

‘f_i_ﬁco_mp]_éte" vbec'ausé opposer foc_:u‘séd only on a series of

transéct;ionsviﬁ 1998 in makiné the responses. AsS

“incomplete,” they may be i'ncorrec_t,' and the Féder_al‘Rules_
d_vo.nOt” couhtenance incorrect discover.y,fesponbse's . See 'Eed.

- R. Civ. P-. 26(e) (2).° Third, if we do not allow ,_tv.he
amendments to ‘the r_es-ponses," opposer 'wili have __e-ssventially

“admitted thét it does not own the registration. it'. has

' .as‘ser'ted. in i:he hotice ofopp&sit_ion ldespité cohflicting

A b.evidencﬁ'e,.'ifé*r .an assignfnent‘da't.ed_ November 29, 1996 of the

»registrationls under_lyi.ng appl.ica‘;:‘ilon from old Exel Oy to
opposér‘s prede;essor. See Exhibit B to Mf. Jﬁseliﬁs’
affidavit.- Foﬁrth, _applicant itself ‘has relied on the

.responseS.in arguing_that summary. judgment should be entered
in th-is case - applicant, too, evidently, be‘lieves"t_:hey-are |

central to the merits of the case.'®

5 Federal Rule 26(e) (2) states:

A party is under a duty seasonably to amend a prior
response to .. [a] request for admission if the party
learns that the response is in some material respect.
incomplete or incorrect and if the additional or
corrective information has not otherwise been made

" known to the other parties during the discovery
process or in writing. = = .

10 'Applicant's summary jvﬁdgment.motion is based on the July 1,
2008 resRe tate See p. 10 of the summary judgment motion, where
applicant states: v

(1]t is apparent that there once existed another
entity that was known as “Exel Oy” (0Old Exel Oy), and
it mist have been that entity - not Opposer — that
filed on January 30, 1996, the application from which

the U.S. Redgistration issued, because Opposer and its

9
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Next, we turn to the- s.econd prong of the Fede_ra_l:Ru‘l'e "
’36-(-b)A test, 1i. e., the question of.possible prej'udioe to“
applicant 1f we allow the orlglnal responses to be amended
Thve“prejudlce contemplated by Federal Rule 36 (b) refers to

the 'special diffi‘cnlty that a party may'face 1n proving its
| case, e€.9., - if key"witness_es or_ex’}idence have .be_co.me_.
_unavailable; or if »there is 'insufficientv'time before trial

" for that party to obt.ain the. necessary evidencé o"'r :

'witnesses. 'In this instance, 'the_ tes}timony.perdiods ha_ve&et
. to Qpen and -ahy_pos"siblé f:rejudi'ce to applicant .can' be

‘alleviated by extending the discovery pieriod. See, e.g..,'

H'obie. Designs Inc. V. Fred -Hayman Beverly Hills Inc. , supra.-

(oppose'r'S testimony period had not yet opened and any

pos51ble prejudlce to opposer, the propounding party, conld-

be overcome by extendlng the dlscovery perlod) and Johnston -

Pump/General Valve Inc. v. Chromalloy Ame_rica_n Corp., 13
UspQ2d 1718 (TTAE 1989), (case-was still in pre-trial stage
and i)rejudiCé to ‘the propoundin_g party could be 'avoided'-o"r,
-mltlgated by reopenlng dlscovery for that party) In view
of the foregoing, and because appllcant is silent regardlng
any prejudlce to appllcant 1f the original responses are’

allowed to be amended,. the Board flnds that the second part

successor (MMO) were not -even incorporated by then. -

And because “there was no assignment” or merger, as
' judicially admitted by Opposer, it cannot own U.S.
Reglstratlon No. 2,394, 384

10
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of the Rule 36(b) test is met, and that any possible
prejudlce to applrcant is minor.

In view of the foreg01ng,k and mindful that
“[e]mphasized throughout the Federal Rules of Civil
Procedure _is the importance of -resélving actions gn the
merits Whenever possible, see, for example, Ru_l'es, 1,. 7, 8,
55, and the ‘notes of the advisory committee on rules’
regarding Rule 36(b),” Johnston Pump/General Valve Inc.,
supra, opposer's motion to amend or withdraw its responses
is granted andv the substvitute responses to applicant's
requés'ts for admissions Nos. 1 - 6 filed with opposer's
October 8, 2004 motion are'ac:cepted.v11

Appllcant’s Motion to Amend its Answer and to Assert a
Countercla:.m

Leave to amend a pleadlng is llberally granted at any
stage of a proceedlng when justlce so requires, unless entry
of the proposed amendment would violate settled law or be
prejudicial "co'the. rights of the adverse party or parties.
See Commodore Electronics Ltd. v. CBM Kabushiki Kaisha, 26
UspQ2d 1503 (TTAB 1993); and TBMP §507.02 (2d ed. rev
20004) anvd cases cited the'rei_n.

."I-n this case, applicant's seeks to allege in a

counterclaim that Registration No. 2394384 was obtained

11 1 reaching our conclusion, we have made no finding as to

whether opposer may properly rely on Registration No. 2394384 in
connection with its claim of likelihood of confusion.

11
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fraudulently and should be cancelled ‘in view of oppo‘ser's
_response’s to applicant's requests for admissions. Because
We have granted opposer's motion to amend its responses,
appllcant s motion to add a counterclalm - based on
opposer s orlglnal responses ‘— is denied.

Appllcant s motion to amend its answer is granted ‘and
the. amended answer filed on July 29, 2004 is - applicant's
operative pleading in this case. ‘However, applic;antf's
.refer_ence to the counterclaim in the second line of p. 2 of
the amended answer ‘to the amended notice of opposition is
'stricken;

Appllcant s Mot:Lon for Summary Judgment

Appllcant maintains in its motlon that summary judgment
is warranted on the question of pridrity, arguing:

(a) opposer Exel Oyj's opp051tlon is based on-
Registration No. 2394384, which is held in the name:
of Exel Oy, is not .the same entity as Opposer and
ceased to exist on or about October 31, 1997,
without having assigned the application from which
the registratio‘n issued to opposer;

(b) opposer is precluded under the doctrlne of res
judicata from claiming that the goods in the subject
application are w1th1n the “natural zone of :
expansion” of opposer's ski poles and other goods

~ because a judgment was previously entered against

- opposer and in favor of applicant in another
opposition in which Exel Oyj also claimed the

existence of the same zone of “natural expansion”;
and

12 Although we have denied appllcant s motion due to appllcant S
reliance in its counterclaim on. opposer's responses to
applicant's requests for admissions (which have now. been
amended), our denial is without prejudice to applicant ‘filing
another motion for leave to assert a counterclaim on another
basis.

12
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(c) even if opposer is permitted to rely on Registration '

No. 2394384, opposer's “projected use of the mark on
pags would be in derogation of applicant's
established use of and intervening rights to use the
X CEL mark on other. bags and clothing.”
Applicant has also requ'ested dismissal of the opposition and
caﬁcellation of opposer's registration as a sanct_ion-f'or
“fraudulent conduct in: (1)' submitting fraudulent documents_
to the U.S. Patent and Trademark Office in connection w1th
the Obtainlng and 1ssuance of the U.S. Registration, and (2)

filing its Notice of Opposition and Amended Notice of

Oppos_ltlon based upon fraudulent misrepresentations

Finally, appllcant moves to strike the status and title -COpPY -

of the» registration asserted in _the amended notice -of
opposition on the basis that opposer does not own the

registration.

Summary judgment is an appropriate method ofy disposing

of cases in which there are no ge_nuine issues of ‘material
fact in dispute, thus leaving the case .to be resol‘ved"as a
matter of law. See Fed. R. Civ. P; 56(c). The party moving
for sumniary judgment has the initial burden of devmons'trating
the absénce of any genuine issue of material f_act,. See'
Celdte_x -Corp. V. Catrett, 4_7"/ U;-Sb_. 317 (1986); _arid_ Sweat.-s'
Fashions Inc. v. pannill Knitting Co., 833 F.2d 1560, 4

USPQ2d 1793 (Fed. Cir. 1987).

13
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Applicant's First Argument for Summary Judgment :

“Registration No. 2,394,384 Was Issued to a Separate, Non—. A

Ex1stent Entlty Denoted as ‘Exel Oy.’” -

Appllcant's motion for summary judgment. is based upon
opposer s initial responses to appllcant s requests for
adm1ss:.ons-. Inasmuch as opposer has been relieved of 1ts
responses, We find that applicant has failed to meet its
burden of demOnstrating that there is no'.genuine issue of

' material fact in dispute, which precludes dispesi’tion of
this case by sunlrnary judgmentv.13 |

Accordin'gly, appllcant S motlon for summary judgment on

‘the basis that "Registration No. 2,394, 384 was 1ssued to a

separate, non-existent entity denoted as ‘Exel Oy’” is

denied.
Applicant's Second Argument for Szjmm'ar_.y Judgment: Even if -

Opposer May Rely on the U.S. Registration for Ski Poles,

Etc., Opposer's Claims Are Precluded Under the Doctrine of
Res Judlcata ' :

According to applicant, the parties were involved in a
in

_prior- opposi‘tion, identified as Opposition No. 91155174,

which applicant opposed opposer's application Serial No.

3 In opposing opposer's motion to amend or withdraw its
responses.to applicant's requests for admissions, applicant
argues that even if opposer is allowed to amend its responses,
‘applicant is entitled to summary judgment “on the issue of
whether Opposer is entitled to rely on the U.S. Registration
because it issued to 0ld Exel Oy on October 10, 2000 - after it
" had been dissolved on October 31, 1997.” Applicant’s argument
stems from its mistaken belief that an assignment of an
application or registration must be recorded with the Assignment
Division. As explained in footnote no. 7, recordation of a

transfer of an application or registration is not reguired for a
valid registration to issue.

14
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_7630116‘2 for the mark EXEL for “clothing; nameiy, -pant,s,I
shirts, t-shirts, short_s,'_sweé_tshirts,-jackets, gloves,
~ hats, s‘ocks and headwe'c_ar”.’; and that in the prioi‘ opposition,
opposer (as applicanf therein)"claimed priority 6f use with

regérd to .its clothing items because “the use of the 'ma{rk on

these pfoducts reflects a 'n_avtural' expansion of its -ciosely
related traditional p‘_roduét lines.” (Underlining in t,he_‘ |
or,‘lginval.)“ On the eve of Exel Oyj’s testimony period,
opposer abandoned its app‘liAca‘tion without applicant's
Written consen{:'and the» Boérd entered judgment against
opposer. See Trademark Rule 2_.'1'35- Applicant therefore
contends that opposer is “precluded 'ul;lder the ddctriné (Sf
res -judic.ata from again raising the same fundamental
contention. in this opposition as in theA'.previous Clothing
Opposition broqeeding - viz. that the disputed g.oodAs fall
within the ‘natural z_on.e of expansion’. of its traditional

ski pole pro;iUcts'. ”

4 1n support, applicant cites to a redacted copy of opposer's
responses to applicant's requests for admissions in the prior
opposition. The redacted copy only contains the general
objections and two duplicate copies of a verification of the
responses to the requests for admissions. Thus, applicant has
not provided,proper‘documentary.support for its statement that
opposer claimed priority in the prior opposition due to “a
EiEEEElJQﬂEHEEQE of closely related traditional product lines.”
(Underiining in the original.) However, because opposer has not
objected‘to applicant's contention that opposer raised the issue
of “natural expansion” in the prior proceeding, we assume for

the purpose of deciding this motion that applicant's contention

is true.

15
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In response, opposer argues that applicant (as opposer ‘

‘in' ‘the prior proceeding) did not seek any determination”
regarding the natural zone of expansion of opposer's or
applicant's marks. Further' opposer ‘mainltairi‘s 'tha.t_ issue-

.preclu-sio_n,is inapplicable because no issues were actually’

litigated in the prior opposition; and that claim preclusion

is inapplicab.le-becaﬁse, although the prior ‘opposition
“involved the same trademark and the same parties, it
'involved 'differeht goods.

Applicant has not cléarly articulated whether it seeks
summary j‘uvdgment on lt.he basis of cl'aim -:preclusi'on .or of
issue;'preclusion, both of which are encompassed w‘ithin the
doctrine of rés judicata. See Leonérd V. Southwestefn Bell
Corp. Disability Income Plan, 341 F.3d 696 (8th Cir.2003)A.'1‘f’»l
"l‘._hus,' we address both issue pr'e'clusi’o.n and claim preclﬁsion

in our decision.!®

15 The preclusive effect includes not only claims and defenses
that were offered and received in the first action, but matters
which might have been decided. Nevada V. United States, 463. _
U.S. 110 (1983); and Glick v. Ballentine Produce, Inc., 397 F.2d
590 (8th Cir.1968). : : ’

16 ppplicant states that “[il]t is apparent that the claims
presented in both proceedings are the same fundamentally, and
therefore, that the judgment against Exel Oyj in the [prior]
Opposition bars its opposition here,” but then states that

* (u]nder the doctrine of res jddicata, it cannot again claim the
"existence of the same natural zone of expansion that it
previously,asserted with regard to clothing, and that certain
goods (this time, bags) fall within that zone ...”

‘Applicant also characterizes the judgment in the prior -
opposition, where opposer abandoned its application, as
*[j]udgment .. against Exel OyjJ that it is not entitled to a zone
of expansion that includes clothing.”

16
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Issue preclusion (alse sbmetimes known as "collateral-
estoppel") serves to bar. the revisiting of "issues" that
~ have been already fully litigated, and requires that the

following four factors be satisfied:

(1) identity of the issues in a prior~proceeding;ﬂ'A
(2) the issues were actually litigated;
(3j -the determination of the issues was necessary to the

resulting“judgment; and,

.(4) the party defendingfagainst preclusion had a full
‘ and fair opportunity to litigate the issues.

Jet, Tnc.. v. Sewage Aeration Systems, 223 F.3d 1360, 55

USPQ2d 1854 (Fed. Cir. 2000). Becausé the issue of “natural

expansion” was not actually litigated-and the_determinatien _. '

of the issue was not necessary for the resulting judgment
(opposer's abandonment of.its'applieatien resulted in the
jﬁdgment in the prior oppositien),-we find that oppeser is
not barred under the dectrine of issue preclusion from
raising the issue of “natufal'expansion”‘in the present
proceeding. |

Under the doctrine of'claim preclusion, the-entry of a
final judgment on. the merits of a clalm in a proceedlng
serves to preclude the relltlgatlon of the same clalm.ln -a
subsequent proceeding between the parties or thelr privies,
'even in those cases where the prlor judgment was the result
of default. Treadwell's Drifters Inc. v. Marshak, 18 USPQ2d

1318 (TTAB 1990). Thus, a second suit is barfed_by res

17
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judicata OT claim pr_eclUS-_ion if (1) the parties (or their
privies) " are identical; (2) | there ‘has been an earlier final_
judgm-en.t_ on tl:h4e merits of a claiﬁ; and . (3) the second claim
is based on the same set of transactibnai féct's as the 'fiJ_:st
claim. Jet, supra. |

As opposer correctly argues, ‘claim préclusion is

inapplicéble because the transactional facts 'in -the two

'oppositions'are different. Spécif-iCally, the app’lication in

the prior proceeding was for clothing items. However, in

the present ‘proceeding, opposer has not asserted rights -

based on clothing and the involved application does not list

clothing items 1n the identification of godds. ' Thus,
o_pposer' s. claims in this case are not barred ﬁnder t.he
doctrine of claim preclusion in view of Opposition No.
91155174 .

in i}i,ew of tﬁe foregoing, applicant's ‘motion. for
summary judgment .on' the basis of res judicata is .deﬁied.

Appliéant 's Third Argument for Summary Judgment : Opposer's

Assertion of the Zone of Expansion Would Be in Derogation of -

- Applicant's Established'Rights.

After caréfully reviewincj_ the parties' arguments and
exhibif's, we find that applicant has not met its Dburden of
'es't_ab.lis.hing that no g'e.nuineAissués' of material fact existl
"with régard to ‘whether or hot"the_parties’ goods are related
and, in particular, whether or 'not “the normal zone of

expa-nsion'Of trade for opposer's pleaded goods encompasses

18
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.applicant's goods. See Mason Engineering and Design C_orp.__'

v. Mateson Chemical Corp., 22'5 USPQ 956 '(TITAB 1985) . .-Thus,'

~ applicant's motion for summary judgment as 1t pertains to Ya

zone of. expansion .. in -derogatipn of applicant's established |

righfs" is denied.
Applicant's Motion for Sanctions.

ge'cause we h'ave denied applicant's motion to amend 'its
answer toO add a counterclaim, we must also deny its motion.
for sanctions to cancel oppo_ser s registration. Applicant'
motion fOT sanctions is .therefore denied.

Applicant s Motion to Strike Status and Title Copy of
Reglstratlon ,

Appllcant S request to strike the status and title
copies of opposer's asserted registration, filed with
opp'oser.'s amended complaint on May 21, 2004 and allowed‘by
the Board in its order dated May 25, 2004, is denied.
Trademark Rule 2-.122(d) (l') allows. a federal r'egietration' |

owned py the plaintiff in an opposition,proce'e’dincj, and

pleaded by the plaintiff in its cempl_aint, to be received in |

- evidence and made part of the record in the proceeding if
the Complalnt (either ae o'r-iginally filed or as amended) is
accompanled by two copies of the registration prepared and
issued by the Office show1ng both the current status of and
current title to the registration. ‘.The records of the
Assignment Branch of the U. S. Patent and Trademark .Offivce_

show opposer is the owner of record of the asserted'
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regis'.t'ration. ‘See Reel No. 2916, Frame No. 0470. In view

thereof, "and because oppo_sér has provided two copies of the

registration .sl»rlowing the current status and title of the
bregi'straticl)n, applicant's motion tl'O'stri-ke is denied.

© Thus, . in view of the foregoing, :applicant 's motion for
summary judgment, as weil as its Iﬁotion for sanctions and -‘
motion to s'tr.ike} are all denied. |
' Discovery and Testimony Periods
‘ProceedingsA are now resumed and the di'scov.ery énd_
te-stimény.-pefiods are reset as i'ndi'_cated,below. IN EACH |
.INSTANCE, a copy of _the. transéript of Eéstimony-, togethe‘r'
wlith 'c_opies‘of documentary. exhibits, must Ee served on .th'e
adverse pérty WITHIN THIRTY DAYS after completion of the
‘taking of testimdny. Trademark Rule 2.125. |
| DISCOVERY TO CLOSE: | . July 15, 2005

30-day testimony period for party .
in position of plaintiff to close: October 13, 2005

- 30-day testimony period for party ] _ .
in position of defendant to close: December 12, 2005

15-day rebuttal testimony'-'period
to close: . _ ' January 26, 2006

U Applicant may challenge opposer's ownership of the asserted
registration (and therefore opposer's right to rely on the
registration to prove its case) at trial, although it may not,
in the absence of a counterclaim, argue that the registration
should be cancelled.
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Briefs shall be filed in accordan‘ce'with_T_rademark Rule -

2.128 (a) - and (b). An oral hearing will be set only upon - R

request filed as provided by Trademark Rule 2.129.

-00o-
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY]J,

Opposer,

Opposition No. 91160397

V. Serial No. 76/272356

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

e N’ N N N Nt N N N N au

EXEL OYJ’S RESPONSES TO FIRST REQUEST FOR PRODUCTION OF
DOCUMENTS OF EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P.
D’ASCOLI REVOCABLE LIVING TRUST DATED MAY 24, 1996

EXEL OYJ (“Opposer”), by and through its counsel, WARNER NORCROSS

& JUDD, states the following as its Responses to First Request for Production of Documents to

EDMONT P. D’ASCOLI, Trustee of the EDMONT P. D’ASCOLI REVOCABLE LIVING

TRUST DATED MAY 24, 1996 (“Applicant”), pursuant to Rule 2.‘120 of the Trademark

Rules of Practice of the Patent and Trademark Office, and Rules 26 and 34 of the Federal
Rules of Civil Procedure:

GENERAL OBJECTIONS

1. Opposer objects to the “Introduction and Definitions” set forth in Applicant’s

Interrogatories to the extent that they seek to impose-obligations upon Opposer that go beyond

those required by the Trademark Rules of Practice of the Patent and Trademark Office and the

Federal Rules of Civil Procedure. Opposer will respond in accordance with Rule 2.120 of the

EXHIBIT E
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Trademark Rules of Practice of the Patent and Trademark Office, and Rules 26 and 34 of the

Federal Rules of Civil Procedure.

2. Opposer objects to the discovery requests to the extent they seek information
protected by the attorney-client and/or work product immunity.

3. Opposer objects to the discovery requests to the extent that they are overly
broad, unduly burdensome, vague, not specific, or properly limited as to time or otherwise seek
information outside the scope of discovery permitted by Fed. R. Civ. P. 26.

4. Opposer objects to the discovery requests to the extent that they seek
confidential information about Opposer’s business practices, its vendors, and its business
plans. Opposer will only produce such information subject to an appropriate protective order.

5. Opposer objects to the discovery requests to the extent they seek documents that
are in the possession of Opposer’s United State’s distributors or other third parties.

6. Opposer’s responses to Applicant’s discovery requests are not an admission or
acknowledgement that the requests seek admissible, relevant or discoverable information.
Opposer reserves the right to raise any and all objections to the admissibility and relevance of its

responses to Applicant’s discovery requests, and to object to any further discovery request

relating to the subject matter of any information provided by Opposer in response to any of

Applicant’s requests.

7. To the extent Opposer agrees to make available for inspection documents in

response to these requests, Opposer will do so upon a mutually agreed upon date and subject to

these General Objections.
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DOCUMENTS AND THINGS TO BE PRODUCED

1. Any and all documents constituting, referring, or relating to the basis upon
which Opposer claims ownership of U.S. Registration No. 2,394,384.

RESPONSE: Subject to and without waiving the General Objections, Opposer will
make available for inspection non-privileged, relevant responsive documents.

2. Any and all documents constituting, referring, or relating to an assignment
or other conveyance of U.S. Registration No. 2,394,384 to Opposer.

RESPONSE: Subject to and without waiving the General Objections, Opposer states

that there are no such documents, as the trademark registration has always been owned by the
same company.

3. Any and all documents constituting, referring, relating to, or affecting the
chain of title from the original owner of U.S. Registration No. 2,394,384 to Opposer, including
(without limitation) any and all merger, re-incorporation and sale documents.

RESPONSE: Subject to and without waiving the General Objections, Opposer states

that there are no such documents, as the trademark registration has always been owned by the
same company.

4. The application for U.S. Registration 2,394,384.

RESPONSE: Subject to and without waiving the General Objections, Opposer directs
Applicant to the records of the Patent and Trademark Office. Copies of the file wrapper for U.S.
Registration No. 2,394,384 may be ordered directly from the Patent and Trademark Office.

5. Any and all communications between the applicant (or its attorneys) and
the U.S. Patent and Trademark Office with regard to the application to register Opposer’s Mark
as to any of the items covered by U.S. Registration No. 2,394,384, including without limitation
the non-final action dated July 22, 1996, the communication dated or received on January 24,
1997, the non-final action dated March 19, 1997, the Examiner’s amendment mailed

September 9, 1997, the request to divide processed on or about May 5, 2000, and the Statement
of Use filed February 17, 2000.

RESPONSE: Subject to and without waiving the General Objections, Opposer directs
Applicant to the records of the Patent and Trademark Office. Copies of the file wrapper for U.S.
Registration No. 2,394,384 may be ordered directly from the Patent and Trademark Office.

6. Representative samples of all labels, packaging, and other items bearing
Opposer’s Mark for each and every product with which Opposer has used the Mark in the United
States (including, at a minimum, each item listed in U.S. Registration 2,394,384).
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RESPONSE: Subject to and without waiving the General Objections, Opposer will
make available for inspection representative samples showing how the mark EXEL is used.

7. Specimens of each and every product with which Opposer has used and is

using the Mark in the United States (including, at a minimum, each item listed in U.S.
Registration 2,394,384).

RESPONSE: Subject to and without waiving the General Objections, Opposer refers
Applicant to  Opposer’s  websites, www.exel.net, www.exelsports.net, and
www.exelindustry.net, where samples of Opposer’s products may be viewed.

8. Any and all documents that evidence, refer, or relate to the date(s) of first
use of Opposer’s Mark in the United States with each of Opposer’s products (including, at a
minimum, each item listed in U.S. Registration 2,394,384).

RESPONSE: Subject to and without waiving the General Objections, Opposer states

that after making a reasonable investigation, to its knowledge no such documents are in
Opposer’s possession.

9. Any and all documents that evidence, refer, or relate to the date(s) of first
use in commerce of Opposer’s Mark in the United States with each of Opposer’s products
(including, at a minimum, each item listed in U.S. Registration 2,394,384).

RESPONSE: Subject to and without waiving the General Objections, Opposer states

that after making a reasonable investigation, to its knowledge no such documents are in
Opposer’s possession.

10.  Any and all documents that evidence, refer, or relate to the date(s) of first
sale, and date(s) of first sale in commerce in the United States, of each of Opposer’s products

bearing Opposer’s Mark (including, at a minimum, each item listed in U.S. Registration
2,394,384).

RESPONSE: Subject to and without waiving the General Objections, Opposer states

that after making a reasonable investigation, to its knowledge no such documents are in
Opposer’s possession.

11.  Any and all documents that evidence, refer, or relate to the location of
each retail and wholesale outlet and trade show where Opposer’s products are or have been sold

in the United States in connection with Opposer’s Mark (including, at a minimum, each item
listed in U.S. Registration 2,394,384).

RESPONSE: In addition to and without waiving the General Objections, Opposer

objects to Request for Production No. 11 as unduly burdensome as Opposer’s products have
been widely distributed in the United States.
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12.  Any and all documents that evidence, refer, or relate to the channels of
trade in the United States in which Opposer has sold, sells, and/or intends to sell products in

connection with Opposer’s Mark (including, at a minimum, each item listed in U.S. Registration
2,394,384).

RESPONSE: Subject to and without waiving the General Objections, Opposer will
make available for inspection non-privileged, relevant responsive documents.

13. Any and all documents that evidence, refer, or relate to the class(es) of
purchasers to whom each of Opposer’s products is sold in the United States.

RESPONSE: Subject to and without waiving the General Objections, Opposer states

that after making a reasonable investigation, to its knowledge no such documents are in
Opposer’s possession.

14.  Any and all documents that evidence, refer, or relate to the advertising,
marketing and promotional channels in the United States through which Opposer has advertised,
marketed and promoted, and advertises, markets and promotes Opposer’s products using
Opposer’s Mark (including, at a minimum, each item listed in U.S. Registration 2,394,384).

RESPONSE: Subject to and without waiving the General Objections, Opposer will
make available for inspection non-privileged, relevant responsive documents in its possession.

15.  Representative samples of all advertising, marketing, and promotional
materials disseminated by Opposer using Opposer’s Mark in the United States, including, but not
limited to, magazine advertisements, newspaper advertisements, circulars, catalogues, telephone

book listings, press releases, leaflets, sales sheets, price lists, signs, radio advertisements, and
television advertisements.

RESPONSE: Subject to and without waiving the General Objections, Opposer will
make available for inspection non-privileged, relevant responsive documents in its possession.

16.  Any and all documents indicating the annual dollar sales (in U.S. dollars)
for each of Opposer’s products sold by or for Opposer in connection with Opposer’s Mark in the

United States (including, at a minimum, each item listed in U.S. Registration 2,394,384) for each
of the past five (5) calendar years.

RESPONSE: Subject to and without waiving the General Objections, Opposer states
that it will make available for inspection non-privileged, relevant responsive documents in its
possession upon the entry of an appropriate protective order.

17. Any and all documents indicating the annual dollar expenditures (in U.S.
dollars) for U.S. advertising, marketing and promotion of each of Opposer’s products in
connection with Opposer’s Mark in the United States (including, at a minimum, each item listed
in U.S. Registration 2,394,384) for each of the past five (5) calendar years.
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RESPONSE: Subject to and without waiving the General Objections, Opposer states
that it will make available for inspection non-privileged, relevant responsive documents in its
possession upon the entry of an appropriate protective order.

18.  Any and all documents that evidence, refer, or relate to any inquiry or
other communication relating to Opposer’s products, whether orally or in writing, which
indicated in any way that the communication was intended for or related to Applicant.

RESPONSE: Subject to and without waiving the General Objections, Opposer states
that to its knowledge no such documents exist, except for those it has received from Applicant
regarding Opposition No. 91155174,

19. Any and all documents that evidence, refer, or relate to any instance of
confusion in the United States, involving the source or origin of Opposer’s or Applicant’s goods.

RESPONSE: Subject to and without waiving the General Objections, Opposer states
that to its knowledge no such documents exist, except for those it has received from Applicant
regarding Opposition No. 91155174.

20. Any and all documents that evidence, refer, or relate to any occasion
where any person inquired of Opposer whether there was a connection, affiliation or association
between Opposer and Applicant in the United States.

RESPONSE: Subject to and without waiving the General Objections, Opposer states
that to its knowledge no such documents exist, except for those it has received from Applicant
regarding Opposition No. 91155174.

21.  Any and all documents identified, referred to, or relied upon by Opposer
in preparing its response to APPLICANT’S FIRST REQUEST FOR ANSWERS TO
INTERROGATORIES TO OPPOSER EXEL OY]J.

RESPONSE: Subject to and without waiving the General Objections, Opposer will
make available for inspection non-privileged, relevant responsive documents.

22.  Any and all documents that evidence, refer, or relate to Opposer’s policy
concerning document retention and destruction.

RESPONSE: Subject to and without waiving the General Objections, Opposer states
that it does not have a policy regarding document retention and destruction.

23. Any and all documents that Opposer will use as evidence during the
testimony period.

RESPONSE: In addition to and without waiving the General Objections, Opposer states
that it has not identified the documents it will use as evidence during the testimony period.




Dated: July 1, 2004

Opposition No. 91160397

WARNER NORCROSS & JUDD LLP
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" Norbert F. Kugele (P47b84)
James L. Scott (P53863)
Matthew D. Johnson (P64772)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000

Attorneys for Opposer




~ Opposition No. 91160397

CERTIFICATE OF SERVICE

I hereby certify that a true copy of this document - Exel Oyj’s Responses To First
Request For Production of Documents Of Edmont P. D’ascoli, Trustee Of The Edmont P.
D’Ascoli Revocable Living Trust Dated May 24, 1996 - is being sent by regular U.S. mail, first
class, postage prepaid to Applicant’s attorney, Martin E. Hsia, Cadés Schutte, 1000 Bishop
Street, 12" Floor, Honolulu, Hawaii 96813 on July 1, 2004.

o<

Norbert F. Kugele

#1002706



IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EDMONT P. D’ASCOLI, Trustee of the )
Edmont P. D’Ascoli Revocable Living Trust )
dated May 24, 1996, )
)
Petitioner, )

) Cancellation No. 92043699

v. ) Registration No. 2,394,384
)
EXEL OY, )
a dissolved Finnish corporation, )
)
Registrant, )
)
and )
)
EXEL OY]J, )
a Finnish corporation. )
)

CERTIFICATE OF SERVICE

I HEREBY CERTIFY that true and correct copy of the foregoing was mailed this
%ay of June, 2005 to: Norbert F. Kugele, 900 Fifth Third Center, 111 Lyon Street, N.W.,
Grand Rapids, Michigan 49503-2487.

DATED: Honolulu, Hawaii, J i , 2005.

Martin E. Hsia, Reg. No. 32,471

CADES SCHUTTE

A Limited Liability Law Partnership

P.O. Box 939

Honolulu, HI 96808

Tel: (808) 521-9200

Attorneys for EDMONT P. D’ASCOLI, Trustee
of the EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996

ImanageDB:584046.1




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EDMONT P. D’ASCOLI, Trustee of the )
Edmont P. D’Ascoli Revocable Living Trust )
dated May 24, 1996, )
)
Petitioner, )

) Cancellation No. 92043699

V. ) Registration No. 2,394,384
)
EXEL OY, )
a dissolved Finnish corporation, )
)
Registrant, )
)
and )
)
EXEL OY]J, )
a Finnish corporation. )
)

PETITIONER’S MEMORANDUM IN OPPOSITION TO
REGISTRANT’S MOTION FOR SUMMARY JUDGMENT

I. INTRODUCTION.

Petitioner EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P.
D’ASCOLI REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Petitioner”), submits
the following for his memorandum in opposition to Registrant’s Motion For Summary Judgment
filed herein on May 5, 2005 (the “Motion”). As set forth herein, Petitioner respectfully submits
that the Motion filed by EXEL OY]J, on its behalf and on behalf of EXEL OY (a dissolved
Finnish corporation) (collectively, “EXEL OYJ”) must be denied for the following reasons:

1. Contrary to EXEL OYJ’s contention, the order entered by the
Trademark Trial and Appeal Board (“TTAB”) in Opposition No.

CERTIFICATION OF MAILING

I hereby certify that this correspondence is being deposited with the
United States Postal Service with sufficient postage as U.S. first class
mail in an envelope addressed to: Commissioner for Trademarks,
P.O. Box 1451, Alexandria, Virginia 22313-1451, on June i 200S.

AN, 4
MARTIN E. HSIA, Reg. No. 32,471




91160397 did not dismiss or decide any claims with prejudice, and
therefore, it is not res judicata in this proceeding.

2. Even putting aside the fact that EXEL OY]J changed its position in the
opposition proceeding as to the existence of an assignment of the
trademark application, EXEL OY]J has failed to satisfy its initial burden
of showing the absence of material factual issues.

II. ARGUMENT.

A. Contrary to EXEL OYJ’s Position, the TTAB Order Is Not
Res Judicata in This Proceeding.

1. The Opposition Proceeding.

EXEL OY]J argues that pursuant to the order entered by TTAB in Opposition No.
91160397 (the “TTAB Order”), “TTAB dismissed [Petitioner’s claims in the opposition
proceeding] with prejudice.” Motion at 5. EXEL OY]J further contends that Petitioner’s claims
in this cancellation proceeding are identical to the claims “rejected” by TTAB in the opposition
proceeding. Motion at 2 (“Petitioner’s arguments in its Petition for Cancellation are merely a
restatement of the claims he presented in the Opposition Counterclaim and which the TTAB
dismissed with prejudice.”). EXEL OY]J thus argues that all of Petitioner’s claims are barred
under the doctrine of claim preclusion, in light of the TTAB Order in another matter. EXEL
OYJ’s contentions are highly misleading, however, and the Motion is without merit.

Contrary to EXEL OYJ’s contention, Opposition No. 91160397 has not resulted
in the dismissal or any adjudication of Petitioner’s counterclaims in that matter. The opposition
proceeding relates to Petitioner’s application serial no. 76/272356, to register his mark “XCEL”
for “duffel bags, beach bags, and backpacks” in Class 18, and for “diving bags” in Class 28. The
application was opposed by EXEL OYJ based on, among other things, its claimed ownership of
Registration No. 2,394,384 for the mark “EXEL” for “ski poles, ski pole straps, ski pole handles,

ski pole grips, and ski pole tips” (the “Ski Pole Registration™), and the allegation that the goods




in Petitioner’s application are within the “natural zone of expansion” of EXEL OYJ’s product
lines.

The Ski Pole Registration was issued to an entity denominated as “EXEL OY”,
not “EXEL OYJ”. In light of EXEL OYJ’s claim that it owned the Ski Pole Registration,
discovery was initially aimed at confirming EXEL OYJ’s claim of title, and whether or not it is
the same entity as the registrant. In sworn interrogatory answers, EXEL OY]J stated that “Exel
Oyj is the same company as Exel Oy” and that “at the time Opposer filed the application [for the
Ski Pole Registration], Opposer [EXEL OYJ] was a private limited company with a Finnish
designation of ‘Oy’”. See excerpted copy of EXEL OYJ’s answers to interrogatories in the
opposition proceeding attached hereto as Exhibit “1”. In its responses to Petitioner’s request for
admissions, EXEL OY]J further stated that “Opposer denies that Exel Oy and Exel Oyj are

separate companies and therefore admits there was no assignment” (emphasis added). See

excerpted copy of EXEL OYJ’s admission responses attached hereto as Exhibit “2”.

Remarkably — and totally contrary to EXEL OYJ’s discovery response — tﬁe
original applicant for the Ski Pole Registration was, in fact, a separate Finnish company that
dissolved on or about October 31, 1997, and Opposer EXEL OYJ was a Finnish corporation
incorporated on or about November 13, 1996, as Petitioner learned on its own through Finnish
Trade Register documents he obtained. Thus, on July 29, 2004, Petitioner filed a motion to
amend his answer and to add a counterclaim in the opposition proceeding, seeking to add a
counterclaim alleging that the Ski Pole Registration was void because EXEL OY]J had admitted
there was no assignment and the applicant had ceased to exist. See proposed counterclaim at
25, 26, attached as Exhibit A to the Motion.

On August 6, 2004, Petitioner also filed a motion for summary judgment — not on

its counterclaim (since his motion to amend and to add a counterclaim was still pending) — but



instead against EXEL OYJ’s opposition, in part based on EXEL OYJ’s claim of priority
stemming from the Ski Pole Registration which apparently had issued to a different, non-existent
entity, without an assignment to Opposer EXEL OY]J.

In response to Petitioner’s motions, on September 13, 2004, EXEL OY] filed a
motion to “withdraw” its responses to Petitioner’s admission requests — in effect, to take back its
original statements that Exel Oy and Exel Oyj are the same companies and that there was never
any assignment. Inexplicably, on August 16, 2004, EXEL OY]J served “supplemental” discovery
responses in which it belatedly revealed that Exel Oy and Exel Oyj were in fact separate
companies, and that in 1996, Exel Oy had assigned to EXEL OY]J an intent-to-use trademark
application that eventually resulted in issuance of the Ski Pole Registration.

2. The TTAB Order.

Ruling on multiple motions, TTAB granted EXEL OYJ’s motion to withdraw its
admissions. See TTAB Order at 11, Exhibit B to the Motion. Having granted EXEL OYJ’s
motion to amend its discovery responses, TTAB also denied Petitioner’s motion to add a
counterclaim — but only to the extent it was based on EXEL OYJ’s original discovery responses,

and without prejudice to Petitioner filing another motion for leave to assert a counterclaim on

another basis.

Because we have granted opposer’s motion to amend its responses,
applicant’s motion to add a counterclaim — based on opposer’s
original responses — is denied."

* ok ok

> Although we have denied applicant’s motion due to
applicant’s reliance in its counterclaim on opposer’s response to
applicant’s requests for admissions (which have now been
amended), our denial is without prejudice to applicant filing
another motion for leave to assert a counterclaim on another basis.

See TTAB Order at 12, Exhibit B to the Motion (emphasis added).
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Thus, contrary to EXEL OYJ’s position in the subject Motion, TTAB did not
“dismiss” Petitioner’s claims in the opposition “with prejudice”. TTAB instead denied
Petitioner’s motion to add a counterclaim to the extent it was based on EXEL OYJ’s original
discovery responses, since those responses were allowed to be withdrawn, while specifically
ruling that the denial was “without prejudice” to file another motion for leave to assert a
counterclaim.

Moreover, the TTAB Order merely denied Petitioner’s motion for summary
judgment on the grounds that there are genuine issues of material fact, given the ruling to allow
EXEL OY]J to “withdraw” its original admissions.

Applicant’s motion for summary judgment is based upon opposer’s

initial responses to applicant’s request for admissions. Inasmuch

as opposer has been relieved of its responses, we find that

applicant has failed to meet its burden of demonstrating that there

is no genuine issue of material fact in dispute, which precludes
disposition of the case by summary judgment.

See TTAB Order at 14, 19, Exhibit B to the Motion.

The fact that TTAB did not “dismiss” Petitioner’s claims “with prejudice”, in
view of the above, means that TTAB did not litigate the claims in the opposition proceeding to
the point that any judgment was actually entered in favor of EXEL OYJ. In the absence of an
earlier judgment on the merits of the claim that is asserted to be precluded, res judicata or claim
preclusion is not applicable.

Accordingly, a second suit will be barred by claim preclusion if:

(1) there is identity of parties (or their privies); (2) there has been

an earlier final judgment on the merits of a claim; and (3) the

second claim is based on the same set of transactional facts as the
first.

See Jet, Inc. v. Sewage Aeration Systems, 223 F.3d 1360, 55 USPQ2d 1854, 1856 (Fed. Cir.

2000) (emphasis added).




For these reasons, the TTAB Order in the opposition proceeding does not compel
an entry of summary judgment in this cancellation in favor of EXEL OY]J.

B. EXEL OYJ Has Failed to Meet Its Burden of Demonstrating
the Absence of Material Factual Issues.

EXEL QY] attempts to turn Fed. R. Civ. P. 56 on its head, in arguing that “Even
if the TTAB concludes that claim preclusion does not operate in this case, Petitioner must still
come forward with meaningful evidence to demonstrate that a trial on the merits is warranted.”
Motion at 8. EXEL OY] relies on Rule 56(e), which provides that the adverse party may not
rest on allegaﬁons or denials “when a motion for summary judgment is made and supported as

provided in this Rule”. Id. (emphasis added). EXEL OYJ conveniently ignores Rule 56(c),

which allows summary judgment to be entered if it is shown by the party moving for summary

judgment that there is no genuine issue as to any material fact. As noted in the TTAB Order,

“The party moving for summary judgment has the initial burden demonstrating the absence of

any genuine issue of material fact”, not the non-moving party. See TTAB Order at 13-14,

attached as Exhibit B to the Motion (emphasis added). See also Celotex Corp. v. Catrett, 477

U.S. 317 (1986); Sweats Fashions, Inc. v. Panill Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793

(Fed. Cir. 1987).

In this instance, EXEL OY] as the party seeking summary judgment, has failed to
satisfy its initial burden. EXEL OYJ’s sole argument appears to be that “the evidence
demonstrates that old Exel Oyj assigned its rights in the EXEL application to Registrant”, and
thus Petitioner’s abandonment claim cannot be sustained. Motion at 7, 8.}

Abandonment, however, may be shown even if EXEL OY]J was assigned the

subject application by a separate predecessor entity. For instance, if after the assignment EXEL

" EXEL OYJ’s attempt to shift the burden of proof to Petitioner is particularly unfair in this case, as
EXEL OY] has failed to provide discovery in response to Petitioner’s first and second sets of discovery
requests, which could be used to rebut EXEL OYJ’s Motion. See Exhibit “3” attached hereto.
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OY]J stopped using the EXEL mark in connection with the goods covered by the application for a
period of three consecutive years, there is a presumption that the mark was abandoned. 15 USC
§1127. The alleged assignment of the intent-to-use application was dated November 29, 1996.
See Juselius Declaration attached to Motion. The Notice of Allowance that issued in the
application covered the same Class 28 goods that were listed in the Statement of Use filed on
February 22, 2000, in the application by EXEL OYJ. Compare Exhibits “4” and “5” attached
hereto. However, the Statement of Use was filed more than three years after the alleged
assignment from Old Exel Oyj to EXEL OY]J, and during that time, EXEL QY] filed several
requests for extensions of time to file a statement of use that indicated it was not using the EXEL
mark in connection with sales of the ski pole goods in U.S. commerce.

For instance, on July 6, 1998, EXEL QY] filed a First Request For Extension of
Time (see Exhibit “6” attached hereto), which stated in relevant part as follows: “Applicant has
a continued bona fide intention to use the mark in commerce with all of the goods identified in
the Notice of Allowance in this application.” However, on February 17, 1999, EXEL OY7 filed
a Second Request For Extension of Time (see Exhibit “7” attached hereto), which stated as
follows:

Applicant has not used the mark in commerce on all goods

specified in the Notice of Allowance .... Applicant is actively

engaged in product research and development for all of the goods

listed in the Notice of Allowance to be used in conjunction with
the mark EXEL.

See Exhibit “7” attached hereto (emphasis added).
On August 16, 1999, EXEL OY] filed a Third Request For Extension of Time
(see Exhibit “8” attached hereto), which again confirmed that EXEL OYJ was not using the mark

on certain ski pole goods: “Applicant has not used the mark in commerce on all goods specified

in the Notice of Allowance ... Applicant continues to be actively engaged in ongoing product



research and development activities, promotional activities, and steps to acquire investors
pertaining to the goods identified in the Notice of Allowance in the application.” While the
requests do not specify the goods with which the mark was not being used (the subject
application initially covered goods in Class 28, as well as in Classes 17 and 19), the requests
infer that EXEL OYJ was not using the mark in U.S. commerce for at least three years in
connection with some or all of the goods covered by the Application. Accordingly, and because
Petitioner as the non-moving party is entitled to the benefit of all reasonable doubt (see TBMP
§528.01 at 500-341 (2d Ed. June 2003)), it is apparent that there exists at least a genuine factual
issue as to Petitioner’s claim of abandonment, even if EXEL OY] is allowed to recant its
statement that there was no assignment. Therefore, summary judgment is inappropriate.
Summary judgment is also inappropriate because Petitioner seeks cancellation of
the Ski Pole Registration on various other grounds, not just on the basis of EXEL OYJ’s
abandonment. For instance, the Petition for Cancellation asserts, among other things, that EXEL
OYJ’s “EXEL” mark and Petitioner’s “XCEL” mark are so similar in terms of pronunciation and
meaning that use of EXEL will likely result in consumer confusion to the detriment of Petitioner,
who has been using his “XCEL” and other marks since before EXEL OYJ’s rights arose. See
Petition for Cancellation, 9 42-52. Abundant evidence exists to support these claims by
Petitioner, including Petitioner’s trademark registrations (see Exhibits “9”’ to “13” and
Petitioner’s Declaration at 9 6-7 attached hereto), the fame of Petitioner’s mark (see Exhibits
“14” to “19” and Petitioner’s Declaration at §{ 8-10), and price lists showing his use of the mark
since 1982 (see Exhibit “20” and Petitioner’s Declaration at § 10). While EXEL OYJ has
contended that its ski pole goods and Petitioner’s surfing goods are unrelated, thus undercutting a

likelihood of confusion, it is apparent that there exists a real and substantial cross-over between




the markets for ski-related products and for surfing-related products (see Exhibits “21” to “24”
and Petitioner’s Declaration at § 13 attached hereto).

Moreover, Petitioner has filed concurrently with these papers his Motion For
Leave To Amend Petition For Cancellation, which seeks to add an additional ground for
cancellation: that the alleged assignment is invalid because the business to which the mark
pertained was not then ongoing and existing, as required by 15 USC §1060. The requests for
extensions of time to file a statement of use attached hereto swear that EXEL OYJ was not using
the mark in connection with all of the goods covered by the subject application thus showing that
there was not an ongoing and existing business at the time of the alleged assignment as to certain
of those goods. Thus, summary judgment is not appropriate.

HII. CONCLUSION.

As shown above, the TTAB Order clearly was not intended to preclude the claims
asserted in this proceeding. In addition, EXEL OY]J has not satisfied its initial burden of
showing the absence of any material issues of fact. Accordingly, and because the non-moving
party must be given the benefit of all reasonable doubt as to the existence of genuine issues of
material fact, EXEL OYJ’s Motion must be denied.

DATED: Honolulu, Hawaii, June 9, 2005.

Respectfully submitted,

Martin E. Hsia, Reg. No. 32,471
CADES SCHUTTE

A Limited Liability Law Partnership
P.O. Box 939

Honolulu, HI 96808

Tel: (808) 521-9200

Attorney for EDMONT P. D’ASCOLL Trustee of
the EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996

Petitioner




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

and

EXEL OY]J,
a Finnish corporation.

EDMONT P. D’ASCOLI, Trustee of the )
Edmont P. D’ Ascoli Revocable Living Trust )
dated May 24, 1996, )
)
Petitioner, )

) Cancellation No. 92043699

v. ) Registration No. 2,394,384
)
EXEL QY, )
a dissolved Finnish corporation, )
)
Registrant, )
)
)
)
)
)
)

DECLARATION OF EDMONT P. D’ASCOLI

1. I am the Trustee of the Edmont P. D’ Ascoli Revocable Living Trust Dated
May 24, 1996 (“Petitioner”), Petitioner in the above-referenced opposition proceeding, and since
1988, have been and still am the owner, President, Secretary, and sole Director of Xcel Hawaii,

Inc. (“Xcel Inc.”). Petitioner owns the “XCEL” trademark, and licenses its use by Xcel, Inc.

2. As the President of Xcel Inc., I control the sales, marketing, and
promotional activities of that company, and because of those duties, I am familiar with all
products sold by Xcel Inc., the wholesale and retail price lists for those products, and the

marketing and advertising of those products.




3. Prior to 1988, I sold various products as a sole proprietorship called Xcel
Wetsuits Hawaii (“Xcel Wetsuits”). Xcel Wetsuits began business operations in 1982. As the
owner of that business, I am familiar with all of the products sold by Xcel Wetsuits, the
wholesale and retail price lists for those products, and the marketing and advertising of those

products.

4. As Trustee of my trust, I control the operations and investments of my

trust.

5. Because of my duties as Trustee of my trust and as an officer of Xcel Inc.
and the owner of Xcel Wetsuits, I am familiar with the use of the “XCEL” trademark on the

products sold by Xcel Inc. and Xcel Wetsuits.

6. I own all live federal registrations and applications for “XCEL” in Class
28 (sporting goods) and Class 25 (clothing), except pro se application Serial No. 78/397,398 (for
“King Xcel” in Class 25) against which I will file a notice of opposition (if approved for
publication). For example, I am the holder of the following U.S. Trade Mark Registrations for
my mark “XCEL”, which registrations have become incontestable under Section 15 of the
Lanham Act, 15 USC § 1065: (a) Registration No. 1,965,081 for “wetsuits, swimwear, T-shirts,
sweat shirts, sweat pants, jersey, jackets, shirts, shorts, headwear, footwear, namely surf bootees
and dive bootees” in Class 25; (b) Registration No. 1,292,982 for “wetsuits” in Class 25;
(c) Registration No. 1,622,623 for “bathing suits and bicycling apparel, namely, shirts, tights,

jackets, jerseys, shorts, hats” in Class 25; and (d) Registration No. 2,217,115 for “retail stores



featuring wetsuits, swimsuits and watersport related goods™ in Class 35. True and correct copies

of those registrations are respectively attached hereto as Exhibits “9” — “12”.

7. In addition, I am the holder of Registration No. 2,825,694 for “XCEL” in
connection with “canoe bags” and “canoe paddle bags” in Class 12, and allowed application
Serial No. 76/272,357 filed on June 13, 2001 for “Surfboard Bags and Body Board Bags” in
Class 28 (sporting goods) (now Registration 2,948,566, issued May 10, 2005, but not received

yet). A true and correct copy of Registration No. 2,825,694 is attached hereto as Exhibit “13”.

8. For many years, I have advertised, sold, and distributed the various
clothing and sporting goods listed above (collectively, the “XCEL Goods”) under my mark
“XCEL” throughout the United States and the world, and I have developed an exceedingly
valuable goodwill with respect to my marks. For instance, attached hereto as Exhibit “14” is a
true and correct copy of an advertisement placed over 10 years ago for “Xcel Wetsuits” in Action
Sports Retailer. Attached hereto as Exhibit “15” is a true and correct copy of an advertisement
of the Xcel Pro surf competition in 1999, featuring both of my “XCEL PRO” and “XCEL”
marks. I have been sponsoring the Xcel Pro surf competition, through which we advertise the
various goods bearing the “XCEL” mark, for at least the past 20 years. In addition, I advertise
through the “Xcelwetsuits.com” website, excerpts of which are attached hereto as Exhibit “16”.
For the most recently concluded fiscal year, my advertising expenditures totaled approximately
$400,000, while the retail value of the XCEL Goods sold in the U.S. totaled substantially over

$15 million.



9. My “XCEL” mark and product lines bearing the mark have been reported
in news and trade publications with increasing frequency. For instance, attached hereto as
Exhibit “17” are true and correct copies of articles from the North Shore News, published in
1984, that describe my business and depict some of the early products. Attached hereto as
Exhibit “18” is a true and correct copy of an excerpt from the August 2000 issue of Surfer
magazine, depicting some of my XCEL product line and also a picture of Mike Morrissey, a
professional surfer and snowboarder that I have been sponsoring in both surfing and
snowboarding events for the past several years (at least as far back as 2000). Attached hereto
collectively as Exhibit “19” are true and correct copies of various websites advertising various
products bearing the XCEL mark and the world famous XCEL PRO international surf

competition.

10.  As evidenced by the registrations and the early price lists, true and correct
copies of which are attached hereto as Exhibit “20”, I have been using my “XCEL” mark
continuously since at least as early as June 19, 1982. My Registration 2,948,566 further

evidences my priority in Class 28 (sporting goods) as of the filing date thereof (June 13, 2001).

11. On or about October 10, 2000, U.S. Registration No. 2,394,384 (the “Exel
Registration”) issued for “EXEL” in connection with “ski poles; ski pole straps; ski pole handles;
ski pole grips; and ski pole tips” (collectively, the “ski pole goods™) in Class 28. Exel Oyj claims

ownership of the Exel Registration.

12. The Exel Registration 2,394,384 is unrestricted in terms of channels of

trade or purchasers.



13.  The ski pole goods covered by the Exel Registration (Class 28), are related
to my XCEL Goods. For instance, ski equipment companies such as Salomon (ski boots) have
been selling surf-related clothing and sports equipment (surfboards). See Exhibit “21” attached
hereto. Salomon also sells wetsuits. See Exhibit “22” attached hereto. Similarly, ski equipment
companies such as K2 (skis) have been sponsoring surfing competitions (K2 Big Wave
Challenge). See Exhibit “23” attached hereto. French ski maker Groupe Rossignol was acquired
by surfwear company Quiksilver, Inc., which is expanding into both ski clothing as well as ski
equipment (e.g. Roxy skis for women, under Quiksilver “Roxy” brand). See Exhibit “24”

attached hereto.

14.  While Exel Oyj claims ownership of the Exel Registration, which issued
from application no. serial 75/979,600, that application was allegedly assigned to Exel Oyj

pursuant to an assignment of application serial no. 75/050,237 dated November 29, 1996.

15.  However, in several requests for extensions of time to file a statement of
use filed by Exel Oyj in the applications, Exel Oyj indicated that it was not using “EXEL” for

some or all of the goods covered by the applications.

| 16.  Attached hereto as Exhibits “4” to “8” are copies of the requests for
extensions of time filed in application serial no. 75/050,237, which I obtained from the file
history in that matter, as well as the Notice of Allowance and Request to Divide Application
filed therein. Attached as part of Exhibit “4” is a copy of the Statement of Use in application
serial no. 75/979,600, which EXEL OY] attached as an exhibit to certain papers filed in the

opposition proceeding.




The undersigned being warned that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false
statements and the like may jeopardize the validity of the application or document or any
registration resulting therefrom, declares that all statements made of his own knowledge are true;

and all statements made on information and belief are believed to be true.

A %

EDMONT P. D’ASCOLI, Trustee of the
Edmont P. D’Ascoli Revocable Living Trust
dated May 24, 1990

Signed at Honolulu, Hawaii, June 9 , 2005.
y
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EXHIBIT “1”



- IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY]J,

Opposer,
Opposition No. 91160397
V. Serial No. 76/272356
EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

EXEL OYJ’S ANSWERS TO FIRST REQUEST FOR ANSWERS TO
INTERROGATORIES OF EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P.
D’ASCOLI REVOCABLE LIVING TRUST DATED MAY 24, 1996

EXEL OYJ (“Opposer”), by and through its counsel, WARNER NORCROSS &
JUDD, states the following as its Answers to the First Request for Answers to Interrogatories
of EDMONT P. D’ASCOLI, Trustee of the EDMONT P. D’ASCOLI REVOCABLE LIVING
TRUST DATED MAY 24, 1996 (“Applicant”), pursuant to Rule 2.120 of the Trademark
Rules of Practice of the Patent and Trademark Office, and Rules 26 and 33 of the Federal

Rules of Civil Procedure:

GENERAL OBJECTIONS

1. Opposer objects to the “Introduction and Definitions” set forth in Applicant’s
Interrogatories to the extent that they seek to impose obligations upon Opposer that go beyond
those required by the Trademark Rules of Practice of the Patent and Trademark Office and the
Federal Rules of Civil Procedure. Opposer will respond in accordance with Rule 2.120 of the
Trademark Rules of Practice of the Patent and Trademark Office, and Rules 26 and 33 of the

Federal Rules of Civil Procedure.

EXHIBIT 1



Opposition No. 91160397

ANSWERS TO INTERROGATORIES

INTERROGATORY NO. 1. State whether or not Opposer filed the application to
register Opposer’s Mark as to any of the items covered by U.S. Registration No. 2,394,384, and
describe the basis on which Opposer claims ownership of U.S. Registration No. 2,394,384.

ANSWER: Subject to and without waiving the General Objections, Opposer states that
it filed the application to register the mark EXEL. Exel Oyj is the same company as Exel Oy. In
Finland, the designation Qyj is reserved for public limited companies and the designation Oy is
reserved for private limited companies. At the time that Opposer filed the application, Opposer
was a private limited company with a Finnish designation of “Oy.” Opposer is now a public
limited company with a Finnish designation of “Qyj.”
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As to Objections:

WARNER NORCROSS & JUDD LLP

Dated: July 1, 2004 V"
Norbert F. Kugele (P4708
James L. Scott (PS3863)
Matthew D. Johnson (P64772)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000

Attorneys for Opposer



Opposition No. 91160397

VERIFICATION

I, Jukka Juselius, being first duly sworn, depose and state that I am the Senior VP,
R&D, for Exel Oyj; that the matters stated in the foregoing answers are not all within my
personal knowledge, but as to those matters that are within my personal knowledge the answers
are true and correct; that to the best of my knowledge there is no single officer of Opposer who
has personal knowledge of all such matters; that the facts stated in the foregoing answers have
been assembled by authorized employees and counsel of Opposer; and that I am informed and
believe that said answers are true and correct.

sl

Hikka Juselius, Senior VP, R&D

STATE OF Finland )

) ss.
COUNTY OF __Méntyharju_ )

On _24.6.2004 ,20_, before me personally appeared __Jukka Juselius ,
to me personally known, who, being by me duly sworn or affirmed did say that such person
executed the foregoing instrument as the free act and deed of such person, and if applicable, in
the capacity shown, having been duly authorized to execute such instrument in such capacity.

Signature:
Print Name:

Y. 7
| b ’
Notary Public, State of __ Finland

My commission expires:(Permaneng )

MIKKELIN MAISTRAATTI
PL 25, Pyhavedentie 4
52701 MANTYHARJU

015) 2040 533 1. (015) 682 713

p- .
mikkelin.maistraatti@islh.intermin.fi




APOSTILLE
(Convention de la Haye du 5 octobre 1961)

4 1. Maa: Suomi
Land: Finland
Tamaén yleisen asiakirjan:
Denna alimanna handling:
2. on allekirjoittanut Markku Hakkanen
ar undertecknad av .
3. toimiessaan Mikkelin maistraattin p&8llikkdnd, julkis¢na
| egenskap av notaarina
4. Siind oleva leima/sinettion
&r férsedd med stampel/sigill av Mikkelin maistraatti
Todistetaan
Intygas
5. Mantyharjus, 5. 24 psivana _kesa kuuta _2004
% ! den '
7. Heikki Pasanen, Mikkelin maistraatin henkikirjoittaja,
av julkinen notaari
8. No '
Nr 47 2002
9. Sinettifleima: 10. Allekirjoitus:
Sigill/stampel: Underskrift:

Heikki Pasanen
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY]J,

Opposer,

Opposition No. 91160397

V. Serial No. 76/272356

EDMONT P. D’ASCOLI TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

vvvvvvvv’ N N e Nwe?

EXEL OYJ’S RESPONSES TO FIRST REQUEST FOR ADMISSIONS OF EDMONT P.
D’ASCOLI, TRUSTEE OF THE EDMONT P. D’ASCOLI REVOCABLE LIVING
TRUST DATED MAY 24, 1996

EXEL OYJ (“Opposer”), by and through its counsel, WARNER NORCROSS

& JUDD, states the following as its Responses to First Request for Admissions of EDMONT

P. D’ASCOLI, Trustee of the EDMONT P. D’ASCOLI REVOCABLE LIVING TRUST

DATED MAY 24, 1996 (“Applicant”), pursuant to Rule 2.120 of the Trademark Rules of

Practice of the Patent and Trademark Office, and Rules 26 and 36 of the Federal Rules of Civil
Procedure:

GENERAL OBJECTIONS

1. Applicant objects to the “Introduction and Definitions” set forth in Opposer’s

First Request for Admission to the extent that they seek to impose obligations upon Opposer

that go beyond those required by the Trademark Rules of Practice of the Patent and Trademark

Office and the Federal Rules of Civil Procedure. Opposer will respond in accordance with

Rule 2.120 of the Trademark Rules of Practice of the Patent and Trademark Office, and Rules

26 and 36 of the Federal Rules of Civil Procedure.

EXHIBIT 2
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Opposition No. 91160397

5. Exel Oy did not assign the Exel Oy Registration to Opposer Exel Oyj.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies

that Exel Oy and Exel Oyj are separate companies and therefore admits that there was no
assignment.



WARNER NORCROSS & JUDD LLP

L
Dated: July 1, 2004 By: &)&QJ&‘ YJ \Z‘M

Norbert F. Kugele (P47084)
James L. Scott (P53863)
Matthew D. Johnson (P64772)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000

Attorneys for Opposer
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, MAY 10 2005
WARNER NORCROSS & JUDD Lip

ATTORNEYS AT LAW

900 FIFTH THIRD CENTER
111 LYON STREET, N.W,
GRAND RAPIDS, MICHIGAN 49503-2487

TELEPHONE 616.752.2000
FAX 616.752.2500

NORBERT F. KUGELE

616.752.2186
Direct Fax: 616.222.2186
nkugele@wnj.com

May 5, 2005

Mr. Martin E. Hsia

Cades Schutte Fleming & Wright
Cades Schutte Building

1000 Bishop Street, Suite 1200
Honolulu, Hawaii 96813

Re: Cancellation No. 92043699
EDMONT P. D'ASCOLI, TRUSTEE OF THE EDMONT
P. D'ASCOLI REVOCABLE LIVING TRUST DATED
May 24,1996 v. EXEL OYJ
Dear Mr. Hsia;

Enclosed are the following:

1 Exel Oyj's Response to Petitioner's First Request for Admissions Dated
March 31, 2005.

2 Exel Oyj's Response to Petitioner's Second Request for Admissions Dated
April 8, 2005.

3 Exel Oyj's Objections to Petitioner's First Request for Answers to

Interrogatories Dated March 31, 2005.

4 Exel Oyj's Objections to Petitioner's First Request for Production of
Documents Dated March 31, 2005.

5 Exel Oyj's Objections to Petitioner's Second Request for Production of
Documents Dated April 8, 2005.

You will see that the responses to D'Ascoli's interrogatories and requests for
production are simply objections, which I am serving at this time in order to ensure that the
objections are preserved. I do not yet have substantive responses prepared. Because Exel Oyj is
also filing a motion for summary judgment today, I assume that you will not object if Exel waits

EXHIBIT 3



Mr. Martin E. Hsia

Cades Schutte Fleming & Wright
May 5, 2005

Page 2

until the motion has been ruled open before going to the expense of responding with substantive
answers. I will note that you have received quite a bit of information in the clothing opposition
and in the sport bag opposition, and the substantive responses in this case will be mostly

duplicative. If you believe that you need a substantive response sooner, please let me know as
soon as possible.

Very truly yours,

y\)OB\32 A \
Norbert F. Kugele
kks

Enclosures
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TO ALL TO WHOMTHESE; ERESENTS;

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

April 21, 2005

THIS IS TO CERTIFY THAT ANNEXED IS A TRUE COPY FROM THE
RECORDS OF THIS OFFICE OF THE TRADEMARK FILE WRAPPER AND ’
CONTENTS OF:
TRADEMARK APPLICATION: 75/050,237

FILING DATE: January 30, 1996
REGISTRATION NUMBER: 2,515,634
REGISTRATION DATE: December 04, 2001

By Authority of the
COMMISSIONER OF PATENTS AND TRADEMARKS

”

ocudus 1allyee
TRUDIE WALLACE

Certifying Officer
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Page 01 of 01

U.S. Patent and Trademark Office (PTO)

NOTICE OF ALLOWANCE

(NOTE: If any data on this notice is incorrect, please submit a written request for correction of the NOA to: Assistant Comm issi for Trad ks,
Box ITU, 2900 Crystal Drive, Arlington, VA 22202-3513. Please include the serial number of your application on ALL correspondence with the PTO.
15 U.S.C. 1063(b)(2))

ISSUE DATE OF NOA: Feb 17, 1998

Bruce E. 0'Connor ATTORNEY
Christensen 0'Connor Johnson & Kindness REFERENCE NUMBER
1420 Fifth Avenue LEIT211330
Suite 2800

Seattle, WA 98101-2347

The following information should be reviewed for accuracy:
SERIAL NUMBER: 75/050237

MARK : EXEL
OWNER: Exel Oy
PL 29

SF-52701 Mantyharju, FINLAND

GOODS/SERVICES BY INTERNATIONAL CLASS

017—-non-metallic pipe couplings and joints

019—fence posts; telescopic masts for—supporting—telecommunicatien—equipment; telescopic

support poles for supporting camouflage netting, umbrellas, and other applications;
lattice towers for supporting telecommunication equipment and lighting structures;
kite tubes for storing kites; all of the above being made of non—metal

ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

THFRFS(REY 07/97) ADDITIONAL INFORMATION MAY BE PRESENT IN THE PTO RECORDS
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02-22-2000 -
U5, pawnta TMOT™ Mah oot O
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Applicant: Exel Oy Attorney Docket No. LEIT211330

(New Divisional Application

Attorney Docket No.: LEIT221280)
Serial No.: 75/050,237 Trademark Attorney: Conrad W. Wong
Filed: January 30, 1996 Law Office: 104
Mark: EXEL Notice of Allowance Mailing Date: 2/17/1998

REQUEST TO DIVIDE APPLICATION PURSUANT TO 37 C.F.R. § 2.87

TO THE ASSISTANT COMMISSIONER FOR TRADEMARKS:
Applicant hereby requests that this application be divided into two applications by retaining in

the parent application Serial No. 75/050,237 the following goods identified in the Notice of Allowance:

International Class 28:  ski poles; ski pole straps; ski pole handles; ski pole grips;
and ski pole tips

and by making the subject of a new divisional application the following goods identified in the Notice
of Allowance:

International Class 17:  non-metallic pipe couplings and joints

International Class 19:  fence  posts;  telescopic  masts for  supporting
telecommunication equipment; telescopic support poles for
supporting camouflage netting, umbrellas, and other
applications; lattice towers for supporting
telecommunication equipment and lighting structures; kite
tubes for storing kites; all of the above being made of non-
metal

A Statement of Use Under 37 C.F.R. § 2.88 for the goods to be retained in parent application
Serial No. 75/050,237 is filed herewith.
A Fourth Request for Extension of Time under 37 C.F.R. § 2.89 for the goods to be included in

the new divisional application is filed herewith.
JHARLEY 00000256 75050237
100.00 o
-1- CHRISTENSEN HA oS
OCONNOR

OHNSON | s -

INDNESSPLC | Za memm
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The fee of $100 for the new divided application is submitted herewith pursuant to 37 C.F.R.

Respectfully submitted,

CHRISTENSEN O'CONNOR
JO & KINDNESS?L.c

Direct Dial No. 206.695.1730

2- CHRISTENSEN LAY OFCES
OCONNOR
OHNSON P
INTINTEQQPLLC | SEATTLE WASHINGTON 961012347
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