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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Trussardi S.p. A.
Entity Corporation  Citizenship  Italy
piazza della Scala 5
Address Milan, 20122
ITALY
Mark I.ebow
Young & Thompson
Attorney 745 South 23rd Street
information | Arlington, VA 22202

UNITED STATES

. embon@young-thompson.com Phone:703-521-2297

Registration Subject to Cancellation

Registration 2856931 Registration 06/22/2004
No date
Registrant N & N Home Furnishings Corporation
Goods/Servi Class 035. First Use: 20030301 , First Use In Commerce: 20030301
Oé’ ls). ef‘t"“s Goods/Services: DISTRIBUTORSHIP SERVICES FEATURING
c u J‘]*lc t,° LINENS, TOWELS, ROBES, DUVETS, COVERLETS AND OTHER
Ancellation - 1y ROOM ACCESSORIES TO THE HOTEL INDUSTRY
Attachments  Petition for Cancellation.pdf ( 8 pages )




Signature /mark lebow/
Name Mark Lebow
Date 09/15/2004




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Trussardi S.p.A.,
Cancellation No.
Petitioner,
V.

N & N Home Furnishings,

Respondent.

PETITION FOR CANCELLATION

Petitioner, Trussardi S.p.A., is an Italian corporation with

offices located at piazza della Scala 5, Milano, 20122 Italy.

Respondent, N & N Home Furnishings, is a New Jersey
corporation with offices located at 1406 Tower Drive, Edgewater,

New Jersey 07020.

Petitioner Dbelieves that it will be damaged by the
registration of the mark “TRUSSARDI” as shown in Registration No.
2,856,931 for services 1in International Class 35 and hereby

petitions to cancel the same.



The grounds for cancellation are as follows:

COUNT I:

LIKELIHOOD OF CONFUSION

Petitioner has wused the mark TRUSSARDI in commerce in
connection with bathrobes, towels, sheets, linens, quilts,
cushions, bed sets, duvet covers, comforters, shams,
pillows, pillow cases and/or similar bedding-related goods
since as early as 1999 and long prior to any use of the

mark “H BY TRUSSARDI” AND DESIGN by Respondent.

Petitioner intends to continue use o0of the mark TRUSSARDI
in connection with the goods described in Paragraph 1

above.

Petitioner has developed extensive goodwill throughout the
United States with respect to its TRUSSARDI mark, which is
used in connection with goods sold in wvarious high quality
stores such as Neiman Marcus, J. Gooch Linens, Pioneer

Linens, Schweitzer Linen and Rondo.

As a result of the expenditure of substantial sums for
promotional activities and advertising and by virtue of
the high quality of its goods, Petitioner has garnered a

valuable reputation for its TRUSSARDI mark.



As a result of the above uses, Petitioner has developed

substantial common law rights in its TRUSSARDI mark.

Respondent obtained Registration No. 2,856,931 on June 22,
2004 for the mark “H BY TRUSSARDI” and Design as a service
mark in International Class 35 for “distributorship
services featuring linens, towels, robes, duvets,
coverlets and other [sic] in room accessories to the hotel

industry”.

Priority 1s not an issue. Petitioner has used its
TRUSSARDI mark in commerce since at least as early as 1999
(or earlier) in connection with the kinds of goods
identified in paragraph 1 above, which date precedes any
use of the mark “H BY TRUSSARDI” and Design by Respondent,
whose Registration No. 2,856,931 claims a date of first
use 1in commerce, and a date of first wuse anywhere, as

March 1, 2003.

The mark that is the subject of Registration No. 2,856,931
is identical or closely similar in appearance,
connotation, sound and commercial impression to the mark
used by Petitioner in connection with its goods described

in Paragraph 1 above.

Upon information and belief, Petitioner avers that the

services recited in Registration No. 2,856,931 are



10.

11.

12.

advertised and provided, or will Dbe advertised and
provided, in similar channels of trade and/or to similar

customers as Petitioner’s goods.

Respondent’s use of the mark “H BY TRUSSARDI” and Design
in connection with the services described in Registration
No. 2,856,931 interferes with Petitioner’s use of its
TRUSSARDI mark and 1is 1likely to cause the public to
believe that the services of Respondent originate with
Petitioner, or vice versa, or that Respondent is owned or
controlled by or in some manner affiliated or associated
with Petitioner, or vice versa, and is otherwise likely to

cause confusion, cause mistake or deceive.

Any defect, inadequacy or deficiency found in Respondent’s
services marketed or otherwise provided under the “H BY
TRUSSARDI” and Design mark would reflect negatively upon
and seriously injure the reputation and goodwill
associated with the goods provided by Petitioner and

provided in connection with its TRUSSARDI mark.

If Respondent is granted the right to maintain
Registration No. 2,850,931, Respondent would thereby
obtain at least a prima facie exclusive right to use the

“"H BY TRUSSARDI” and Design mark. Such continued
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17.

18.

registration would be a source of damage and injury to

Petitioner and its customers.

Count II:

RESPONDENT IS NOT ENTITLED TO USE THE MARK IN COMMERCE

Petitioner repeats and realleges the allegations set forth

in Paragraphs 1 through 12 herein.

Petitioner has had ongoing legal disputes in Brazil with
Romaria Empreendimento, a Brazilian company that Thas
attempted to claim ownership of the mark “H BY TRUSSARDI”

and Design in Brazil.

Upon information and belief, Respondent is the distributor

or “exclusive representative” of Romaria Empreendimento.

Upon information and belief, it is Romaria Empreendimento
that actually purports to own the mark TRUSSARI for use in
connection with the goods Respondent claims to distribute

or intends to distribute.

Upon information and Dbelief, Respondent and Romaria
Empreendimento are not related companies under the

trademark rules.

Upon information and belief, Respondent did not own and/or

was not entitled to use in commerce the mark depicted in
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Registration No. 2,856,931 at the time the application

upon which it is based was filed.

Based on Respondent’s lack of ownership of and/or
entitlement to wuse 1in commerce the mark depicted in
Registration No. 2,856,931 at the time it applied for

registration, the registration is void.

Count II:

RESPONDENT HAS COMMITTED FRAUD ON THE USPTO

Petitioner repeats and realleges the allegations set forth

in Paragraphs 1 through 19 herein.

Upon information and belief, Respondent was aware of
Petitioner when it filed +the application upon which
Registration No. 2,856,931 is based (Serial No.

78/204,449).

Upon information and belief, Respondent was aware of
Petitioner’s ownership and/or use in commerce of the mark
TRUSSARDI for the kinds of goods identified in Paragraph 1
above (or goods related to them) when it filed the
application upon which Registration No. 2,856,931 is based

(Serial No. 78/204,449).

Upon information and belief, Respondent had not used the

mark “H BY TRUSSARDI” and Design when it filed 1its



24.

25.

Statement of Use under & 8 of the Trademark Act in support
of the application upon which Registration No. 2,856,931

is based (Serial No. 78/204,449).

Upon information and belief, Respondent had not used the
“specimen of use” submitted with its Statement of Use in
support of the application upon which Registration No.
2,856,931 1is based (Serial No. 78/204,449) as a “specimen

of use”.

Because Respondent was aware of Petitioner’s ownership
and/or prior use of the mark TRUSSARDI in commerce on oOr
in connection with the kinds of goods identified in
Paragraph 1 above (or goods related to them) when it
signed the declaration in support of the application upon
which Registration No. 2,856,931 1is based (Serial No.
78/204,449) swearing that it “believed Respondent to be
entitled to use such mark in commerce” and/or that to the
best of its knowledge “no other person, firm, corporation
or association has the right to use the mark in commerce,
either in the identical form therecf or in such near
resemblance thereto as to be 1likely, when used on or
connection with the goods/services of such other person,
to cause confusion, or to cause mistake, or to deceive”,
Respondent committed fraud on the U.S. Patent and

Trademark Office.



26.

27.

28.

Because Respondent was aware of Petitioner’s ownership of
various U.S. registrations for the mark TRUSSARDI for use
in connection the kinds of goods identified in Paragraph 1
above (or goods related to them) when it signed the
declaration in support of Application Serial No. 2,856,931
swearing that it “believed Respondent to be entitled to
use such mark in commerce”, Respondent committed fraud on

the U.S. Patent and Trademark Office.

Because Respondent had not used the mark “H BY TRUSSARDI”
and Design in commerce at the time it filed its Statement
of Use in support of the application upon which
Registration No. 2,856,931 is based (Serial No.
78/204,449), Respondent committed fraud on the U.S. Patent

and Trademark Office.

Because Respondent had not used the specimen it submitted
as a specimen of use in support of the application upon
which Registration No. 2,856,931 1is based (Serial No.
78/204,449), Respondent committed fraud on the U.S. Patent

and Trademark Office.

WHEREFORE, Petitioner ©prays this proceeding will be
sustained in favor of Petitioner and that Registration No.

2,856,931 will be cancelled.



