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In the matter of Trademark Registration No. 1,487,042
For the mark: RUSSKAYA

Date registered: May 3, 1988

Respondent’s Ref. No.: SPIG USA TC-04/23956

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

A.V. Imports, Inc., )
Petitioner, g

V. % Cancellation No. 92043340
Spirits International, N.V., 3
Respondent and Registrant %
)

RESPONDENT’S REPLY MEMORANDUM IN SUPPORT OF ITS MOTION
TO COMPEL AND FOR AN EXTENTION OF THE CURRENT SCHEDULE

Petitioner characterizes Respondent’s motion to compel as “a last ditch effort
to avoid timely resolution of this cancellation proceeding and delay the testimony
period” (Petitioner’s Opposition to Respondent’s Motion to Compel (“Pet. Opp.”) at
1). It resorts to such rhetoric to cover up (1) its complete failure to produce even the
most basic documents, such as Petitioner’s own trademark files on the mark in issue,
during discovery; and (2) its counsel’s complete lack of professional courtesy to a
colleague who was in the process of moving firms. Respondent’s motion to compel
and extend the current schedule should be granted.

L RESPONDENT’S MOTION TO COMPEL IS TIMELY

Under Trademark Rule 2.120(e), a motion for an order to compel discovery

“must be filed prior to the commencement of the first testimony period as originally



set or as reset.” Here, the Board’s September 19, 2005 decision denying Petitioner’s
motion for summary judgment reset the trial dates, establishing that Petitioner’s
testimony period would commence thirty days prior to December 1, 2005, or
November 1, 2005. This motion was timely filed on October 31, 2005.

Petitioner seeks to create the impression that Respondent has dragged out this
cancellation proceeding. In fact, this matter has proceeded quite rapidly, with no
undue delay.

The proceeding was instituted on June 2, 2004 (Reply Declaration of Lisa
Pearson, submitted herewith (“Pearson Reply Decl.”) § 3). The parties stipulated to
one 45 day extension of the Board’s original schedule on March 2, 2005, which was
granted on March 14, 2005 (Pearson Reply Decl. § 3) . On May 11, 2005, Petitioner
filed a motion for summary judgment (Declaration of Lisa Pearson dated October 31,
2005 (“Pearson Decl.”) 1 8) . On May 19, 2005, Petitioner made its meager 121 page
document production, but Respondent was in the midst of preparing its opposition to
Petitioner’s potentially case dispositive motion, and the Board officially suspended
the proceedings on May 23, 2005 (Pearson Decl. ] 9-10). Discovery issues were
therefore put on hold. On September 19, 2005, less than two months after Petitioner’s
summary judgment motion was fully briefed, the Board issued its decision denying
the motion (Pearson Decl. q 2).

Respondent’s counsel received notification of the Board’s decision on or about
September 28, 2005 (Pearson Reply Decl. 9 3). Coincidentally, just one day
thereafter, on September 29, 2005, Respondent’s counsel Lisa Pearson announced to

her law firm Fross Zelnick Lehrman & Zissu, P.C. that she was withdrawing as a
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member of the firm to join Kilpatrick Stockton, LLP (Pearson Decl. q 14; Pearson
Reply Decl. q 4).

During the busy days thereafter, Ms. Pearson was in the process of
withdrawing from her firm of fifteen years, which required her to notify clients of her
move, to try to insure an orderly transition of files and to address numerous
administrative issues, as well as to continue to handle her case load (Pearson Reply
Decl. q 4; Pearson Decl. q 14). It was not clear whether or not she would be able to
continue to represent Respondent because her new firm indicated it had a possible
conflict of interest (Pearson Decl. q 19). (It was not until November 10, 2005 — after
this motion was filed — that Kilpatrick Stockton cleared the potential conflict and
agreed to accept the case (Pearson Reply Decl. 9 5).) Ms. Pearson therefore contacted
Petitioner’s counsel on October 21, 2005 to request an extension of the schedule in
this proceeding in order to permit her to transition the file either to her new firm or to
new lead counsel (Pearson Decl.  15). Petitioner’s counsel Justin Pierce seemed
amenable, but said he would need to get approval from others and then get back to her
(Pearson Decl.  15).

Although Respondent’s counsel thought Petitioner’s counsel would extend the
deadlines in this matter as a professional courtesy, Ms. Pearson nevertheless
continued to move the case forward, taking steps to supplement Respondent’s
discovery responses under Fed. R. Civ. P. 26(e) because, since the date of its original
document production, Respondent had obtained documents from PepsiCo, Inc., a

third party, and had created or received new documents concerning its efforts to sell



RUSSKAYA vodka in the U.S.! (Pearson Decl. 99 13, 15). In the course of doing so,
she checked to see whether Petitioner had fully responded to Respondent’s discovery
requests consistent with its prior assurances, and learned that there were serious
deficiencies in Petitioner’s responses (Pearson Decl. § 16). She raised these issues on
October 28, 2005, promptly after identifying them (Pearson Decl. 9 17 and Ex. 7).

Under these circumstances, if the lapse of time between September 28, 2005
(when Respondent’s counsel learned of the Board’s denial of Petitioner’s summary
judgment motion) and the filing of this motion on October 31, 2005 can properly be
characterized as a “delay” — and Respondent rejects that characterization — such
“delay” was certainly excusable.

II. RESPONDENT MADE A GOOD FAITH EFFORT TO MEET
AND CONFER

Respondent did endeavor to meet and confer with opposing counsel before
filing the instant motion. On April 12, 2005, Petitioner served its written responses to
Respondent’s First Set of Interrogatories and Respondent’s First Set of Requests for
Documents and Things but did not produce any documents (Pearson Decl. § 5). Just
eight days later, on April 20, 2005, Respondent’s counsel sent Petitioner’s Counsel a
letter pointing out apparent deficiencies in Petitioner’s responses and inquiring when
Petitioner would be making its production (Pearson Decl. q 6 and Ex. 4). On May 10,

2005, Petitioner’s counsel replied (Pearson Decl. q 7), but the next day it filed its

' In addition, Respondent’s counsel instructed Respondent to obtain from its outside
counsel in various jurisdictions around the world copies of key publicly filed pleading
and decisions in foreign litigations involving challenges to its portfolio of Russian
vodka marks, as well as any available English translations thereof (Pearson Decl.

q13).



motion for summary judgment, triggering suspension of the proceedings under
Trademark Rule 2.127(d) (Pearson Decl. 9 8).

As noted above, upon receiving word that the Board had denied Petitioner’s
motion for summary judgment on September 28, 2005, Respondent did turn its
attention to discovery issues (Pearson Decl. q 13; Pearson Reply Decl.  3). On
September 29, 2005, however, Respondent’s lead counsel announced to her firm that
she withdrawing as a member, and there were questions as to whether she could
continue to handle this matter at her new firm (Pearson Reply Decl. 7 4-5). On
October 21, 2005, Ms. Pearson called Petitioner’s counsel Mr. Pierce to request an
extension of the schedule in this proceeding so that she could transition the matter
either to her new firm or to new lead counsel in an orderly manner, and had every
reason to believe Petitioner’s counsel would consent (Pearson Decl. § 15).

When Mr. Pierce had not responded by October 28, 2005, Ms. Pearson placed
another call to Mr. Pierce to find out the status of the request for an extension and to
meet and confer regarding the discovery issues raised by this motion (Pearson Decl.
9 17). He did not return the call (Pearson Decl. § 17). Facing an October 31, 2005
deadline to file this motion absent Petitioner’s consent to the requested extension,
Respondent’s counsel sent an email on October 28, 2005 raising the discovery issues
she would have raised in a telephonic meet and confer (Pearson Decl. § 17 and Ex. 7).
The letter stated “Please consider this email my attempt to meet and confer with you
regarding the deficiencies in Petitioner’s discovery.” Petitioner’s counsel did not
respond, by telephone or in writing, until after this motion was filed (Pearson Decl.

9 21; Pearson Reply Decl. 9 8).
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Just as it takes two to tango, it takes two to meet and confer. Petitioner did not
return telephone calls or respond to email before the deadline for filing this motion
and according to the parties were not able to reach agreement. The motion was
properly supported by a written statement to this effect pursuant to Trademark Rule
2.120(e)(1) (Pearson Decl. 972, 21). When Petitioner finally did respond, it did not
agree to rectify the deficiencies in its discovery responses (Pearson Reply Decl. § 9).
Further attempts to meet and confer would have been futile.

III. PETIONER HAS NOT PRODUCED RELEVANT DOCUMENTS
IN ITS POSSESSION, CUSTODY OR CONTROL

The third point of Petitioner’s brief in opposition is misleadingly entitled
“Petitioner Does Not Have the Documents That Respondent Seeks And Has Produced
Documents Responsive To Respondent’s Requests” (Pet. Opp. 5). Yet:

e Petitioner admits it received a certificate of label approval (COLA) for

RUSSKAYA that it has not produced (Pet. Opp. 6), and presumably
that document did not issue without an application and other
correspondence sought by Respondent’s Document Request Nos. 9-14.
Similarly, Petitioner admits that it did not produce its trademark
application for the mark in issue during discovery (Pet. Opp. 6). Once
again, there are undoubtedly related communications and documents
responsive to Respondent’s Document Request No. 15.

Petitioner claims that it located at least some documents it plans to rely

upon as evidence in these proceedings after the close of discovery (Pet.



Opp. 7-9). Of course, Petitioner has an ongoing duty to supplement its
discovery responses under Fed. R. Civ. P. Rule 26(e).

e In its brief, Petitioner seeks to create the impression that it has no other
documents or information responsive to Respondent’s requests (Pet.
Opp. 2, 5). However, Petitioner itself has not submitted a declaration
or affidavit so stating. Rather, its counsel Justin Pierce has submitted a
declaration, which does not appear to be based on personal knowledge
as he is not employed by Petitioner and he qualifies various statements
with phrases such as “to our knowledge” and “[o]n information and
belief” (Pierce Decl.  11).

e Finally, Petitioner simply ignores its failure to produce a log of
documents withheld from production on grounds of privilege on work
product.

In short, Petitioner’s opposition conceded there were relevant documents that
it had not produced. On November 22, 2005, it finally produced the file wrapper on
its trademark application, but did not produce any other documents or indicate it
would do so (Pearson Reply Decl. 9 and Ex. 8).

Petitioner should be compelled to produce all responsive documents and things
in its possession, custody or control and to confirm that it is not withholding any
information on the grounds of privilege or produce a privilege log. In addition,
because Respondent’s Document Request No. 1 specifically calls for “[a]ll documents

that support or refute your allegations in the Petition to Cancel,” Request No. 2



specifically calls for “[a]ll documents concerning your allegation that the Registered
Mark has been abandoned in the United States,” and Request No. 35 specifically calls
for “[a]ll documents you intend to rely upon as evidence in this proceeding” (Pearson
Decl. and Ex. 1), Petitioner should be precluded from relying on any documents it has
not produced in discovery at trial.

IV. RESPONDENT HAS SHOWN GOOD CAUSE FOR THE
REQUESTED EXTENSION

Respondent requested an extension of the current schedule because its lead
counsel, Lisa Pearson, was in the midst of moving firms, it was unclear whether or
not she could continue to handle this matter at her new firm due to a possible conflict
of interest, and the only other lawyer at her old firm who had worked on this matter
has also resigned (Pearson Decl. 9 14-22 ). (Georges Nahitchevansky merely filed
the answer in this case and, in any case, moved with Ms. Pearson to Kilpatrick
Stockton (Pearson Decl. q 20; Pearson Reply Decl. 9 6)).

Respondent explained the situation to Petitioner and requested an extension on
October 21, 2005, ten days before filing the motion, and renewed the request in a
letter dated October 28, 2005 (Pearson Decl. 1 15, 17 and Ex. 6). Petitioner’s
counsel seemed amenable to the requested extension and promised to get back to
Respondent’s counsel, but never did (Pearson Decl. 99 15, 21). It was not until
November 10, 2005, after this motion was filed, that Ms. Pearson learned that her new
firm had cleared its potential conflict and could take the case (Pearson Reply Decl.

9'5). Her prior firm did not transfer any files on this matter to her new firm until the



day before Thanksgiving, although it was requested to do so by Respondent on
November 11, 2005 (Pearson Reply Decl. q 5).

Petitioner’s refusal to extend this most basic professional courtesy to
Respondent’s counsel is all the more offensive because Respondent’s counsel has in
the past consented to Petitioner’s counsel’s requests for extensions (Pearson Reply
Decl. 7).

CONCLUSION

Respondent’s motion to compel should be granted and an order should issue
(1) requiring Petitioner to produce all documents responsive to Respondent’s requests
in its possession, custody or control, and (2) requiring Petitioner to produce a
privilege log, both before the opening of its testimony period; as well as
(3) precluding Petitioner from relying on any documents or information responsive to
Request Nos. 1, 2 and 35 that it has not produced in discovery. In addition, the
current schedule should be extended for at least sixty (60) days to permit
Respondent’s counsel to prepare for the testimony periods with access to her files.

Dated: New York, New York
November 30, 2005

Respectfully submitted,

e

Lisa Pearson

KILPATRICK STOCKTON LLP
31 West 52™ Street, 14™ Floor
New York, New York 10019
(212) 775-8725 (telephone)

(212) 775-8825 (facsimile)
Attorneys for Respondent



CERTIFICATE OF TRANSMITTAL

I hereby certify that a true copy of the foregoing RESPONDENT’S REPLY
MEMORANDUM IN SUPPORT OF THEIR MOTION TO COMPEL AND FOR
AN EXTENSION OF THE CURRENT SCHEDULE is being filed electronically

with the TTAB via ESTTA on this day, Novembe__;%O, 2005.
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/ '.Lisa Pearson

CERTIFICATE OF SERVICE

I hereby certify that on November 30, 2005 the foregoing RESPONDENT’S
REPLY MEMORANDUM IN SUPPORT OF THEIR MOTION TO COMPEL AND
FOR AN EXTENSION OF THE CURRENT SCHEDULE was served via first class
mail, postage prepaid, upon the following:

Andrew C. Aitken, Esq.
Justin Pierce, Esq.
Venable LLP

575 7™ Street N.W.

Washington, D.C. 20004
Attorneys for Petitioner
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Lisa Pearson
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In the matter of Trademark Registration No. 1,487,042
For the mark: RUSSKAYA

Date registered: May 3, 1988

Respondent’s Ref. No.: SPIG USA TC-04/23956

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

A.V. Imports, Inc.,
Petitioner,

Cancellation No. 92043340

Spirits International, N.V.,

Respondent and Registrant
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REPLY DECLARATION OF LISA PEARSON TO COMPEL AND FOR AN
EXTENTION OF THE CURRENT SCHEDULE

I, LISA PEARSON, hereby declare as follows:

1. I am a member of the firm Kilpatrick Stockton, LLP and have acted as
lead counsel for Respondent SPI International, N.V. in this proceeding. I make this
declaration, based upon my own personal knowledge, in support of Respondent’s
Motion to Compel Discovery and for an Extension of the Current Schedule.

2. Petitioner seeks to create the impression that Respondent has dragged
out this cancellation proceeding. In fact, this matter has proceeded quite rapidly, with
no undue delay.

3. The proceeding was instituted on June 2, 2004. The parties stipulated
to one 45 day extension of the Board’s original schedule on March 2, 2005, which

was granted on March 14, 2005. On May 11, 2005, Petitioner filed a motion for



summary judgment, and the Board officially suspended the proceedings on May 23,
2005. Discovery issues were therefore put on hold. On September 19, 2005, less
than two months after the motion was fully briefed, the Board issued its decision
denying the motion. I first received notification of the Board’s decision on or about
September 28, 2005.

4. Coincidentally, just one day after receiving the Board’s decision, on
September 29, 2005, I announced to my law firm Fross Zelnick Lehrman & Zissu,
P.C., where I had practiced for fifteen years, that I was withdrawing as a member of
the firm to join Kilpatrick Stockton, LLP.

S. During the month of October, it was not clear whether or not I would
be able to continue to represent Respondent because my new firm indicated it had a
possible conflict of interest. It was not until November 10, 2005 — after this motion
was filed — that Kilpatrick Stockton cleared the potential conflict and agreed to accept
the case. Although I promptly requested Fross Zelnick to transfer the files on this
matter to me on November 11, 2005, I did not receive any such files until the day
before Thanksgiving.

6. I requested an extension of the current schedule in this proceeding in
good faith because I was in the midst of moving firms, it was unclear whether or not I
could continue to handle this matter at my new firm due to a possible conflict of
interest, and the only other lawyer at my old firm who had worked on this matter has
also resigned. (Georges Nahitchevansky merely filed the answer in this case and, in

any case, moved with me to Kilpatrick Stockton.)

o



7. Petitioner’s refusal to extend this most basic professional courtesy to
me is particularly offensive to me because I have in the past consented to Petitioner’s
counsel’s requests for extensions.

8. I did not receive the letter dated October 31, 2005 (annexed as
Exhibit A to the Declaration of Justin Pierce submitted in opposition) to this motion
until after this motion was filed. I have never received the separate letter addressing
the discovery issues promised in that letter.

9. By letter dated November 22, 2005 (annexed as Exhibit 8), Petitioner
produced twenty-five pages of documents, evidently printed from the U.S. Patent and
Trademark Office’s website, that appears to be the file wrapper for its application
Serial No. 761/573,600 for RUSSKAYA.

I declare under penalty of perjury that the foregoing is true and correct to the

best of my knowledge. P
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Dated: November 30, 2005 / 7 Ly
" LISA PEARSON
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*
~ ENABLE 575 7th Street, NW Telephone 202-344-4000 www.venable.com
e Washingtan, DC 20004-1601 Facsimile 202-344-8300

Jeplerce@venahle.com

November 22, 2005

VIA OVERNIGHT MAIL & ELECTRONIC DELIVERY

Lisa Pearson, Esq.
Kilpatrick Stockton LLP
31 West 52™ Street

14™ Floor

New York, NY 10019

Re: A.V. Imports, Inc.

Dear Lisa:
Enclosed please find the following documents: AVI000122 — AVI000147.
Please contact me at (202) 344-8246 if you have any questions.
Sincerely, A
(ja [
Justin Pierce
JEP/ans

Enclosure



CERTIFICATE OF TRANSMITTAL

I hereby certify that a true copy of the foregoing REPLY DECLARATION
OF LISA PEARSON is being filed electronically with the TTAB via ESTTA on this

day, November 30, 2005.
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/ Lisa Pearson

CERTIFICATE OF SERVICE

I hereby certify that on November 30, 2005 the foregoing REPLY
DECLARATION OF LISA PEARSON was served via first class mail, postage

prepaid, upon the following:

Andrew C. Aitken, Esq.
Justin Pierce, Esq.
Venable LLP

575 7™ Street N.W.
Washington, D.C. 20004
Attorneys for Petitioner




