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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In the Matter of U.S. Trademark Registration No. 2,742,520
For the Mark PIROUETTE
Registered on July 29, 2003

LESTER LAMPERT, INC.

Petitioner,
Cancellation No. 92042574
V.

CONTINENTAL JEWELRY, INC.

75341779?

Registrant.
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Commissioner for Trademarks
- BOX TTAB-NO FEE

U.S. Trademark Office

P.O. Box 1450

Alexandria, VA. 22313-1450

MOTION FOR JUDGMENT OF DISMISSAL BASED ON
PETITIONER’S FAILURE TO PROSECUTE

Continental Jewelry, Inc (“Registrant”) moves for dismissal with prejudice of the petition
of Lester Lampert, Inc.( “Petitioner”) pursuant to Trademark Rule 2.132(a) on the grounds of
Petitioner’s failure to prosecute. In support of this motion, Registrant submits the following

declaration and annexed memorandum of law,

DECLARATION OF ROBERT H. MORSE, ESQ.
ROBERT H. MORSE, ESQ., pursuant to 37 C. F. R. § 2.20 and 28 U.S.C. § 1746

declares under penalties of perjury as follows.

1. I'make this declaration in support of the respondent Registrant’s request that the
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Board dismiss with prejudice the pending petition to cancel Registrant’s registration.

2. Registrant’s Trademark PIROUETTE had been published for opposition August
20, 2002 and registered July 29, 2003.

3. Thirteen months after the trademark’s publication, Lester Lampert filed its
petition to cancel respondents’ registration.

4. Registrant answered on December 5, 2003, and on February 18, 2004, served
responses to Petitioner’s requests for documents and Petitioner’s interrogatories.

5. On April 28, 2004, Petitioner requested an extension of the discovery and
testimony close off dates set by the Board so that the parties could engage in settlement
negotiations. Registrant consented to this request and the Board granted the extension. The close
of discovery was extended three months to August 16, 2004, and the close of Petitioner’s 30-

day period for taking testimony to November 15, 2004. Negotiations were undertaken.

6. A second extension was requested and granted to further facilitate settlement
negotiations.
7. On February 15, 2005, Registrant sent Petitioner’s attorneys a second copy of a

proposal that might settle the matter. The first copy had been sent three months earlier. This had
received no response though it incorporated some of Petitioner’s suggested changes to a
previous proposal.

8. In our February 15 covering letter to the second copy we warned Petitioner that
the second extension the Board had granted was about to expire. We therefore suggested that
Petitioner apply for another extension to allow time if further negotiation was needed. ( See
Exhibit 1.)

9. However, April 7, 2005 we received the Petitioner’s response, which was that
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Petitioner was standing by its previous position. Therefore, further negotiation was not needed.
(See Exhibit 2.)

10.  No application for a third extension was made, no further discovery was sought,
no testimony was taken by Petitioner during the period allowed it, and no further negotiations
were undertaken.

11.  Itis clear that the Petitioner, despite every opportunity to do so, has failed to
prosecute this matter in the manner provided by the Board’s rules and is indifferent to the
outcome.

12.  To allow this matter to go further affects Registrant causing it further expense and
delay: a delay which may interfere with the commercial development and success of a trademark
to which it has already established rights through its registration.

13.  This motion is being made pursuant to the Board’s rules before the respondent
Registrant’s 30-day period to take testimony opens on September 27, 2005

All of the above is stated to the best of my personal knowledge, except for such matters
as are stated to be on information and belief, and as to those matters I believe them to be true.

Respectfully submitted,

Dated: September 26, 2005 By:

Robert H. Morse —

12 East 41* Street
New York, New York 10007.
(212)5342-8585

Attorneys for Registrant
CONTINENTAL JEWELRY, INC.
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FAX TRANSMISSION
LAW OFFICES OF
STEPHEN E. FELDMAN

12 EAST 41ST STREET, SUITE 1302
NEW YORK, NEW YORK 10017
PHONE: (212)532-8585
FAX: (212)532-8598

LONG ISLAND OFFICE
120 MAIN STREET (ROUTE 25A)
HUNTINGTON, NEW YORK 11743

PATENT AND TRADEMARK LAW

ATTN: DANIELLE
To: Gregory Chinlund From: Robert H. Morse
Marshall, Gerstein & Borun LLP

Fax: 312-474-0448 Date: February 15, 2005
Ce: Pages: 12
Fax.

Re:  Lester Lampert v. Continental Jewelry

The suspension of the TTAB proceedings we received expires this Sunday. Can you
have drafted and submitted another request fo ran extension. Three months if possible.
I have annexed another copy of my e-mail of November 17, 2004 which has opur

comments and our Draft #2.

Thanks,

THE INFORMATION CONTAINED IN THIS FACSIMILE MESSAGE IS INTENDED ONLY FOR THE USE OF THE INDIVIDUAL
OR ENTITY NAMED ABOVE. IF THE READER OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT OR THEIR AGENT,
YOU ARE HEREBY NOTIFIED THAT ANY DISSEMINATION, DISTRIBUTION OR COPYING OF THIS COMMUNICATION IS
STRICTLY PROHIBITED. IF YOU HAVE RECEIVE]) THIS MESSAGE IN ERROR, PLEASE IMMEDIATELY NOTIFY US BY
TELEPHONE SO THAT WE CAN ARRANGE FOR THE RETRIEVAL OF THE DOCUMENTS AT NO COST TO YOU. THANK YOU.
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312-474-6617
gchinlund@marshallip.com

ATTORNEYSZS. AT -t AW

April 7, 2005

By Facsimile Only

Robert H. Morse, Esq.
STEPHEN E. FELDMAN, P.C.
12 East 41st Street

New York, New York 10007

Re:  Lester Lampert, Inc. v. Continental Jewelry (USA) Inc.
Trademark Opposition No. 92042574
Our Reference No. 30561/10001

Dear Mr. Morse:

Further to our most recent telephone conversation regarding the above-referenced matter,
Lester Lampert’s position regarding the necessary terms of any potential license was set forth in
our letter dated October 18, 2004. A copy of that letter is attached for your convenience. Your
client’s most recent proposal did not include the required terms.
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Robert H. Morse

Stephen E. Feldman, P.C.

12 East 41° Street

New York, New York 10017
(212) 532-8585

CERTIFICATE OF MAILING
I hereby certify that this correspondence is being deposited (in duplicate) with the United
States Post Office as First Class Mail addressed to BOX TAB. NO FEE, Commissioner for
Trademarks, U.S. Trademark Office, P.O. Box 1450, Alexandria , VA 22313- 1450 on
September 2.7, 2005.

Robert H. Morse

CERTIFICATE OF SERVICE

I hereby certify and declare under penalties of perjury that I caused to be served a true
and complete copy of the foregoing papers by depositing the same into a mail box within the
exclusive control of the United States Postal Service with the correct postage addressed as
indicated below on September 27 , 2005.

Gregory Chinlund

Marshall, Gerstein & Borun LLP
Sears Tower 6300

233 South Wacker Drive
Chicago, Ill. 60606-6357

Dated: New York , New York
September 27, 2005 /4/ /{_——/

Robert H. Morse




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In the Matter of U.S. Trademark Registration No. 2,742,520
For the Mark PIROUETTE
Registered on July 29, 2003
LESTER LAMPERT, INC.
Petitioner,
Cancellation No. 92042574
V.

CONTINENTAL JEWELRY, INC.

Registrant.

R N T R I N N

REGISTRANT’S MEMORANDUM OF LAW IN SUPPORT OF
REGISTRANT’S MOTION TO DISMISS PETITIONER’S
CANCELLATION PROCEEDING

STEPHEN E. FELDMAN, P.C.
Attorneys for Respondent

12 East 41* Street

New York, New York 10017
(212) 532-8585




PRELIMINARY STATEMENT

Registrant Continental Jewelry, Inc. (“Registrant™) hereby requests that the Board,
pursuant to Trademark Rule 2.132(a), dismiss the petition of Lester Lampert, Inc. (“Petitioner” )
for failure to prosecute its claims.

As Registrant’s grounds for this motion to dismiss, Registrant submits that Petitioner
cannot prove its case as it has failed to take any testimony during the period provided to
Petitioner for this purpose. This period is now closed, and Petitioner has failed to request an
extension of time to take its testimony, despite the fact that Petitioner was fully aware, and had
in fact been reminded, that the second extension supplied to it was about to expire. Such conduct
and indifference, if permitted, will encourage others to do the same causing excessive delays and
diverting administrative resources to the detriment of other litigants as well as the Board and

Registrant.

STATEMENT OF FACTS

The facts are set forth more fully in the Declaration of Robert H. Morse, Esq. Dated
September 9,2005. (Morse Decl.), briefly summarized below.

Registrant’s mark was published for opposition on August 20, 2002 and registration
granted on July 29, 2003. (Morse Decl. q 2.)

Thirteen months after the mark was registered, Petitioner commenced this cancellation

proceeding. (Morse Decl. § 3.) Respondent answered, and supplied its answers to Petitioners



requests for document production and interrogatories. (Morse Decl. q 4)

Two extensions of the schedule set by the board for discovery and taking testimony were
granted by the Board to facilitate the parties’ attempt to reach a settlement. (Morse Decl. Y 5, 6.)

Settlement negotiations were undertaken, Registrant’s written proposal submitted, and
certain accommedations made at Petitioner’s request. (Morse Decl. § 7)

In Registrant’s February 15, 2005 covering letter to its second written proposal
Registrant gave warning that the second extension was about to expire, and Petitioner should
write the Board for another extension if further negotiations were needed. (Morse Decl. §8)

On April 7, 2005 Registrant received the Petitioner’s response, which was that Petitioner
stood by its previous position. (Morse Decl. § 9.) Further negotiation was therefore no longer
needed.

No application for a third extension was made, no further discovery sought, no testimony

taken by Petitioner, and there were no additional negotiations. (Morse Decl. §10.)

ARGUMENT
In as much as Petitioner has failed to offer any evidence prior to the expiration of its

period to take testimony, and has been indifferent to its prosecution, this petition to cancel
should be dismissed with prejudice. See, Hester Industries v. Tyson, Foods, Inc., 2 USPQ2d
1645, 1647 (TTAB 1987). There was no ambiguity caused by others confronting Petitioner that
might excuse its delay. See, Pumpkin Limited v. Seed Corps. , 43 USPQ 2d 1583, 1587 (TTAB
1997) The delay caused by Petitioners inaction necessarily affects the Board’s already crowded
docket in general, and the Board’s and the Registrant’s interest in a speedy resolution of this

matter. It increases the Board’s workload when it must devote time and resources to ruling on




motions resulting from avoidable delays, thereby affecting not just Registrant, but other litigants
before the Board and the Board itself as well. Old Nutfield Brewing Co. v. Hudson Valley

Brewing Co. 65 USPQ2d 1701, 1703 (TTAB 2002).

CONCLUSION

For the foregoing reasons, Registrant requests that the petition herein be dismissed with
prejudice. In addition, should the Board deny Registrant’s motion, Registrant requests that the

testimony period for Registrant in the position of defendant be reset.

Dated: New York, New York
September 26 , 2005

Respectfully submitted,

STEPHEN E. FELDMAN, P.C.
Attorneys fpr Respondent

Robert H.
12 East 41* Street

New York, New York 10017
(212) 532-8585
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Robert H. Morse

Stephen E. Feldman, P.C.

12 East 41* Street

New York, New York 10017
(212) 532-8585

CERTIFICATE OF MAILING
I hereby certify that this correspondence is being deposited (in duplicate) with the United
States Post Office as First Class Mail addressed to BOX TAB. NO FEE, Commissioner for
Trademarks, U.S. Trademark Office, P.O. Box 1450, Alexandria, VA 22313- 1450 on
September <27, 2005.

Robert H. Morse

CERTIFICATE OF SERVICE

I hereby certify and declare under penalties of perjury that I caused to be served a true
and complete copy of the foregoing papers by depositing the same into a mail box within the
exclusive control of the United States Postal Service with the correct postage addressed as
indicated below on September 27, 2005.

Gregory Chinlund

Marshall, Gerstein & Borun LLP
Sears Tower 6300

233 South Wacker Drive
Chicago, Ill. 60606-6357

Dated: New York , New York
September 27, 2005

Robert H. Morse




