Attorney Docket: 004640.00084

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Tishman Speyer Properties, L.P.

Petitioner,

Cancellation No. 92041204
V.

Registration No. 2504347
Lemer Enterprises Limited Partnership

Registrant.

ANSWER TO PETITION FOR CANCELLATION

Registrant, Lerner Enterprises Limited Partnership (“Registrant”), in Answer to Tishman
Speyer Properties, L.P’s (‘“Petitioner”) Petition for Cancellation, hereby admits, denies, defends
and elleges as follows:

1. Registrant is without knowledge or information sufficient to form a belief as to
the truth of the allegations asserted in Paragraph 1 of the Petition of Cancellation,
and therefore denies them.

2. Registrant is without knowledge or information sufficient to form a belief as to
the truth of the allegations asserted in Paragraph 2 of the Petition of Cancellation,
and therefore denies them.

3. Registrant is without knowledge or information sufficient to form a belief as to

the truth of the allegations asserted in Paragraph 3 of the Petition of Cancellation,

and therefore denies them.

TECH/254345.1

AN A

12-23-2004

U.8. Patent & TMOfc/TM Mail ReptDt. #66




|
|
1
|

TECH/254345.1

Registrant admits the allegations asserted in Paragraph 4 of the Petition of
Cancellation.

Registrant admits the allegations asserted in Paragraph 5 of the Petition of
Cancellation.

Registrant admits that the US PTO records show the information alleged in
Paragraph 6.

Registrant is without knowledge or information sufficient to form a belief as to
the truth of the allegations asserted in Paragraph 7 of the Petition of Cancellation,
and therefore denies them.

Registrant denies the allegations asserted in Paragraph 8 of the Petition of
Cancellation.

Registrant denies the allegations asserted in Paragraph 9 of the Petition of

Cancellation.

AFFIRMATIVE DEFENSES

The Petition for Cancellation fails to state a claim upon which relief can be
granted.

There is no likelihood of confusion between Registrant’s mark and the asserted
marks as evidenced by the differences in the marks; the differences in the
services of each party; the weak nature of Petitioner’s mark; the differing
channels of trade, customer bases, and the modes or media of marketing and
promotion for each party’s services; and other factors.

Petitioner’s Cancellation action is barred due to laches, acquiescence, and unclean

hands.
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4. Petitioner’s Cancellation is barred by the doctrine of waiver.
5. Petitioner has not suffered and will not suffer any loss or damage of any kind or

character as a result of Registrant’s conduct, any failure to act by Registrant, or

Registrant’s registration of Registrant’s mark.

6. Petitioner’s marks were not famous prior to Registrant’s use of the mark herein.

WHEREFORE, Registrant prays that the Petition of Cancellation be dismissed with

prejudice.

Respectfully submitted,

Date: /.;).;zs/oc/ /M@L_Cé

Wiliam E. Marames
Attomey for Registrant

ARENT FOX PLLC

1050 Connecticut Avenue, N.W.
Washington, DC 20036-5339
(202) 828-3471

maramesw(@arentfox.com
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CERTIFICATE OF SERVICE

\ I hereby certify that a true and correct copy of the foregoing ANSWER TO PETITION

OF CANCELLATION was served by First Class mail, postage prepaid, on counsel for

Petitioner:

Stephen W. Feingold, Esq.

Pitney, Hardin, Kipp & Szuch LLP
685 Third Avenue

New York, NY 10017-4024

on the 23rd day of December, 2004.

Jffer

Wifliam E Marames
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