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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

[

NS

CALIFORNIA BOARD SPORTS, INC., : %

Petitioner, ' c“ij

v. : Cancellation No. i"j;

SALOMON, S.A,, Reg. No.: 2,610,788 =
Respondent. .

PETITION FOR CANCELLATION
BASED UPON LIKELIHOOD OF CONFUSION

In the matter of the registration of the design trademark, Supplemental
Registration No. 2,610,788 (“Registrant’s Mark™), issued August 20, 2002 and owned by
Salomon, S.A., Lieudit “La Ravoire,” 74370 Metz-Tessy, France (“Registrant”) for
“shoes and boots” (“Registrant’s Goods™). California Board Sports, Inc., a California
corporation, having a principal business address of 7130 Convoy Court, San Diego,
California 92111 (“Petitioner”) believes Petitioner is being damaged and will continue to
be damaged by such registration and hereby petitions for the cancellation of Registrant’s
mark.

The grounds for cancellation are as follows:

1. Petitioner is the owner of the popular OSIRIS brand of skateboard shoes.
Petitioner has been producing its high-quality, popular line of OSIRIS skateboard shoes
since 1997. In September of 1998, Petitioner introduced the D3 model skateboard shoe,

which quickly became the top selling and the most popular OSIRIS shoe and one of, if

790694.02 1



-,

®»

not the most, popular skateboard shoes in the marketplace. Petitioner has sold many
millions of dollars worth of D3 shoes.

2. Petitioner owns several trademarks used in connection with its D3 model
skateboard shoe. One of Petitioner’s D3 Marks is comprised of four teardrop-shaped
loops of descending size (hereinafter “Loop Mark™). Another of Petitioner’s D3 Marks is
comprised of a combination of the Loop Mark and a multiple wave design (hereinafter
“Combination Mark”). Petitioner is owner of pending United States Trademark Application
Serial Nos. 76/124,259 (for the Loop Mark) and 76/329,864 (the Combination Mark)
(hereinafter collectively referred to as “Petitioner’s D3 Marks™), in International Class 25 for
skateboard shoes, which said marks have been used in interstate commerce since at least

as early as September, 1998. Petitioner’s D3 Marks are depicted below:

Petitioner's D3 Marks

3. Since September of 1998, Petitioner has expended millions of dollars
advertising, promoting and marketing its D3 model skateboard shoe and has experienced
tremendous sales success. Petitioner’s advertising, promotional and marketing materials
prominently display Petitioner’s D3 Marks, both of which function as strong indicators of
source. Petitioner advertises and promotes its D3 Marks through its catalogs, web site,
print media and through its sponsorship of many professional skateboarders and
skateboard events. Petitioner’s promotional efforts, along with the high quality of the

product itself, have made the D3 extremely popular and Petitioner’s D3 Marks extremely
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recognizable as identifiers of source. In fact, skateboard shoe retailers have recognized
Petitioner’s OSIRIS brand as one of the top skateboard shoes for the last two years. As a
result of Petitioner’s efforts, Petitioner’s D3 Marks have developed a valuable reputation
and substantial goodwill.

4. Registrant filed for registration for its design mark depicted below on an
intent-to-use basis on February 4, 1999 and claims a first use in commerce date of August
10, 1999. Registrant’s Mark was registered on the Supplemental Register on August 20,
2002.

Registrant’s Mark: Supplemental Registration No. 2,610,788
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5. On March 14, 2001, Petitioner’s Application Serial No. 76/124,259 for the
Loop Mark was rejected based upon on an alleged likelihood of confusion with Registrant’s
Mark. Following an attempt to overcome the refusal, Applicant’s mark was placed on
suspension pending the disposition of Registrant’s Mark, and as of the filing of this Petition
Petitioner’s application remains suspended.

6. Registrant’s Registration No. 2,610,788 has interfered with Petitioner’s
right to register its Loop Mark in connection with Petitioner’s Goods and, if the
registration is permitted to remain on the Supplemental Register, Petitioner will be

prevented from registering its Loop Mark in the United States Patent and Trademark

Office.
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7. Petitioner is likely to be damaged by the continued registration of
Registrant’s Mark, and unless the same is cancelled, such continued registration will
seriously impair Petitioner’s legal right to register Petitioner’s D3 Marks for use with
Petitioner’s Goods.

WHEREFORE, Petitioner prays that Registrant’s Mark, Registration No.
2,610,788 be cancelled.

Petitioner hereby authorizes the filing fee of THREE HUNDRED DOLLARS
($300.00) and any additional charges necessary to institute this proceeding to be debited
from the deposit account of Wolff & Samson. Account No. 06-2143.

This cancellation is being filed in triplicate by the undersigned attorneys at law,
duly authorized to represent Petitioner in this proceeding, pursuant to Trademark Rule

2.101(b).

Respectfully submitted,

CALIFORNIA BOARD SPORTS, INC.

o Al

Peter E. Nussbaum

Adam K. Derman

Michael R. Friscia

Joshua M. Lee

WOLFF & SAMSON

5 Becker Farm Road
Roseland, New Jersey 07068
(973) 533-6654

Attorneys for Petitioner
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Box: TTAB /lII///II//I/I//II/III////I//I// it

Assistant Commissioner for Trademarks

2900 Crystal Drive 09-23.200,
Arlington, VA 22202
Re:  Our File: 7789/6 Q
Canc. No.: o -
Petitioner:  California Board Sports, Inc. b R
Respondent: Salomon, S.A. &
Sir: = o
™=
Enclosed for filing in the United States Patent and Trademark Office is the following:
1. Petition for Cancellation (in triplicate)
2. Transmittal Sheet
3. Postcard receipt
CONDITIONAL PETITION

If any extension of time is required for the submission of the above-identified items,
Applicant requests that this be considered a petition therefor. Please charge any additional charges
or any other charges relating to this matter to the deposit account of the writer, Account No. 06-
2143. A duplicate copy of this letter is enclosed.

Respectfully submitted,

0/0 Peter E. Nussbaum
Date Wolff & Samson
5 Becker Farm Road
Roseland, NJ 07068-1776
enc. Tel: (973) 533-6654
Fax: (973) 740-1407
I hereby certify that this correspondence is being deposited with the United States Postal
Service, First Class Mail, postage prepaid, to the Assistant Commissioner For Trademarks, Box
TTAB, 2900 Crystal Drive, Arlington, VA 22202-3513 on September 20, 2002.

o Pl le

Peter E. Nussbaum
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