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BALANCE BAR COMPANY

Petitioner,

V. : Cancellation No.
: Registration No.: 2,431,508
NEWAYS, INC. : Mark: NEWAYS EXTREME
BALANCE
Registrant.
PETITION TO CANCEL

This Petition to Cancel relates to Registration No. 2,431,508 for the mark NEWAYS

EXTREME BALANCE in International Class 5, registered February 27, 2001, to Neways, Inc.

(hereinafter "Registrant" or “Neways”), a Utah Corporation located at 150 East 400 North,
Salem, UT 84653.

Balance Bar Company (hereinafter "Petitioner" or “Balance Bar Company”), organized
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and existing under the laws of the state of Delaware, located and doing business at Three take
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Drive, Northfield, Illinois 60093, believes it will be damaged by continued registration of the
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NEWAYS EXTREME BALANCE mark and hereby petitions to cancel the mark.
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The grounds for the petition to cancel are as follows:

1. Since at least as early as July of 1992, and long before Registrant’s use and

registration of the mark NEWAYS EXTREME BALANCE, Petitioner, through its predecessor,

began using the mark BALANCE® and has continuously used the mark in interstate commerce

in connection with nutritional food bars.
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2. Petitioner has exercised great care and diligence in the conduct of its business

activities in connection with the BALANCE® mark.

3. The BALANCE® brand of nutritional food bars has become one of the leading
food bar brands, with hundreds of millions of dollars in sales, millions of dollars in advertising
and promotion, and extensive unsolicited media attention. Thus, and as a result of the long,
extensive, continuous, and exclusive use aﬁd advertising of BALANCE® products, the
BALANCE® brand is extremely well-known among the consuming public and immediately
conveys to consumers the high quality of the food bar products sold under the BALANCE®

mark.

4. The long, exténsive, and continuous use of the BALANCE® mark by Petitioner
and the extensive advertising, promotion, and commercial success of BALANCE® products
have caused the BALANCE® mark to achieve enormous secondary meaning in the minds of
the public. Petitioner’s BALANCE® mark has achieved nation-wide recognition as identifying
goods originating with Petitioner, has achieved outstanding commercial success, and
constitutes a famous trademark entitled to the broadest scope of protection, including

protection against dilution within the meaning of 15 U.S.C. § 1125(c).

5. The BALANCE® mark is the subject of United States Trademark Registratiéms
Nos. 2,221,309 for BALANCE for “nutritional food supplements” and 2,205,287 for BALANCE
(design) for “food and nutritional supplements.” Said registrations are valid and subsisting,

and copies are attached hereto as Exhibit A.




6. Petitioner also has a pending application (passed by the Examiner and awaiting
publication) on file with the United States Patent and Trademark Office (Serial No. 76,194,400)
for the mark BALANCE for “food bars.” In that application, Petitioner claims a first use date of

1992.

7. On information and belief, Registrant began using the mark NEWAYS
EXTREME BALANCE (the “Registered Mark”) in February of 2000, long after Petitioner’s use

of its famous BALANCE® mark and long after Petitioner’s BALANCE® mark became famous.

8. Petitioner's rights in its famous BALANCE® mark are superior to Registrant's

rights in the Registered Mark, as Petitioner has priority of use.

9. Registrant’'s NEWAYS EXTREME BALANCE mark is identical in substantive
part to Petitioner’s famous BALANCE® mark, with the addition of the generic and/or

descriptive term “EXTREME” and Neways’ house mark NEWAYS,

10. The addition of Registrant’s house mark NEWAYS does nothing to dispel
confusion, but rather only creates the suggestion that Registrant’s product sold under the
NEWAYS EXTREME BALANCE mark is a subsidiary product of Petitioner’s famous
BALANCE® Bar product. In fact, the way Registrant actually uses the mark, EXTREME
BALANCE appears as a unitary mark, with the NEWAYS portion of the mark reduced to the
extent that it is barely visible from an arm’s length away. A photocopy of Registrant’s product

sold under the NEWAYS EXTREME BALANCE mark is attached as Exhibit B.




11.  The goods sold under the Registered Mark are identical to the goods sold under
Petitioner’s BALANCE® ‘mark. Both parties sell nutritional food bars under their respective

marks.

12. Due to the similarity of the Registered Mark to Petitioner’s famous BALANCE®
mark, and due to the identical nature of the goods sold under the Registered Mark to the goods
sold under Petitioner's BALANCE® mark, as well as the other factors that contribute to a
likelihood of confusion, the Registered Mark is confusingly similar to Petitioner's BALANCE®

mark within the meaning of 15 U.S.C. §§ 1114 and 1125(a).

13. Continued registration of the mark ULTIMATE BALANCE by Registrant will
dilute the distinctive quality of Petitioner’s famous BALANCE® mark within the meaning of 15

US.C. § 1125(c).

14. Petitioner is likely to be damaged by the continued registration of U.S.
Registration N 0. 2,431,508 within the meaning of 15 U.S.C. § 1064, as continued registration of
Registrant's mark will be in derogation of Petitioner's exclusive right to use its BALANCE®

mark.
WHEREFORE, Petitioner believes that it will be damaged by the continued registration
of Registration No. 2,431,508 within the meaning of 15 U.S.C. § 1064 and prays that this

petition be sustained.

This petition is being filed in duplicate. The filing fee of $200 is enclosed.
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BALANCE BAR COMPANY

By its attorneys
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an J. ORourke
Jenidr deWolf Paine
Proskauer Rose LLP
1585 Broadway

New York, NY 10036
Tel.: 212.969.3000
Fax: 212.969.2900
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Int. Cl.: S

Prior U.S. Cls.: 6, 18, 44, 46,/ 51 and 52

Reg. No. 2,221,309
Registered Feb, 2, 1999

United States Patent ;!ihd Trademark Office

TRADEMARK
PRINCIPAL REGISTER

BALANCE

BIO-ENGINEERED FOODS, INC. (DELAWARE
CORPORATION) .
1015 MARK AVENUE

CARPINTERIA, CA 43013

FOR: NUTRITIONAL FOOD SUPPLEMENTS,
IN CLASS 5 (U.S. CLS. 6, 18, 44, 46, 51 AND 52).

FIRST USE 7-12-1992; IN COMMERCE
7-12-1992.

OWNER OF U.S. REG. NO. 1,956,964.

SER. NO. 75-321,184, FILED 7-8-1997.

JOHN MICHOS, EXAMINING ATTORNEY




Int, Cl.: §

Prior U.S. Cls.: 6, 18', 44, 46, 51 and 52

Reg. No. 2,205,287

United States Patent and Trademark Office  Registered Nov. 24, 1998

TRADEMARK
PRINCIPAL REGISTER

BIO-ENGINEERED FOODS, INC. (DELAWARE
CORPORATION)

1015 MARK AVENUE

CARPINTERIA, CA 43013

FOR: FOOD AND NUTRITIONAL SUPPLE-
MENTS, IN CLASS 5 (U.S. CLS. 6, 18, 44, 46, 51
AND 52). :

BALANCE

¢

FIRST USE 7-12-1992; IN COMMERCE
7-12-1992.

OWNER OF U.S. REG. NO. 1,956,964.

SER. NO. 75-331,009, FILED 7-25-1997.

JOHN MICHOS, EXAMINING ATTORNEY
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1585 Broadway
New York, NY 10036-8299
Telephone 212.969.3000
PROSKAUER ROSE LLP Fax 212.969.2900
Steph:an R. Dwyer o
AR A Trademark Administrator
Direct Dial 212.969.441
07-19-2002 sdwyer@proskauer.com
U.S. Patent & TMOfe/TM Mail Rept Dt. #71
July 17,2002
BOX TTAB - FEE
o
Assistant Commissioner for Trademarks ‘:
United States Patent and Trademark Office r‘;‘
2900 Crystal Drive ~
Arlington, Virginia 22202-3513
=
Re:  Balance Bar Company X
Petition to Cancel 3
Mark: NEWAYS EXTREME BALANCE
Reg. No.: 2,431,508
Dear Sir:

Enclosed is a Petition to Cancel in connection with the above-referenced registration. Please
acknowledge receipt of the enclosed Petition to Cancel by stamping the acknowledgment card and
returning it to this office.

This request is being filed in duplicate as required by 37 C.F.R. Section 2.102(d).

Please charge all required fees to existing USPTO deposit account # 16-2500, referencing our file
number 41724-001. A duplicate copy of this cover letter is enclosed for your convenience.

Respectfully submitted,
/\j b\ A\
Stephen R. Dwyer

Enclosures

LOS ANGELES
WASHINGTON
BOCA RATON
NEWARK
PARIS
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