IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

)
Société des Produits Nestlé S.A., )

Petitioner, ) Registration No. 2,071,490
)

Vs. ) Cancellation No. 92040284
)
Linden Oaks Corporation, )

Respondent. ) IIﬂlllIIIIHIIIIIIIIIIIIIII!IIIIIIIHII!HIIHIII
056-01-2002
RESPONDENT LINDEN OAKS CORPORATION’S U8 Patant & MOt/ TM Mail Ropt g 411

MOTION FOR SUMMARY JUDGMENT

NOW COMES NOW the Respondent Linden Oaks Corporation, and moves the Board,
pursuant to Federal Rule of Civil Procedure 56, for summary judgment as to the claims in
Petitioner Société des Produits Nestlé S.A’s petition for cancellation. Based upon the facts in the

record, summary judgment as a matter of law is appropriate.

I hereby certify that this correspondence is being deposited with the
United States Postal Service as first class mail in an envelope
addressed to Assistant Commissioner for TradeMarks, Box TTAB,

2900 Crystal Drive, Arlingon, V, 03-3 pril 1.9 2002.
L2o%
Marc . Brown A
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A supporting Memorandum is filed herewith.

April 26, 2002

To:

Gary D. Krugman, Esq.
Sughrue, Mion, PLLC
Attorneys for Petitioner

2100 Pennsylvania Avenue, NW
Washington, DC 20037-3202
Telephone:  (202) 663-7484
Facsimile: (202) 293-7860

)

Respectfully submitted,

HARTER, SECREST & EMERY LLP

X

Stephen B. Salai, Esq.

Marc W. Brown, Esq.
Attorneys for Respondent
1600 Bausch & Lomb Place

Rochester, New York 14604-2711

Telephone:
Facsimile:

(585) 232-6500
(585) 232-2152
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. MEMORANDUM IN SUPPORT OF RESPONDENT
LINDEN OAKS CORPORATION’S MOTION FOR SUMMARY JUDGMENT

HARTER, SECREST & EMERY LLP
Stephen B. Salai, Esq.

Marc W. Brown, Esq.

Attorneys for Linden Oaks Corporation

1600 Bausch & Lomb Place

Rochester, New York 14604-2711

Telephone:  (585) 232-6500

Facsimile: (585) 232-2152
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INTRODUCTION

This is a trademark dispute between Petitioner Société des Produits Nestlé S.A.
(“Nestl¢”) and Respondent Linden Qaks Corporation in which Nestl¢ seeks to cancel
Registration No. 2,071,490 for the mark FAMILY RECIPE owned by Linden QOaks. Linden
Oaks is a wholly owned subsidiary of Agrilink Foods, Inc. and owns the FAMILY RECIPE
mark and the registration. (Malnor Aff,, §1). Agrilink Foods uses the mark pursuant to a license
agreement with Linden Oaks. Linden Oaks is the successor in interest to Dean Foods Vegetable
Company, the original owner of the mark and the registration.

Nestlé bases its Petition to Cancel Agrilink Foods” FAMILY RECIPE mark on the
following: (1) Nestlé has adopted the FAMILY RECIPE mark for frozen prepared entries and
meals and has filed an application to register the FAMILY RECIPE mark; (2) Linden Oaks has
discontinued its use of the FAMILY RECIPE mark for entries consisting of frozen vegetables
with pasta with no intent to resume such use, and has therefore abandoned the mark; and (3) the
continued use of the FAMILY RECIPE mark is causing Nestlé¢ damage because both Nestlé’s
and Linden Oaks’ marks are virtually identical and their goods are closely related.

Summary Judgment is warranted “if the pleadings, depositions, answers to interro gatories,
and admissions on file, together with the afﬁdavitsiif any, show that there is no genuine issue as
to any material fact and that the moving party is entitled to judgment as a matter of law.” FRCP
56. Linden Oaks moves for summary judgment based on the affidavit of Kevin Malnor and
attached exhibits, which demonstrate that Linden Oaks is still using its FAMILY RECIPE mark
on goods sold in interstate commerce and therefore has not abandoned. Thus, Linden Oaks is

entitled to judgment as a matter of law and its motion for summary judgment should be granted.




ARGUMENT
AGRILINK HAS NOT ABANDONED THE FAMILY RECIPE MARK
Under § 45 of the Latham Act, a mark is “abandoned”

When its use has been discontinued with intent not to resume such

use. Intent not to resume may be inferred from the circumstances.

Nonuse for 3 consecutive years shall be prima facie evidence of

abandonment. “Use” of a mark means the bona fide use of such

mark made in the ordinary course of trade, and not made merely to

reserve a right in a mark.
15 U.S.C. § 1127. Abandonment must be “strictly proved” by “clear and convincing” evidence,
which requires that the party asserting abandonment must prove that it is “highly probable” or
“reasonably certain” that a mark has been abandoned. Eh Yachi, LLCv. Egg Harbor, LLC, 84
F.Supp.2d 556, 564-566 (D.N.J. 2000), citing United States Jaycees v. Philadelphia Jaycees, 639
F.2d 134, 139 (3d Cir. 1981).

A single instance of use made in good faith is a sufficient defense against a claim of
abandonment of a mark. Carter-Wallace v. Procter & Gamble Co., 434 F.2d 794, 804 (9th Cir.
1970). Abandonment is not established when sales of a product merely decrease substantially.
See Bishop v. Equinox Int’l Corp., 154 F.3d 1220, 1222 (10th Cir. 1998)(determining that no
abandonment was found even though a trademark owner’s sales fell drastically during a five-
year period). “There is also no rule of law that the owner of a trademark must reach a particular
level of success, measured either by the size of the market or by its own level of sales, to avoid
abandoning a mark.” Person’s Co. v. Christman, 900 F.2d 1565, 1571 (Fed. Cir. 1990), citing
Wallpaper Mfrs. v. Crown Wallcovering Corp., 680 F.2d 755, 759 (C.C.P.A. 1982).

In the instant case, Linden Oaks and its predecessor have used the FAMILY RECIPE

mark continuously since it was introduced into commerce on September 1, 1996 until the

present. (Malnor Aff., 92, Exhibits 1-2). Linden Oaks has not abandoned the FAMILY RECIPE



mark. Linden Oaks presently has 4,801 cases of FAMILY RECIPE products in inventory to be
sold as of March 26, 2002 and the FAMILY RECIPE products are still in Linden Oaks’ price
list. (Malnor Aff., § 4, Exhibit 5).

Because Linden Oaks has not discontinued its use of FAMILY RECIPE mark on
products sold in commerce, Linden Oaks has not abandoned the FAMILY RECIPE mark. See
15 U.S.C. § 1127. Therefore, Linden Oaks’ motion for summary judgment dismissing Nestl¢’s

Petition for Cancellation should be granted.



CONCLUSION
Because Linden Oaks has demonstrated that there is no genuine issue as to any material
fact relating to its use of the FAMILY RECIPE mark and that it has not abandoned the FAMILY
RECIPE mark, Linden Oaks’ motion for summary judgment dismissing Nestlé’s petition for

cancellation should be granted.

Respectfully Submitted

April 26, 2002 HARTER, SECREST & EMERY LLP
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Stephen B. Salai, Esq.

Marc W. Brown, Esq.

Attorneys for Linden Oaks Corporation
1600 Bausch & Lomb Place

Rochester, New York 14604-2711
Telephone:  (585) 232-6500
Facsimile: (585) 232-2152
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HARTER*SECREST&EMERY
ATTORNEYS AND COUNSELORS
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April 29, 2002

Assistant Commissioner for Trademarks
Box TTAB No Fee

—2900 Crystal Drive

Arlington, VA 22202-3513
Société des Produits Nestlé S.A. v. Linden Oaks Corporation

Re:
Registration No. 2,071,490
Cancellation No. 92040284

TIAL

|
\

A

05-01-2002

U.S. Patent & TMOfc/TM Mail Rept Dt. #11

Dear Assistant Commissioner:
Please find enclosed the originals and two copies each of Linden Oaks Corporation’s Motion for

Summary Judgment, Memorandum of Law and supporting Affidavit with exhibits.

Very truly yours,

HARTER,

%rown

DIRECT DIAL: 585-231-6231
E-MAIL: MWBROWN@HSELAW.COM

</

MWB/dld
Enclosures

cc:  Gary D. Krugman, Esq.

SECREST & EMERY LLP

PHONE: 585.232.6500 FAX: 585.23z2.2152

1600 BAUSCH & LOMB PLACE ROCHESTER, NEW YORK 14604-271!
NAPLES, FLORIDA e

ALBANY, NEW YORK

FORT MYERS, FLORIDA

NEW YORK, NEW YORK

ROCHESTER, NEW YORK BUFFALQO, NEW YORK



