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IN THE UNITED STATES TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

920 o209

Benetton Group S.p.A. )
) ———
Petitioner, ) 0 O
) Cancellation No.
V. ) 11-14-2001
Nordic Gear, Inc. ) U.S. Patent & TMOfC/TM Mall ReptDt, #70
)
Registrant. )

PETITION FOR CANCELLATION
Benetton Group S.p.A., a corporation of Italy, located and doing business in Treviso,
Italy and successor in interest to Nordica S. p. A. believes that it will be damaged or injured by
the registration of the trademark NORDIC GEAR by Nofdic Gear, Inc. for the goods claimed in
Trademark Registration Nos. 2,027,298; 2,208,052; 2,219,945; and 2,147,424 and hereby

petitions to cancel the same.

As grounds for the petition to cancel, Petitioner alleges that:

\ ‘ 1. Petitioner is the owner of a number of federal trademark registrations for
NORDICA for, inter alia, clothing, sporting goods, outdoor gear, sunglasses, bags, briefcases,

: and shoes. The trademark registrations for the mark NORDICA owned by Petitioner include:

| - Registration No. 2,336,107 for "all purpose synthetic bags, rucksacks, briefcases," in
International Class 18; "caps, gloves, shirts, pants, polo shirts, wrist bands, headbands, sweaters,

sweat trousers, sweat jerseys with hoods, socks, ski-shoes, cyclist pants, shoes, ski boots, ski

boot gaiters," in International Class 25; "ski binding covers, ski goggles, ski cases,l skis and ski

poles," in International Class 28.

- Registration No. 1,140,419 for "clothing, namely, ski boots and apres ski boots," in

International Class 25.
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- Registration No. 1,636,804 for "shirts, headbands, sweaters, sweat jerseys with hoods,

socks, skishoes,” in International Class 25; "rucksacks and briefcases,” in International Class 18;

"sunglasses," in International Class 09.

- Registration No. 2,148,625 for "business consultation services, namely, offering

technical assistance in the preparation, establishment, organization, furnishing, and advertising of

sporting goods stores,” in International Class 35.
Registration Nos. 1,140,419 and 1,636,804 are incontestable. All of the above-referenced

registrations are valid and subsisting.

2. Petitioner, long prior to the adoption, use and registration of the name NORDIC

GEAR by Registrant, adopted and used the trademark NORDICA for a variety of products

including, inter alia, clothing, sporting goods, outdoor gear, sunglasses, bags, briefcases, and

shoes.
As a result of Petitioner's long use and registration of its NORDICA mark and its

3.
extensive advertising and promotion of clothing, sporting goods, outdoor gear, sunglasses and

other products under that mark, NORDICA has become exclusively associated with products
originating with Petitioner, has become extremely well-known to the pubﬁc, and has become

famous.

4, The mark NORDIC GEAR was registered by Nordic Gear, Inc. on the Principal

Register on the following dates for the following goods:
- January 26, 1999, Registration No. 2,219,945 for "automobile seat covers and seat belt

padding covers," in International Class 12.-




- December 8, 1998, Registration No. 2,208,052 for "toys and sporting goods, namely,

juggling balls, Christmas tree skirts, non-confectionery Christmas tree ornaments and hunting

gloves used in connection with holding hunting rifles," in International Class 28.

- March 31, 1998, Registration No. 2,147,424 for "sleeping bags and sleeping bag liners,"

in International Class 20.
- December 31, 1996, Registration No. 2,027,298 for "fleece blankets," in International

Class 24.

Count I - ABANDONMENT

5. On information and belief, Registrant does not use the mark NORDIC GEAR in

the United States on the goods identified in Registration Nos. 2,027,298; 2,208,052; 2.219,945;

and 2,147,424, has not done so for more than three years and has no intention to use the mark on

those goods in the future.

6. The continued maintenance of Registration Nos. 2,027,298; 2,208,052; 2,219,945;

and 2,147,424 for the goods identified in those registrations interferes with the Petitioner's use

and ability to register its mark NORDICA and thereby causes injury to Petitioner.

Count II - LIKELIHOOD OF CONFUSION
The marks of Petitioner and Registrant are nearly the same. The word GEAR is

7.
descriptive of the Registrant's goods leaving the word NORDIC as the commercially significant
term in the Registrant’s mark which differs from Petitioner's mark only by the letter A. Asa

result of Petitioner's registration and continued use of its trademark and service mark,

NORDICA has become internationally well-known and is a famous mark identifying Petitioner

and products and services that originate with Petitioner.




8. On information and belief, if Registrant uses the mark in the United States, the
consumer for the goods of Petitioner will be the same or similar coﬁsumer of Petitioner's goods
and services.

9. The goods associated with Registration Nos. 2,027,298; 2,208,052; 2,219,945;
and 2,147,424, are closely related or similar to and directed to the same market as the goods sold
by Petitioner under its NORDICA mark.

10. The continued maintenance of Registration Nos. 2,027,298; 2,208,052; 2,219,945;
and 2,147,424 on the Principal Register is likely to cause confusion, and it likely to deceive and
mislead consumers and should, therefore, be cancelled under Section 14 of the Lanham Act.
Count 11T - DILUTION

11.  Petitioner's NORDICA trademark is well-known and famous as defined in
Section 43(0) of the Trademark Act, 15 U.S.C. § 1125(c). NORDICA identifies Petitioner as the
source of goods bearing this mark.

12. The filing of the applications for Registration Nos. 2,027,298; 2,208,052,
2,219,945 and 2,147,424 and the issuance of the registrations themselves occurred well afier
Petitioner's NORDICA mark became famous. Registrant's use of the NORDIC GEAR mark will
also have occurred well after Petitioner's NORDICA mark became famous. Registrant's
continued use of the NORDIC GEAR mark and the continued maintenance of Registration Nos.
2,027,298; 2,208,052; 2,219,945; and 2,147,424 will cause dilution of the distinctive quality of

Petitioner's mark resulting in injury to the Petitioner.



WHEREFORE, Petitioner prays that this cancellation be sustained and that Registration

Nos. 2,027,298; 2,208,052; 2,219,945; and 2,147,424 for the mark NORDIC GEAR be

cancelled.
Respectfully submitted,

W

“W. Mack Webner
Paul M. Higgins
Dale R Harburg
Leigh Ann Lindquist
Sughrue Mion PLLC
2100 Pennsylvania Ave.
Washington D.C. 20037 -3213

Attorneys for Petitioner

Date: November 14, 2001
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Assistant Commissioner for Trademarks

2900 Crystal Drive
Arlington, VA 22202-3513

Re: Petition to Cancel

NORDIC GEAR

Registration Nos.: 2,027,298
L2080
,147,424

Qur Ref.: 10724099

Sir:
Enclosed herewith is a Petition to Cancel the registrations identified above. Please
institute the cancellation proceeding and send notice to the undersigned in due course. N

Enclosed is a check for $1,200.00 believed to be the fee for the cancellation. You are
authorized to charge any under or overpayment to the undersigned’s Deposit Account No. 19-

>

4880.
' )

Very truly yours, P

7 W. Mack Webner

‘WMW/PMH:lah

Enclosure: Petition to Cancel
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