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\ (L AT (U ¢ BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
y,
BENETTON GROUP, S.p.A,
Opposition Nos.: 106,726 (parent)
Opposer/Petitioner, 110,355
Opposition No.: 91150498

V. Cancellation No.: 40,209

NORDIC GEAR, INC,,

Applicant/Respondent.
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BOX TTAB - NO FEE
Assistant Commissioner for Trademarks

2900 Crystal Drive
Arlington, VA 22202-3513

OPPOSER'S/PETITIONER’S MOTION TO CONSOLIDATE PROCEEDINGS

Opposer/Petitioner, by its attorney, hereby requests that the above-identified proceedings

cabe comohdated and presented on the same record and briefs.
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;‘L & As grounds in support of this motion to consolidate, oppositions have been filed against
-
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\,«the regstratxon of Applicant’s/Respondent’s mark NORDIC GEAR for “socks, gloves, scarves

:{iid hﬁdbands” (Application Serial No. 74/643,782 which is the subject of Opposition No.

k'.'1 06,728); NORDIC GEAR for “travel bags, duffel bags and mesh shopping bags” (Application
Serial No. 75/227,880 which is the subject of Opposition No. 110,355); and NORDIC GEAR

Outdoor Gear/Outdoor Clothing for “clothing, namely, robes, sweat shirts, sweat pants, gloves,

socks, scarves, neck warmers, headbands and hats” (Application Serial No. 75/266,177 which is
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the subject of Opposition No. 91150498). Opposition Nos. 106,726 and 110,355 have already

been consolidated.

In addition, Opposer/Petitioner filed a petition to cancel (Cancellation No. 40,209)
against the registration of Applicant’s/Respondent’s mark NORDIC GEAR for “fleece blankets”
(Reg. No. 2,027,298); NORDIC GEAR for “toys and sporting goods, namely, juggling balls,
Christmas tree skirts, non-confectionery Christmas tree ornaments and hunting gloves used in
connection with holding hunting rifles” (Reg. No. 2,208,052); NORDIC GEAR for “automobile
seat covers and seat belt padding covers” (Reg. No. 2,219,945); and NORDIC GEAR for
“sleeping bags and sleeping bag liners” (Reg. No. 2,147,424).

All of the oppositions and the cancellation are based on Opposer’s/Petitioner’s asserted
prior use and registration of NORDICA in connection with a variety of products including,
clothing, sportswear, outdoor gear, sporting goods, bags, briefcases, sunglasses and footwear.
The oppositions and the cancellation have been brought under Sections 2(d) & (e) of the
Trademark Act as well as for dilution.!

Applicant/Respondent, in its answer to each of the oppositions and the cancellation, has

denied the salient allegations therein.

1 Although the Notice of Opposition in Opposition No. 106,726 does not make a Section 2(e) argument
expressly, the consolidation of that proceeding with Opposition No. 110,355, which does make such
an argument, effectively makes the Section 2(e) argument an issue in Opposition No. 106,726.

Further, although Cancellation No. 40,209 is the only proceeding to allege abandonment, this
additional issue does not impair consolidation. First, this issue can still be added to the other
proceedings. Applicant/Respondent has not answered any of Opposer’s/Petitioner’s discovery
requests, which request information on abandonment. Opposer/Petitioner has the right to amend its
allegations in these cases upon receipt and review of Applicant’s/Respondent’s responses. Second, the
abandonment issue is only one of four issues in these cases.
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Given the identity of the parties in the oppositions and the cancellation, and the common
questions of law and fact set forth in each case, it is submitted that the Board should consolidate
the oppositions and the cancellation so that they may be presented on the same record and briefs.

I Given that the testimony period has not begun in any of the cases, and that Opposer/Petitioner
l has yet to receive responses to its written discovery requests to Applicant/Respondent in any of
j the cases thereby requiring possible motions to compel, no prejudice or inconvenience to either
/ party would be caused by the consolidation. Further, consolidation is in the interests of judicial
/ economy and the orderly presentation and decision of these cases.
For the foregoing reasons, it is respectfully requested that this motion be granted and that
the Board order that the proceedings be consolidated.

Counsel for Applicant/Respondent has not consented to this motion.

Respectfully submitted,
BENETTON GROUP S.p.A.

Ny

/ W. Mack Webner
Dale R. Harburg
Paul M. Higgins
Attorneys for Opposer/Petitioner
2100 Pennsylvania Avenue, N.W.
Washington, DC 20037-3202
Telephone: (202) 663-7495
Facsimile: (202) 293-7860

Date: July // 2002



CERTIFICATE OF SERVICE

I, Paul M. Higgins, Esq., hereby certify that on July t \ , 2002 a true copy of the

foregoing OPPOSER’S/PETITIONER’S MOTION TO CONSOLIDATE PROCEEDINGS was

sent via facsimile and U.S. mail, postage prepaid to:

Afschineh Latifi, Esq.
Tucker & Latifi, LLP
160 East 84" Street

Suite 5-E
New York, NY 10028

SIS

Paul M. Fﬁgéirrs,“lisq.




