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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

) o
BENETTON GROUP S.p.A. ) S2040Z20 %
) Cancellation NW -
Petitioner, ) .:r;) '
) 2
v, 3 =
NORDIC GEAR, INC. ) =
) %)
Registrant. ) 3
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ANSWER TO PETITION FOR CANCELLATION

Box TTAB

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

Registrant, Nordic Gear, Inc. (“Registrant”) by and through its
undersigned attorneys of record answers Petitioner’s Petition for Cancellation as follows:

1. In answering the Petition, Registrant is without sufficient
information or knowledge to form a belief about the truthfulness of the allegations
regarding the Petitioner’s name, address, entity information and Petitioner’s belief that it

will be damaged by Registrant’s U.S. Registrations for its NORDIC GEAR mark, thus

denying same.
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2. Registrant is without sufficient information or knowledge to form a
belief about the truthfulness of the allegations contained in paragraph 1 of the Petition for
Cancellation, thus denying same.

3. Registrant is without sufficient information or knowledge to form a
belief about the truthfulness of the allegations contained in paragraph 2 of the Petition for
Cancellation, thus denying same.

4. Registrant is without sufficient information or knowledge to form a
belief about the truthfulness of the allegations contained in paragraph 3 of the Petition for
Cancellation, thus denying same.

5. Registrant admits that it is the owner of the U.S. Registrations for
its NORDIC GEAR mark listed in paragraph 4 of the Petition for Cancellation.

6. Registrant denies the allegations set forth in paragraph S of the
Petition for Cancellation.

7. Registrant denies the allegations set forth in paragraph 6 of the
Petition for Cancellation. |

8. Registrant denies the allegations set forth in paragraph 7 of the
Petition for Cancellation.

9. Registrant denies the allegations set forth in paragraph 8 of the
Petition for Cancellation.

10.  Registrant denies the allegations set forth in paragraph 9 of the
Petition for Cancellation.

11.  Registrant denies the allegations set forth in paragraph 10 of the

Petition for Cancellation.




12.  Registrant denies the allegations set forth in paragraph 11 of the

Petition for Cancellation.

13.  Registrant denies the allegations set forth in paragraph 12 of the

Petition for Cancellation.

AFFIRMATIVE DEFENSES

In view of the allegations set forth in the Petition for Cancellation, as well
as the responses and allegations of Registrant noted above, Registrant sets forth the

following affirmative defenses:

1. Registrant has been and continues to use its NORDIC GEAR mark

in connection with the goods covered under its U.S. Registration Nos. 2219945, 2208052,

2147424 and 2027298.

2. Petitioner fails to state a claim 1n its Petition for Cancellation for

which relief may be granted.
3. Petitioner’s NORDICA mark and Registrant’s NORDIC GEAR

mark are in no way confusingly similar.

4, Petitioner’s claims are barred by the doctrine of laches.

WHEREFORE, Registrant prays that the Petition for Cancellation be

dismissed in its entirety with prejudice.

Respectfully submitted,
Nordic Gear, Inc. «

fschineh Latifi, Fsq.

UCKER & LATIFI, LLP
Attorneys for Registrant
160 East 84™ Street

New York, NY 10028
Tel: (212) 472-6262

Dated: March 11, 2002
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CERTIFICATE OF MAILING:

1 certify that this document is being deposited on March 11,
2002 with the U.S. Postal Service “Express Mail Post Office to
Addressee” service under 37C.F.R. 1.10 and is addressed to:
Box TTAB, Assistant Commissioner for Trademarks, 2900
Crystal Drive, Arlington, Virginia 22202-3513.
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“Express Mail” Mailing Label Number




CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing ANSWER
TO PETITION FOR CANCELLATION was served by first class mail, postage prepaid,
on this 11™ day of March 2002 upon Petitioner’s attorneys:

W. Mack Webner
SUGHRUE MION PLLC
2100 Pennsylvania Avenue
Washington, D.C. 20037-3213

Dated: March 11, 2002

Afschineh Lytif -




AR A
03-12-2002

1.9, Patent & TMOfo/TM Mail Rept Dt #40

COUNSELORS AT LAW
160 EAST 84™ STREET
NEW YORK, NEW YORK 10028
212) 472-6262
(2121 744 - 6509 FAX

915 N. MANSFIELD AVENUE
LOS ANGELES, CA 900238
i323) 806-4190
1646) 349-2438 FAX

B e

ROBERT L. TUCKER
AFSCHINEH LATIFI (NY, CA & D.C.7

-
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BY EXPRESS MAIL

Box TTAB

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513

TuoCcrER & Lamiard, LIP / / R

100 JERICHO QUADRANGLE
SUITE 236
JERICHQO, NY 1{7563
(85161 942-5300
(5161 932-6050 FAX

March 11, 2002

Dear Sir:

Enclosed for filing please find Registrant’s Answer to the Petition for Cancellation

in the above-referenced cancellation proceeding,

Please file the attached Answer and acknowledge receipt thereof by date stamping

and returning the self - addressed enclosed post card.

Respectfully submitted,

CHINEH LATIFI



