IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Russell Asset Management, Inc.,

Petitioner/ Re: Registration No. 2,179,658 for RUSS

)
)
Counterclaim-Respondent ) WOMAN
)
)
)
V. ) CANCELLATION NO. 30,282
) (consolidated with Parent Opp. 117434)
L.C. Licensing, Inc. -

Registrant. 08-11-2003

U.8, Patent & TMOfe/TM Mall Rept Dt. #22

ANSWER OF RUSSELL ASSET MANAGEMENT, INC. TO COUNTERCLAIMS
FOR PARTIAL CANCELLATION

TO THE COMMISSIONER OF PATENTS AND TRADEMARKS:
Petitioner/Counterclaim-Respondent, Russell Asset Management, Inc. (“‘RAMI”),
for its Answer to the Counterclaims for Partial Cancellation responds as follows. In responding
below to the allegations set forth in the counterclaim, RAMI relies on use by its predecessors in
interest and its affiliates which inure to the benefit of RAMI.
1. In response to paragraph 7 (the first allegation in the First Counterclaim), RAMI admits
that at the time of filing this Answer, the specific design mark subject to Registration No.
1,177,390, is not in use in connection with some or all of the goods recited in said registration.
RAMI admits that the list of goods in Registration No. 1,177,390 is not restricted to specific
genders and ages.
2. In response to paragraph 8, RAMI admits that the list of goods in Registration No.
1,177,390 is not restricted to specific genders and ages. Except as otherwise admitted, the

allegations of paragraph 8 are denied.
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3. In response to paragraph 9, RAMI admits that the list of goods in Registration No.
1,177,390 is not restricted to specific genders and ages. Except as otherwise admitted, the
allegations of paragraph 9 are denied.

4. In response to paragraph 10, RAMI admits that it has abandoned the specific design form
of the mark subject to Registration No. 1,177,390 for girls or women, but denies that it has
ceased use of or abandoned any other variations of this mark or of constituent elements of this
mark; specifically, but without limitation, RAMI denies that it has abandoned the stylized “R”
with an eagle head (the “Eagle R logo”) or use of the words “Russell” and “Russell Athletic” for
any goods, genders, or ages. Except as otherwise admitted, the allegations of paragraph 10 are
denied.

5. In response to paragraph 11, RAMI states that this paragraph is moot in light of the
cancellation of Registration No. 1,177,390 on August 17, 2002. No response is therefore
believed to be required of RAMI.

6. In response to paragraph 12, RAMI admits that to the extent it has ceased using the
specific design stylization of the mark subject to Registration No. 1,177,390 for women or with
unisex clothing, it has abandoned the specific design stylization of the mark with respect to such
goods for girls and women but denies that it has ceased use of or abandoned the Eagle R logo,
the term “Russell”, or the terms “Russell Athletic”’. Except as otherwise admitted, the
allegations of paragraph 12 are denied.

7. In response to paragraph 13, RAMI states that this paragraph is a legal conclusion to
which admission or denial is not required. To the extent a response is required, RAMI denies the
allegations of paragraph 13.

8. In response to paragraph 14, RAMI admits that at the time of filing this Answer, it does

not presently use the mark RUSSELL ATHLETIC and design as shown in the specific




stylization subject of Registration No. 1,932,436 in connection with skirts, thermal underwear, or

capes for women. To all other extents, the allegations of paragraph 14 are denied.

© 9. In response to paragraph 15, RAMI denies the allegations asserted therein.

10. In response to paragraph 16, RAMI denies the allegations asserted therein.

11.  In response to paragraph 17, RAMI denies the allegations asserted therein, except that it
is admitted as to skirts in the specific stylization shown in the registration certificate, but not
otherwise.

12.  Inresponse to paragraph 18, RAMI states that this paragraph sets forth a legal conclusion
to which an admission or denial is not required. To the extent a response is required, RAMI
denies the allegations asserted therein with respect to any goods other than skirts.

13.  In response to paragraph 19, RAMI denies the allegations asserted therein, except that it
is admitted as to skirts in the specific stylization shown in the registration certificate, but not
otherwise.

14.  In response to paragraph 20, RAMI states that this paragraph is a legal conclusion to
which admission or denial is not required. To the extent a response is required, RAMI denies the
allegations of paragraph 20.

15.  In response to paragraph 21, RAMI admits that at the time of filing this Answer, the
specific design mark RUSSELL ATHLETIC GET TOUGH, subject to Registration No.
2,035,968, is not in use for women in connection with some or all of the goods listed in
paragraph 21 of the counterclaim. To all other extents the allegations of paragraph 21 are
denied.

16.  Inresponse to paragraph 22, RAMI denies the allegations therein.

17. In response to paragraph 23, RAMI denies the allegations therein.




18.  Inresponse to paragraph 24, RAMI admits that it has abandoned the specific design form

of the mark subject to Registration No. 2,035,968 for goods listed in paragraph 24 of the

iw counterclaim other than certain items still in inventory, but denies that it has ceased use of or

abandoned the Eagle R logo, the term “Russell”, or the terms “Russell Athletic”. Except as
otherwise admitted, the allegations of paragraph 24 are denied.

19.  Inresponse to paragraph 25, RAMI states that this paragraph sets forth a legal conclusion
to which an admission or denial is not required. To the extent that a response is required, RAMI
denies that cancellation in whole or in part is appropriate for any items still in inventory.

20. In response to paragraph 26, RAMI admits that to the extent it has ceased using the
specific design stylization of the mark subject to Registration No. 2,035,968 with respect to those
goods for women or unisex clothing not still in inventory, it has abandoned the specific design
stylization of the mark with respect to such goods for women. To all other extents, the
allegations of paragraph 26 are denied.

21.  In response to paragraph 27, RAMI states that this paragraph is a legal conclusion to
which admission or denial is not required. To the extent a response is required, RAMI denies the
allegations of paragraph 27.

22.  All of the allegations in the counterclaims asserted by Registrant are denied if not
expressly admitted.

WHEREFORE, Registrant prays that the Counterclaims be dismissed.

Respectfully sume
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// Linda A, Fricdpdan, Esq. (205) 521-8274
/ Nathan W. Johinson, Esq. (205) 521-8369
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1 OF COUNSEL:

+z BRADLEY ARANT ROSE & WHITE LLP
"~ 1819 Fifth Avenue North

Birmingham, Alabama 35203-2104

(205) 521-8000 (MAIN NUMBER)

(205) 521-8800 (FACSIMILE)

Attorneys for
RUSSELL ASSET MANAGEMENT, INC.




L CERTIFICATE OF SERVICE

" I hereby certify that I have this date served the above Answer to Counterclaims on
David B. Kirschstein, Esq.

by placing a copy of same in the United States Mail, first-class postage prepaid and addressed

to:
David B. Kirschstein, Esq.
Kirschstein, Ottinger, Israel & Schiffmiller, P.C.
489 Fifth Avenue
% N w‘;Z)rk, New York 10017-6105
on this // day o%@, 2003. 7

1/1081678.2
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l ' ONE FEDERAL PLACE
1819 FIFTH AVENUE NORTH

[ 1 ]
Bradley Arant BIRMINGHAM, AL 35203-2104
205.521.8000 FAX 205.521.8800
BRADLEY ARANT ROSE & WHITE LLp WWW. BRADLEYARANT.COM

Nathan W. Johnson

Direct Dial: 205.521.8369
Direct Fax: 205.488.6369

f AugUSt 11,2003 njohnson@bradleyarant.com

Via Express Mail EV193765196US U

Commissioner for Trademarks
Trademark Trial and Appeal Board
2900 Crystal Drive

Arlington, Virginia 22202-3514

08-11-2003

U.8. Patent & TMOfc/TM Mail Ropt Dt. #22

RE: Cancellation No. 30,282 — Parent Opposition No. 117434
Answer of Russell Asset Management, Inc. to Counterclaims for Partial
Cancellation

Dear Sir:

Please find enclosed the Answer of Russell Asset Management, Inc. to Counterclaims for
Partial Cancellation with respect to Cancellation No. 30,282, which has been consolidated with
parent case Opposition No. 117,434,

The Board’s Order of July 10, 2003 set a thirty (30) day deadline for filing the Answer.
The Answer is timely filed pursuant to 37 C.F.R. 1.7.

Please do not hesitate to contact the undersigned with respect to any questions regarding
this matter.

nwj/pjk =
Enclosure o

(49
cc: Linda A. Friedman

BIRMINGHAM HUNTSVILLE JACKSON MONTGOMERY WASHINGTON, DC




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Parent Opposition No. 117,434

Russell Asset Management, Inc., )
)
Petitioner/Counterclaim-Respondent ) Registration No. 2,179,658 for
) RUSS WOMAN
V. )
) Cancellation No. 30,282
L.C. Licensing, Inc. )
)
)

Registrant.

Commissioner for Trademarks
Trademark Trial and Appeal Board
2900 Crystal Drive

Arlington, Virginia 22202-3514

CERTIFICATE OF EXPRESS MAILING

I hereby certify that the items detailed below are being deposited on August 11, 2003, with the "Express
Mail Post Office to Addressee” service of the United States Postal Service in an envelope marked
EV193765196US, with sufficient postage, and addressed to the United States Patent and Trademark
Office as noted above.

Cover Letter 1 p

Answer of Russell Asset Management, Inc. to Coul &rclaims

for Partial Cancellation

3. Return Postcard

4. Certificate of Express Mailing / Dep
7

Included are:

N —

August 11, 2003

Date N?;}f?a{/ “Johnson /
A /éy for Russell A&set Management, Inc.

V7

AUTHORIZATION 2!{(/) CHARGE DEPOSIT ACCOUNT
If, after processing the enclosed items, any charges, fees, or sums due/r'émain unpai connection with
this correspondence, | hereby authorize the Director of the United 2 Ates Patent apg rademark Office to
charge all such remaining fees, charges, and other sums due to /umber 500954.

/L
August 11, 2003 /; % -
Date Nag}’ A W. Johnson

;A orized U7eposit Account

EV193765196US




