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I. DESCRIPTION OF RECORD

The evidence of record consists of the following:

1.

Trial testimony deposition transcript of Stephen Charles Downing, and exhibits thereto,
taken by Respondent on August 9, 2002. Stephen Charles Downing is the Secretary and
CEO of Petitioner, Truckee Brewing Company.

Testimonial Declaratioﬂ of Eric Bledsoe, and exhibits thereto, faken by Respondent on
August 9, 2002. Eric Bledsoe is a founcier and CFO of Respondent, Lake Tahoe Brewing
Company, Inc.

Rebuttal testimonial declaration of Ste};hen C. Downing, taken by Petitioner on September
23,2002.

Documents identified in and enclosed with Petitioner’s Notice of Reliance, filed on August
4,2001.

Documents identified in and enclosed with Petitioner’s Supplemental Notice of Reliance,
filed on May 15, 2002.

Documents identified in and enclosed with Respondent’s Notice of Reliance, filed on

August 9, 2002.




II. QUESTIONS PRESENTED

The only issues before the Board are:

1.

(V3

Has Petitioner sustained its burden of proof in establishing that Respondents’ mark LAKE
TAHOE BREWING COMPANY & Design is geographically deceptive under 15 U.S.C.
1052(a)?

Has Pétitioner sustained its burden of proof that Respondent provided misleading
information in its application to register its LAKE TAHOE BREWING COMPANY mark
so as to provide a basis for cancellation?

Should Petitioner be barred from cancelling Respondent’s registration under the equitable

doctrine of laches?




III. RECITATION OF FACTS

In 1990, Eric Bledsoe, Robert Curtis and Everett Charles began to develop recipes for a
variety of craft beers. The group of men worked principally from Everett’s home in Donner Lake,
California, which is located approximatelle miles from Lake Tahoe, California. After
experimenting with numerous recipes. over the course of roughly one year, they achieved what
they believed to be a superior beer product. Friends of the aspiring brewmasters were so
enthusiastic about the beer that the three men decided to form a brewing company and to call it
Lake Tahoe Brewing Company. [Testimonial Declaration of Eric Bledsoe, | 2]

Their preliminary plans were to épen a brew pub and to corﬁbine beer-making skills with a
restaurant business. They were entirely committed to a long-lasting relationship with the Lake
Tahoe area and to finding a facility suitable for brewing beer on a commercial scale until 1999.
[1d., 99 3, 5'] To that end, on fuly 15, 1992, Rob Curtis and Eric Bledsoe formed a limited
partnership and registered both Lake Tahoe Brewing Company and Tahoe Brewing Company as
fictitious business names with Placer County California. [Id., § 4, and Ex. A thereto]

On or about September 14, 1992, Respondent filed an intent-to-use application for federal
registration of the trademark Lake Tahoe Brewing Company; [Id., § 4, and Ex. B thereto] From
the formation of the business, and at the time of filing the initial application for tradernark,
Respond¢nt intended to brew beer in a brew pub in one of the towns in the immediate vicinity of
Lake Tahoe. For several years thereafter they diligently sought opportunities for establishing a
brew pub and microbrewery in Tahoe City, California. or a nearby town, but they were unable to

conclude a financially viable contract for their purposes. [Id., at Y 3, 5]
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Respondent’s initial effort at obtaining a fegistration was unsuccessful, as the mark was
finally rejected by the Office as primarily geog:raphically descriptive. Respondent allowed the
original application go abandoned in November of 1994, and shortly thereafter, on January 5,
1995, Réspondent filed a secbnd application for registration of the LAKE TAHOE BREWING
COMPANY mark. |

-Iﬁ mid-1993, Respondent sought to buy beer making equipment sufficient to commence |
beer production on a scale sufficient for commercial distribution. Company principals approached
David Hamden of Golden Pacific Brewery in Emeryville, California. Mr. Hyde suggested that we
contact David Harnden, president of Golden Pacific Brewery. After a consideration of purchases
and business objectives with Mr. Harnden, it was clear that it would be most advantageous to
have Golden Pacific produce Requndent’s beer (at least initially), and Lake Tahoe Brewing
Company would distribute the beer in the Lake Tahoe region. [Id., ] 7-8]

Respondent secured the necessary BATF permits for the wholesale of beer, and onvMay '

-14, 1993, in anticipation of product launch, secured and signed a lease for warehouse spacc at
1730 Hwy 89, Mo miles immediately outside Tahoe City, Califomia; Respondent used the

_ waréhou‘se to store beer for distribution in the Lake Tahoe region and to other nearby areas in
Northern California. The warehduse has been used for this purpose since May 1993, and in
approximately 1995 Respondent also began to use the warehouse to conduct test brews and to
develop beer recipes. [Id., 9 9-11]

On August 18, 1993, Respondent, dba Tahoe Basin Beverage, was issued its license as a

beer and wine wholesaler. [Id., § 12, and Ex. F thereto]

Between May 31, 1993, and August 18, 1993 Respondent worked with Golden Pac1ﬁc




Brewery to perfect its execution of Respondent’s recipes. Everett Charles had devoted extensive
time with the Golden Pacific Brewery brewmaster to ensure that the recipes were faithfully
followed and that the product was consistent with the standards it had set while brewing at
Donner Lake. {Id., § 13]

On August 18, 1993, Respondent traveled to Emeryville, collected its first production of
beer in kegs, and took them to its Tahoe City warehouse. That night it distributed beer to its first
customers, all local pubs and restaurants. [Id., ] 14]

On September 16, 1993, Respondent was featured in an article about beer makers in the

" Truckee-North Tahoe area. Despite the fact that Respondent’s principals told the writer of the
article fhat its beer was produced in Emeryville, the journalist treated Respondent as the producer
of the its beer. [Id., § 16] In fact, Respondent during the time it produced beer under contract, it
always made it abundantly cleér that our beer was not brewed in Tahoe City. Mofeover,
Respdndent has always been candid about its brewing arrangements: It developed its concepts,
recipes, distribution network and clients, and handled its administrative matters from Tahoe City;
but because of delays in funding and founding the brew pub and microbrewery, and due to
demand that exceeded its ability to produce beer locally, Respondent initially had to brew
somewhere out of the immediately Lake Tahoe region. [Id., I{ 15-16, and Ex. G thereto]

Respondent has always acted in good faith in presenting its prbducts to the publicand in
the use of its trademark in connection with its products. For instance, as soon as Respondent had
product available for customers, beginning in 1993, it also provided promotional material, images,
table talkers, table tents, tap handles, and the like, much of which advised ‘consumers of its

brewing arrangements. An example is the “Our Story” written material , which was printed on




table tents for diSplay in pubs and restaurants, which explicitly told consumers that it’é beer was
brewed by Golden Pacific in Eméryville. Respondent and Respbndent’s mark has not deceived
consumer’s into believing that its beer was brewed in Tahoe City. This table tent material was
printed and provided to establishment owners who served Respondent’s beer and who would
agree to display the materials on their premises. [Id., ﬂ 17-18, and Ex. H thereto] Exhibit H was
provided as a specimen to the Patent and Trademark Office in connection with Respondent’s
second application for registration of the trademark at issue (filed January 5, 1995). [Id., § 18, and
Exhibit I thereto].

Respondent’s business grevs) steadily between late 1993 and early 1994. In May of 1994 it
infroduced a bottled beer named Crystal Bay Red Ale; and in compliance with BATF regulations,
Respondent provided brewing information on the carton used for the beer. It also provided six-
pack insérts which were slipped.into the six-packs and sandwiched between a bottle and the
carton so that they stood out conspicuously. [Id., 20, and Ex. J thereto] This promotional
material clearly advised the cénsumér that Respondent’s beer was brewed by Golden Pacific
Bréwery in Emeryvillé. In its i)romotional material Respondent continued td express hope that it
would soon open a Lake Tahoe brewery. |

When Réqundent began business in 1992, there were only two brewpub and/or
microbreweries in the immediate Lake Tahoe area — Truckee Brewing Company (Petitioner’s
microbrewery), and the Brewery at S(juth Lake Tahoe. As of 1996, Respondent knew of only
three microbreweries and/or brew pubé, including Respondent, Tfuckee Brewing Company, and
the Brewery at South Lake Tahoe. Between 1996 and the present, severél microbreweries were

established in the region, but most failed and as of the fall of late summer 2002, there were only
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four microbreweries and/or brewpubs in the Lake Tahoé area: Truckee Brewing Company, Mt.
Talac Brewing Co., the Brewery at South Lake Tahoe, and Respondent (having established its
brewpub in Stateline, Nevada’ in December 1999. [Id., § 23]

. The Lake Tahoe area has not established itself as an area’known for microbreweries
and/or brew pubs. Many other areas are known for the number and quality of their craft
breweries, including San Diego, San Francisco, Portland, Oregon, and Den§er, Colorado.
Consumers would not associate Lake Tahoe with créft beers. [Id., § 23]

On December 22, 1999, Respondent pﬁchased a former brew pub, the Borderhouse
Brewery, which had failed financially, and was finally able to open a brew pub on the North Shore
of Lake Tahoe, in Stateline, Nevada. Since that time, after many years of attempting to establish a
brew pub on the shores of Lake Tahoe, Respondent has been brewing a full range of craft beers
on its premises and distributing it in kegs to local establishments. [Id., § 24]

-R‘esp‘ondent continues to contract with some outside breweries for the brewing and .
bottling of several of its favored styles, and to this day its distribution of contract brewed beer is
handled exclusively from the warehouse immediately outside Tahoe City. [Id., § 25]

Respondent, an award winning craft b'eer producer, maintains that consumers are likely to
purchase'beers that are well crafted and taste good, and even more likely to purchase beers that '
professional panels of blind tasters adjudge to be good. At the 1998 Great American Beer
Festival, the judging for which is conducted.by a brofessional panel of 82 internationally-
renowned judges, Responaent won a bronze medal for its Hurricane Bay Stout, brewed at Golden
Pacific Brewery using East Bay MUD water. At the 1998 World BeerA Championships,

Respondent won bronze medals for both Tahoe Red and Hurricane Bay Stout, and a silver medal
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for its Winter Alo, again broweo at Golden faciﬁc, using East Bay MUD Qater. At the 2000
California State Fair Commercial Craft Brewing Competitiori Respondent won ei gold medal for
-its Meeks Bay Kolsch, in the category of mixed styles; a‘silver medal for the Emerald Bay Pale
Ale, in the pale ale American‘ceitegory; and a bronze award for its Faceplant Barleywine, in the
category of strong ales and baileywines. There is no evidence that Truckee Brewing Company has
ever won an award in a major beer tasting competition, despite Petitioner’s belief that “a
consumer is more likely to purchase a beer he or she believes is made from Lake Tahoe area.
Wator, rather than a beer made from t}ie water in one of California’s major urban areas, such as
that surrounding San Francisco, which is downstream from agricultural regions and other cities.”
[See Testimonial Declaration of Stephen C. Downing, § 9, Exhibit G to Petitioner’s Supplemental
Notice of Reliance.] It is W_ellik_nown that San Francisco water comes largely from the Hetch
Hetchy reservoir, which is filled by Sierra snow melt, and East Bay MUD gets its water from the
Sierra snow pack. [Testimonial Declaration of Eric Bledsoe, § 26]

Froril August 18, 1993 until December 1, 1999,.at no time did Petitioner ever indicate an |
opposition, complaint, concern, or protest to Respondent’s use or registration its mark.
Accordingly, from August 18, 1993 until December 1 1999, a period of over six years,
Respondent used the mark at issue in an open fashion and entirely uncontested. Petitioner and
Resporident are in a small commercial market. [1d., § 27]

Registration of the LTBC mark at issue became effective on January 16, 1996. At no time during
prosecution oi’ the appiioation for registration of the mark at issue, nor at any time until service of
the petition in this case, did LTBC ever receive.any indication from any party of an objection to

LTBC’s trademark registration. [Id., § 28]
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During the time period bf August 1993 to the present, Respondent has built up a valuable
businéss and good will arpund its registered mark during the time period in which Petitioner ﬁever
objected to Respondent’s use or registration. Petitioner was aware of Respondent’s use years
before filing the instant petition, but delayed in filing until after it was refused registration. of v its

own mark. [Rebuttal Testimonial Declaration of Stephen C. Downing, 2]

13




IV. ARGUMENT

A. Cancellation of a Valuable Registration Should Be Granted Only with Due Caution
and After a Most Careful Study of All the Facts

A registrant in a cancellation proceeding is entitled to the prima facie presumption that the
registration and the mark are ;/alid, that the registrant is the owner, and that registrant has the
exclusive right to use the mark. Lanham Act § 7(b), 15 U.S.C. 1057b; Lanham Act § 33,15
U.S.C. § 1115a. See also Wincharger Corp. v. Georator Corp., 157 USPQ 212 (TTAB) 1968.
Accordingly, cancellation of a valuable registration around which a valuable business good will
has been built, should be granfed only with “due caution and after a most careful study of all the
facts.” Rockwood Chocolate Co. v. roﬁ’man Candy Co., 372 F.2d 552, 152 USPQ 599 (CCPA
1967); Prince Dog & Cat Food Co. v. Central Nebraska Co., 305 F.2d 904, 134 USPQ 366
(CCPA 1962); St. Louis Janitor Supply Co. v. Amerace Corp., 165 USPQ 21 (TTAB 1970). The
CCPA has indicated that in cancellation proceedings:
The [respondent] ... is ori'e who has obtained substantial rights from the
Government upon or about which he may have built a large and, of course,_
legitimate business. The cancellation of one’s trademark may prove destructive to
the business built about it. Surely, no registration should be cancelled hastily and
without a most careful study of all the facts.

Application of Myers, 201 F.2d 379, 96 USPQ 238 (CCPA 1953).

In the instant case, Respondent first began using its mark in commerce in August 1993. It
continued to develop its craft beers and eventually reached a point of success sufficient to support

the establishment of a brew pub in the Laké'Tahoe area, as it had always planned. Respondent’s

production has increased yearly and its bottled products enjoy wide distribution in parts of
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Northern California and Nevada. It has Won numerous medals for its beers sold under its mark
and has_otherwise developed _signiﬁcant and valuable business good will around the mark. It
would work an extreme prejudice to Respondent’s business to lose its régistration. Accordingly,
the mark at issué should not be cancelled without due caution.
‘ 4 B. Petitioner’s Proof in the Instant Case Is Limited to Issues Raised in the Petition to
Cancel, and Cancellation Under 15 U.S.C. 1052(e) Has Not Been Pleaded by
‘ : Petitioner
It is axiomatic that the issues ét trial are framed by the pleadings, that a petitioner in an
inter partes proceeding is bound to the grounds pleaded in its petition to cancel, and that neither
an administrative tribunal nor the courts will consider grounds not raised in the pleadings.
Midland International Corp. v.-Midland Cooperatives, Inc. 58 CCPA 756, 434 F.2d 1399, 168
USPQ 107 (1970); Robert Hall Clothes, Inc. v. Studds, 48 CCPA 831, 286 F.2d 615, 128 USPQ
542 (1961).

In the instant case, in its Petition to Cancel, Petitioner pleaded the following grounds for
cancellation of Respondent’s mark (please note: paragraph numbering did not appear in
Petitioner’s Petition and is added only £o aid in reading):

a. The Lake Tahoe Brewing Company’/s Mark is causing confusion in the
market place. The Mark was ék;tained and is being used improperly. Its continued use is
harmfully [sic] to our company and the consumer.

b. The oWner,of the Mark did not disclose in its application that the sole use

of the Mark was on products produced by others.

c. The owher of the Mark made a false statement in its application when he

[sic] stated that “...to the best of his knowledge and belief no other person, firm,
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| corporation, or aSsociation has the right to use said mark in commerce, ...”
d. The first use in commerce was by others aﬁd deceptive. The use does not
inure to the owner. When a Mark is merely the name of the owner of the Mark the
use of the Mark on products not made by the owner is deceptive. |
€. The ﬁrsf use in commerce was by others and iliegal and does not inure to
the owner. BATF regulation [sic] prohibit the use of Geographic Brand Names
when thé product is not made in the region. (Title 27, Chapter 1, Part 7"; Section
7.24(h),)
f. The Mark is deceptive. Lake Tahoe Brewing Company is not a brewery
and has never made beer. |
g. The Mark is Geographically Deceptive pursuant to § 2(a) of the Trademark
Act.
(1) The primary significance of the mark is geographic. The words “Lake
Tahoe” and a map of the Lake are the dominate [sic] featqres of the Mark.
(2) Purchasers think that the producfs are made in the Lake Tahoe region.
Thereisa goods/place relationship. Goods of I‘CL 032 are and have been made in
 the region since 1863; and BATF regulations prohibit geographic misbranding, a
fact known to the consumer.
(3) The products on which the mark is used and refers do not originate in
the Lake Tahoe region.
(4) A purchaser’s erroneous belief as to Lake Tahoe being origin [sic] of

the goods materially affects the purchaser’s decision to buy Lake Tahoe labeled
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products because Lake Taﬁoe is famous .and knoWn for the quality of the water
found in the region. And tourists in the region pick a“‘Lake Tahoe Brewing
Company” product over others because of the erroneous belief that it is a local,
frésher product, and not made in an industrial area by a large brewery.
h. The case for cancellation is solely based on legal averments concerning the
activities of the owner of the Mark and his [sic] associates.
See Petition to Cancel, pages 1-2.
| Because of the express allegation of a ground for cancellation under Trademark Act
Section 2(#), from the commencement of this action, and throughout its history, it has always
been understood by Respondent that Petitioner claimed Respéndent’s mark was geographically
deceptive, not that it was geographically deceptively misdescriptive. As is well established, the
distinction between marks that are primarily geographically deceptively misdescriptive under 15
U.S.C. §1052(e)(3) and those that are deceptive under §2(a) is whether the fact that the mark
identifies a place from which the goods or services do not cl)riginate is likely to be material to
consumers’ decision to purchase the goods or use the services. See In re House of Windsor, Inc.,
221 USPQ 53 (TTAB 1983), recon. dem’éd, 223 USPQ 191 (TTAB 1984), in which the
Trademark Trial and Appeal Bsard provided the following guidance in assessing whether the
deception is material:
| In embracing a “materiality” test to distinguish marks that fall within the
proscription of Section [2(e)(3)] from those that fall also within the proscription of .
Section 2(a), we are really saying no more than that we must look to the evidence
that has been presented about the probable reaction of purchasers to a particular
geographical term when it is applied to particular goods. If the evidence shows

that the geographical area named in the mark is an area sufficiently renowned to
lead purchasers to make a goods-place association but the record does not show
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that goods like applicant’s or goods related to applicant’s are a principal product
of that geographical area, then the deception will most likely be found not to be
material and the mark, therefore, not deceptive. On the other hand, if there is
evidence that goods like applicant’s or goods related to applicant’s are a principal
product of the geographical area named by the mark, then the deception will most
likely be found material and the mark, therefore, deceptive.

Respondent’s approach to discovery and trial has been predicated on the limited issue of
geographic deceptiveness and thus on the understanding that Petitioner would be required to
produce evidence that purchasers’ erroneous beliefs as to the geographic origin of the gobds
would materially affect the purchasers’ decisions to buy the goods. Because Petitioner has never
provided anything other than self-serving statements to that effect, Respondent has not conducted
investigations or discovery directed to this element of the ground for cancellation. For Petitioner
to now claim that the mark is also geographically deceptively misdeécriptive inequitably broadens
the scope of issues presented and gives it an ﬁnjust advantage in establishing a ground under
Section 2(e) with a subset (and fewer essential elements) of the essential elements under Section
2(a). Accordingly, it is submitted that Petitioner should be limited in its proof to the issues raised
in its petition and should not now be allowed to allege and submit proof of geographic deceptive

misdescriptiveness.

C. Respondent’s Mark is Presumptively Valid and Petitioner Must Rebut this
Presumption by a Preponderance of the Evidence

As noted above, Respondent’s mark is presumed to be valid, and because a presumption
of validity attached to the registered mark; Petitioner must rebut the presumption by a
preponderance of the evidence. West Florida Seafood, Inc. v. Jet Restaurants, Inc. 31 F.3d 1122,

31 USPQ2d 1660 (Fed. Cir. 1994).
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D. Petitioner Has Failed to Sustain Its Burden of Proof that Respondent’s Mark Is
Geographically Deceptive Because Petitioner Cannot Establish that Purchasers’
Erroneous Belief as to the Geographic Origin of the Goods Would Materially .
Affect the Purchasers’ Decisions to Buy the Goods
In order to establish that Respondent’s mark is geographically deceptive under 15 U.S.C.
§ 1052a, Petitioner must establish the following facts by a preponderance of the evidence:
1. the primary significance of the mark is geographic;
2. purchasers would be likely to think that the goods originate in the geographic
place identified in the mark, i.e., purchasers would make a goods/place association;

3. the goods.do not originate in the place identified in the mark; and

4. purchasers’ erroneous beliefs as to the geographic origin of the goods would

-materially affect the purchaser’s decisions to buy the goods.

Under the Board’s present materiality test in distinguishing geographically misleading

~ marks within Section 2(a) from those :within Section 2(e)(2), deception may be found to be

“material” when the goods are a “principal product” of the geographical area named by the mark
and U.S. consumers are likely to know that. In re House of Windsor, Inc., 221 USPQ 53 (TTAB)
1983), reconsideration denied, 223 USPQ 191 (TTAB 1984).

The Federal Circuit apﬁroved the materiality test applied by the Board and indicated that a
term is geographically deceptjve under § 2(a) if it is primarily geographically misdescriptivé under
§ 2(€)(2) and “additionally showing that the geographic misdescriptiveness is material to the
decision to purchase the goods so marked. Institut National des Appellations D’Origine v.
Vintners International Co., 958 F.2d 1574, 22 USPQ2d 1190, 1195 (Fed. Cir. 1992).

Petitioner has offered nothing more than self-serving assertions that the Lake Tahoe
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region is renowned for microbréweries. As set forth in Respondent’s Testimonial Declaratién,
many microbréweries have coﬁe and gone in the Lake Tahoe area. When Respondent first applied
for reg.istration of its mark in 1992, there were only two microbreweries in the immediate Lake
" Tahoe area, including Petitioner’s brewefy and another at Sduth Lake Tahoe. Respondent cannot
at all be said to be attempting to “ride the coattails of an established reputation of the real Lake
Tahoe area brewers,” particularly in view of the fact that no reputation existed at that time. While
it is admitted that many boutique breweries have come and gone over the years in the Lake Tahoe
area, Respondent, itself an award winning producer of cfaft beers, does not regard Lake Tahoe as
having any influence on consumer purchasing decisions; rather, it is the quality of beer that
influences purchasers’ decisions. [See Testimonial Declaration of Eric Bledsoe, § 23-24.]
Because Petitioner has not provideci e\}idence that the geographic significance of
Respondent’s rﬁark is material to the decision of consumers to purchase Respondent’s products, it
is subnﬁﬁed that Petitioner has failed to meet its evidentiary burden on this point. Accordingly,
cancellation based on geographic deceptiveness must be refused.
E. Respondent Provided True and Accurate Information in Its Application for
Registration of Its Mark, thus Applicant Is Not Entitled to Cancellation of
Respondent’s Mark Based on Respondent’s Provision of Misleading Information
to the Office
At the time of its initial ITU application for registration of LAKE TAHOE BREWING
COMPANY on September 14, 1992, Respondent had a good faith intention to establish a brew

pub in the Lake Tahoe area. Due to financial constraints and beer production requirements, it

would be years before that dream came to pass. In the meantime, except for actual beer

production itself, Respondent conducted all of its company operations, including recipe
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development, marketing, distributior'i, and so forth, from its Tahoe City warehouse. At the time of
its second application for registration of its composite mark in 1995 , Respondent regarded itself
as a brewing company located at Lake Tahoe, as did others who knew that Respondent’s beer
was produced by Golden Pacific Brewery.in Emeryville.

Petitioner has tried to characterize Respondent as acting in bad faith through misleading
branding of its beer [see, e.g., Petitioner’s Opening Brief, p. 17 and fn. 5]. It is respectfully
- submitted that Petitioner mischaracterizes Respondent’s conduct. Respondent always believed
that it would locate its brewery in the Lake Tahoe area, made and consistent and diligent effort to
do so, and until it had done so conducted such a substantial portion of ies company activities in
Tahoe 'City, including recipe development, that Respondent’s principals, and those who knew
Respondent actually brewed its beer “off the hill” nevertheless regarded it as a Lake Tahoe
product. This is perhaps not unlike Americans who regard Honda automobiles manufactured in
Alabama as Japanese cars because the engineering and manufacturing systems are Japanese in
origin. Similarly, the “engineering” (i.e., recipe development) of Respondent’s beer took place in
Lake Tahee, and the production practices were developed thefe as well, while the manufaeturing
(read: brewing) took place in Emeryville. In- cases such as the present one, the notion of “coming
from” a particular area is rﬁore nuanced than simply where the product is brought to physical |
ﬁuition through brewing and bottling. Why else would a journalist regard Respondent’s beer as a
Lake Tahoe product even after she had been teld that it was brewed in Emeryville? Why else
would Registraﬁt’s principals honestly regard their beer as corhing from Lake Tahoe? [See id.,
16-17]

Petitioner has provided no law standing for the proposition that an applicant’s geniune
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belief that its trademark accurate'ly describes the geographical charater of its product, even if
mistake, is a basis for cancellation. Iﬂetead, Petitioner has had to resort to casting aspersions on
Respondent’s character by sﬁggesting that Respondent was misleading the PTO. Nothing could
be further from the truth.

F. Petitioner Is Barred from Cancelling Respondent’s Mark on the Equitable
Principles of Laches

Respondent’s mark was published for opposition on October 24, 1995. On or about June
11, 1997, Petitioner filed its own application fer registration of its own trademark TAHOE
BEER. The registration was refused based on several factors, among which was a iikelihood of
confusion with Respondent’s LAKE .TAHOE BREWING COMPANY mark. It was only after
such refusal by the Office that Petitioner first protested Respondent’s registration, even though
Petitioner knew or should have known of the registration several years earlier. The instant petition
for cancellation was mailed to the Board on December 5, 1999, and the present proceeding
commenced on January 24, 2000.

Laches as a defense to cancellation is based on the product of delay times the resulting
prejudice to registrant. Loma Linda Food Co. v. Thompson & Taylor Spice Co., 47 CCPA 1071,
279 F.2d 522, 126 USPQ 261 (1960). Prejudice may be shown by the fact that in reliance on
petitioner’s silence, registrant bﬁi]t up a véluable business and good will around its registered
mark during the time that petitioner never obj eeted. Willson v. Graphol Products Co., 38 CCPA
1030, 188 F.2d 498,‘89 USPQ 382 (1951); Hylo Co. v. Jean Patou, Inc., 42 CCPA 723,215
F.2d 282, 103 USPQ 52 (1954); Conde Nast Publications, Inc. v. Miss Quality, Inc., 170 USPQ ,

364 (TTAB 1971).
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