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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
M.C.1. FOODS, INC.
Petitioner,
V. Cancellation No. 24,998

LOS CABOS FOOD CORPORATION

Registrant.

N N N N N N N N N N’

PETITIONER’S BRIEF

INTRODUCTION

Petitioner has petitioned the Trademark Trial and Appeal Board, pursuant to 37
C.F.R.2.111, for cancellation of United States Trademark Registration No. 1,774,757. The petition
states that the registered mark, LOS CABOS and Design, so resembles a mark or tradename
previously used in the United States by Pefitioner and not.abandoned, as to be likely, when applied
to Registrant’s services, to cause confusion, or to cause mistake, or to deceive. The averments in the
petition are supported by Registrant’s own admissions, Petitioner’s testimony, documentary evidence,
and the entire record in this case. These sources all confirm that Petitioner made significant,
substantial, and ongoing use of its trademark, LOS CABOS, in interstate commerce prior to
Registrant’s first use, and has continued to make such use continuously since then.

The record also establishes that Registrant was aware of prior conflicting uses of the
mark by others when it filed its application and that Registrant has failed to enforce its registration

against infringing uses. Thus, Registrant is not and never was entitled to registration of the mark set
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forth in Registration No. 1,774,757 and the registration must be canceled pursuant to 15 U.S.C.

1052(d).

DESCRIPTION OF THE RECORD

The record common to both parties consists of the pleadings and the application files
of Petitioner’s and Registrant’s marks.

The record submitted by Petitioner consists of (1) a First Notice of Reliance relying
on Petitioner’s First Request for Admissions, which were not answered by Registrant, and on a
dictionary definition of the Spanish word “cabo,” (2) a Second Notice of Reliance relying on
Registrant’s responses to certain interrogatories from Petitioner’s two sets of interrogatories and
Registrant’s responses to certain document requests from Petitioner’s two sets of requests for the
production of documents, and (3) trial testimony on behalf of Petitioner comprising the testimony of
witness Daniel J. Southard, the Petitioner’s President, and documentary exhibits introduced with the
testimony.

Registrant did not submit any material into the record.

STATEMENT OF THE ISSUES

The issue before the Board is whether Registrant is entitled to retain the registration
of its LOS CABOS and Design trademark in light of the facts that (1) Petitioner made significant,
substantial, and ongoing use of its trademark, LOS CABOS, in interstate commerce prior to
Registrant’s first use, and has continued to make suchuse continuously since then, (2) Registrant was

aware of prior conflicting uses of the mark by others when it filed its application, but did not admit
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to such knowledge in its application, and (3) Registrant has failed to enforce its registration against

infringing uses.

RECITATION OF FACTS

Registrant’s mark consists of the words “LLOS CABOS” together witha design.! The
English translation of “Los Cabos” is “the cape” (of the geographic nature rather than clothing).> The
registration states that the mark is used for restaurant services.?

Registrant filed an Intent to Use Application for the mark on August 1, 1991. The
application included the declaration that to the best of the applicant’s knowledge and belief no other
person, firm, corporation, or association had the right to use the mark in commerce, either in the
identical form thereof or in such near resemblance thereto as to be likely, when used on or in
connection with the goods/services of such other person, to cause confusion, or to cause mistake, or
to deceive.** This statement was not true. The applicant had been provided with information that
at least two other parties were using LOS CABOS marks in connection with restaurant services prior

to the filing of the Intent to Use Application.’

Application file of Registrant’s mark.
2 Ppetitioner’s First Notice of Reliance: Exhibit B.

Application file of Registrant’s mark.

+ Application file of Registrant’s mark.

5 Petitioner’s Second Notice of Reliance: Exhibit A (Responses to Interrogatories 9 and 11)
and Exhibit C (Responses to Document Requests 1-5 and 2-1) reveal that Registrant had a trademark
search conducted for it prior to filing its application, that the search revealed two other parties using
the mark “LOS CABOS” for their restaurant services, and that the search report was reviewed by
Registrant and its legal counsel.
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Registrant’s mark registered on June 1, 1993 with a first use date of July 30, 1992.°

Petitioner’s mark consists of the words “LOS CABOS” together with a design.” The
mark has the same English translation as Registrant’s mark.® Petitioner’s application for registration
of the mark states that the mark is used for burritos, enchiladas, tacos, taquitos, and soft tacos.’

Petitioner filed an application for the registration of its mark on July 20, 1994 based
on the mark’s actual existing use in commerce. The application stated a first use date of April 6,
1992.1° This date was incorrect. The applicant used this date at the time it filed the application
because it did not have the actual date of first use readily available and because the applicant was
aware that the mark was being used at least by that date."’ However, later research revealed the

actual date of first use.'?

6 Application file of Registrant’s mark.

7 Application file of Petitioner’s mark.

8 Petitioner’s First Notice of Reliance: Exhibit B.
® Application file of Petitioner’s mark.

10 Application file of Petitioner’s mark.

' Trial Testimony of Daniel J. Southard, transcript pages 57-58, lines 17 - 1: “Q: Why did
you select April 6, 1992 as the first use stamp? A: It seemed to be a very heavy usage time for the
Los Cabos brand, and I just happened to grab those documents out in submitting it. I guess
accessible and easy to get to, so I put down April 6, provided that date.”

12 petitioner’s Motion for Summary Judgment, Affidavit of Dan Southard, Paragraph 4.
Also, Trial Testimony of Daniel J. Southard, transcript page 45, lines 8-13: “Q: Why is there a
discrepancy between the stated first use date of April 6™ 1992, and the actual first use date? A:
Because we had realized after filing this that we actually did start using it prior to April 6™, 1992,
shipping the product.”
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difficult financial times. In 1991, every sale was important to us.
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The events leading to the first use are as follows:

Petitioner ordered a “LOS CABOS” label (containing the identical mark for which the
trademark registration application was filed) for use on a burrito product on May 8,
1991.

The invoice for the “LOS CABOS” label was issued on May 14, 1991.

Petitioner issued a check to pay for the “LOS CABOS” label on June 7, 1991.

The United States Department of Agriculture approved and recorded the “LOS
CABOS” label on June 26, 1991.

A customer ordered 20 cases of the “LOS CABOS” burritos on July 1, 1991.

A shipment of the 20 cases of the burritos, bearing the “LOS CABOS” labels, was
delivered to the customer on July 8, 1991.

An invoice for the 20 cases of the “LOS CABOS” burritos was issued on July 12,
1991.

The customer paid the invoice on July 18, 1991.7

Therefore, the first use of the “LOS CABOS” mark in commerce by Petitioner was its shipment of

20 cases of burritos bearing the mark on their labels on July 8, 1991.

Petitioner’s initial use of the “LOS CABOS” mark in commerce was not a token use:

rather, it was a significant and substantial use for Petitioner. The importance of the use of the “LOS

CABOS” mark existed at a number of levels. First, “(i)n 1991, the business was going through very

»14 Qecond, Petitioner was

establishing the “LOS CABOS” line for the purpose of redirecting the company’s focus: “another

13 Trial Testimony of Daniel J. Southard, transcript pages 5 - 48, 64 - 67, and Testimony

Exhibits A - L

4 Trial Testimony of Daniel J. Southard, transcript page 54, lines 5- 7.
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brand was being established to carry the company into a different area of sales, which was Los
Cabos.”"® Third, this new line was of such importance to the long-term success of the company that
the head of the company himself was the party overseeing the project.®

Petitioner’s use of the “LOS CABOS” mark has been continuous from the date of its
first use."”

Petitioner’s application to register the mark was refused by the United States Patent
and Trademark Office based on the examining attorney’s finding that “the mark for which registration
is sought so resembles the mark shown in U.S. Registration No. 1774757 as to be likely, when used
on the identified goods, to cause confusion, or to cause mistake, or to deceive.” The examining
attorney stated further that the literal portions of the mark are identical: “When a mark consists of
a word portion and a design portion, the word portion is more likely to be impressed upon a

purchaser’s memory and to be used in calling for the goods or services.” The examining attorney

'S Trial Testimony of Daniel J. Southard, transcript page 54, lines 12-14. Note that
Registrant’s attorney tried to get Mr. Southard to testify that the initial sales of the “LOS CABOS”
branded burritos were not significant: “Q: But in terms of the overall percentage of your sales, $400
wasn’t very much.” However, Mr. Southard flatly rejected this notion: “A: No. It was critical,
though, because we were debating whether to sell Delseys, and therefore another brand was being
established to carry the company into a different area of sales, which was Los Cabos.” Page 54, lines
8 - 14.

16 Trial Testimony of Daniel J. Southard, transcript pages 66 - 67, lines 13 - 7: “Q: the Los
Cabos line was a new linein 1991? A: Yes. Q: Was it an important line? A: Very important. Q: Did
you pay close attention to the new line? A: Very close attention. Q: Could you describe the
introduction of the new line. A: In what manner? Introduction to? Q: What was your oversight?
A: My oversights were responsible for the long term position of the brand Los Cabos, what products
would make up the product line, in the selling points and formulations, quality and things like that.
Q: Did you follow it closely? A: Very closely.”

17 Petitioner’s Motion for Summary Judgment, Affidavit of Dan Southard, Paragraph 4.
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stated that “it is well settled that food products and food services are closely related.” Petitioner
responded to the examining attorney’s refusal to register the mark. However, the examining attorney
issued a final refusal stating that the arguments were carefully considered but found unpersuasive.®

Registrant has failed to enforce its registration against infringing uses. As noted
above, prior to filing its application for registration, Registrant had been provided with information
that at least two other parties were using LOS CABOS marks in connection with restaurant services
prior to the filing of the Intent to Use Application.'” Petitioner is aware of two other restaurants
using the name “LOS CABOS.”*® However, despite these infringing uses, Registrant has not taken
any action, including but not limited to provision of notice of infringement, demand to cease and

desist, administrative claim, or litigation, against any other party’s use of a “LOS CABOS” mark.”!
ARGUMENT

Petitioner has Standing to Bring the Cancellation Proceeding

Petitioner is being damaged and will continue to be damaged by U.S. Trademark

Registration No. 1,774,757 and therefore has standing to petition to cancel the Registration. In

18 Application file of Petitioner’s mark.

19 petitioner’s Second Notice of Reliance: Exhibit A (Responses to Interrogatories 9 and 11)
and Exhibit C (Responses to Document Requests 1-5 and 2-1) reveal that Registrant had a trademark
search conducted for it prior to filing its application, that the search revealed two other parties using
the mark “LOS CABOS” for their restaurant services, and that the search report was reviewed by

Registrant and its legal counsel.
2 Trial Testimony of Daniel J. Southard, transcript page 63, lines 18 - 20.

21 petitioner’s First Notice of Reliance, Exhibit A, Petitioner’s First Request for Admissions
(unanswered and therefore admitted), Paragraph 7.
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particular, Petitioner is damaged because it has been precluded from registering its mark LOS
CABOS and Design on the basis of the Registration.

A rejection of an application for trademark registration on the basis of a cited
registration is enough to give the applicant standing to bring a cancellation proceeding against the
registrant. Lipton Industries, Inc. v. Ralston Purina Co., 213 USPQ 185 (CCPA 1982). Inthe"
instant case, Petitioner’s trademark application was rejected on the basis of the registration now
sought to be canceled. Accordingly, Petitioner clearly has standing in the present action. Further,
since the present cancellation proceeding has been brought within five years from the date of
registration, all requirements of 15 U.S.C. 1064 pertaining to cancellation of registrations have been

met.

Registrant’s Mark is a Substantial Duplicate of Petitioner’s Mark and
is Applied to Services Virtually Identical to Those Provided by Petitioner

The mark covered by the registration is substantially identical to the mark used by
Petitioner. Evidence that Registrant’s mark so resembles Petitioner’s mark as to be likely to cause
confusion, or to cause mistake, or to deceive is apparent from the United States Patent and
Trademark Office Examiner’s refusal to register Petitioner’s mark over the registration, as well as the

reasons set forth in the Examiner’s refusal.

Petitioner is the Prior User of the Mark

The registration sought to be canceled was granted on an intent to use application filed

on August 1, 1991. Registration was granted with a first use date of July 30, 1992.
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Petitioner’s mark has been used in the United States since at least July 8, 1991. The

mark has been in significant, substantial, and continuous use since that date.

Prior Use of a Mark by Another is Sufficient to Preclude
Registration of the Same or a Similar Mark by a Subsequent User

Petitioner adopted and began significant, substantial, and continuous use of its mark
before Registrant’s use of its mark. It is well established that rights in and to a particular mark are
created by use thereof in commerce. Prior use, even in intrastate commerce, is generally sufficient
to preclude the registration of the same or a similar term by a subsequent user. Combanks Corp. v.
CombankMortgage Funding, Ltd., 197USPQ 296 (TTAB 1977); Laughner’s Drive-In, Inc. v. Steer
Inn Systems, Inc., 151 USPQ 650 (TTAB 1966), aff'd 160 USPQ 626 (CCAP 1969); Hess’s of
Allentown, Inc. v. National Bellas Hess, Inc., 169 USPQ 673 (TTAB 1971). This result follows 15
U.S.C. 1052(d), which provides for the refusal of registration of a mark if it so resembles a previously
used mark or tradename as to be likely, when applied to the subsequent user’s goods, to cause
confusion, or mistake, or to deceive.

Registrant was Aware of Prior Conflicting Uses
of its Mark by Others When it Filed its Application

Registrant’s application included the declaration that to the best of the applicant’s
knowledge and belief no other person, firm, corporation, or association had the right to use the mark
in commerce, either in the identical form thereof or in such near resemblance thereto as to be likely,
when used on or in connection with the goods/services of such other person, to cause confusion, or

to cause mistake, or to deceive. This statement was not true. Registrant’s responses to Petitioner’s



-10-

discovery requests relate that a trademark search was conducted of the “LOS CABOS” mark prior
to the filing of the application, that the search report noted the existence of two other parties using
the same LOS CABOS mark in connection with the same services on which Registrant intended to
use its mark, and that both Registrant and its counsel had reviewed the search report. If Registrant
had noted these facts in its application, or if it had accepted the fact that it could not honestly sign
the declaration, the application would have been rejected and no registration would have issued.
Based on the foregoing, it is clear that (1) Registrant made a false representation to
the United States Patent and Trademark Office regarding a material fact, (2) Registrant knew that
the representation was false, and (3) the United States Patent and Trademark Office would not have

issued the registration but for its reliance on the false representation.

Registrant has Failed to Enforce its Registration

Prior to filing its application-for registration, Registrant had been provided with
information that at least two other parties were using LOS CABOS marks in connection with
restaurant services. Petitioner is aware of two other restaurants using the name “LOS CABOS.”
However, despite these infringing uses, Registrant has not taken any action, including but not limited
to provision of notice of infringement, demand to cease and desist, administrative claim, or litigation,
against any other party’s use of a “LOS CABOS” mark.

Clearly, Registrant has failed to enforce its registration against infringing uses. This
may be cause for abandonment of the registration or, at the very least, diminution of Registrant’s

ability to contest any other party’s proceeding against the registration.



-11-

CONCLUSION

The issue before the Board is whether Registrant is entitled to retain the registration
of its LOS CABOS and Design trademark in light of the facts that (1) Petitioner made significant,
substantial, and ongoing use of its trademark, LOS CABOS, in interstate commerce prior to
Registrant’s first use, and has continued to make such use continuously since then, (2) Registrant was
aware of prior conflicting uses of the mark by others when it filed its application, but did not admit
to such knowledge in its application, and (3) Registrant has failed to enforce its registration against
infringing uses.

The facts in this matter are simple, clear, and uncontestable. Application of the law
is not difficult. The registration should be canceled so that the party that used the mark first can

obtain registration for itself.

Respectfully submitted,

Brian J. Hundertmark

Roberts & Hundertmark, LLP
5028 Wisconsin Avenue, N.W.
Suite 250

Washington, D.C. 20016
(202) 362-9700

Dated: September 8, 2003 Attorney for Petitioner
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