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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers information

Name Skechers U.S.A. Inc.

Granted to date
of previous ex-
tension

10/01/2025

Address 228 MANHATTAN BEACH BLVD.,
MANHATTAN BEACH, CA 90266
UNITED STATES

Name Skechers U.S.A. Inc., II

Granted to date
of previous ex-
tension

10/01/2025

Address 228 MANHATTAN BEACH BLVD.,
MANHATTAN BEACH, CA 90266
UNITED STATES

Attorney informa-
tion

IAN ROBERT WASHBURN
IRELL & MANELLA LLP
1800 AVENUE OF THE STARS
SUITE 900
LOS ANGELES, CA 90036
UNITED STATES
Primary email: iwashburn@irell.com
Secondary email(s): mcohen@irell.com, trademarks@irell.com, slu@irell.com,
ggabriel@irell.com
3102037108

Docket no.

Applicant information

Application no. 98060917 Publication date 06/03/2025

Opposition filing
date

10/01/2025 Opposition period
ends

10/01/2025

Applicant Birkenstock US BidCo, Inc.
100 WOOD HOLLOW DRIVE, SUITE 100
NOVATO, CA 95945
UNITED STATES OF AMERICA

Goods/services affected by opposition

Class 025. First Use: 1973 First Use In Commerce: 1973
All goods and services in the class are opposed, namely: Sandals



Grounds for opposition

The mark is generic Trademark Act Sections 1, 2 and 45

The mark comprises matter that, as a whole, is
functional

Trademark Act Section 2(e)(5)

The mark is not inherently distinctive and has not
acquired distinctiveness

Trademark Act Sections 1, 2 and 45; and Section
2(f)

Attachments Skechers Opp of Birkenstock Appln 98-060917.pdf(3354859 bytes )
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IN THE UNITED STATES PATENT AND TRADEMARK 

OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL 

BOARD 

 

In the Matter of: 

Applicant : Birkenstock US BidCo, Inc. 

Serial No. : 98/060,917 

Filed : June 27, 2023 

Published : June 3, 2025 

Mark : 

 

 

 

Skechers U.S.A. Inc., and Skechers U.S.A., Inc. II 

 

Opposers, Opposition No. ________________ 

        v. NOTICE OF OPPOSITION 

Birkenstock US BidCo, Inc.   

Applicant.  

 

NOTICE OF OPPOSITION 

Skechers USA, Inc., a Delaware corporation, and Skechers USA, Inc. II, a Virginia 

corporation, each located at 228 Manhattan Beach Blvd., Manhattan Beach, CA 90266 (hereinafter 

jointly referred to as “Opposer” or “Skechers”), on the facts now known believe they will be 

damaged by the registration of the mark shown in application Serial Number 98/060,917, for 

“sandals” in International Class 25 (“the Opposed Application”) filed by Birkenstock US BidCo, 

Inc. (“Applicant”) and published for opposition on June 3, 2025 with extension of time granted, 

and hereby oppose said application.  
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In support of its Opposition, Opposer alleges as follows:  

1. Skechers is a well-known footwear designer, wholesaler, and retailer. Since at least 

as early as 1993, Skechers has been engaged in the sale of footwear and apparel. Skechers has 

fifteen different footwear collections that include athletic sneakers, boots, sandals, slippers, and 

work and safety shoes. Its products are sold throughout the United States and in over 170 countries 

and territories worldwide via third-party department and specialty stores, online, and through its 

own network of company-owned and -operated retail stores. As a popular brand, Skechers has 

attracted 8 million followers on its Facebook page (https://www.facebook.com/SKECHERS) and 

1.5 million followers on its Instagram account @Skechers. 

2. Applicant Birkenstock US BidCo, Inc. is a Delaware corporation with a mailing 

address of 100 Wood Hollow Drive, Suite 100, Novato, California 95945.  

3. On June 27, 2023, Applicant filed the Opposed Application to obtain a registration 

on the Principal Register for the design shown below (the “Opposed Mark”): 

for “sandals” in International Class 25 (the “Claimed Goods”). 

4. The Opposed Mark is described as follows: 

The mark consists of a sandal featuring a footbed with an exaggerated defined rim, that 

appears wider and more sunken at the heel and tapers so that the front portion appears 

thinner; with outsoles having sides with a rutted, irregular appearance; a raised wishbone-

shaped strip in the front portion of the footbed; and an upper composed of a medial and a 

lateral pattern piece, each pattern piece sandwiched between the outsole and the footbed 

on each side of the footbed, covering the midsole, with a sharp angle in each piece from 

the middle of the heel to the top of the instep, where the pattern pieces collectively form 

two robust straps, one strap across the instep and one strap across the forefoot, where the 

strap portions of the medial pattern piece are longer, having punched holes and rounded, 

angled edges, and the strap portions of the lateral pattern piece each having a flat buckle, 

such that when the straps are fastened, the upper forms a substantially rounded-rectangle 

cutout in the middle of the forefoot. The raised wishbone-shaped strip, the punched holes, 

and the prongs of the buckles are all shown in broken lines, which show the position of the 

mark and are not claimed as part of the mark. 
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5. The Opposed Application was filed based on Applicant’s alleged use of the 

Opposed Mark in commerce since 1973 for the Claimed Goods under Trademark Act Section 1(a), 

15 U.S.C. § 1051(a). 

6. On November 14, 2023, an Office Action issued refusing registration of the 

Opposed Application “because the applied-for mark, which consists of a three-dimensional 

configuration of the goods, appears to be a functional design for such goods” under Trademark 

Act Section 2(e)(5), 15 U.S.C. §1052(e)(5). The Trademark Examining Attorney detailed the basis 

for this refusal as follows: 

As described in the application, the mark is a configuration of a sandal featuring a footbed, 

a sole with a jagged uneven appearance, and two uppers connected between the sole and 

the footbed, each having a rectangular buckle. The function and advantages of the depicted 

footbed are described in detail on applicant’s website, where the deep heel helps to hold 

the foot in place. See attached evidence from birkenstock.com. Similarly, the uneven sole 

assists in traction, making the sandal slip resistant. See attached evidence from 

birkenstock.com. The uppers serve to hold the sandal on the foot, as described in the 

definition of the word “sandal”, while buckles are commonly used to secure one end of a 

strap to another. See attached evidence from collinsdictionary.com. Thus, the mark 

configuration is functional.  

 

7. In addition, the November 14, 2023 Office Action refused registration of the 

Opposed Application because “the applied-for mark consists of a non-distinctive product design 

or non-distinctive features of a product design that is not registrable on the Principal Register 

without sufficient proof of acquired distinctiveness,” under Trademark Act Sections 1, 2, and 45, 

15 U.S.C. §§1051-1052, 1127. The Examining Attorney indicated that “many companies produce 

sandals with a similar footbed, sole and straps.” The Trademark Attorney included evidence from 

nae-vegan.com, goodguysdontwearleather.com, and ableclothing.com, that displayed sandals 

similar in appearance to the Opposed Mark available for sale.  
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8. Applicant amended its application in response to the November 14, 2023 Office 

Action to seek registration of the mark on the Principal Register based on evidence of acquired 

distinctiveness, under Trademark Act Section 2(f), 15 U.S.C. § 1052(f).  

9. On September 12, 2024 the Trademark Attorney issued a subsequent Office Action 

maintaining the prior refusal as “the applied-for mark consists of a non-distinctive product design 

or non-distinctive features of a product design that is not registrable on the Principal Register 

without sufficient proof of acquired distinctiveness.” The Examining Attorney indicated the 

evidence of acquired distinctiveness was insufficient, as follows:  

Applicant’s evidence does not demonstrate (1) exclusivity of use of the proposed mark in 

the United States; or (2) provide sufficient evidence that consumers identify applicant as 

the sole source of the style of sandal embodied in the applied-for mark.  

  

In Applicant’s Response to the Office Action dated May 15, 2024, applicant provides 

evidence of long use, approximately fifty years, and widespread use of the Arizona design, 

stating that their use of the mark has been substantially exclusive. However, an online 

search of sandals and shoes shows a large number of comparable shoes, which indicates 

that the design of the mark has not been substantially exclusive to applicant “emphasis 

added”. In addition to the previously attached evidence, numerous sandals appear identical 

or highly similar from designers and shoe companies such as Balenciaga, Mephisto, 

Cushionaire, Steve Madden, Funky Monkey, Leonardo, Summer Foot Styles, Viking 

Sandals, Alpine Swiss, Arizona Jean Co., Eastland Cambridge, Natural Reflections, 

Sonoma Goods for Life, TF Star, Goodfellow & Co., and Neida “emphasis added”. See 

attached evidence from balenciaga.com, mephistousa.com, cushionaire.com, amazon.com, 

stevemadden.com, leonardoshoes.com, summerfootstyles.com, vikingsandals.com, 

jcpenney.com, cabelas.com, kohls.com, and target.com. Accordingly, it is not clear that 

applicant’s use has been substantially exclusive and this factor does not clearly weigh in 

the favor of applicant.  

 

The Examiner concluded:  

 

While applicant has provided evidence of acquired distinctiveness, the balance of factors 

weigh toward a finding that the mark has not achieved acquired distinctiveness.  (emphasis 

added) 

 

10. Three different Letters of Protest were forwarded to the Examining Attorney during 

the prosecution of the Opposed Application. The Letters of Protest contained evidence the 

Opposed Mark is a functional design; non-distinctive, and/or potentially generic product design. 
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11. Applicant’s Opposed Mark is a design of a sandal that has not acquired 

distinctiveness. 

12. Applicant’s Opposed Mark is subject to substantial, unpoliced third-party use, 

including on numerous third-party sandals that possess the same characteristics.  

13. Applicant’s Opposed Mark is unprotectable and unregistrable because it is 

functional. 

14. Applicant’s Opposed Mark consists of features which are commonly used by others 

in the footwear industry. 

15. Applicant’s Opposed Mark, overall, is functional, and incorporates features, 

including but not limited to the footbed, which are functional for a sandal design, which are not 

unique to Applicant, which impact the cost and/or quality of goods, and for which there is 

competitive necessity. 

16. Opposer will be damaged by registration of the Opposed Mark because it would 

give Applicant exclusive rights in the Opposed Mark, which is generic, lacks distinctiveness, and 

is functional. Registering the Opposed Mark would severely restrict or eliminate Opposer’s ability 

to use features of the Opposed Mark in its products. Registration of the Opposed Mark would 

impose substantial financial harm on Opposer, including because Applicant has already threatened 

Opposer with suit over Opposer’s alleged use of the Opposed Mark in its Skechers Foamies 

Sandals. Opposer, therefore, requests that the Application be refused. 

COUNT ONE – THE OPPOSED MARK IS GENERIC 

17. Opposer repeats and realleges the foregoing Paragraphs as if fully set forth herein. 

18. The Opposed Mark consists of a three-dimensional configuration of a sandal, 

generic of the Claimed Goods. 
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19. The Opposed Mark has been widely used by third parties for at least decades and 

at least since the early 1990’s.  

20. The Opposed Mark has been subject to such third-party use with limited to no 

enforcement for decades. 

21. As one example among many, the May 1994 edition of Inc. Magazine displayed 

sandals similar to the Opposed Mark, including those by Mephisto, Naot, and Josef Seibel. See 

Exhibit A (Brokaw, Leslie, “Company Profile,” Inc. Magazine, May 1994, page 76). Moreover, 

similar sandals from these same third parties, and others, are currently available for sale today, thirty 

years later. Non-exclusive, exemplary printouts from these parties’ websites are attached as 

Exhibit B. 

22. Consumers do not associate the Opposed Mark with a single source. The Opposed 

Mark and its features are commonly used in the marketplace and consumers are accustomed to 

seeing the same or similar product designs on sandals from multiple sources. 

23. The relevant public understands the Opposed Mark to be a standard sandal design, 

not a distinctive indicator of source, and the Opposed Mark is therefore not registrable under the 

Lanham Act. 

COUNT TWO – THE OPPOSED MARK 

HAS NOT ACQUIRED DISTINCTIVENESS UNDER SECTION 2(f) 

24. Opposer repeats and realleges the foregoing Paragraphs as if fully set forth herein. 

25. As a matter of law, the Opposed Mark is not inherently distinctive because it is a 

three-dimensional design configuration.  

26. Registration should be refused on the basis that the Opposed Mark is merely 

descriptive of Applicant’s Claimed Goods and has not acquired distinctiveness.  
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27. The Opposed Mark lacks secondary meaning as Applicant has not made 

substantially exclusive use of the Opposed Mark. 

28. The Opposed Mark has not acquired distinctiveness and should be refused because 

Applicant’s promotion, sale, and advertising of footwear have not sufficiently called attention to 

and/or highlighted the subset of design features that Applicant selectively seeks to register in the 

Opposed Mark. 

29. The Opposed Mark is not entitled to registration on the Principal Register under 

Trademark Act Section 2(f), 15 U.S.C. § 1052(f), due to insufficient evidence of acquired 

distinctiveness. 

COUNT THREE – THE OPPOSED MARK IS FUNCTIONAL 

30. Opposer repeats and realleges the foregoing Paragraphs as if fully set forth herein. 

31. The Opposed Mark is a functional product design for the Claimed Goods and is not 

entitled to registration on the Principal Register pursuant to Trademark Action Section 2(e)(5), 15 

U.S.C. § 1052(e)(5). 

32. Applicant disclosed its U.S. Utility Patent No. US 6,681,502 B1 entitled “Sandal,” 

which discusses several characteristics that correspond with the Opposed Mark. 

33. The Opposed Mark is utilitarian and functional. Indeed, David Kahan, Applicant’s 

president of the Americas conceded this, stating “the benefits of our footbed make it front and 

center in running specialty shops.” See Exhibit C (Ciment, Shoshy, “Birkenstock Wants to Target 

Runners and Position Its Footbed as a ‘Recovery’ Shoe Option,” Footwear News). 

34. As another example, Applicant’s collaborators recognize the functionality of the 

Opposed Mark. For instance, Kristina Blahnik, the CEO of Manolo Blahnik and a renowned 

designer that collaborated with Applicant for the Opposed Mark, stated: 
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The Birkenstock Fussbett (footbed) is exactly that. It is doing exactly what it needs to do 

without anything on it. It’s the absolute simplest form to achieve the maximum impact of 

comfort and use and function. . . . [T]hat shape is ergonomic perfection.  

 

See “Ugly for a Reason,” (Episode 3: Rethinking Footwear, Redefining Aesthetics), URL: 

https://www.nytimes.com/paidpost/birkenstock/rethinking-footwear-redefining-aesthetics.html 

(Last Accessed: October 1, 2025). 

35. As a result of the benefits discussed above, the Opposed Mark impacts the cost 

and/or quality of goods, and there is competitive necessity for its use. 

36. Registration of the Opposed mark must be refused on the basis of functionality 

under Section 2(e) of the Lanham Act. 

 

WHEREFORE, Opposer respectfully requests that Application Ser. No. 98/060,917 be 

refused, that no registration be issued thereon to Applicant, and this Opposition be sustained in 

favor of Opposer. 

 Respectfully submitted, 

  IRELL & MANELLA LLP 

Dated:  October 1, 2025 /s/ Ian R. Washburn 

 Ian R. Washburn 

Samuel K. Lu 

Grant W. Gabriel 

1800 Avenue of the Stars, Suite 900  

Counsel for Opposer 

Los Angeles, California  90067  

Phone (310) 277-1010  
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Final Sale: Save up to 65% | No Returns =>
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3.8  (9) Write a review

$199.00
Shipping calculated at checkout.
4 interest-free installments, or from $17.96/mo with 

COLOR: DARK BROWN

MEN'S SIZE: 7 Size Chart

         

FREE SHIPPING ON
ORDERS $125+

MADE IN FRANCE

HOW DO THEY FIT? Learn more

RUNS SMALL TRUE TO SIZE RUNS LARGE

A modern-day staple, this easy-going men's mule sandal brings timeless appeal and Bohemian charm. The Nerio is a must for brewery hopping,

bonfires, patio grilling, and open-air concerts. With a wide range of colors and finishes that include suede, full-grain, or nubuck leather, you can find

exactly the look that’s right for you. The leather-lined footbed and cork midsole offer unparalleled comfort for long stretches on your feet – with the

1/6

Nerio

Check your purchasing power

5 6 7 8 9 10 11 12 13 14

ADD TO CART

DESCRIPTION
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kind of support that’ll take you from, “just stopping by for a second” to “never missing a moment.” These go-to, go-anywhere sandals will have you

looking great and feeling even better for years (and countless moments) to come. 

FEATURES

Shock Absorption Always The Perfect Fit Breathable

QUALITY AND COMFORT

NERIO

9/27/25, 3:55 PM Nerio | Mephisto USA

https://mephistousa.com/products/nerio-dark-brown?variant=51117808156973&country=US&currency=USD&utm_medium=product_sync&utm_sourc… 7/12



Reviews

Rating Snapshot

Select a row below to filter reviews.

5 stars 6

4 stars 0

3 stars 0

Our men's sandals offer a perfect blend of fashion-forward design and lightweight comfort. Whether you're strolling along the beach or

navigating city streets, these sandals are your trusted companion. Immerse your feet in luxury materials and excellent design.
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2 stars 1

1 star 2

Overall Rating

3.8 9 Reviews

1 out of 3 (33%) reviewers recommend this product

Review this Product

Adding a review will require a valid email for verification
Average Customer Ratings

Quality of Product

3.7

Value of Product

2.7

Comfort

3.0

Fit

Runs Small Runs Large

Filter Reviews

Rating Locale

Search topics and reviews
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Unbelievably comfortable
rffr
a year ago

Whether standing or walking, my feet haven't felt this good since I was a kid. I've tried numerous other "comfort" brands
over the years, but none felt right to me. Mephisto: Please keep producing these -- and don't change a thing!

Yes, I recommend this product.

Helpful? (1) (0)

Quality of Product

5.0

Value of Product

5.0

Comfort

5.0

Fit

Runs Small Runs Large

Design Issues
Anonymous

2 years ago

Design flaw with metal rivet head at location of little toe

No, I do not recommend this product.

Originally posted on NERIO SCRATCH 3451 DARK BROWN - 12

Helpful? (3) (2)

Quality of Product

4.0

Value of Product

2.0

Comfort

1.0

Fit

Runs Small Runs Large

Response from Mephisto:

1 – 3 of 9 Reviews
 Relevancy Info

Sort by Most Relevant

Report

VERIFIED PURCHASER

Report
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2 years ago

Customer Service
Thank you for reviewing the NERIO sandal. We appreciate your comments and will share your thoughts with our 
design team!

mse09
3 months ago

Material began to bubble under toes on one sandal about a month in. Totally understand things can arise in
workmanship but I’ve now been without sandals that were sent in for repair going on two months. I just don’t understand
the company’s approach here. Stand behind your prod ucts and simply issue a new pair or offer a more timely remedy.

No, I do not recommend this product.

Originally posted on Nerio - Warm Grey

Helpful? (0) (0)

Quality of Product

2.0

Value of Product

1.0

Comfort

3.0

Fit

Runs Small Runs Large

Response from Mephisto:
3 months ago

Mephisto Customer Service
Thank you for reviewing the NERIO. Sorry for any frustration with your sandals. All items deemed defective within 
the return window should be returned for refund or replacement. Worn items deemed defective after the return policy 
are sent in for warranty inspection. Please contact customer service at 615-771-5900 to discuss if sandal qualifies 
for refund or replacement.

6 Ratings-Only Reviews

Report
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CUSTOMER SERVICE

Order Status

Contact Us

Start a Return

Shipping and Returns

FAQ

Privacy Policy

Terms of Use

Affiliate

ABOUT US

Our Story

Store Locator

Shoe Care + Refurbishment

SHOPPERS WITH DISABILITIES

If you are vision-impaired or have any
impairment covered by the Americans with
Disabilities Act or similar law, and you
wish to discuss potential accommodations
related to using this website, please
contact us at (615) 771-5900 or email us
at info@mephistousa.com

EMAIL SIGN UP

Join the Mephisto Family!

Sign up today and receive free 3-day
priority shipping on your next order.

GIVE THE GIFT OF CHOICE.

© 2025 MEPHISTO USA Inc. - All Rights Reserved.

SIGN UP FOR EMAILS

SIGN UP FOR TEXT MESSAGES

SLIP-ONS SNEAKERS
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M E N ' S  C L AS S I C  C O L L E C T I O N

Santa Barbara Men's
$1ĭ9.95 USD   Final Sale
Shipping calculated at checkout.

or 4 interest-free payments of $29.99 with  

Color Oily Midnight Suede

Notify Me

Read more

Free Shipping over $100

Product Information

Fit:True to size, half sizes should size up
Sole Material:EVAHeel Height:1.25 "
Width:Medium
Platform Height:.5 "
Slip Resistant:No
Orthotic Friendly:No
Removable Footbed:No

$119.95 USD

Size Size Guide

40 41 42 43 44 45

46 47 48 49

Add to wishlist

The Santa Barbara is a classic everyday slide. This sandal

features two buckle closures for complete adjustability. Naot's

anatomic cork and latex footbed is wrapped in a pampering ...

0

Shop now & pay later with AfterPay |  Free ground shipping on all  orders over $100



N
o

ti
fy

 m
e

 w
h

e
n

 a
v

a
il

a
b

le

Help
1

9/27/25, 3:54 PM Santa Barbara Men's  |  Naot Footwear US

https://naot.com/products/santa-barbara-mens?variant=49072778150207 1/5

https://naot.com/policies/shipping-policy
https://naot.com/
https://naot.com/account#/wishlist
https://naot.com/account/login
https://naot.com/pages/store-locator
https://naot.com/cart


1

9/27/25, 3:54 PM Santa Barbara Men's  |  Naot Footwear US

https://naot.com/products/santa-barbara-mens?variant=49072778150207 2/5



Size

You may also like

Dynasty

$135.95 - $169.95
+9

Chalmers

$259.95

1
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