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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

1661, Inc. d/b/a GOAT, 

 Opposer, 

v. 

GOAT Athletic LLC,  

                       Applicant. 

 

Opposition No. 91299415 

Marks: G GOATHLETIC  

            GOATHLETIC 

 

Serial Nos. 98/605086 & 98/605085 

  

 

OPPOSER GOAT’S REPLY IN SUPPORT OF MOTION TO DISMISS 

COUNTERCLAIM AND MOTION TO STRIKE AFFIRMATIVE DEFENSE 

Opposer 1661, Inc. d/b/a GOAT (“GOAT”) submits this reply in support of its (1) motion 

to dismiss Applicant GOAT Athletic LLC’s (“Applicant”) counterclaim for trademark misuse, 

bullying, and unclean hands, and (2) motion to strike the affirmative defense for trademark 

misuse and bullying (“Motion”). 

I. THE BOARD SHOULD GRANT GOAT’S MOTION TO DISMISS 

Applicant asserts that its sixth counterclaim for “trademark misuse, trademark bullying 

and unclean hands” should not be dismissed because such counterclaims are “routinely raised.”  

14 TTABVUE 3.  Applicant, however, fails to cite a single case in support of this argument.  Id.  

This is because the TTAB does not recognize Applicant’s counterclaim as a valid counterclaim.  

Accordingly, it should be dismissed.  

Despite claiming these counterclaims are “routinely raised” in the TTAB, Applicant 

walks back this bold claim and concedes there is “not much precedential case law that 

specifically discusses ‘trademark bullying’ or ‘trademark misuse.’”  14 TTABVUE 4 (emphasis 

added).  Even after walking back its statement, Applicant still does not cite any of the so-called 
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“precedential case law” supporting its position, even if there is “not much” out there.  Again, the 

reason is simple:  there is no case law supporting Applicant’s position. 

Having no cases to cite, Applicant turns to secondary sources.  But even these do not save 

Applicant’s counterclaim.  Although the USPTO’s Report to Congress on Trademark Litigation 

Tactics and Federal Government Services to Protect Trademarks and Prevent Counterfeiting 

refers to “trademark bullying” as a general concept, it does not state that trademark bullying is a 

valid counterclaim.  See 

https://www.uspto.gov/sites/default/files/trademarks/notices/TrademarkLitigationStudy.pdf (Apr. 

2011).  Moreover, the report acknowledges that even “aggressive enforcement of one’s 

trademark rights does not automatically equate to abuse or bullying.”  Id. at 14.  Similarly, while 

“trademark scholar Professor McCarthy recognizes and defines trademark bullying,” (14 

TTABVUE 3) he ultimately agrees with GOAT’s position that “[t]he T.T.A.B. [has] held that 

allegations of trademark bullying do not form a basis for a defense of unclean hands.”  

1 McCarthy on Trademarks and Unfair Competition § 11:93 (5th ed. 2023).   

Applicant also misconstrues GOAT’s cited authority.  For example, Applicant claims that 

a trademark bullying defense was dismissed in DoorDash, Inc. v. Greenerside Holdings, LLC 

only because the defense was inadequately pled, not because the defense is not recognized in the 

TTAB.  14 TTABVUE 4.  Not so.  In addition to finding the defense was insufficiently pled, the 

Board also explained that “[t]he Trademark Act does not refer to ‘trademark bullying’ . . . 

explicitly or even implicitly.”  2024 WL 2723179, at *5 (TTAB May 23, 2024) (cleaned up).    

Applicant also tries to distinguish Ennis, Inc. v. Beling, where the Board clearly held that 

“trademark bullying or ‘overenforcement’ is not a cognizable affirmative defense.”  2017 WL 

412412, at *8 (TTAB Jan. 12, 2017).  Although this case is not precedential, it “may be cited for 
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whatever persuasive value it might have.”  TBMP § 101.03.  Applicant argues that GOAT 

“ignores the February 27, 2015 decision of the TTAB in that proceeding” (14 TTABVUE 4), but 

there too, the Board explained that “trademark bullying is not an affirmative defense.”  Ennis, 

Inc. v. Beling, Opp. No. 91203884, 122 TTABVUE 6 (TTAB Feb. 27, 2015).  Texas Lottery 

Commission v. Ansari also clearly held that “[t]rademark bullying is not a cognizable affirmative 

defense in inter partes proceedings before the Board” before dismissing applicant’s unclean 

hands defense for failure to offer evidence or argument in support.  2022 WL 1421561, at *1 

(TTAB Apr. 18, 2022).  The precise reason for dismissal does not change this clear holding.  

And as GOAT explained in its motion, the rationale underlying these decisions applies with 

equal force to counterclaims: a trademark holder cannot have its marks cancelled for exercising 

its statutory right to protect and enforce its trademarks. 

Applicant’s argument that “Opposer has not challenged Applicant’s equitable defenses 

and counterclaims due to a lack of specific facts pled to support the claims” misses the point.  

14 TTABVUE 5, 8.  Whether adequately pled or not, Applicant’s sixth counterclaim is not 

recognized by the TTAB, and should therefore be dismissed.1   

Finally, Applicant, perhaps intentionally, pled its counterclaim vaguely by calling it 

“trademark misuse, trademark bullying, and unclean hands.”  8 TTABVUE 24.  Applicant does 

not dispute that unclean hands is not a grounds for cancellation.  Nor can it.  The law is clear that 

“unclean hands is an affirmative defense, not a ground for [cancellation].”  Aquion Partners Ltd. 

 

1 Applicant also claims that its counterclaim should stand because GOAT is not “merely a party 

attempting to protect its trademark rights,” in its “admittedly descriptive mark.”  14 TTABVUE 

6.  But nearly all of GOAT’s marks are incontestable, and cannot be attacked on 

descriptiveness grounds.  Further, the Central District of California recently found that “the 

GOAT mark is classified as ‘arbitrary,’” which “trigger[s] the highest degree of trademark 

protection.”  1661, Inc. v. PESJ Holding Co., 2025 WL 2630201, at *5 (C.D. Cal. July 31, 

2025). 
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P’ship v. Envirogard Prods., 43 U.S.P.Q.2d 1371, *1 n.3 (TTAB May 1, 1997); see also Seculus 

Da Amazonia v. Toyota Jidosha Kabushiki Kaisha, 66 U.S.P.Q.2d 1154, at *4 (TTAB Feb. 20, 

2003) (“While a party may allege unclean hands as an affirmative defense in a Board proceeding, 

there is no authority for opposer’s assertion thereof as a ground for its notice of opposition.”). 

Because Applicant’s sixth counterclaim does not state any proper grounds for 

cancellation, it should be dismissed.  Further, the counterclaim should be dismissed without 

leave to amend because it is not a recognized counterclaim in the TTAB. 

II. THE BOARD SHOULD GRANT GOAT’S MOTION TO STRIKE 

Applicant relies on DoorDash to argue that “the Board recognizes bullying and it also 

states that misuse of a trademark has been held to give rise to a claim of unclean hands.”  

14 TTABVUE 7.  Applicant makes some serious misrepresentations about this case.  First, the 

Board did not recognize trademark bullying as an affirmative defense.  Quite the opposite: the 

Board held in that case that it “has considered unclean hands based on overzealous enforcement 

and found the affirmative defense is not established by a registrant seek[ing] to protect its rights 

in its registered marks.”  DoorDash, 2024 WL 2723179, at *2-3.  Second, after citing DoorDash, 

Applicant provides a string of five cases to support its claim that trademark bullying is a 

legitimate defense.  However, the Board considered all five of these cases in DoorDash and 

found they involved “allegations of trademark misuse, that a plaintiff claims to own a 

trademark when it does not, as a possible form of unclean hands defense.”  Id. at *2 n.10 

(emphasis added).  Thus, none of these cases “mention or support a putative defense of 

trademark bullying.”  Id.    

Beyond misrepresenting DoorDash, Applicant attempts to distinguish two cases cited in 

GOAT’s motion: Monster Energy Co. v. Jones and Time Warner Entm’t Co. v. Jones.  Both 

attempts fail.  For Monster Energy, Applicant suggests this case is irrelevant because it dismissed 
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an amicus brief raising an issue of trademark bullying, a claim not brought by either party.  

14 TTABVUE 7.  But as Applicant concedes, the Board still explained that “registrants are 

permitted to protect their rights in their registered marks and to plead likelihood of confusion to 

preclude the registration of what they believe to be confusingly similar marks.”  Id. (citing 

Monster Energy, 2024 TTAB LEXIS 368, at *9 n.18 (TTAB Sept. 23, 2024)).  In other words, 

the Board reinforced GOAT’s point: a trademark owner can protect its rights, and it does not 

commit “trademark bullying” by doing so. 

For Time Warner, Applicant claims that the affirmative defense of trademark misuse was 

“dismissed because there was no support for the claim, not because such a claim was not 

recognized by the Board.”  14 TTABVUE 8.  But like Monster Energy, the Board still affirmed 

that trademark bullying is not a proper defense, reasoning that it rejected similar defenses in 

previous cases, since “every trademark owner possesses [the right] under the Lanham Act” to 

“protect its rights in its registered marks.”  Time Warner, 2002 TTAB LEXIS 462, at *2 n.4 

(TTAB 2002).  And although Applicant claims to have “submitted pages and pages of factual 

support for its malfeasance claims,” it fails to explain how these facts pertain to its affirmative 

defenses of trademark bullying and misuse.  14 TTABVUE 8.   

In short, the law is clear that “trademark bullying is not an affirmative defense.”  Ennis, 

Inc., 122 TTABVUE 6 (TTAB Feb. 27, 2015).  Applicant does not cite a single case to the 

contrary, and thus the Board should strike this defense.  Further, if the Board does not dismiss 

Applicant’s trademark misuse and bullying counterclaim (it should), the Board should dismiss 

this affirmative defense as redundant because when “a defense is raised by way of a 

counterclaim, it should not also be pleaded as an affirmative defense.”  TBMP § 311.02(B)(1).  

Applicant does not refute this argument.   
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III. REQUEST FOR RELIEF 

For these reasons, GOAT requests that the Board: 

1) dismiss Applicant’s sixth counterclaim for trademark misuse, trademark bullying, and 

unclean hands without leave to amend; and  

2) strike Applicant’s second affirmative defense for trademark misuse and bullying. 

 

Dated: November 17, 2025 Respectfully submitted, 

 

                   

By       
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CERTIFICATE OF SERVICE 
 
 I certify that a true and correct copy of the foregoing: 
 

OPPOSER GOAT’S REPLY IN SUPPORT OF MOTION TO DISMISS 

COUNTERCLAIM AND MOTION TO STRIKE AFFIRMATIVE DEFENSE 

 has been served on November 17, 2025, by emailing Applicant’s counsel: 
 

Kevin Grierson 

CM Law PLLC 

2504 Cachet Court 

Virgina Beach, VA 23456 

tmdocket@cm.law 

 kgrierson@cm.law 

 lholzman@cm.law 

 

 

 

                      

                              

 Adam A. Herrera 

 

 

 

 

 

 

 

 

 

 


