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By the Trademark Trial and Appeal Board: 

Applicant seeks registration of the standard-character mark SANS HISTORIC 

DISTRICT for “Association services, namely, promoting public awareness of the 

historical significance of the SANS (Sag Harbor Hills Azurest Ninevah Beach 

Subdivisions) Historic District and the efforts of local partners in advocating for the 

designation and preservation of SANS as a historic district in National, State and 

Local (Village) Registries,” in Class 35, and for “Charitable fundraising services by 

means of selling caps to raise funds for consultant services,” in Class 36.1 Opposers 

 
1 Application Serial No. 97695232 was filed November 29, 2022; “historic district” disclaimed. 
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filed amended notices of opposition on the grounds of likelihood of confusion and false 

suggestion of a connection.  

This case now comes before the Board for consideration of Applicant’s motions, 

filed in lieu of an answer, to dismiss the amended notices of opposition for failure to 

state a claim upon which relief can be granted under Fed. R. Civ. P. 12(b)(6). The 

motions are fully-briefed.2 

I. Applicable Legal Principles 

“A motion to dismiss for failure to state a claim under Fed. R. Civ. P. 12(b)(6) 

concerns only one issue: the legal sufficiency of the pleaded claims.” Lewis Silkin LLP 

v. Firebrand LLC, No. 92067378, 2018 WL 6923002, at *1 (TTAB 2018). To withstand 

such a motion, an opposer need only allege sufficient factual matter which, if proved, 

would establish that (1) it has entitlement to a statutory cause of action under 

Trademark Act § 13, and (2) a valid statutory ground exists for opposing the 

registration of the involved mark. Id.; see also TRADEMARK TRIAL AND APPEAL BOARD 

MANUAL OF PROCEDURE (TBMP) § 503.02 (2025). 

“[A] complaint must contain sufficient factual matter, accepted as true, to ‘state a 

claim to relief that is plausible on its face.’” Ashcroft v. Iqbal, 556 U.S. 662, 678 (2009) 

(quoting Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570 (2007)). “The pleading 

must be examined in its entirety, construing the allegations therein liberally, as 

required by Fed. R. Civ. P. 8(f), to determine whether it contains any allegations 

 
2 The Board has reviewed the parties’ submissions but does not discuss all of the facts or 
arguments in this order. See Guess? IP Holder LP v. Knowluxe LLC, No. 92060707, 2015 WL 

9702438, at *1 (TTAB 2015). 
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which, if proved, would entitle plaintiff to the relief, sought.” Fair Indigo LLC v. Style 

Conscience, No. 91175571, 2007 WL 4162785, at *2 (TTAB 2007) (citation omitted). 

The allegations of a complaint should be “construed so as to do justice.” Corporacion 

Habanos SA v. Rodriguez, No. 92052146, 2011 WL 3871952, at *1 (TTAB 2011). 

II. Analysis and Decision 

A. Entitlement to a Statutory Cause of Action 

“In every inter partes case, the plaintiff must establish that it is entitled to invoke 

the statute authorizing the proceeding it filed.” Plumrose Holding Ltd. v. USA Ham 

LLC, No. 91272970, 2025 WL 248763, at *3 (TTAB 2025). To establish entitlement 

under Section 13, a plaintiff must demonstrate that opposition to the registration of 

the mark is within the zone of interests protected by the statute and that the plaintiff 

has a reasonable belief of damage proximately caused by registration of the mark. 

Meenaxi Enter., Inc. v. Coca-Cola Co., 38 F.4th 1067, 1070 (Fed. Cir. 2022). 

1. Opposition No. 91298940 

Opposer, Ninevah Beach Property Owners Association, Inc., alleges, inter alia, 

prior use of the tradename NINEVAH BEACH PROPERTY OWNERS 

ASSOCIATION, INC., and the marks NINEVAH and NINEVAH BEACH in 

connection with association services, including property owner and homeowner 

association services, as well as a claim of likelihood of confusion that is not wholly 

without merit. This is sufficient to plead Opposer’s entitlement. See Cunningham v. 

Laser Golf Corp., 222 F.3d 943, 945 (Fed. Cir. 2000) (plaintiff may plead entitlement 

by alleging claim of likelihood of confusion that is not wholly without merit); cf. 
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Giersch v. Scripps Networks Inc., No. 92045576, 2009 WL 706673, at *2 (TTAB 2009) 

(entitlement established by evidence of common-law use of petitioner’s mark).  

2. Opposition No. 91298946 

Opposer, Azurest Property Owners’ Association, Inc., alleges, inter alia, (i) prior 

use of the tradename AZUREST PROPERTY OWNERS’ ASSOCIATION, INC.; 

(ii) prior use of the marks AZUREST and in connection with association 

services, including property owner and homeowner association services; 

(iii) ownership of a registration for the standard-character mark AZUREST for “real 

estate development,” in Class 37;3 and (iv) a claim of likelihood of confusion that is 

not wholly without merit. This is sufficient to plead Opposer’s entitlement. See 

Cunningham, 222 F.3d at 945; Giersch, 2009 WL 706673, at *2.  

B. Likelihood of Confusion 

To plead a claim of likelihood of confusion, “an opposer must allege it has valid 

proprietary rights that are prior to those of Applicant[s], or that it owns a registration 

which Applicant[s] ha[ve] not counterclaimed to cancel, and that Applicant[s’] mark  

so resembles Opposer’s mark as to be likely to cause confusion.” Nike, Inc. v. Palm 

Beach Crossfit Inc., No. 91218512, 2015 WL 5721653, at *4 (TTAB 2015).  

1. Opposition No. 91298940 

The amended notice of opposition has been considered in its entirety, and Opposer, 

Ninevah Beach Property Owners Association, Inc., alleges prior use of the tradename 

 
3 Registration No. 4735147 issued May 12, 2015. 
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NINEVAH BEACH PROPERTY OWNERS ASSOCIATION, INC., and the marks 

NINEVAH and NINEVAH BEACH in connection with association services, including 

property owner and homeowner association services. Opposer also alleges that 

“Applicant’s mark SANS HISTORIC DISTRICT so resembles [Opposer’s] previously 

used NINEVAH Marks as to be likely, when used in connection with Applicant’s 

Services, to cause confusion or to cause mistake or to deceive .”4 This is sufficient to 

plead Opposer’s likelihood of confusion claims. See Nike, Inc., 2015 WL 5721653, at 

*4. The Board has not considered Applicant’s arguments that go to the underlying 

merits of whether Opposer will be able to prove the allegations of its likelihood of 

confusion claims at trial. See Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys. 

Inc., 988 F.2d 1157, 1161 (Fed. Cir. 1993). 

2. Opposition No. 91298946 

The amended notice of opposition has been considered in its entirety, and Opposer, 

Azurest Property Owners’ Association, Inc., alleges, inter alia, (i) prior use of the 

tradename AZUREST PROPERTY OWNERS’ ASSOCIATION, INC.; (ii) prior use of 

the marks AZUREST and in connection with association services, including 

property owner and homeowner association services; and (iii) ownership of a 

registration for the standard-character mark AZUREST. Opposer also alleges that 

“Applicant’s mark SANS HISTORIC DISTRICT so resembles Azurest’s previously 

used and registered AZUREST Marks as to be likely, when used in connection with 

 
4 Opposition No. 91298940: 9 TTABVUE 13. 
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Applicant’s Services, to cause confusion or to cause mistake or to deceive .”5  This is 

sufficient to plead Opposer’s likelihood of confusion claims. See Nike, Inc., 2015 WL 

5721653, at *4. As noted above, the Board has not considered Applicant’s arguments 

that go to the underlying merits of whether Opposer will be able to prove the 

allegations of its likelihood of confusion claims at trial. See Advanced Cardiovascular 

Sys. Inc., 988 F.2d at 1161. 

C. False Suggestion of a Connection 

To plead a claim of false suggestion under Section 2(a), a plaintiff must allege 

(i) defendant’s mark is the same or a close approximation of the name or identity of 

the plaintiff; (ii) defendant’s mark would be recognized as such by purchasers, in that 

the mark points uniquely and unmistakably to the plaintiff; (iii) the plaintiff is not 

connected with the goods sold or activities performed by the defendant under the 

mark; and (iv) the name or identity of the plaintiff is of sufficient fame or reputation 

that when the defendant’s mark is used in connection with its goods or services, a 

connection with the plaintiff would be presumed. Nike, Inc., 2015 WL 5721653, at *5. 

1. Opposition No. 91298940 

The amended notice of opposition has been considered in its entirety, and Opposer, 

Ninevah Beach Property Owners Association, Inc., alleges, inter alia, that (i) “[p]rior 

to the filing date of U.S. Serial No. 97/695,232 and any use by Applicant of the mark 

SANS HISTORIC DISTRICT, [Opposer] began using and has continuously used the 

name/identity Ninevah, and by virtue thereof, the acronym SANS in Applicant’s 

 
5 Opposition No. 91298946: 9 TTABVUE 13. 
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SANS HISTORIC DISTRICT mark has been known and recognized throughout the 

United States as referencing and being associated with [Opposer] and pointing 

uniquely and unmistakably to [Opposer];”6 (ii) “Applicant’s mark SANS HISTORIC 

DISTRICT mark is the same as, or a close approximation of, [Opposer’s] previously 

used name/identity Ninevah, because the “N” in SANS references [Opposer], as 

admitted by Applicant;”7 (iii) [Opposer] is not connected with Applicant’s Services 

performed or intended to be performed by Applicant under the mark SANS 

HISTORIC DISTRICT;”8 and (iv) “[Opposer’s] fame and reputation is such that when 

Applicant’s mark SANS HISTORIC DISTRICT is used to identify Applicant’s 

Services, a connection with [Opposer] would be presumed.”9 This is sufficient to plead 

Opposer’s false suggestion claim. See Nike, Inc., 2015 WL 5721653, at *5. The Board 

has not considered Applicant’s arguments that go to the underlying merits of whether 

Opposer will be able to prove the allegations of its false suggestion claim at trial. See 

Advanced Cardiovascular Sys. Inc., 988 F.2d at 1161. 

2. Opposition No. 91298946 

The amended notice of opposition has been considered in its entirety, and Opposer, 

Azurest Property Owners’ Association, Inc., alleges, inter alia, that (i) “[p]rior to the 

filing date of U.S. Serial No. 97/695,232 and any use by Applicant of the mark SANS 

HISTORIC DISTRICT, [Opposer] began using and has continuously used the 

 
6 Opposition No. 91298940: 9 TTABVUE 14. 

7 Id. 

8 Id. 

9 Id. 
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name/identity Azurest, and by virtue thereof, the acronym SANS in Applicant’s SANS 

HISTORIC DISTRICT mark has been known and recognized throughout the United 

States as referencing and being associated with [Opposer] and pointing uniquely and 

unmistakably to [Opposer];”10 (ii) “Applicant’s mark SANS HISTORIC DISTRICT 

mark is the same as, or a close approximation of, [Opposer’s] previously used 

name/identity Azurest, because the “A” in SANS references [Opposer], as admitted 

by Applicant;”11 (iii) [Opposer] is not connected with Applicant’s Services performed 

or intended to be performed by Applicant under the mark SANS HISTORIC 

DISTRICT;”12 and (iv) “[Opposer’s] fame and reputation is such that when Applicant’s 

mark SANS HISTORIC DISTRICT is used to identify Applicant’s Services, a 

connection with [Opposer] would be presumed.”13  This is sufficient to plead Opposer’s 

false suggestion claim. See Nike, Inc., 2015 WL 5721653, at *5. The Board has not 

considered Applicant’s arguments that go to the underlying merits of whether 

Opposer will be able to prove the allegations of its false suggestion claim at trial. See 

Advanced Cardiovascular Sys. Inc., 988 F.2d at 1161. 

III. Proceeding Schedule 

In view of the foregoing, Applicant’s motions to dismiss are denied. Whether each 

Opposer can prove its claims is an issue to be determined on summary judgment or 

at final decision after a trial on the merits.  

 
10 Opposition No. 91298946: 9 TTABVUE 14. 

11 Id. 

12 Id. 

13 Id. 
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Proceedings are resumed. As a reminder, the Board file will be maintained in 

Opposition No. 91298940 as the “parent case.” From this point on, with the exception 

of Applicant’s answers, only a single copy of all motions and submissions should be 

filed, and each submission should be filed in the parent case only, but caption all 

consolidated proceeding numbers, listing and identifying the parent case first. 

Pursuant to the Board’s inherent authority to control the cases on its docket, 

proceeding dates are reset as follows: 

Time to Answer 5/22/2026 

Deadline for Discovery Conference  6/21/2026 

Discovery Opens 6/21/2026 

Initial Disclosures Due 7/21/2026 

Expert Disclosures Due 11/18/2026 

Discovery Closes 12/18/2026 

Plaintiff’s Pretrial Disclosures Due 2/1/2027 

Plaintiff’s 30-day Trial Period Ends 3/18/2027 

Defendant’s Pretrial Disclosures Due 4/2/2027 

Defendant’s 30-day Trial Period Ends 5/17/2027 

Plaintiff’s Rebuttal Disclosures Due 6/1/2027 

Plaintiff’s 15-day Rebuttal Period Ends 7/1/2027 

Plaintiff’s Opening Brief Due 8/30/2027 

Defendant’s Brief Due 9/29/2027 

Plaintiff’s Reply Brief Due 10/14/2027 

Request for Oral Hearing (optional) Due  10/24/2027 

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is 

taken and introduced out of the presence of the Board during the assigned testimony 

periods. The parties may stipulate to a wide variety of matters, and many 

requirements relevant to the trial phase of Board proceedings are set forth in 

Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the 
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manner and timing of taking testimony, matters in evidence, and the procedures for 

submitting and serving testimony and other evidence, including affidavits, 

declarations, deposition transcripts and stipulated evidence. Trial briefs shall be 

submitted in accordance with Trademark Rules 2.128(a) and (b). Such briefs should 

utilize citations to the TTABVUE record created during trial, to facilitate the Board’s 

review of the evidence at final hearing. Oral argument at final hearing will be 

scheduled only upon timely filing of a separate notice under Trademark Rule 2.129(a). 


