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xpUNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GENMOVJI, LLC. Mark: GENMOJI
Serial No. 98621044
Opposer
v.
APPLE, INC. Opposition No.
Applicant
NOTICE OF OPPOSITION

Genmoji LLC. (“Opposer”), a Puerto Rico limited liability company, having an address at 1353
Luis Vigoreaux Ave. PMB 878, Guaynabo, Puerto Rico, United States 00966, by its attorney José
A. Herndndez Mayoral, believes that it will be damaged by the registration of Application Serial
No. 98621044 for the mark GENMOIJI (“Applicant’s Mark”) filed by Apple Inc. (“Applicant”),
One Apple Park Way, Cupertino, California, United States 95014, and published for purposes of
opposition in the Official Gazette on February 11, 2025.
As grounds for opposition, Opposer alleges as follows:
1. Opposer Genmoji LLC is a limited liability company organized under the laws of the
Commonwealth of Puerto Rico on November 2, 2017, with the stated nature of business

being: “Sales and marketing of efficiency focused technology products and services.”



Formed just weeks after Hurricane Maria had hit Puerto Rico (September 20, 2017),
Opposer Genmoji LLC initially focused on relief efforts installing donated solar panel
systems throughout the Island, then evolved into commercial installations.

On January 9, 2019, opposer Genmoji LLC filed a trademark application for “GENMOJI”,
Serial No. 88254935, which became registered on the Principal Register on July 23, 2019,
Registration No. 5813039, under Classes 100, 103 and 106, for: “Installation of renewable

energy generation equipment.”

. Although opposer Genmoji LLC was at the time already developing other products and

software, it limited the application to those classes and description, because at the time its
use in commerce of the Genmoji trademark was limited to system installation.

From inception, opposer Genmoji LLC began work on developing an Al-based software
product that would serve as an energy efficiencies exchange for energy providers. The
news of this software development endeavor was featured in Puerto Rico’s main
newspaper, E/ Nuevo Dia, on 15 July 2019 (“Una empresa local desarrolla aplicacion de
eficiciencia energética” (“A local company is developing an energy efficiency app”) ).
Opposer Genmoji LLC emphasized its software creation objective in its Global
Entrepreneurship Summit 2019 application, describing the company as a “renewable
energy technology integrator.” It furthermore identified the “specific tech vertical and
innovation drivers” as “artificial intelligence and machine learning.”

Likewise, in 2021, Genmoji LLC was featured in a series from newspaper The Hill titled
“Agents of Change.” In that interview, Genmoji talked about the integration of its
proprietary software with integrated Al: “All those features, combined with Al sensing

software that moves the blades toward the most ideal direction for wind reception, make
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the Airmoji a hyper efficient micro-turbine.” See, https://thehill.com/changing-

america/resilience/smart-cities/3741578-this-puerto-rican-green-energy-company-offers-

alternative-solution-to-the-faulty-grid/ (last accessed 2.28.25).

Opposer Genmoji’s software concept was a control center that would combine various
energy generation and energy storage applications into one single, simple and easy to use
platform for remote monitoring, system management, and rapid response.

It would be an agnostic platform offering access to both providers and consumers via
mobile apps, desktop user interfaces and web dashboards, with automated and manual
system management capabilities from anywhere at any time.

At around the same time, opposer Genmoji LLC began developing its first concept product:
a wind generator that physically attaches to the exhaust fan of an industrial-commercial
HVAC system, and produces electricity to be returned to the host building.

After years of continued self-funded R&D, its wind generator product has reached Release
Candidate 1 Stage.

Similarly, its software-based Al control center, for energy consumption assets monitoring
is near completion.

Opposer Genmoji LLC has spent significant resources in developing its software.
Genmoji LLC has a Puerto Rico tax decree for R&D activities under which Genmoji has
sought tax credits based on its hardware and software products for years 2019 through the
present.

On June 10, 2024, with the impending release of its software product, opposer Genmoji

LLC filed a trademark application, serial no. 98583438, under International Class 42 and
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U.S. Classes nos. 100, 101, this time for the use of its Genmoji trademark in “computer
software design.”

At the time that Genmoji LLC filed its application under International Class 42, there was
no indicia on the USPTO’s database that applicant Apple had filed the instant mark. This
is so because Apple relied on the Madrid Protocol. Therefore, Opposer Genmoji LLC was
unaware that Apple had filed a trademark in another jurisdiction with the intention of then
seeking registration through the Madrid Protocol.

Opposer Genmoji’s software products are to be installed in computers, tablets and

smartphones, including Applicant’s Macintosh computers, iPads and iPhones.

. Opposer Genmoji’s software products for Apple computers, tablets and smartphone need

to be made available for download through applicant’s App Stores.

Opposer Genmoji’s registration mentioned previously was suspended on January 7, 2025,
stating a “prior-filed potentially conflicting pending application found,” referring to
Applicant’s Serial No. 98621044, at issue here. The reason stated in the suspension letter
is that “If the mark in the application below registers, the USPTO may refuse registration
of applicant's mark under Section 2(d) because of a likelihood of confusion with the
registered mark.”

Applicant’s application is for the Genmoji trademark.

Apple is in no different a position than any other new companies which must ensure that
its proposed mark will not infringe on the rights of existing trademark holders. Apple must
have conducted a diligent search and discover the opposer’s Genmoji mark, yet failed to
make accomodations or select a different mark.” See, Dreamwerks Production Group, Inc.

v. SKG Studio, 142 F.3d 1127, 1132, 46 U.S.P.Q.2d 1561 (9" Cir. 1999).
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Apple is notoriously protective of its Intellectual Property, having opposed the registration
of marks in the United States and abroad. Examples of Apple’s enforcement of its IP are
well-dcoumented and include its opposition of PriPhone in Japan, Mylphone in the
Philipines and iFone in Mexico. Therefore, it is highly unlikely that Apple was not aware
of the Genmoji mark and Opposer’s use of the same for renewable energy hardware and
software products.

Applicant’s description of the goods and services states that it is “for downloadable
computer software using artificial intelligence” and is filed under U.S. Classes 021, 023,
026, 036, 038.

Applicant’s software is, as it describes it, an “Apple Intelligence feature” that has been
added to their computer, tablet and smartphone operating systems.

Opposer Genmoji’s Mark Serial no. 98583438 should be recognized priority status because
an energy management app for computers, tablets and smartphones is a natural zone of
expansion of opposer Genmoji’s energy business, whose Genmoji trademark registration
dates to 2019. Applicant’s use of the Genmoji mark for a computer, tablet and smartphone
app lies within that natural zone of expansion.

Under this doctrine, if the “senior user of a mark on product line A expands later into
product line B and finds an intervening user, priority in product line B is determined by
whether the expansion is ‘natural’ in that customers would have been confused as to source
of affiliation at the time of the intervening user’s appearance....Whether the expansion is
‘natural’ depends on ‘whether the nature of the industries was such that purchaser would
reasonably expect the services rendered by these industries to originate from a common

source.”” Bay State Sav. Bank v. Baystate Financial Services, LLC, 484 F.Supp.2d 205,
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217 (D.Mass. 2007)(citing 2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair
Competition §16:5 (4" ed. 2006) and Commerce Ins. Agency, Inc. v. Commerce Nat’l Ins.
Serv., Inc., 214 F.3d 432, 438 (3" Cir. 2000)).

Opposer's natural evolution from developing renewable energy hardware to offering
software for system management reflects a growing trend in the industry. Many energy
companies today have embraced software as a core component of their product suite to
enhance the effectiveness of their hardware solutions. For instance, companies like Tesla
and Energy Vault have extended their product lines from hardware solutions (such as
energy storage systems) to software applications for energy management and monitoring.
See Energy Vault, Inc. (US Serial Number 6834112) has developed VaultOS (US Serial
Number 98143105); Cenergistic LLC (US Serial Number 85597934) has developed
Cenergistic Executive (US Serial Number 88804878); Tesla, Inc. (US Serial Number
6289538) provides for an electric battery apparatus with software; Envision Energy CO.,
LTD. (US Serial Number 87847069) developed Envision Enlight (US Serial Number
87582616); Tigo Energy, Inc. (US Serial Number 77659647 electronic measuring
apparatus for photovoltaic solar modules with computer software); GridPoint, Inc. (US
Serial Number 3320099).

Given that the mark “Genmoji” is already established in the energy sector, Opposer's move
to develop complementary software under the same name is not only natural but directly
connected to the goods and services identified in Opposer’s existing registration. In fact,
Opposer’s software application is not just a separate product but a critical piece of its
business's expansion strategy by supporting and enhancing the hardware’s function and

enabling consumers to interact with it more seamlessly.
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. As the largest app marketplace for 10S devices, Apple’s App Store acts as a gatekeeper for

all applications made available on its devices. Therefore, Apple could presumably prevent
Opposer from registering its App on the App Store.

Applicant’s Mark causes reverse confusion.

Applicant is the world’s most valuable company with a market cap above $3.5 trillion.
Applicant holds approximately 51% of the global mobile device market share.
Applicant’s advertising budget exceeds $700 million dollars per year, with over $400
million spent on television ads, over $200 million on the internet, and over $50 million on
outdoor media.

Under this disproportionate commercial scenario, Apple’s actions make it more likely that
consumers may come to believe that Opposer’s energy efficiency and Al software is
affiliated with or endorsed by Apple, which is already using the “Genmoji” mark in a
different context. The overwhelming presence of Apple’s “Genmoji” software will likely
lead consumers to confuse Opposer’s business with Apple’s brand, eroding Opposer’s
hard-earned goodwill and market position.

As a massive multinational company, Applicant has the power to obliterate any visibility

that a small business like Genmoji LLC has built up.

Opposer Genmoji is a husband-and-wife self-funded Puerto Rico company, growing
through their hard work.
Opposer Genmoji has been consistently, although slowly due to its size, building its

reputation. On December 3, 2024, the USPTO recognized opposer Genmoji as a winner of

its 2024 Trademarks for Humanity award. The award seeks to highlight “innovators and



brand owners who are using intellectual property to address environmental and climate
change challenges.”! It described opposer Genmoji as follows:
Genmoji (San Juan, PR) develops, manufactures, and installs renewable energy and
artificial wind energy recycling technologies and Al Software focused on
sustainability, efficiency, and significant drops in greenhouse emissions for
communities that face ongoing challenges with traditional energy infrastructure,
particularly in the aftermath of major natural disasters. Trademark: GENMOJI®?
38. Opposer’s work has been highlighted by influential publications such as Forbes and The
Hill, and in Puerto Rico’s leading newspaper, El Nuevo Dia. See, El Nuevo Dia

https://guayacan.org/una-empresa-local-desarrolla-aplicacion-de-eficiencia-energetica/;

Forbes https://www.forbes.com/sites/melissarowley/2020/08/26/women-at-the-

forefront-of-puerto-ricos-energy-revolution/

39. Opposer was also featured in the USPTO’s Journeys of Innovation Series. See, Journeys

of Innovation https://www.uspto.gov/learning-and-resources/journeys-innovation/field-

stories/renewable-resolve-vanessa-carballido

40. Genmoji LLC owns the domain name: www.genmoji.com, and the Genmoji social media

handles in Facebook, LinkedIn, X, and the genmoji social media handle in Instagram.
41. Through Opposer’s efforts, the “Genmoji” mark has become distinctive and well-
recognized.
42. In the previous weeks, Applicant has overwhelmed the market with publicity for its
Genmoji product, which includes popup ads and strategically located billboards throughout
major US cities. Everyone reading this opposition had already heard of Applicant’s

Genmoji product but are only now learning opposer Genmoji’s story. Apple’s actions

! https://www.uspto.gov/about-us/news-updates/twelve-companies-recognized-their-efforts-develop-and-promote-

green-energy
2 Id.
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illustrate the “market saturation” that the reverse confusion cases describe. See, e.g., Glow
Industries, Inc. v. Lopez, 252 F.Supp.2d 962, 988 (C.D. Cal. 2002). As Courts have
expressed, the universe of relevant consumers who might be confused include those who
would see the trademark or trade dress away from the point of purchase. Ferrari S.p.A
Esercizio Fabbriche Automobile e Corse v. McBurnie, No.86-1812-B(IEG), 1989 WL
298658, at *5 (S.D. Cal. June 1, 1989).

Genmoji is a distinctive mark. There are only three trademark applications for Genmoji
before the USPTO: Opposer’s 2019 registration, and Opposer and Applicant’s 2024
applications. The 2019 registration is prima facie evidence of the mark’s conceptual
strength.

The two marks are identical. Both are “Genmoji.”

Opposer Genmoji LLC has already been asked on numerous occasions if it has any
affiliation with applicant Apple, Inc. When Apple announced the launch of Genmoji,
opposer Genmoji LLC was immersed in a business accelerator named the Rising
Entrepreneurs Program (“REP”). REP is sponsored by The Bravo Family Foundation and
financially supported by private equity and growth capital firm Thoma Bravo. The
program’s director approached opposer Genmoji LLC with the concern that it had
“infringed on Apple’s trademark™ and to discuss how to address it. Opposer Genmoji LLC
had to explain and show that it had adopted and registered the trademark years before Apple
did and that it had filed for registration under Class 09. The situation threatened Opposer’s
continuation in the program.

Google suspended opposer Genmoji LLC’s Google Business Profile Panel under suspicion

of trademark infringement, requiring opposer Genmoji LLC to provide proof of its
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existence as a company by submitting certificates of formation and other documentation.
This had never happened prior to the launch of Apple’s infringing trademark.

Opposer Genmoji LLC’s website would be the top hit on a Google search. After Apple’s
launch, the website now appears on page 2-3. As a small business that depends heavily on
organic Search Engine Optimization, this is detrimental to Opposer’s business.

This consumer confusion and disruption in search rankings are directly impacting
Opposer’s bottom line insofar as it makes it harder for potential consumers to access their
information.

When making the query on ChatGPT, “What is Genmoji?”, the response was: “Genmoji
is a platform or service that allows users to create personalized emoji-style avatars or
images. It typically uses Al technology to generate visual representations based on input
provided by the user, such as a description of a person, mood, or theme. These avatars or
images can then be shared on social media, used in messaging apps, or customized for other
creative purposes. The core idea behind Genmoji is to let people express themselves
visually in a fun and unique way by transforming their concepts, ideas, or features into
custom-designed digital emojis or characters. Depending on the platform, users may be
able to modify details such as facial expressions, clothing, accessories, and more to make
the generated emojis feel more personal. Would you like more details on how it works, or
are you interested in exploring creating your own emoji?”

When asked to provide a response as if prior to Apple’s WWDC announcement of Genmoji
in June of 2024, ChatGPT’s query response to the same question was: “Genmoji is a
company focused on energy products and software. Their work is centered around

providing solutions for energy management and optimizing the energy consumption of

10
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various systems. They offer energy-efficient software that helps organizations better
manage their energy usage, reduce waste, and lower operational costs. Some of their
products and services include software tools for smart grid management, renewable energy
integration, and energy monitoring systems, often leveraging Al and data analytics to
maximize efficiency. Their work supports businesses, utilities, and other entities in
improving their sustainability and reducing their environmental impact by optimizing how
energy is produced and consumed. Would you like more details on their energy solutions
or another part of their offerings?”

Opposer has received numerous messages asking whether it is affiliated with Apple and
has been approached by potential customers who express confusion regarding the name.
Genmoji LLC has received calls from Apple customers requesting assistance with the
Apple Genmoji App. Upon questioning from Genmoji LLC, they answered that they
believed they were calling Apple Customer Service.

Applicant’s use of the Genmoji mark has begun to cause and, if allowed registration, will
cause opposer Genmoji LLC to lose the value of its Genmoji trademark—its product
identity, corporate identity, control over its goodwill and reputation, and ability to move
into new markets under its own trademark.

Because Apple is one of the world’s most valuable companies with an enormous
advertising budget, its use of the “Genmoji” mark in connection with its popular products
(such as its Macintosh computers, iPads, and iPhones) will co-opt the distinctive identity
that Genmoji LLC built over time.

As Apple’s “Apple Intelligence feature” using the Genmoji mark gains market traction and

overwhelming visibility through massive advertising and publicity, the established

11
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goodwill of Genmoji LLC’s brand will be eroded. The small company’s efforts to build a
distinctive identity through the Genmoji brand is being undermined by the association with
the giant brand, which inadvertently “steals” the recognition that should belong to the
original mark owner.

Furthermore, opposer Genmoji LLC and applicant Apple Inc. use the same market
channels even though their products may not be identical. Genmoji LLC’s software must
be made available for download through Apple’s App Stores. To reach consumers, it must
be distributed via Apple’s App Store, which is Apple’s exclusive channel for app
downloads on its devices. The two products will be in close proximity to the other as both
Genmoji’s would have to coexist in the same devices. Because Apple controls this
ecosystem, consumers will inevitably encounter both applicant Apple’s “Genmoji” product
and opposer Genmoji LLC’s software within the same digital space.

Applicant controls the App Store, which is the primary platform for distributing mobile
applications on iOS devices (iPhones, iPads, etc.). As the gatekeeper for app distribution,
Apple has the ability to block legitimate products based on its interpretation of IP issues,
even if they are unfounded. Apple’s actions as gatekeeper would not only impede
Opposer’s ability to distribute its software but also create significant marketplace confusion
between the two brands.

Although based in Puerto Rico, Genmoji LLC sells products internationally. To that end,
it has been negotiating distribution agreements with entities in the United States, Europe,
Costa Rica and Mexico and has participated in programs sponsored by the Puerto Rico

Department of Economic Development for export companies.
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59. By reason of the foregoing, Opposer will be irreparably damaged by the registration of
Applicant’s Mark, and, in view of Opposer’s prior application for the identical mark
Genmoji for related goods, Applicant is not entitled to the registration of Applicant’s Mark
pursuant to the Trademark Act.

WHEREFORE, Opposer requests that the Trademark Trial and Appeal Board grant this
Opposition and refuse registration of the subject application, namely, U.S. Trademark Serial No.
98583438.
In San Juan, Puerto Rico, this 4 March 2025.

s/ José A. Hernandez Mayoral

José A. Herndndez Mayoral

USDC 205307

250 Tetuan, San Juan, PR 00901

Tel. 787 607-4867
Email: jahm@mac.com
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