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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial Nos.:

(1) 98/434,236 for EARNIFY, published on November 12, 2024
(1) 98/434,262 for EARNIFY REWARDS, published on November 19, 2024

<)

(iii) 98/445,321 for ®@Mify« published on November 19, 2024

earnify«
(1iv) 98/500,075 for e L , published on November 19, 2024

X
Nurd Pty Ltd., : Opposition No. 91296192
Opposer, :
-against-
Atlantic Richfield Company
Applicant. :
X

Box TTAB - NO FEE
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

APPLICANT’S ANSWER TO NOTICE OF OPPOSITION
AND AFFIRMATIVE DEFENSES

Applicant, Atlantic Richfield Company, hereby answers the Notice of Opposition filed by
Nurd Pty Ltd., against the applications for registration of Applicant’s Application Serial Nos. (1)
98/434,236 for EARNIFY, published on November 12, 2024; (ii) 98/434,262 for EARNIFY

<)

REWARDS, published on November 19, 2024; (iii) 98/445,321 for ©@Mifys published on

earnify«
November 19, 2024; and (iv) 98/500,075 for e v , published on November 19, 2024

as follows:



Introductory Paragraph

Applicant denies that Opposer will be damaged by the registration of Application Serial Nos.
98/434,236; 98/434,262; 98/445,321; and 98/500,075.

Numbered Paragraphs

1. Answering Paragraph 1 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

2. Answering Paragraph 2 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

3. Answering Paragraph 3 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

4. Answering Paragraph 4 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

5. Answering Paragraph 5 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

6. Answering Paragraph 6 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

7. Answering Paragraph 7 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

8. Answering Paragraph 8 of the Notice of Opposition, Applicant admits the
allegations thereof.

9. Answering Paragraph 9 of the Notice of Opposition, Applicant admits the
allegations thereof.

10.  Answering Paragraph 10 of the Notice of Opposition, Applicant admits the
allegations thereof.

11.  Answering Paragraph 11 of the Notice of Opposition, Applicant refers to its

responses above.



12.  Answering Paragraph 12 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

13.  Answering Paragraph 13 of the Notice of Opposition, Applicant admits that it has
sought registration for the Opposed Marks under the enumerated serial numbers; as to the
remaining assertions, Applicant denies the allegations thereof.

14.  Answering Paragraph 14 of the Notice of Opposition, Applicant denies the
allegations thereof.

15.  Answering Paragraph 15 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

16.  Answering Paragraph 16 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

17.  Answering Paragraph 17 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

18.  Answering Paragraph 18 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

19.  Answering Paragraph 19 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

20.  Answering Paragraph 20 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations thereof.

21.  Answering Paragraph 21 of the Notice of Opposition, Applicant denies the

allegations thereof.

AFFIRMATIVE DEFENSES

22. Applicant affirmatively alleges that no likelihood of confusion exists between
Opposer’s alleged rights and Applicant’s services despite Opposer’s blanket assertions.
Applicant’s services are completely and utterly unrelated to those of Opposer under the

respective EARNIFY marks. Opposer is an Internet advertising agency whose services are



specifically aimed at businesses, in sharp contrast to BP’s individual consumer-based program
having no nexus to the advertising industry or related activities. As such, the services are
different, the channels of trade are discernible (B2B vs direct consumer download), and the
target consumers are unrelated. All of these key factors weigh against a finding of confusion.

23. Contrary to its further blanket assertions, Opposer’s reliance on its presence on
the “Wayback Machine” to evidence use in U.S. commerce since 2015 is irrelevant and
misguided. Even if true, such claims only evidence Opposer having a website accessible in the
U.S. This does not address whether actual commerce in the U.S. (or between the U.S. and
Australia) has actually occurred, i.e., sales to and with U.S. clientele. Under U.S. law, while
advertising can constitute bona fide service mark use, the service mark must be used in the sale
of the service, and there must be a substantial number of sales. Accordingly, Applicant asserts
that Opposer’s claims fail to sufficiently support its claims of priority and continuous use in U.S.
commerce.

24. After notifying Applicant of its claim of rights, Opposer intentionally altered its
website to emphasize its purported U.S. client base/presence, seemingly adjusted for this
particular conflict. Indeed, Opposer’s original application (abandoned back in 2017) only
covered “Internet advertising services,” and has purposefully expanded its claim of activities in
its new application, filed only after this conflict arose, to cover a much wider scope of services,
in particular to now include online non-downloadable software. Nonetheless, such claimed
services are limited to software for advertising purposes (e.g., developing campaigns, arranging
leads, identifying advertising opportunities, and buying ad space). None of this overlaps with or
is meaningfully related to the activities of Applicant under its EARNIFY marks.

25. Opposer is attempting to enforce its alleged trademark rights beyond any
reasonable interpretation of the scope of Opposer’s rights.

26. One or more of Opposer’s claims are barred by the equitable defenses of unclean
hands, laches, acquiescence, waiver, or estoppel.

27.  Applicant hereby gives notice that it may rely on any other defenses that may
become available or appear proper during discovery, and hereby reserves the right to amend its

Answer to assert any such defense.



In view of the foregoing, Applicant contends that this Opposition is groundless and
baseless in that Opposer has not shown wherein it will be, or is likely to be, damaged by the
registration of or has a rightful claim to Applicant’s trademarks. Having fully answered
Opposer’s Notice of Opposition, Applicant requests that:

1. The Trademark Trial and Appeal Board dismiss this Notice of Opposition;

2. Application Serial Nos. 98/434,236; 98/434,262; 98/445,321; and 98/500,075 be
allowed for registration on the Principal Register; and

3. The Trademark Trial and Appeal Board grant all other appropriate relief to
Applicant as the Board deems just.

Dated: New York, New York
February 18, 2025

Respectfully submitted,

REED SMITH LLP

By

Darren B. Cohen

Katherine Geldmacher
Attorneys for Applicant

599 Lexington Avenue

New York, New York 10022
212-549-0346



Certificate of Service

I hereby certify that a copy of the foregoing Applicant’s Answer to Notice of Opposition
and Affirmative Defenses was sent via email to counsel for Opposer, Marshall, Gerstein &
Borun LLP., at tgehrke@marshallip.com and mbolos@marshallip.com on this 18" day of
February 2025.

B

Darren B. Cohen
Attorney for Applicant
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