
ESTTA Tracking number: ESTTA1367523

Filing date: 06/26/2024

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Casio Keisanki Kabushiki Kaisha DBA Casio Computer Co., Ltd.

Granted to date
of previous ex-
tension

06/26/2024

Address 6-2, HON-MACHI 1-CHOME
SHIBUYA-KU, TOKYO, 151-8543
JAPAN

Attorney informa-
tion

JOHN E. LYHUS
FITCH, EVEN, TABIN & FLANNERY LLP
120 S. LASALLE STREET
SUITE 2100
CHICAGO, IL 60603
UNITED STATES
Primary email: trademark@fitcheven.com
Secondary email(s): jelyh@fitcheven.com
312-577-7000

Docket no. 8040-159535

Applicant information

Application no. 97872959 Publication date 02/27/2024

Opposition filing
date

06/26/2024 Opposition period
ends

06/26/2024

Applicant Philip Thornton
1500 ARLINGTON BLVD #411
ARLINGTON, VA 22209
UNITED STATES

Goods/services affected by opposition

Class 041. First Use: Nov 2008 First Use In Commerce: Nov 2008
All goods and services in the class are opposed, namely: Entertainment services, namely, providing
video podcasts in the field of music, film making, video game play, video game commentary, video
game competitions, video game tutorials, do-it-yourself, automotive, lifestyle, technology, product and
service reviews, shopping, cooking, fitness, interviews, adult entertainment, animation, and action
movies; Entertainment services, namely, the provision of continuing segments and live-streams fea-
turing music, film making, video game play, video game commentary, video game competitions,
video game tutorials, do-it-yourself, automotive, lifestyle, technology, product and service reviews,
shopping, cooking, fitness, interviews, adult entertainment, animation, and action movies delivered by
live-streaming video platforms, and Twitch; Presentation of live show performances; Providing on-line
videos featuring music, film making, video game play, video game commentary, video game competi-
tions, video game tutorials, do-it-yourself, automotive, lifestyle, technology, product and service re-
views, shopping, cooking, fitness, interviews, adult entertainment, animation, and action movies, not
downloadable



Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Marks cited by opposer as basis for opposition

U.S. registration
no.

0951877 Application date 02/08/1971

Register Principal

Registration date 01/30/1973 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 026. First use: First Use: Nov 30, 1958 First Use In Commerce: Jun 7,
1970

ELECTRONIC AND ELECTRICAL COMPUTERS AND CALCULATING MA-
CHINES INCLUDING PRINTING DESK-TOP CALCULATING MACHINES

U.S. registration
no.

0989576 Application date 07/19/1972

Register Principal

Registration date 07/30/1974 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 026. First use: First Use: Sep 1957 First Use In Commerce: Jun 1, 1971

ACCOUNTING MACHINES, TABULATING MACHINES; CALCULATORS; TAB-
ULATING CALCULATORS; BILLING AND INVOICING MACHINES; PROOF
MACHINES WHICH TOTAL, RECORD AND COMPARE DATA; AND SORTING
MACHINES WHICH ACCUMULATE AND RECORD DATA IN GROUPS AR-
RANGED IN RANDOM ORDER

U.S. registration
no.

1041284 Application date 02/05/1975

Register Principal

Registration date 06/15/1976 Foreign priority
date

NONE

Word mark CASIO

Design mark



Description of
mark

NONE

Goods/services Class 014. First use: First Use: Oct 7, 1974 First Use In Commerce: Dec 3, 1974

ELECTRONIC WATCHES

U.S. registration
no.

1085371 Application date 10/13/1976

Register Principal

Registration date 02/14/1978 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 009. First use: First Use: May 18, 1976 First Use In Commerce: Jul 30,
1976

ELECTRONIC CASH REGISTERS

U.S. registration
no.

1201967 Application date 01/12/1981

Register Principal

Registration date 07/20/1982 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 015. First use: First Use: None First Use In Commerce: None

Electronic Musical Keyboards

U.S. registration
no.

1207038 Application date 03/16/1981

Register Principal

Registration date 09/07/1982 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 009. First use: First Use: Apr 1980 First Use In Commerce: Apr 1980

[ Headphones; Amplifiers; Loud-Speakers; ] Foot Volume Control Pedals; and
Foot Sustain Pedals

Class 015. First use: First Use: Apr 1980 First Use In Commerce: Apr 1980



Stands, Bags, and Cases for Musical Instruments

U.S. registration
no.

1524288 Application date 05/27/1988

Register Principal

Registration date 02/14/1989 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 009. First use: First Use: Oct 1977 First Use In Commerce: Oct 1977

[ LCD-TELEVISION SETS, ] RADIO RECEIVERS, [ VIDEO TAPE RECORD-
ERS WITH LCD-TELEVISION SET, DIGITAL AUDIO TAPE RECORDERS,
COMPACT DISC PLAYERS, ] ELECTRONIC STILL CAMERAS, STILL CAM-
ERAS [, POCKET BEEPERS, THERMIC COPIERS, FACSIMILE TRANSMIT-
TERS AND RECEIVERS, BLANK VIDEO CASSETTE TAPES AND BLANK AU-
DIO CASSETTE TAPES ]

U.S. registration
no.

1557885 Application date 08/03/1988

Register Principal

Registration date 09/26/1989 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 015. First use: First Use: May 1987 First Use In Commerce: May 1987

ELECTRONIC STRINGED INSTRUMENTS OF VARIOUS SHAPES, EACH
CAPABLE OF PRODUCING SOUNDS OF GUITAR, FLANGER, ORGAN,
HARP, SAMISEN, TRUMPET, CHORUS, DISTORTION, CRYSTAL, CLAV-
INET, FUNKY, MANDOLIN, PIPE ORGAN, FLUTE AND CLARINET [ ; ELEC-
TRONIC WIND INSTRUMENTS OF VARIOUS SHAPES, EACH CAPABLE OF
PRODUCING SOUNDS OF SAXOPHONE, TRUMPET, SYNTHEREED, OBOE,
CLARINET AND FLUTE ]

U.S. registration
no.

3385175 Application date 07/11/2007

Register Principal

Registration date 02/19/2008 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 035. First use: First Use: 1969 First Use In Commerce: Nov 1996



Retail store services featuring computer hardware, computer peripherals, com-
puter software, timepieces, musical instruments, cameras, consumer electronics
and accessories, audio visual equipment, business and office equipment, office
supplies and accessories, telecommunications goods, and personal identifica-
tion authentication and security equipment

U.S. registration
no.

3614858 Application date 04/02/2008

Register Principal

Registration date 05/05/2009 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 009. First use: First Use: 1965 First Use In Commerce: 1966

Electronic calculators; scientific electronic calculators; software for scientific
electronic calculators; hand held electronic dictionaries; downloadable electronic
dictionaries; cases for electronic dictionaries; memory cards for electronic dic-
tionaries; CD-ROMs for electronic dictionaries; personal digital assistants; label
printers; tape cartridges for label printers; disk title printers; cash registers; cash
registers, including point of sales terminals and software for point of sale sys-
tems; handy terminals, namely, mobile data terminals; digital cameras; cases for
digital cameras; cradles for digital cameras; batteries for digital cameras; water-
proof cases for digital cameras; dustproof cases for digital cameras; projectors,
namely, multimedia video projectors for transmission or reproduction of images,
sound and data and visual presenters, namely, apparatus for transmission or re-
production of images and sound; document cameras; data terminals for project-
ors; AC adapters; USB (universal serial bus) hardware and software; scanners
for point of sales systems; computer programs for digital cameras; battery char-
gers for digital cameras; connectors for projectors; electronic calculators having
functions of clocks; microphones for electronic musical instruments

Class 014. First use: First Use: 1974 First Use In Commerce: 1974

Wrist watches; electronic wrist watches; clocks; wrist watches and clocks having
pacemaker functions; electronic watches and clocks with solar batteries; elec-
tronic watches and clocks having databank functions; electronic watches and
clocks having functions of electronic calculators; stop watches; wrist watches
and clocks having lap memory functions; wrist watches and clocks having a
heart rate monitor; timers for soccer; wrist watches and clocks having a function
of measuring the depth of water; wrist watches and clocks having a function of
calculating calorie consumption; wrist watches and clocks having pedometer
functions; wrist watches and clocks having a map meter; wrist watches and
clocks having an altimeter; wrist watches and clocks having a function of fore-
casting a tendency of weather; wrist watches and clocks having a function of in-
dicating a moon graph; wrist watches and clocks having a function of indicating
the age of the moon; wrist watches and clocks having a function of fishing time;
wrist watches and clocks having a function of indicating the sunrise and sunset
times; wrist watches and clocks having a function of weather forecasts; wrist
watches and clocks having a sphygmomanometer; wrist watches and clocks
having a thermometer; wrist watches and clocks having a compass; wrist
watches and clocks having an acceleration sensor; autonomous radio controlled
watches; wrist watches and clocks having a tide graph function; wrist watches
and clocks having a GPS function; wrist watches and clocks having a heart-rate
monitoring function



Class 015. First use: First Use: 1980 First Use In Commerce: 1980

Electronic musical keyboard instruments; stands for electronic musical instru-
ments; electronic pianos; cases for electronic musical instruments

Class 037. First use: First Use: 1957 First Use In Commerce: 1970

Repair and maintenance of calculators, electronic dictionaries, personal digital
assistants, printers, cash registers, mobile data terminals, digital cameras, pro-
jectors, scanners for point of sales systems, watches, clocks, timers, electronic
musical instruments, and microphones

U.S. registration
no.

7255183 Application date 04/14/2023

Register Principal

Registration date 12/26/2023 Foreign priority
date

NONE

Word mark CASIO

Design mark

Description of
mark

NONE

Goods/services Class 016. First use: First Use: 1991 First Use In Commerce: 1992

Label printing machines; portable label printing machines; electronic tape writers
in the nature of label printing machines; electronic office lettering machines; ad-
dressing machines; handheld label printing machines; tape cartridges for label
printing machines; label tapes for label printing machines; ink ribbons
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Name JOHN E. LYHUS

Date 06/26/2024



 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Casio Keisanki Kabushiki Kaisha, D/B/A Casio 
Computer Co., Ltd., 
 
OPPOSER, 
 
v. 
 
Philip Thornton, 
 
APPLICANT. 
 
 
Serial No. 97872959 
Filed: April 4, 2023 
Mark KASIO 
Published: February 27, 2024 
 

) 
) 
) 
) 
) 
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OPPOSITION No. 

 

 

 

NOTICE OF OPPOSITION 

 

Casio Keisanki Kabushiki Kaisha, d/b/a Casio Computer Co., Ltd., a Japanese 

corporation having an address at 6-2, Hon-machi 1-chome, Shibuya-ku, Tokyo, Japan 

(hereinafter "Casio"), believes that it will be damaged by the registration of the KASIO mark, 

Application No. 97872959, by Philip Thornton, identified in this application as an individual 

having an address at 1500 Arlington Blvd #411, Arlington, Virginia 22209 (hereinafter 

"Applicant") and hereby opposes the same on the following grounds: 



COUNT I - LIKELIHOOD OF CONFUSION 

 

1. Applicant filed Application No. 97872959 on April 4, 2023, seeking registration of the 

KASIO mark on the Principal Register for the specified services:  

Entertainment services, namely, providing video podcasts in the field of music, film 

making, video game play, video game commentary, video game competitions, video game 

tutorials, do-it-yourself, automotive, lifestyle, technology, product and service reviews, 

shopping, cooking, fitness, interviews, adult entertainment, animation, and action 

movies; Entertainment services, namely, the provision of continuing segments and live-

streams featuring music, film making, video game play, video game commentary, video 

game competitions, video game tutorials, do-it-yourself, automotive, lifestyle, 

technology, product and service reviews, shopping, cooking, fitness, interviews, adult 

entertainment, animation, and action movies delivered by live-streaming video platforms, 

and Twitch; Presentation of live show performances; Providing on-line videos featuring 

music, film making, video game play, video game commentary, video game competitions, 

video game tutorials, do-it-yourself, automotive, lifestyle, technology, product and 

service reviews, shopping, cooking, fitness, interviews, adult entertainment, animation, 

and action movies, not downloadable. 

 

2. Upon information and belief, Applicant is not entitled to any priority in the KASIO mark 

earlier than the April 4, 2023 filing date of Application No. 97872959 or the claimed use, if 

proven, anywhere and in the U.S. beginning in November 2008. 

3. Casio has used its highly distinctive CASIO mark and trade name in United States 

commerce for more than 50 years beginning at least as early as June 1970 and earlier in Japan at 

least as early as June 1957, long before Applicant claims use of the KASIO mark or filed the 

instant KASIO trademark application. 

4. Casio was founded in Japan in 1946 by Seisakujo KASHIO, whose family name KASHIO 

became the phonetically identical house mark CASIO for all products originating from Casio. 



5. Based on its longstanding, continuous and extensive use of the CASIO mark and trade 

name in commerce, Casio has earned worldwide recognition and goodwill associated with the 

CASIO mark and trade name. 

6. The CASIO mark and trade name is known around the world and in the United States 

for an ongoing history of innovative and popular consumer and business electronics with 

extensive offerings and related sales of watches, smartwatches, musical instruments, calculators, 

printers, cash registers, cameras and projectors. 

7.  Casio has registered the following CASIO marks, with the TSDR records attached 

hereto: 

Word

mark 

Reg No Goods and Services File Date 

Reg Date 

CASIO 0951877 ic 009 us 026: electronic and electrical computers 

and calculating machines including printing desk-

top calculating machines. 

1971-02-08 

1973-01-30 

CASIO 0989576 ic 009 us 026: accounting machines, tabulating 

machines; calculators; tabulating calculators; 

billing and invoicing machines; proof machines 

which total, record and compare data; and 

sorting machines which accumulate and record 

data in groups arranged in random order. 

1972-07-19 

1974-07-30 

CASIO 1041284 ic 014: electronic watches. 1975-02-05 

1976-06-15 

CASIO 1085371 ic 009: electronic cash registers. 1976-10-13 

1978-02-14 

CASIO 1201967 ic 015: electronic musical keyboards. 1981-01-12 

1982-07-20 

CASIO 1207038 ic 009: [ headphones; amplifiers; loud-speakers; ] 

foot volume control pedals; and foot sustain 

pedals.; ic 015: stands, bags, and cases for 

musical instruments. 

1981-03-16 

1982-09-07 

CASIO 1524288 ic 009: [ lcd-television sets, ] radio receivers, [ 

video tape recorders with lcd-television set, 

digital audio tape recorders, compact disc 

players, ] electronic still cameras, still cameras [, 

pocket beepers, thermic copiers, facsimile 

1988-05-27 

1989-02-14 



Word

mark 

Reg No Goods and Services File Date 

Reg Date 

transmitters and receivers, blank video cassette 

tapes and blank audio cassette tapes ]. 

CASIO 1557885 ic 015: electronic stringed instruments of various 

shapes, each capable of producing sounds of 

guitar, flanger, organ, harp, samisen, trumpet, 

chorus, distortion, crystal, clavinet, funky, 

mandolin, pipe organ, flute and clarinet [ ; 

electronic wind instruments of various shapes,  

each capable of producing sounds of saxophone, 

trumpet, synthereed, oboe, clarinet and flute ]. 

1988-08-03 

1989-09-26 

CASIO 3385175 ic 035: retail store services featuring computer 

hardware, computer peripherals, computer 

software, timepieces, musical instruments, 

cameras, consumer electronics and accessories, 

audio visual equipment, business and office 

equipment, office supplies and accessories, 

telecommunications goods, and personal 

identification authentication and security 

equipment. 

2007-07-11 

2008-02-19 

CASIO 3614858 ic 009: electronic calculators; scientific electronic 

calculators; software for scientific electronic 

calculators; hand held electronic dictionaries; 

downloadable electronic dictionaries; cases for 

electronic dictionaries; memory cards for 

electronic dictionaries; cd-roms for electronic 

dictionaries; personal digital assistants; label 

printers; tape cartridges for label printers; disk 

title printers; cash registers; cash registers, 

including point of sales terminals and software 

for point of sale systems; handy terminals, 

namely, mobile data terminals; digital cameras; 

cases for digital cameras; cradles for digital 

cameras; batteries for digital cameras; 

waterproof cases for digital cameras; dustproof 

cases for digital cameras; projectors, namely, 

multimedia video projectors for transmission or 

reproduction of images, sound and data and 

visual presenters, namely, apparatus for 

transmission or reproduction of images and 

sound; document cameras; data terminals for 

projectors; AC adapters; USB (universal serial 

bus) hardware and software; scanners for point 

of sales systems; computer programs for digital 

cameras; battery chargers for digital cameras; 

connectors for projectors; electronic calculators 

having functions of clocks; microphones for 

2008-04-02 

2009-05-05 



Word

mark 

Reg No Goods and Services File Date 

Reg Date 

electronic musical instruments  ic 014 Wrist 

watches; electronic wrist watches; clocks; wrist 

watches and clocks having pacemaker functions; 

electronic watches and clocks with solar 

batteries; electronic watches and clocks having 

databank functions; electronic watches and 

clocks having functions of electronic calculators; 

stop watches; wrist watches and clocks having 

lap memory functions; wrist watches and clocks 

having a heart rate monitor; timers for soccer; 

wrist watches and clocks having a function of 

measuring the depth of water; wrist watches and 

clocks having a function of calculating calorie 

consumption; wrist watches and clocks having 

pedometer functions; wrist watches and clocks 

having a map meter; wrist watches and clocks 

having an altimeter; wrist watches and clocks 

having a function of forecasting a tendency of 

weather; wrist watches and clocks having a 

function of indicating a moon graph; wrist 

watches and clocks having a function of 

indicating the age of the moon; wrist watches 

and clocks having a function of fishing time; wrist 

watches and clocks having a function of 

indicating the sunrise and sunset times; wrist 

watches and clocks having a function of weather 

forecasts; wrist watches and clocks having a 

sphygmomanometer; wrist watches and clocks 

having a thermometer; wrist watches and clocks 

having a compass; wrist watches and clocks 

having an acceleration sensor; autonomous radio 

controlled watches; wrist watches and clocks 

having a tide graph function; wrist watches and 

clocks having a GPS function; wrist watches and 

clocks having a heart-rate monitoring function  ic 

015 Electronic musical keyboard instruments; 

stands for electronic musical instruments; 

electronic pianos; cases for electronic musical 

instruments  ic 035 Repair and maintenance of 

calculators, electronic dictionaries, personal 

digital assistants, printers, cash registers, mobile 

data terminals, digital cameras, projectors, 

scanners for point of sales systems, watches, 

clocks, timers, electronic musical instruments, 

and microphones 



Word

mark 

Reg No Goods and Services File Date 

Reg Date 

CASIO 7255183 ic 016: label printing machines; portable label 

printing machines; electronic tape writers in the 

nature of label printing machines; electronic 

office lettering machines; addressing machines; 

handheld label printing machines; tape cartridges 

for label printing machines; label tapes for label 

printing machines; ink ribbons. 

2023-04-14 

2023-12-26 

 

8. Casio has invested substantial effort and resources in marketing, advertising and 

promoting the CASIO mark and trade name throughout the world and the United States, upon 

which, as well as the quality of its goods and related services, Casio has built substantial 

goodwill associated with the CASIO mark and trade name and enjoyed substantial sales of 

CASIO goods and services. 

9. Casio marketing, advertising and promotion of the CASIO mark and associated marks 

includes longstanding brand ambassador, endorsement and sponsorship programs involving 

musical artists, actors, sports figures, organizations and others within entertainment, sports and 

other fields.  

10. The CASIO mark and trade name has acquired substantial recognition as a well-known 

and famous mark belonging exclusively to Casio. 

11. Applicant adopted the highly similar, phonetically identical KASIO mark and filed 

Application No. 97872959 without the consent or permission of Casio. 

12. On information and belief, Applicant adopted the KASIO mark and filed Application No. 

97872959 with actual or constructive knowledge of Casio's prior use and established rights to 

the well-known and famous CASIO mark and trade name. 



13. The specified services for the KASIO mark in Application No. 97872959 are identical, 

similar and highly associated and related with the goods and services Casio has long provided 

and promoted in connection with its CASIO mark. 

14. The specified services in Application No. 97872959 for the KASIO mark and CASIO 

marked goods and services are likely be marketed, advertised and otherwise promoted through 

the same channels of trade and directed to the same, similar or highly related classes of 

purchasers and the public. 

15. Applicant's KASIO mark is confusingly similar to the CASIO mark and trade name and 

likely to cause confusion, mistake, or deception that Applicant's specified services are those of 

Casio, are endorsed, sponsored or approved by Casio or are otherwise affiliated with Casio, 

whereby Casio would be damaged by the registration of Applicant's KASIO mark. 

16. If Applicant obtains registration of the KASIO mark identified in Application No. 

97872959, Applicant will have the prima facie exclusive right to use the KASIO mark for the 

specified services and such registration will damage, impair, diminish, and dilute Casio's 

goodwill and rights in its well-known and famous CASIO mark, causing irreparable injury to 

Casio. 

COUNT II - Dilution 

17. Casio incorporates by reference all the allegations contained in the foregoing paragraphs.   

18. The CASIO mark and trade name are widely recognized by the general consuming public 

of the United States as a designation of source of Casio’s goods and services.   

19. The CASIO mark is famous and distinctive within the meaning of the Lanham Act, is 

entitled to protection of the anti-dilution provisions of the Lanham Act, including 15 U.S.C § 



1125(c) and was famous in the United States and elsewhere long before the Applicant’s filing of 

the subject application or long before any use of the mark KASIO. 

20. Upon information and belief, U.S. consumers and consumers around the world are or 

will be immediately reminded of the famous CASIO mark when encountering Applicant’s 

KASIO mark.   

21. Applicant’s KASIO mark has caused or is likely to cause dilution and to impair the 

distinctiveness of the CASIO mark whereby Casio will be damaged by the registration of 

Applicant’s proposed mark on the Principal Register of the United States Patent and Trademark 

Office.    

REQUEST FOR RELIEF 

WHEREFORE, Casio respectfully requests that Application Serial No. 97872959 be rejected in 

its entirety and that registration of the KASIO mark be refused. 

 

June 26, 2024     /John E. Lyhus/   
John E. Lyhus  
Kerianne A. Strachan   
Fitch, Even, Tabin & Flannery  
120 South LaSalle, Suite 2100  
Chicago, Illinois  60603-3406  
Telephone:  312.577.7000  
Facsimile:  312.577.7007  

  
Attorneys for Opposer  
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