ESTTA Tracking number:

ESTTA1360032

Filing date: 05/21/2024

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers information

Name

LFP IP, LLC

Granted to date
of previous ex-

05/22/2024

date

ends

tension
Address 2029 CENTURY PARK EAST
SUITE 4200N
LOS ANGELES, CA 90067
UNITED STATES
Name LFP Casino IP, LLC
Entity limited liability company Incorporated or Delaware
registered in
Address 2029 CENTURY PARK EAST
SUITE 4200N
LOS ANGELES, CA 90067
UNITED STATES
Attorney informa- | JONATHAN W. BROWN
tion LIPSITZ GREEN SCIME CAMBRIA LLP
42 DELAWARE AVENUE
SUITE 120
BUFFALO, NY 14202
UNITED STATES
Primary email: ip@Iglaw.com
716-849-1333 x371
Docket no. 11740.2205
Applicant information
Application no. 97728810 Publication date 01/23/2024
Opposition filing 05/21/2024 Opposition period | 05/22/2024

Applicant

Frideres, Jerrod

2158 179TH STREET
FORT DODGE, IA 50501
UNITED STATES

Goods/services affected by opposition

Class 035. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Advertising, marketing and promotion ser-
vices in the field of billiard events, poker games, casino events




Grounds for opposition

| Priority and likelihood of confusion

| Trademark Act Section 2(d)

Marks cited by opposer as basis for opposition

U.S. registration 4312312 Application date 07/19/2012

no.

Register Principal

Registration date | 04/02/2013 Foreign priority NONE
date

Word mark HUSTLER HOLLYWOOD

Design mark

HUSTLER HOLLY WO

Description of
mark

NONE

Goods/services

Class 035. First use: First Use: Dec 3, 1998 First Use In Commerce: Dec 3,
1998

Retail store services featuring digital video discs, adult sexual stimulation aids,
apparel, lingerie, hats, cosmetics, candles, perfumes, shave creams, bath and
body products, personal lubricants, body creams, novelty items, party games,
playing cards, candies, jewelry, books, magazines, condoms, and lotions

mark

U.S. registration 4257789 Application date 06/29/2012

no.

Register Principal

Registration date | 12/11/2012 Foreign priority NONE
date

Word mark HUSTLER

Design mark

Description of NONE

Goods/services

Class 038. First use: First Use: Dec 31, 2009 First Use In Commerce: Dec 31,
2009

Broadcasting services, namely, video-on-demand transmission services; video
broadcasting; and electronic transmission and streaming of data, images, videos
and other digital media via the internet, wired or wireless networks, to com-
puters, televisions, or mobile devices

U.S. registration 4354038 Application date 10/31/2012

no.

Register Principal

Registration date | 06/18/2013 Foreign priority NONE
date

Word mark HUSTLER

Design mark

HUSTLER




Description of
mark

NONE

Goods/services

Class 009. First use: First Use: Mar 30, 2008 First Use In Commerce: Mar 30,
2008

Digital media, namely, downloadable audio and video recordings, digital versat-
ile discs (DVDs), and high definition digital discs featuring adult entertainment

U.S. registration 2773372 Application date 10/22/2002

no.

Register Principal

Registration date | 10/14/2003 Foreign priority NONE
date

Word mark HUSTLER CLUB

Design mark

HUSTLER CLUR

Description of
mark

NONE

Goods/services

Class 041. First use: First Use: Dec 28, 2000 First Use In Commerce: Dec 28,
2000

operation of night clubs

U.S. registration 4124112 Application date 02/15/2011

no.

Register Principal

Registration date | 04/10/2012 Foreign priority NONE
date

Word mark HUSTLERCASH

Design mark

HUSTLERCASH

Description of
mark

NONE

Goods/services

Class 035. First use: First Use: Oct 31, 2005 First Use In Commerce: Oct 31,
2005

Advertising and on-line marketing services offered via global computer networks
and global communication networks

U.S. registration 2479911 Application date 08/09/2000

no.

Register Principal

Registration date | 08/21/2001 Foreign priority NONE
date

Word mark HUSTLER CASINO

Design mark

HUSTLEE SkD T8

Description of
mark

NONE

Goods/services

Class 041. First use: First Use: Jun 22, 2000 First Use In Commerce: Jun 22,
2000

Providing gaming casino facilities




U.S. application 98066357 Application date 06/30/2023

no.

Registration date | NONE Foreign priority NONE
date

Word mark HUSTLER CASINO LIVE

Design mark

HUSTLER CASING LIVE

Description of
mark

NONE

Goods/services

Class 041. First use: First Use: Jul 31, 2021 First Use In Commerce: Jul 31,
2021

Entertainment in the nature of ongoing television programs in the field of poker;
Entertainment services, namely, conducting live poker games
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Signature

/Jonathan W. Brown/

Name

JONATHAN W. BROWN

Date

05/21/2024




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 97728810
Filed: December 22, 2022
Published: January 23, 2024 in the Trademark Official Gazette

For:

AMERICAN
HUSTLER

PROMOTIONS

LFP IP, LLC, and
LFP CASINO IP, LLC

Opposition No.
Opposers,
V. NOTICE OF OPPOSITION
JERROD FRIDERES,
Applicant.
NOTICE OF OPPOSITION

Opposers LFP IP, LLC and LFP Casino IP, LLC (collectively referred to herein as
“Opposers” or “LFP”), believe that they would be damaged by the registration on the Principal
Register of the AMERICAN HUSTLER PROMOTIONS design mark shown in Application

Serial No. 97728810 and hereby oppose registration thereof.
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As grounds for opposition, Opposers allege:

Opposer LFP IP, LL.C and its HUSTLER® Marks

1. Opposer LFP 1P, LLC is a limited liability company organized under the laws of
the State of Delaware, having a principal place of business at 2029 Century Park East, Suite
4200N, Los Angeles, California 90067.

2. LFP IP, LLC, through its affiliated companies and licensees (collectively, “LFP
IP”), provides various goods and services throughout the world utilizing its famous HUSTLER
marks.

3. Since at least as early as 1972, LFP IP, through its predecessors, related
companies, and licensees, has used its HUSTLER mark in connection with an entertainment
magazine under that mark.

4. LFP IP first used its HUSTLER and/or HUSTLER composite marks in commerce
on or in connection with magazines as early as 1972; online magazines as early as 1993; sexual
aids as early as 1997, clothing and retail store services as early as 1998; DVDs and jewelry as
early as 1999; night clubs and glassware as early as 2000; broadcasting services as early as 2004;
cigarette lighters as early as 2005; garments for pets as early as 2007; and motorcycle helmets as
early as 2008.

5. LFP IP owns numerous federal registrations on the Principal Register for its
HUSTLER marks and various related and composite marks, many of which have become
incontestable within the meaning of the Lanham Act. Such registrations include, but are not

limited to, the following:
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Mark

Reg. No.

Reg. Date

Date of
First Use
in
Commerce

Goods/Services

HUSTLER
HOLLYWOOD

4312312

04-02-2013

12-03-1998

Retail store services featuring digital
video discs, adult sexual stimulation
aids, apparel, lingerie, hats,
cosmetics, candles, perfumes, shave
creams, bath and body products,
personal lubricants, body creams,
novelty items, party games, playing
cards, candies, jewelry, books,
magazines, condoms, and lotions in
Class 35

HUSTLER

4257789

12-11-2012

12-31-2009

Broadcasting services, namely,
video-on-demand transmission
services; video broadcasting; and
electronic transmission and
streaming of data, images, videos
and other digital media via the
internet, wired or wireless networks,
to computers, televisions, or mobile
devices in Class 38

HUSTLER

4354038

06-18-2013

03-30-2008

Digital media, namely,
downloadable audio and video
recordings, digital versatile discs
(DVDs), and high definition digital
discs featuring adult entertainment
in Class 09

HUSTLER
CLUB

2773372

10-14-2003

12-28-2000

Operation of night clubs in Class 41

HUSTLERCASH

4124112

04-10-2012

10-31-2005

Advertising and on-line marketing
services offered via global computer
networks and global communication
networks in Class 35

6. The federal trademark registrations set forth in Paragraph 5 above (among others,

the “HUSTLER Marks”) are valid and subsisting, and constitute prima facie evidence of their

validity.
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7. By virtue of its extensive and longtime use, substantial worldwide promotional
efforts and commercial success of its famous HUSTLER Marks, LFP IP has established valuable
goodwill in the HUSTLER Marks, and the public has come to associate LFP’s marks with LFP
and its famous founder, Larry Flynt. As such, the HUSTLER Marks have become distinctive,
and the public has come to know the HUSTLER Marks as an indication of goods and services

that originate from LFP IP.

Opposer LFP Casino IP, LL.C and its HUSTLER CASINO® Marks

8. Opposer LFP Casino IP, LLC is a limited liability company organized under the
laws of the State of Delaware, having a principal place of business at 2029 Century Park East,
Suite 4200N, Los Angeles, California 90067.

0. Opposer LFP Casino IP, LLC shares the same sole member as Opposer LFP 1P,
LLC. As it is in privity with Opposer LFP IP, LLC, LFP Casino IP, LLC also opposes
Application Serial No. 97728810.

10. LFP Casino IP, LLC, through its affiliated companies and licensees (collectively,
“LFP Casino”), provides various goods and services utilizing its HUSTLER CASINO marks.

11. Since at least as early as June 22, 2000, LFP Casino, through its predecessors,
affiliated companies, and licensees, has used its HUSTLER CASINO mark in connection with a
casino.

12. LFP Casino IP, LLC is the owner of U.S. Registration No. 2479911, for the mark
HUSTLER CASINO, registered on August 21, 2001, for use in connection with “[p]roviding

gaming casino facilities” in International Class 041.
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13. U.S. Registration No. 2479911 has become incontestable within the meaning of
the Lanham Act.

14. U.S. Registration No. 2479911 is valid and subsisting and constitutes prima facie
evidence of its validity.

15. Since at least as early as July 31, 2021, LFP Casino has used its HUSTLER
CASINO LIVE mark in connection with televised poker games.

16. LFP Casino IP, LLC is the owner of U.S. Application Serial No. 98066357, filed
on June 30, 2023, for the mark HUSTLER CASINO LIVE for use in connection with
“[e]ntertainment in the nature of ongoing television programs in the field of poker;
[e]ntertainment services, namely, conducting live poker games” in International Class 041.

17. In addition to those goods and services identified in the U.S. Registration and
Application referenced above, LFP Casino offers many goods and services under the HUSTLER
CASINO and HUSTLER CASINO LIVE Marks (collectively, the “HUSTLER CASINO
Marks”).

18. By virtue of its extensive and longtime use, substantial promotional efforts, and
commercial success of its HUSTLER CASINO Marks, LFP Casino has established valuable
goodwill in the HUSTLER CASINO Marks, and the public has come to associate LFP Casino’s
marks with LFP and its famous founder, Larry Flynt. As such, the HUSTLER CASINO Marks
have become distinctive, and the public has come to know the HUSTLER CASINO Marks as an

indication of goods and services that originate from Opposer LFP Casino.

/!

/!
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The “AMERICAN HUSTLER PROMOTIONS” Application

19. Upon information and belief, Jerrod Frideres is a United States citizen with an
address of 2158 179" Street, Fort Dodge, Iowa 50501 (“Applicant™).

20. On December 22, 2022, Applicant filed U.S. Application Serial No. 97728810
under Section 1(b), 15 U.S.C. § 1051(b) to register the mark AMERICAN HUSTLER
PROMOTIONS (and design), for use in connection with “[a]dvertising, marketing and
promotion services in the field of billiard events, poker games, casino events” in International
Class 035.

21. As used herein, the “Opposed Application” shall refer to U.S. Application Serial
No. 97728810.

22. As used herein, “Applicant’s Mark” shall refer to the AMERICAN HUSTLER
PROMOTIONS design mark contained in the Opposed Application referenced above.

23. As used herein, the “Opposed Services” shall refer to those services listed in the

Opposed Application referenced above.

Likelihood of Confusion, 15 U.S.C. § 1052(d)

24. Opposers have priority based on their prior valid and subsisting registrations and
applications for their HUSTLER and HUSTLER CASINO family of marks. Further, Opposers
have used their HUSTLER Marks and HUSTLER CASINO Marks in commerce since before the
filing date of the Opposed Application.

25. The services identified in the Opposed Application are identical and/or highly

related to the goods and services identified in Opposers’ registrations and application for the
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HUSTLER Marks and HUSTLER CASINO Marks, and with which Opposers have been using
their HUSTLER Marks and HUSTLER CASINO Marks for many years.

26. The services identified in the Opposed Application are likely to be offered
through the same channels of trade and to the same class of purchasers as Opposers’ goods
and/or services are offered, sold, and/or distributed and/or are intended to be offered, sold, and/or
distributed under their HUSTLER Marks and/or HUSTLER CASINO Marks.

27. Applicant’s Mark incorporates Opposer LFP IP’s HUSTLER Mark in its entirety.

28. Applicant’s Mark incorporates the distinctive HUSTLER portion of LFP Casino
IP’s HUSTLER CASINO and HUSTLER CASINO LIVE Marks.

29. Applicant’s Mark is likely to cause confusion, mistake, or deception in the trade
and among ordinary consumers and prospective purchasers as to the source, origin or
sponsorship of the parties’ respective goods and services under Section 2(d), 15 U.S.C. §
1052(d).

30. Consumers encountering Applicant’s Mark in connection with the Opposed
Services are likely to associate Applicant’s Mark with Opposers, and are likely to assume,
mistakenly, that the Opposed Services offered under Applicant’s Mark originate with Opposers
or that the Opposed Services are sponsored, endorsed, or otherwise authorized by, licensed
through, or otherwise associated with Opposers.

31. Opposers would be damaged by registration of Applicant’s Mark because
registration would grant Applicant statutory rights under the Trademark Act of 1946, and would
tend to restrict, interfere with, and damage Opposers in the unhampered conduct of their business

and protection of their legitimate interests.
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WHEREFORE, Opposers pray that this Opposition be sustained and that registration of

U.S. Trademark Application Serial No. 97728810 be denied.

Dated: May 21, 2024
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Respectfully submitted,

LFP IP, LLC and LFP CASINO IP, LLC
by their counsel

LIPSITZ GREEN SCIME CAMBRIA LLP

By:__ /Jonathan W. Brown/

Jonathan W. Brown, Esq.

42 Delaware Avenue, Suite 120
Buffalo, New York 14202
(716) 849-1333, Ext. 371



