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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application
Serial No. 97/446,064

For the mark: MUSIC FROM BIG PINK, OppositionNo. ____

Published in the Official Gazette on December 12,

2023

THE BAND BAND LLC, and
ERIC G. HUDSON, p/k/a GARTH HUDSON,

Opposers,
-V.-
IGNITE MUSIC HOLDING LLC,
Applicant.

NOTICE OF OPPOSITION

The Band Band LL.C, a Wyoming limited liability company having a business address at
30 N. Gould Street, Suite R, Sheridan, Wyoming 82801 (“TBLLC”) and Eric G. Hudson,
professionally known as Garth Hudson, an individual with a business address at 1 Commons
Drive, Lake Katrine, NY 12449, (“Hudson”) (collectively “Opposers,” each an “Opposer”), each
believing individually and collectively that they will be damaged by registration of the mark
shown in Application Serial No. 97/446,064 for goods and services in IC 9, 16, 25, 35, 38, and

41, hereby file, jointly and severally, this Notice of Opposition.

INTRODUCTION AND PARTIES

1. Opposers are members and successors in interest to several of the members of the

well-known classic rock group known as The Band (“The Band”). The Band, which started in
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Canada as “Levon and the Hawks” in 1958, began playing as the backing band for recording
artist Bob Dylan as “The Hawks” in 1965, and subsequently became “The Band” in 1968 after
Bob Dylan encouraged them to record music and perform as a group on their own.

2. The original and principal members of The Band were Levon Helm, Rick Danko,
Opposer Hudson, Richard Manuel, and Robbie Robertson (the “Band Members,” each a “Band
Member). Levon Helm, Rick Danko, Richard Manuel, and Robbie Robertson are deceased.

3. Opposer Hudson is an individual with a business address at 1 Commons Drive,
Lake Katrine, NY 12449. Hudson is the last remaining living Band Member.

4. Lisa Danko is the daughter of the deceased Band Member Rick Danko, and as the
beneficiary of his estate is the successor to his legal and financial interests in The Band.

5. Amy Helm is the daughter of deceased Band Member Levon Helm, and subject to
the disposition of Levon Helm’s estate is, on information and belief, a co-beneficiary of Levon
Helm’s estate and a co-successor-in-interest to Levon Helm’s legal and financial interests.

6. The Band authored and recorded such well-known classic rock songs as “The
Weight,” “Up on Cripple Creek,” “Ophelia,” and “The Night They Drove Old Dixie Down,”
which songs, together with many other songs, record albums, and performance recordings in The
Band’s catalog of material, along with merchandise and memorabilia, continue to be played,
recorded by third parties, sold, streamed, and performed and have continued to generate income
for the Band Members and their heirs and/or other successors in interest.

7. Throughout the lifespan of The Band, and continuing to the present, pursuant to
an agreement made by and between all of the Band Members in or about 1968, the Band
Members and their heirs and successors-in-interest have operated and overseen the business of

the Band as a general partnership, originally formed and governed under and by the laws of the

Page 2 of 21



State of New York, with each Band Member owning an equal 20% share as a general partner,
(the “Band Partnership”).

8. Specifically, the Band Members collectively agreed as partners to, inter alia,
divide all income derived from recording and performing equally with 20% going to each Band
Member, and to jointly own and exploit as partners, on an equal 20% basis, all rights to band
assets, properties and revenues, including without limitation trade names, trademarks, album
names, movie names, merchandise and souvenirs and memorabilia.

9. Opposer Hudson as a Band Member has an interest in this matter as his interests
are impacted by and integrated with matters that impact upon the interests of The Band, the Band
Partnership, and its successor-in-interest, Opposer TBLLC, all as set forth herein below.

10. On or about July 1, 1968, the Band Partnership, through and together with their
record company and licensee Capitol Records, released their first studio record album “Music
From Big Pink” (the “Album”) and adopted and began using the trademark MUSIC FROM BIG
PINK (the “MFBP Trademark™) in connection with the recording, production, arrangement,
sales, marketing and advertisement of musical sound recordings.

11. The Album is and has been a famous and enduring rock studio recording, and the
Band Partnership has used the MFBP Trademark in connection with numerous subsequent
releases and re-issues of the Album since its initial release in 1968.

12. The Album was re-released under the MFBP Trademark by the Band Partnership
through its record company and licensee Capitol Records as a gold compact disc (“CD”) in 1989,
as a DVD-audio in 2001, as a remastered 180 gram vinyl record in 2008, and as a further

remastered super audio CD in 2009.
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13. On August 29, 2000, the Album was reissued under the MFBP Trademark by
Band Partnership record company and licensee EMI Records as a standard compact disc with
nine bonus songs that did not appear on the original Album. In 2012, Band Partnership record
company and licensee Mobile Fidelity released the Album under the MFBP Trademark as a
newly remastered 180 gram vinyl record.

14. In 2018, the Band Partnership through its record company and licensee Capital
Records released a 50th Anniversary Edition of the Album under the MFBP Trademark, mixed
and mastered by well-known recording engineers Bob Clearmountain and Bob Ludwig, which
included several of the bonus songs from the EMI 2000 release, and a new vocal-only mix of the
song “I Shall Be Released.”

15. In all, since 1968, the Album has been released and sold under the MFBP

Trademark in 205 separate iterations. See, e.g., https://www.discogs.com/master/14468-The-

Band-Music-From-Big-Pink; see, also, screenshots attached as Exhibit 1.

16. In or about December, 2023, individuals comprising Band Member partners and
successors-in-interest to Band Member partners, namely Amy Helm, Lisa Danko, and a legal
representative of Opposer Hudson, determined and voted to assign and transfer and did assign
and transfer the rights to use, manage, police, maintain, and protect the trademark rights of the
Band Partnership, including rights in and to the MFBP Trademark, to Opposer TBLLC.

17. Opposer TBLLC is a limited liability company with a business address at 30 N.
Gould Street, Suite R, Sheridan, Wyoming 82801, and is the assignee of and successor-in-

interest to the trademark rights of the Band Partnership.
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18. Opposer TBLLC, as assignee of and successor-in-interest to the trademark rights
of the Band Partnership, owns the trademark THE BAND in connection with various goods and
services, including audio and video recordings and merchandise sales.

19. On February 26, 2024, TBLLC filed U.S. Trademark Application Serial Nos.
98/393,975 and 98/394,025 for THE BAND in IC 9 in connection with audio and video
recordings featuring music and artistic performances, and in IC 35 in connection with on-line
retail store services featuring audio and video recordings, clothing, headwear, accessories, and
gift items, respectively.

20. Upon information and belief and according to the PTO’s records, Applicant Ignite
Music Holding LLC is a limited liability company organized under the laws of Delaware
(“Applicant”), with a business address at 4123 Lankershim Blvd., North Hollywood, California
91602.

21. Upon information and belief, in or about December, 2020, Applicant, through its
parent company, purported to acquire from Band Member and Band Partnership partner Robbie
Robertson (“Robertson’) some or all of Robertson’s interest in income derived from business
conducted by or on behalf of The Band, including income derived from recordings and
performances, and from exploitation of his copyrights and name and likeness.

22. On June 7, 2022, Applicant filed U.S. Trademark Application Serial No.
97/446,064 (the “Application”) for the word mark MUSIC FROM BIG PINK (“Applicant’s
Mark™).

23. Through the Application, Applicant seeks registration of Applicant’s Mark based
on an intent-to-use under Section 1(b) of the Lanham Act for the following goods/services

(“Applicant’s Goods/Services”):
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e International Class 009: Musical sound recordings; downloadable sound recordings
featuring music

e International Class 016: Printed materials, namely, posters, books in the field of music
and entertainment, notepads, souvenir books featuring information on musical
entertainment, stickers, calendars, coasters of paper, postcards, notebooks, and blank
writing journals

e International Class 025: Clothing, namely, t-shirts, hoodies, sweaters, headbands, hats,
caps being headwear, shirts; headwear

e International Class 035: Retail store services and online retail store services featuring
souvenirs and general consumer merchandise; retail store services and online retail store
services featuring musical sound recordings, printed materials, posters, books in the field
of music and entertainment, notepads, souvenir books featuring information on musical
entertainment, stickers, calendars, coasters of paper, postcards, notebooks, journals,
clothing, and headwear

e International Class 038: Streaming of audio, visual and audiovisual material via a global
computer network

e International Class 041: Entertainment, namely, live music concerts; providing online
non-downloadable videos in the field of live music events; entertainment services,
namely, providing podcasts in the field of music

24.  The Application was published for opposition in the Official Gazette on
December 12, 2023. On or about January 10, 2024, Opposers each timely filed 90-day requests
for extensions of time to oppose, providing a deadline to oppose the Application on April 10,
2024.

25. Opposers, through their predecessors-in-interest the Band Partnership and/or
individual Band Members, have long established goodwill and exclusive rights in and to the
MFBP Trademark, beginning nearly 54 years prior to the filing date of Applicant’s Application
to register Applicant’s Trademark.

26.  Applicant’s Trademark is identical to the MFBP Trademark, and as set forth
below, Opposers, through their predecessors-in-interest, have used and are using the MFBP
Trademark in connection with goods and services that are similar if not identical to the applied-
for Applicant’s Goods, and offered for sale and sold through similar and related, if not identical,

channels of trade.

Page 6 of 21



217. Applicant’s Trademark thus creates a likelihood of confusion with Opposers and
the MFBP Trademark.

28. Applicant’s Trademark, if used in connection with Applicant’s goods, also creates
and trades upon a false association between Applicant on the one hand, and The Band and the
Band Partnership on the other hand.

29. Applicant, as the successor to Robertson’s rights, is not the owner of Applicant’s
Trademark, which is identical to the MFBP Trademark, and Applicant only has the right to use
“MUSIC FROM BIG PINK” as a Band Member and on behalf of Opposer TBLLC (as the
successor to the Band Partnership’s rights) but is nevertheless seeking to register and use
Applicant’s Trademark in an individual capacity.

30. Applicant’s registration and use of Applicant’s Trademark in connection with
Applicant’s Goods would be made without the consent or authority of Opposers or the Band
Partnership, and in opposition and contrary to the use of the identical MFBP Trademark by
Opposer TBLLC.

31. Further, as set forth below, Applicant filed its Application with complete
knowledge that Opposers, through predecessor the Band Partnership, owned, own and have been
using the MFBP Trademark — identical to Applicant’s Trademark — since 1968 in connection
with the sale of musical sound recordings in IC 9, and for many years in connection with
merchandise in IC 16 and IC 25, online store services in IC 35, and streaming audio and visual
material in IC 38 and IC 41.

32. By filing the Application with full knowledge of Opposers’ use of the long-

standing senior MFBP Trademark, and intentionally and falsely certifying to an entitlement to
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use the identical junior Applicant’s Trademark in connection with similar, related and identical
goods and services, Applicant has committed fraud on the Trademark Office.

COUNT I - Likelihood of Confusion

33. Opposers repeat and reallege each and every allegation set forth above.

34, Opposer TBLLC owns, and through its predecessors-in-interest, has used the
MFBP Trademark openly, notoriously, and continuously since July 1, 1968 in connection with
the marketing, advertising, and sale of musical sound recordings packaged and sold as vinyl
record albums, cassette tapes, compact discs, and DVDs in IC 9 (“Opposers’ Goods™).

35. Since 1968, Opposer TBLLC, through its predecessors, has used the MFBP
Trademark in connection with over 200 separate, individual re-issues of the “Music From Big
Pink Album, including several with additional musical tracks and re-mixed versions of original
musical tracks.

36. Opposer TBLLC, through its predecessors, has used the MFBP Trademark
openly, notoriously, and continuously since at least February 4, 2014 in connection with the
marketing, advertising and sale of merchandise, including without limitation posters and other
printed materials and souvenirs memorabilia in IC 16 (“Opposers’ Goods”).

37. Opposer TBLLC, through its predecessors, has used the MFBP Trademark
openly, notoriously, and continuously since at least February 4, 2014 in connection with the
marketing, advertising and sale of merchandise, including without limitation clothing and
accessories in IC 25 (“Opposers’ Goods”).

38. Opposer TBLLC, through its predecessors, has used the MFBP Trademark

openly, notoriously, and continuously since at least February 4, 2014 in connection with the

Page 8 of 21



operation and maintenance of an online store for the marketing, advertising and sale of
merchandise in IC 35 (“Opposers’ Goods”).

39. Opposer TBLLC, through its predecessors, has used the MFBP Trademark
openly, notoriously, and continuously since at least October 7, 2008 in connection with the
creation, marketing, advertising and sale of streaming audio and audio-visual material in IC 38
and/or IC 41 (“Opposers’ Goods™).

40. The MFBP Trademark is an inherently distinctive trademark when used in
connection with each and all of Opposers’ Goods.

41. Through the use, marketing, and advertising by Opposer TBLLC and its
predecessors-in-interest of the MFBP Trademark in connection with Opposers’ Goods over the
past 54 years, and through the considerable unsolicited third-party media attention given to the
Music From Big Pink recordings and the well-known musicians such as Bob Dylan who are
associated with and integral to the history of the Music From Big Pink recordings and The Band,
the MFBP Trademark has acquired distinctiveness and a secondary meaning.

42. There is no issue of priority, as Opposer TBLLC clearly has superior and
paramount rights as compared to Applicant.

43. Applicant filed its Application based on an intent to use Applicant’s Trademark
under Lanham Act Section 2(b) in connection with all of Applicant’s Goods, and Applicant’s
earliest constructive first use date for Applicant’s Trademark in connection with Applicant’s
Goods is June 7, 2022.

44. Opposers’ use of the MFBP Trademark pre-dates and is senior to Applicant’s
constructive use date by 54 years in IC 9, 16 years in IC 38 and IC 41, and 10 years in IC 35, IC

16 and IC 25.

Page 9 of 21



45. Applicant’s Trademark is identical in sight, sound, and connotation to the MFBP
Trademark.

46. Applicant’s Goods (described in paragraph 22 above) are identical, nearly
identical, and/or closely related to Opposers’ Goods (described in paragraphs 33-37 above).

47. Applicant’s Goods and Opposer Goods are of a type that are typically bundled
together by musical enterprises and are thus related, and such related goods are sold through the
same channels of trade and to the same class(es) of customers and would reasonably be expected
by the music industry and the purchasing public to emanate from and/or be sponsored by the
same single source such as a band or recording artist.

48. Because of the similarity of Applicant’s Trademark to the MFBP Trademark, use
and registration of Applicant’s Trademark by Applicant on Applicant’s identical and closely
related Applicant’s Goods is likely to cause confusion, deception, and mistake as to the origin of
Applicant’s Goods, and to confuse, mislead and deceive members of the public into believing
that Applicant’s Goods originate from and/or are sponsored, approved or licensed by Opposers,
or are in some other way connected with Opposers.

49. Because Applicant’s Trademark is confusingly similar to the MFBP Trademark,
any faults or imperfections in Applicant’s Goods bearing Applicant’s Mark will reflect adversely
on the MFBP Trademark, Opposers, and their established goodwill and reputation, all to the
detriment of Opposers.

50. If Applicant were granted a registration for Applicant’s Trademark, the
contemporaneous use and/or registration by Applicant of Applicant’s Trademark will dilute

and/or tarnish by blurring Opposer TBLLC’s rights and will eventually result in a lack of
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designation or indication of origin, and a loss of distinctiveness and exclusivity, in the MFBP
Trademark.

51. If Applicant were granted a registration for Applicant’s Trademark, Applicant
would thereby obtain at least a prima facie exclusive right to use Applicant’s Trademark, and
such right would be a source of damage and injury to Opposer TBLLC through its ownership of
the MFBP Trademark.

52. If Applicant were granted a registration for Applicant’s Trademark, Applicant
would thereby obtain at least a prima facie exclusive right to use Applicant’s Trademark, and
such right would be a source of damage and injury to Opposer Hudson through his association
and affiliation with the Band Partnership and The Band.

53. For the foregoing reasons, Applicant is not entitled to adopt, use or seek
registration of Applicant’s Trademark in connection with the Applicant’s Goods, and Applicant’s
Trademark should be denied registration under Sections 2(d), 43(a) and 43(c) of the Lanham Act
(15 U.S.C. §§ 1052(d), 1125(a), and 1125(c), respectively).

COUNT II - False Suggestion of Association

54. Opposers repeats and reallege each and every allegation set forth above.

55. The MFBP Trademark is an inherently distinctive trademark when used in
connection with each and all of Opposers’ Goods.

56. Through the use, marketing, and advertising by Opposer TBLLC and its
predecessors-in-interest of the MFBP Trademark in connection with Opposers’ Goods over the
past 54 years, and through the considerable unsolicited third-party media attention given to the

Music From Big Pink recordings and the well-known musicians such as Bob Dylan who are

Page 11 of 21



associated with and integral to the history of the Music From Big Pink recordings and The Band,
the MFBP Trademark has acquired distinctiveness and a secondary meaning.

57. Opposers and their predecessors-in-interest have expended substantial amounts of
money, time and effort in creating, advertising, promoting and popularizing The Band, the Music
From Big Pink musical recording and reissues, and Opposer’s MFBP Trademark, and thus the
music industry and public have come to associate and identify the MFBP Trademark with
Opposer TBLLC (as the successor to the Band Partnership).

58. Applicant’s Trademark is identical in sight, sound, and connotation to the MFBP
Trademark.

59. Applicant’s Goods (described in paragraph 22 above) are identical, nearly
identical, and/or closely related to Opposers’ Goods (described in paragraphs 33-37 above).

60. Applicant’s Goods and Opposers’ Goods are of a type that are typically bundled
together by musical enterprises and are thus related, and such related goods are sold through the
same channels of trade and to the same class(es) of customers and would reasonably be expected
by the music industry and the purchasing public to emanate from and/or be sponsored by the
same single source such as a band or recording artist.

61. Applicant’s Trademark is not associated with Opposers, the Band Partnership, or
The Band, but it will be understood by consumers to refer to Opposers and their predecessors-in-
interest and consumers will erroneously believe and presume that Applicant’s Trademark, and
Applicant’s Goods provided thereunder, are associated with or authorized by Opposers, their
predecessors-in-interest, and The Band.

62. Neither Opposers nor their predecessors-in-interest have authorized Applicant’s

use of Applicant’s Trademark in connection with such Applicant’s Goods.
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63. Opposer TBLLC’s MFBP Trademark is sufficiently well-known and closely
identified with Opposers, their predecessors-in-interest and The Band, such that Applicant’s use
and registration of Applicant’s Trademark for Applicant’s Goods will falsely suggest to
consumers a connection with Opposers.

64. Upon information and belief, Applicant intends through its attempt to register
Applicant’s Trademark to trade upon the false association of Applicant’s Trademark with
Opposers, their predecessors-in-interest, and The Band in violation of Section 2(a) of the
Lanham Act (15 U.S.C. § 1052(a)).

65. If Applicant were granted a registration for Applicant’s Trademark, Applicant
would thereby obtain at least a prima facie exclusive right to use Applicant’s Trademark, and
such right would be a source of damage and injury to Opposer TBLLC through its ownership of
the MFBP Trademark.

66. If Applicant were granted a registration for Applicant’s Trademark, Applicant
would thereby obtain at least a prima facie exclusive right to use Applicant’s Trademark, and
such right would be a source of damage and injury to Opposer Hudson through his association
and affiliation with the Band Partnership and The Band.

67. For the foregoing reasons, Applicant is not entitled to adopt, use, or seek
registration of Applicant’s Trademark in connection with Applicant’s Goods, and Applicant’s
Trademark should be denied registration under Section 2(a) of the Lanham Act (15 U.S.C. §
1052(a)).

COUNT III — Application Not Filed By Owner Of The Trademark

68. Opposers repeat and reallege each and every allegation set forth above.
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69. Opposer TBLLC, through its predecessor-in-interest the Band Partnership, owns
the MFBP Trademark and has used the MFBP Trademark openly, notoriously, and continuously
since 1968.

70. The MFBP Trademark is an inherently distinctive trademark when used in
connection with each and all of Opposers’ Goods.

71. Through the use, marketing, and advertising by Opposer TBLLC’s and its
predecessors-in-interest of the MFBP Trademark in connection with Opposers’ Goods over the
past 54 years, and through the considerable unsolicited third-party media attention given to the
Music From Big Pink recordings and the well-known musicians such as Bob Dylan who are
associated with and integral to the history of the Music From Big Pink recordings and The Band,
the MFBP Trademark has acquired distinctiveness and a secondary meaning.

72. Applicant’s Trademark is identical in sight, sound, and connotation to the MFBP
Trademark.

73. Applicant’s Goods (described in paragraph 22 above) are identical, nearly
identical, and/or closely related to Opposers’ Goods (described in paragraphs 33-37 above).

74. Applicant’s Goods and Opposers’ Goods are of a type that are typically bundled
together by musical enterprises and are thus related, and such related goods are sold through the
same channels of trade and to the same class(es) of customers and would reasonably be expected
by the music industry and the purchasing public to emanate from and/or be sponsored by the
same single source such as a band or recording artist.

75. Applicant’s predecessor-in-interest Robertson was a Band Member, and

Applicant seeks to create a false association between Applicant and The Band, the Band
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Partnership, and Opposers by registering and using a trademark that is already associated with
Applicant and The Band, the Band Partnership, and Opposers.

76. From the standpoint of the music industry and the consuming public, Applicant’s
Trademark is the MFBP Trademark. They are identical — the same trademark — used in
connection with the same goods offered and sold to the same class(es) of customers.

77. Applicant is not the owner of the MFBP Trademark, and thus cannot be the
rightful, proper, or legal owner of Applicant’s Trademark.

78. If Applicant were granted a registration for Applicant’s Trademark, Applicant
would thereby obtain at least a prima facie exclusive right to use Applicant’s Trademark, and
such right would be a source of damage and injury to Opposer TBLLC through its ownership of
the MFBP Trademark.

79. If Applicant were granted a registration for Applicant’s Trademark, Applicant
would thereby obtain at least a prima facie exclusive right to use Applicant’s Trademark, and
such right would be a source of damage and injury to Opposer Hudson through his association
and affiliation with the Band Partnership and The Band.

80. For the foregoing reasons, Applicant is not entitled to adopt, use or seek
registration of Applicant’s Trademark in connection with Applicant’s Goods, and Applicant’s
Trademark should be denied registration under Section 2(a) of the Lanham Act (15 U.S.C. §
1052(a)).

COUNT IV - Fraud On The Trademark Office

81. Opposers repeat and reallege each and every allegation set forth above.

82. Applicant’s Application is based on an intent-to-use under Lanham Act § 2(b).
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83. To support its § 2(b) filing status, Applicant must have the bona fide intent to use
Applicant’s Trademark on or in connection with all of the goods and services recited in the
Application.

84. Applicant filed its Application on June 7, 2022.

85. In connection with each and every recitation of goods and services in the
Application, Applicant included the required statement that: “The applicant believes the
applicant is entitled to use the mark in commerce on or in connection with the goods or services
specified in the application; the applicant has a bona fide intention to use the mark in commerce
and had a bona fide intention to use the mark in commerce as of the application filing date.”

86. Through its “Response to Office Action” dated September 25, 2023, Applicant
amended certain of its identifications of goods and services, and in connection therewith
reaffirmed and restated that “The applicant believes the applicant is entitled to use the mark in
commerce on or in connection with the goods or services specified in the application; the
applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to
use the mark in commerce as of the application filing date.”

87. Inasmuch as Applicant’s bona fide intent and belief in its entitlement to use the
Mark in commerce in the United States is a legal requirement for application and registration,
Applicant’s statements that it had such a bona fide intent and entitlement to use were material to
the Trademark Office decision to approve and publish the Application for opposition.

88. As set forth above, on information and belief, Applicant is the successor-in-
interest to, and assignee from now deceased Band Member Robertson, who was an original

member of The Band and an original partner in the Band Partnership.
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89. As the successor-in-interest to Band Member Robertson, Applicant has at least
constructive knowledge, and on information and belief has actual knowledge, of the Band
Members’ agreement to operate The Band as the Band Partnership, including through the
adoption and use of trademarks such as the MFBP Trademark.

90. As the successor-in-interest to Band Member Robertson, Applicant has at least
constructive knowledge, and on information and belief has actual knowledge, of Opposers’ open,
notorious, continuous and exclusive use, through its predecessors-in-interest, of the MFBP
Trademark in connection with sound recordings and other goods in IC 9 since at least 1968.

91. As the successor-in-interest to Band Member Robertson, Applicant has at least
constructive knowledge, and on information and belief has actual knowledge, of Opposers’ open,
notorious, continuous and exclusive use, through its predecessors-in-interest, of the MFBP
Trademark in connection with merchandise, souvenirs and memorabilia and other goods in IC 16
and IC 25 since at least 2014.

92. As the successor-in-interest to Band Member Robertson, Applicant has at least
constructive knowledge, and on information and belief has actual knowledge, of Opposers’ open,
notorious, continuous and exclusive use, through its predecessors-in-interest, of the MFBP
Trademark in connection with online store services for merchandise, souvenir and memorabilia
sales in IC 35 since at least 2014.

93. As the successor-in-interest to Band Member Robertson, Applicant has at least
constructive knowledge, and on information and belief has actual knowledge, of Opposers’ open,
notorious, continuous and exclusive use, through its predecessors-in-interest, of the MFBP
Trademark in connection with creating and providing streaming audio and audio-visual material

in IC 38 and/or IC 41, since at least 2008.
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94. As additional evidence of Applicant’s actual knowledge of Opposer’s prior use of
the MFBP Trademark, on information and belief Applicant has contacted representatives of the
Band Partnership and Opposers within the last 30 days and has threatened to withhold and
remove its consent and permission for the Band Partnership and/or Opposers to use Robertson’s
name and likeness in connection with the marketing, advertising and sales of The Band music
and merchandise.

95. Applicant’s Trademark is identical to the MFBP Trademark, and Applicant’s
Goods are at least highly similar and related, if not identical, to Opposers’ Goods.

96. Because Applicant had knowledge of Opposer TBLLC’s long prior and exclusive
use, through its predecessors, of the identical MFBP Trademark in connection with the similar
and related, if not identical Opposers’ Goods, Applicant could not, as of the Application filing
date of June 7, 2022, have truthfully stated that Applicant ... believes the applicant is entitled to
use the mark in commerce on or in connection with the goods or services specified in the
application; the applicant has a bona fide intention to use the mark in commerce and had a bona
fide intention to use the mark in commerce as of the application filing date.”

97. This statement made by Applicant in the Application was false when made, and
was, on information and belief, made by Applicant intentionally with knowledge of its falsity.

98. Because Applicant had knowledge of Opposer’s long prior and exclusive use of
the identical MFBP Trademark in connection with the similar and related, if not identical
Opposers’ Goods, Applicant could not, as of the amendment made to the Application on
September 25, 2023, have truthfully stated again that Applicant “... believes the applicant is

entitled to use the mark in commerce on or in connection with the goods or services specified in
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the application; the applicant has a bona fide intention to use the mark in commerce and had a
bona fide intention to use the mark in commerce as of the application filing date.”

99. This further statement made by Applicant in the Application was false when
made, and was, on information and belief, made by Applicant intentionally with knowledge of its
falsity.

100.  Applicant knew, upon filing the Application and during the prosecution of the
Application and prior to publication, that Applicant was not, and is not entitled to registration of
Applicant’s Trademark in connection with Applicant’s Goods or any goods and services.

101.  Upon information and belief, based on the facts stated hereinabove, including
without limitation in Paragraphs 83-87, the Trademark Office reasonably relied on Applicant’s
statements when making its decision to grant the Application.

102.  Upon information and belief, based on the facts stated hereinabove, including
without limitation, in Paragraphs 88 — 93, Applicant made the false statements regarding its bona
fide intent and entitlement to use with the specific intent to defraud the Trademark Office, with
the specific intent of obtaining a registration to which it is not legally entitled.

103. If Applicant were granted registration for Applicant’s Trademark in connection
with Applicant’s Goods, Applicant would thereby obtain at least a prima facie exclusive right to
use Applicant’s Trademark in connection to such goods, and such right would be a source of
damage and injury to Opposers as Applicant’s Trademark is identical to the MFBP Trademark,
and Applicant’s use would dilute and blur the distinctiveness and value of the MFBP Trademark
and its goodwill, and Applicant’s Goods so marketed, advertised, and sold would unfairly

compete with Opposers’ Goods and create confusion in the marketplace.
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104.  Upon information and belief, the reputation of Opposers, earned through the
decades of the use of the MFBP Trademark in connection with Opposers’ Goods made by
Opposers’ successors-in-interest, would further be irreparably damaged by the fraudulent
registration of Applicant’s Mark to Applicant in connection with Applicant’s Goods.

105.  For the foregoing reasons, Applicant is not entitled to adopt, use or seek
registration of Applicant’s Trademark in connection with Applicant’s Goods, and Applicant’s
Trademark should be denied registration under Section 2(a) of the Lanham Act (15 U.S.C. §
1052(a)).

WHEREFORE, Opposer prays that registration of Application Serial No. 97/446,064 be
refused, and that the Opposition be sustained in favor of Opposers.

Respectfully submitted,

NOLTE LACKENBACH SIEGEL

Dated: Scarsdale, New York By: /s/ Jeffrey M. Rollings
April 10, 2024 Jeffrey M. Rollings
Attorneys for Opposers
111 Brook Street, Suite 101
Scarsdale, New York 10583
Phone: 866-201-2030
JRollings@NLS.com
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CERTIFICATE OF SERVICE

I hereby certify that on April 10, 2024, a true and correct copy of the foregoing NOTICE
OF OPPOSITION was served via email, upon Applicant’s attorney of record at the following

address:

Robert A. Becker
Fross Zelnick Lehrman & Zissu, P.C.
151 West 42nd St., 17th Fl.
New York, New York United States 10036
Becker-docket@fzlz.com
RBecker@fzlz.com

Dated: April 10, 2024 /s/ Jeffrey M. Rollings
Jeffrey M. Rollings
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EXHIBIT 1



205 versions

Title, Format

Music From Big Pink

'_ | LP, Album, Repress, Stereo, Jacksonville,
| Gatefold

Music From Big Pink
LP, Album, Repress, Stereo, Scranton
Pressing, Gatefold

Music From Big Pink
LP, Album, Mono

Music From Big Pink
LP, Album, Stereo, Gatefold

Music From Big Pink
LP, Album

Music From Big Pink
4-Track Cartridge, Album

Music From Big Pink

{4 LP, Album, Stereo, Gatefold

Music From Big Pink
~'§ LP, Album, Stereo, Gatefold

Music From Big Pink
8-Track Cartridge, Album

Music From Big Pink
LP, Album, Stereo, Jacksonville Pressing,
Gatefold

Music From Big Pink
LP, Album, Stereo

Label - Catalog Number

Capitol Records — SKAO 2955,
Capitol Records — SKAO-2955

Capitol Records — SKAO 2955,
Capitol Records — SKAO-2955

Capitol Records — T 2955

Capitol Records — SKAO 2955,
Capitol Records — SKAO-2955

Capitol Records — ST 2955

Capitol Records — X 42955

Capitol Records — SKAO 2955,
Capitol Records — SKAO-2955

Capitol Records — STAO 2955

Capitol Records — 8XT 2955

Capitol Records — SKAO 2955,
Capitol Records — SKAO-2955

Capitol Records - ST.2955,
Capitol Records — ST1.2955

Add to Wantlist ~

Country

us

us

UK

us

UK

us

Netherla...

South
Africa

us

us

New
Zealand

Year v E

1968
1968
1968
1968
1968
1968
1968
1968
1968
1968

1968



Music From Big Pink
CD, Album, Reissue

Music From Big Pink
LP, Album, Reissue, Barcode, Gatefold

Music From Big Pink
CD, Album, Reissue

i Music From Big Pink
! Cassette, Album

Music From Big Pink
CD, Album, Promo, Reissue

Music From Big Pink
CD, Album, Reissue

Music From Big Pink
CD, Album, Reissue

Music From Big Pink
CD, Album, Reissue, Remastered, Paper
Sleeve

Music From Big Pink
CD, Album, Promo, Reissue, Remastered,
Mini LP style gatefold cover

Music From Big Pink
LP, Album, Reissue, Stereo

Music From Big Pink
CD, Album, Reissue, Remastered,
Expanded

Py Music From Big Pink
i,l CD, Album, Club Edition, Reissue,
% 1 Remastered, Expanded

Capitol Records — UDCD 527,
Mobile Fidelity Sound Lab — UDCD 527

Capitol Records — C1-46069

Capitol Records — CP21-6027

Capitol Records - C101632

Capitol Records — CP21-6027

Capitol Records — UDCD 527,
Mobile Fidelity Sound Lab — UDCD 527

Capitol Records - TOCP-3155

Capitol Records — TOCP-50837

Capitol Records - TOCP-50837

Capitol Records — 7243 4 99465 1 4,
Capitol Records — 499 4651

Capitol Records - 72435-25390-2-4

Capitol Records — 72435-25390-2-4

us

us

Japan

us

Japan

us

Japan

Japan

Japan

UK &
Europe

Canada

us

1989

1989

1989

1989

1989

1989

1995

1998

1998

1999

2000

2000



Music From Big Pink
CD, Album, Reissue, Remastered,
Expanded, DADC Pressing

Music From Big Pink
LP, Album, Repress, Stereo, Flipback
Sleeve

Music From Big Pink
LP, Album

Music From Big Pink
CD, Album, Reissue

Music From Big Pink
CD, Album, Reissue, EMI Jax

Music From Big Pink
LP, Album, Gatefold

Music From Big Pink

| CD, Album, Reissue, Remastered,
J Unofficial Release, Expanded

Music From Big Pink
CD, Album, Reissue, Remastered, Sony
DADC

Music From Big Pink
Cassette, Album, Club Edition, Reissue,
Clear

Music From Big Pink
LP, Album, Reissue

Music From Big Pink
CD, Album, Club Edition, Reissue, EM/
MFG.

Music From Big Pink
CD, Album, Club Edition, Reissue,
Remastered

Capitol Records - 72435-25390-2-4

Capitol Records — ST 2955,
Capitol Records — ST.2955

Capitol Records - ST 2955

Capitol Records — CDP 7 46069 2

Capitol Records — CDP 7 46069 2

Capitol Records — SKAO 2955,
Capitol Records — SKAO-2955

Capitol Records (2) - 72435-25390-2-4

Capitol Records — 7243 5 25390 2 4,
Capitol Records — 525 3902

Capitol Records — 4XT 502955

Capitol Records — 7C 038-80042

Capitol Records — D 101632,
Capitol Records — CDP 7 46069 2

Capitol Records — 72435-25390-2-4

us

UK

Australia

us

us

us

Russia

Europe

us

Sweden

us

us




