ESTTA Tracking number: ESTTA1331951
Filing date: 01/03/2024

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Villanova University

Granted to date 01/03/2024
of previous ex-
tension

Address 800 LANCASTER AVENUE
VILLANOVA, PA 19085
UNITED STATES

Correspondence | W. DREW KASTNER

information OFFIT KURMAN, P.A.

1801 MARKET STREET, SUITE 2300
PHILADELPHIA, PA 19103

UNITED STATES

Primary email: trademarks@offitkurman.com
Secondary email(s): drew.kastner@offitkurman.com
267-338-1371

Applicant information

Application no. 79349850 Publication date 09/05/2023
Opposition filing 01/03/2024 Opposition period | 01/03/2024
date ends

International re- 1683611 International re- 05/25/2022
gistration no. gistration date

Applicant NOVAKID INC.

548 MARKET STREET, SUITE 8291
SAN FRANCISCO CA 94104
UNITED STATES

Goods/services affected by opposition

Class 041. First Use: None First Use In Commerce: None

All goods and services in the class are opposed, namely: Academies, namely, providing academic
enrichment programs in the field of foreign languages, math, science, civics, history and economics;
educational services in the fields of foreign languages, math, science, civics, history and economics
rendered through correspondence courses; conducting education training simulation workshops in
the field of foreign languages, math, science, civics, history and economics; organization of exhibi-
tions for cultural and educational purposes; providing recreation facilities; arranging and conducting
of colloquiums in the field of education; arranging and conducting of congresses in the field of educa-
tion; arranging and conducting of conferences in the field of education; arranging and conducting of
workshops in the field of education; arranging and conducting of in-person educational forums in the
field of education; arranging and conducting of seminars in the field of education; organization of lan-
guage competitions; vocational guidance; providing information in the field of education; providing on-
line electronic publications, not downloadable in the nature of books and magazines in the field of
education, foreign languages, math, science, civics, history and economics; educational examination;




online publication of electronic books and journals; publication of texts, other than publicity texts; edu-
cation services, hamely, providing tutoring in the field of foreign, math, science, civics, history and
economics; teaching at elementary and junior high schools; educational services provided by
schools, namely, teaching at elementary schools; coaching in the field of foreign languages, math,
science, civics, history and economics

Class 042. First Use: None First Use In Commerce: None

All goods and services in the class are opposed, namely: Updating of computer software; software as
a service (SAAS) services featuring software for creating and managing foreign language instruction-
al information, for the collection, editing, organizing, modifying, book marking, transmission, storage,
and sharing of data and information; maintenance of computer software; rental of computer software
for creating and managing foreign language instructional information; computer software design; plat-
form as a service (PAAS) featuring computer software platforms for creating and managing foreign
language instructional information, for the collection, editing, organizing, modifying, book marking,
transmission, storage, and sharing of data and information

Grounds for opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Marks cited by opposer as basis for opposition

U.S. registration 5948037 Application date 03/27/2019
no.
Register Principal
Registration date | 12/31/2019 Foreign priority NONE
date
Word mark NOVA
Design mark
Description of NONE
mark
Goods/services Class 009. First use: First Use: Jan 2015 First Use In Commerce: Jan 2015

Downloadable computer application software for mobile phones and tablets, for
use in providing university campus safety, community and academic information
and services, specifically, providing emergency monitoring, calling and texting,
campus map information and navigation, campus and community events calen-
dar, campus directory, campus dining hall information, menus and nutritional
facts, course schedule information, facilities access and access monitoring, and
student account management and use

Class 025. First use: First Use: Feb 1994 First Use In Commerce: Feb 1994
Apparel, namely, T-shirts; Headwear namely, hats and caps
Class 035. First use: First Use: Jan 2015 First Use In Commerce: Jan 2015

Providing an online portal for registration for athletic and fundraising events for
University students and employees; Arranging and conducting incentive reward
programs for charitable donors in the form of points redeemable for participation
in certain university events and programs; Coordination of recreational sporting
opportunities for individuals who wish to participate on a racing team; Promoting
diversity in the field of engineering by organizing conferences, programs and
events; Charitable services, namely organizing and conducting community ser-
vice projects; Providing public relations services; On-line professional business
networking services available across all college and fields of discipline for stu-
dents, alumni and other Villanova community members; promoting public aware-
ness of the need for campus security to prevent sexual assaults

Class 038. First use: First Use: Jul 2014 First Use In Commerce: Jul 2014

Telecommunication services, namely, providing e-mail notification alerts via the
internet




Class 039. First use: First Use: Aug 2018 First Use In Commerce: Aug 2018

Campus and local transportation services, namely providing shuttle services by
van or bus

Class 041. First use: First Use: Aug 2011 First Use In Commerce: Aug 2011

Educational services, namely providing an online training portal for University
employees; Entertainment services, namely providing free or low cost entertain-
ment, including in the nature of performances by bands, comedians, novelty acts
and poets; Providing on-line non-downloadable directory publications featuring
profiles and information about university alumni; student social organization ser-
vices namely, organizing and hosting events and programs to raise awareness
of sexual assault; Educational programing related to campus and community
safety; Providing information related to education abroad programs; Educational
and research services in the field of thermal fluids for thermal management of
electronic devices and the development and implementation of sustainable en-
ergy technologies

Class 043. First use: First Use: Aug 2012 First Use In Commerce: Aug 2012

Charitable services in the nature of providing food for University students in
need; on-campus dining services namely providing meals for university students
and staff

Class 045. First use: First Use: Sep 2017 First Use In Commerce: Sep 2017
Charitable services, namely, providing toiletries for University students in need

U.S. registration 4182949 Application date 12/07/2011

no.

Register Principal

Registration date | 07/31/2012 Foreign priority NONE
date

Word mark IGNITE CHANGE. GO NOVA.

Design mark

Description of
mark

NONE

Goods/services

Class 041. First use: First Use: Aug 31, 2011 First Use In Commerce: Aug 31,
2011

Education and entertainment services, namely, conducting educational pro-
grams and courses of instruction on the undergraduate, graduate and profes-
sional levels, conducting research programs, and conducting athletic and cultur-
al events

U.S. registration 4001832 Application date 11/29/2010

no.

Register Principal

Registration date | 07/26/2011 Foreign priority NONE
date

Word mark NOVA NATION

Design mark

Description of NONE

mark

Goods/services

Class 009. First use: First Use: Dec 31, 2009 First Use In Commerce: Dec 31,
2009

Decorative magnets

Class 016. First use: First Use: Dec 31, 2006 First Use In Commerce: Dec 31,
2006




Decals

Class 020. First use: First Use: Dec 31, 2009 First Use In Commerce: Dec 31,
2009

[ Plastic key rings |

Class 024. First use: First Use: Dec 31, 2009 First Use In Commerce: Dec 31,
2009

Banners and flags of textile; Blanket throws

Class 025. First use: First Use: Dec 31, 2007 First Use In Commerce: Dec 31,
2007

T-shirts
U.S. registration 4494282 Application date 07/02/2013
no.
Register Principal
Registration date | 03/11/2014 Foreign priority NONE
date
Word mark 'NOVA NATION
Design mark

Description of
mark

The mark comprises the words "NOVA NATION" forming a map of the United
States with the apostrophe in the shape of the state of Alaska.

Goods/services Class 025. First use: First Use: Dec 31, 2007 First Use In Commerce: Dec 31,
2007
T-shirts

U.S. registration 4543141 Application date 10/21/2013

no.

Register Principal

Registration date | 06/03/2014 Foreign priority NONE

date

Word mark NOVA BUCKS

Design mark

Description of NONE

mark

Goods/services

Class 036. First use: First Use: Jan 31, 2013 First Use In Commerce: Jan 31,
2013

Debit card services

U.S. registration 4543148 Application date 10/21/2013

no.

Register Principal

Registration date | 06/03/2014 Foreign priority NONE
date

Word mark NOVA BUCKS

Design mark

Description of
mark

The mark consists of the word NOVA with the word BUCKS below it. The "O"
consists of a large circle with two semicircles mostly within the large circle. The
semicircles partially overlap one another and partially extend outside the circle.
Each semicircle has a small circle within it.

Goods/services

Class 036. First use: First Use: Jan 31, 2013 First Use In Commerce: Jan 31,
2013




Debit card services

U.S. registration 4816270 Application date 09/08/2014

no.

Register Principal

Registration date | 09/22/2015 Foreign priority NONE
date

Word mark NOVA NOW

Design mark

Description of NONE

mark

Goods/services

Class 009. First use: First Use: Aug 19, 2014 First Use In Commerce: Aug 19,

2014

Computer application software for mobile devices, namely, software for provid-
ing university campus, community and academic information and services,
namely, providing campus map information and navigation, campus and com-
munity events calendar, campus directory, campus dining hall information,
menus and nutritional facts, course schedule information, facilities access and

access monitoring, and student account management and use

U.S. registration 3977397 Application date 10/28/2010

no.

Register Principal

Registration date | 06/14/2011 Foreign priority NONE
date

Word mark VILLANOVA

Design mark

Description of NONE

mark

Goods/services

Class 006. First use: First Use: Dec 31, 1990 First Use In Commerce:

1990
Metal key chains

Class 012. First use: First Use: Dec 31, 1991 First Use In Commerce:

1991
License plate frames

Class 016. First use: First Use: Dec 31, 1990 First Use In Commerce:

1990
Ballpoint pens; Decals

Class 018. First use: First Use: Dec 31, 1990 First Use In Commerce:

1990
Athletic bags; Duffel bags; Tote bags; Wallets

Class 020. First use: First Use: Dec 31, 1990 First Use In Commerce:

1990
Chairs; Picture frames; Seat cushions

Class 021. First use: First Use: Dec 31, 1990 First Use In Commerce:

1990
Beverage glassware; Mugs; Plastic water bottles sold empty

Class 024. First use: First Use: Dec 31, 1990 First Use In Commerce:

1990
Banners and flags of textile; Golf towels

Class 025. First use: First Use: Dec 31, 1953 First Use In Commerce:

Dec 31,

Dec 31,

Dec 31,

Dec 31,

Dec 31,

Dec 31,

Dec 31,

Dec 31,




1953

1990

Hats; Jackets; Sandals; Shorts; Sports jerseys; Sweaters; Sweatpants; Sweat-
shirts; T-shirts

Class 028. First use: First Use: Dec 31, 1990 First Use In Commerce: Dec 31,

Basketballs; Divot repair tool for golfers; Golf club covers; Plush toys

U.S. application/ registration | NONE Application date NONE
no.

Register NONE

Registration date NONE

Mark NOVA UP CLOSE

Goods/services

Education services, namely providing a program for high school stu-
dents of color to participate in on-campus visits to experience uni-
versity life.

U.S. application/ registration | NONE Application date NONE

no.

Register NONE

Registration date NONE

Mark MYNOVA

Goods/services Providing an online portal for personalized access to web services
U.S. application/ registration | NONE Application date NONE

no.

Register NONE

Registration date NONE

Mark NOVA SAFE

Goods/services Personal safety application for communication with campus safety

personnel

U.S. application/ registration | NONE Application date NONE
no.

Register NONE

Registration date NONE

Mark CAFE NOVA

Goods/services

Restaurant services

U.S. application/ registration | NONE Application date NONE
no.

Register NONE

Registration date NONE

Mark NOVA NOOK

Goods/services

Charitable services, namely distributing personal toiletries and food to
students in need

U.S. application/ registration | NONE Application date NONE
no.
Register NONE




Registration date

NONE

Mark

NOVA POINTS

Goods/services

Providing a donor points program to promote student athletics and to
allocate tickets and access to collegiate sporting events

U.S. application/ registration | NONE Application date NONE
no.

Register NONE

Registration date NONE

Mark NOVA NETWORK

Goods/services

Alumni and student networking services

Attachments 2024-01-03 Notice of Opposition NOVAKID Design.pdf(251148 bytes )
Signature /Stephenie W. Yeung/
Name Stephenie W. Yeung

Date 01/03/2024




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Before the Trademark Trial and Appeal Board

IN RE: Application No. 79349850

NOVAKID

Trademark: e
Opposer: Villanova University
Applicant: Novakid, Inc.
Published: September 5, 2023
Attorney Docket No: 0906327-0013

NOTICE OF OPPOSITION

Commissioner for Trademarks
Alexandria, VA 22313-1451

Dear Sir or Madam:

Villanova University, a Pennsylvania not-for-profit corporation having offices at
800 Lancaster Avenue, Villanova, PA 19085 (“Villanova” or “the University”), believes it will
be damaged by the registration of the above identified mark (hereinafter “Applicant’s mark”) and
hereby opposes the same.

The grounds for the opposition are as follows:

1. Villanova University has been providing education and athletics services
to students since its founding in 1842. Today, Villanova is a leading provider of higher
education and collegiate athletic services, most notably its highly competitive men’s basketball
team, which most recently won the NCAA championships in 2016 and 2018. The University’s
College of Liberal Arts and Sciences — one of schools in the University — offers language

programs for Arabic, Chinese, French, Japanese, Italian, and Russian.
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2. Villanova, which has been affectionately referred to by both the college
community and the public as NOVA, has used both registered and unregistered NOVA-
formative marks on campus and online. For example, the University website

(www.villanova.edu) uses IGNITE CHANGE. GO NOVA. prominently on its landing page.

V [LLA N OVA VISIT / APPLY / GIVE

# UNIVERSITY

lllﬂ*

q .IL,I' *

|
IGNITE CHANGE. GO NOVA..

3. The University’s Athletics website (www.villanova.com) uses SHOP

NOVA to direct visitors to Villanova’s official online store to purchase Villanova apparel and
memorabilia. The website also uses SUPPORT NOVA to direct visitors to make donations to
support Villanova’s athletic program. The Villanova bookstore also sells apparel with the
NOVA mark.

4. The University uses the mark NOVA UP CLOSE to promote its program
for high school students of color to participate in two-day, on-campus visits to the University to
experience life as a student at the University. MYNOVA is Villanova’s web portal that
provides personalized access to web services for students, including email and other apps and

digital services. Other marks such as CAFE NOVA, NOVA NOOK, NOVA POINTS, NOVA


http://www.villanova.edu/
http://www.villanova.com/

SAFE, and NOVA NETWORK identify various services provided by the University.

5. The University has also adopted marks containing “Nova” in its social
media presence. The University’s Athletic Program adopted the name NovaAthletics as its
Twitter handle. Moreover, it also maintains a YouTube channel entitled “Nova Nation All-
Access” which provides videos of game play, post-game press conferences, and other athletics
events. Indeed, third parties also use the word “Nova” to identify the University. Most recently,
the NIL Collective Friends of Nova has been named the University’s official partner to support
Name, Image and Likeness opportunities for the University’s student athletes.

6. In addition to the various unregistered “NOVA” marks, Villanova is also
the owner of the following United States registered trademarks and pending application that

include NOVA (the marks collectively as “the NOVA Marks”):

Reg./Ser.No. and | Mark Goods and Services Date of First Use in

Date Commerce:

5948037 NOVA Downloadable software, ForCl1.9:01/2015 For Cl.
namely, apps for University| 25: 02/1994 For CI. 35:

(12/31/2019) public safety and University| 01/2015 For CI. 38:
events and student 07/2014 For Cl. 39:
information (IC 009); 08/2018 For CI. 41:

Apparel, namely, T- shirts, [ 08/2011 For CI. 42:
hats and caps (IC 025); 09/2017 For Cl. 43:
Providing an online portal | 08/2012

for University students and
employees regarding
available University
services; Arranging and
conducting inventive reward|
program for charitable
donors; Coordination of a
racing team; Promoting
diversity in engineering;
Charitable services, namely,
organizing and conducting
community service projects;
Providing public relation
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Reg./Ser. No. and
Date

Mark

Goods and Services

Date of First Use in
Commerce:

services; on-line
professional networking
services available across all
college and fields of
discipline for students,
alumni and other Villanova
community members (IC
035); Telecommunication
services, namely providing
e-mail notification alerts via|
the internet (IC 038);
campus and local
transportation services (IC
039); Educational services,
namely, providing an online
training portal for University|
employees; Entertainment
services,

namely, providing free or
low cost entertainment,
including bands, comedians,
novelty acts and poets;
Providing a website
featuring alumni profiles
and information; Social
organization of students to
raise awareness for sexual
assault; Educational
programing on campus and
community safety;
Education abroad programs;
Providing an online system
for purchasing goods and
services used by the
University; Providing an
online system for
purchasing tickets to
University programs and
events; Educational and
research services in the field
of cellular engineering;
Educational and research
services in the field of
thermal fluids for thermal

management of electronic
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Reg./Ser. No. and
Date

Mark

Goods and Services

Date of First Use in
Commerce:

devices and the
development and
implementation of
sustainable energy
technologies (IC 041);
Charitable services, namely,
providingtoiletries and food
items for University

students in need (IC 042);
On-campus dining services
(IC 043)

3977397

(06/14/2011)

VILLANOVA

Metal key chains (IC 006);
License plate frames (IC
012); Ballpoint pens (IC
016); Athletic bags, Duffel
bags, tote bags, wallets (IC
018); chairs, picture
frames, seat cushions (IC
020); Beverage glassware
(IC 021); Banners and
flags of textile; golf towels
(IC 024); hats, jackets,
sandals, shorts, sports
jerseys, sweaters,
sweatpants, sweatshirts, t-
shirts (IC 025); basketballs,
divot repair tool for
golfers, golf club covers,
plush toys (IC 028)

For Cl. 6: 12/31/1990
For Cl. 12:12/31/1991
For ClL. 16:12/31/1990
For Cl. 18:12/31/1990
For C1.20:12/31/1990
For Cl. 21:12/31/1990
For Cl. 24:12/31/1990
For Cl.25:12/31/1953

For CI. 28: 12/31/1990

4816270
(09/22/2015)

NOVA NOW

Computer application
software for mobile
devices, namely, software
for providing university
campus, community and
academic information and
services, namely, providing
campus map information
and navigation, campus
and community events
calendar, campus directory,
campus dining hall
information, menus and
nutritional facts, course

schedule information,

08/19/2014
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Reg./Ser.No. and | Mark Goods and Services Date of First Use in
Date Commerce:

facilities access and access

monitoring, and student

account management and

use (IC 009)
4543148 Debit card services (IC 01/31/2013
(06/03/2014) N@m 036)

BUCKS

4543141 NOVA BUCKS Debit card services (IC 01/31/2013
(06/03/2014) 036)
4494282 2 T-shirts (IC 025) 12/31/2007
(03/11/2014) "{ﬂ_ﬂfm‘
4001832 NOVA NATION | Decorative magnets (IC For Cl. 9: 12/31/2009
(07/26/2011) 009); Decals (IC 016);

Banners and ﬂags of ForCl. 16:12/31/2006

textile, blanket throws (IC

024); T-shirts (IC 025) For Cl. 24: 12/31/2009

For Cl. 25: 12/31/2007
4182949 IGNITE Education and 08/31/2011
(07/31/2012) CHANGE. GO entertainment services,
NOVA. namely, conducting

educational programs and
courses of instruction on
the undergraduate,
graduate and professional
levels, conducting research
programs, and conducting

athletic and cultural events
(IC 041)




7. The University’s rights in its NOV A marks arise from its continuous use

in commerce of the marks for as long as 25 years.

8. Villanova has used its registered NOVA mark to identify the University in
various goods and services. For example, Villanova had used the NOVA mark on hats and shirts
continuously since 1994, the mark sold these goods and other apparel products in its campus
bookstore and through the University’s online website, where the products can be viewed and

purchased:

https://shop.villanova.com/products/villmh0062-villanova-wildcats-original-bar-white-adjustable-hat

https://shop.villanova.com/products/villmt0112-villanova-wildcats-nike-center-university-navy-t-shirt

https://shop.villanova.com/products/villmk0005-villanova-wildcats-sport-cuffed-knit-hat

https://shop.villanova.com/products/villlt0064-ladies-villanova-wildcats-first-down-tank-top

https://shop.villanova.com/products/villlt0068-ladies-villanova-wildcats-boyfriend-everest-short-sleeve

9. Villanova has also used its NOVA and IGNITE CHANGE. GO NOVA
marks in connection with online education services since August, 2011. See, for e.g.,

https://www1 .villanova.edu/main/online-programs.html.

10.  On May 25, 2022, Applicant filed Trademark Application Serial No.

HOV“A_ KID

79349850 to register for

Academies, namely, providing academic enrichment programs in the field of
foreign languages, math, science, civics, history and economics; educational
services in the fields of foreign languages, math, science, civics, history and
economics rendered through correspondence courses; conducting education
training simulation workshops in the field of foreign languages, math, science,
civics, history and economics; organization of exhibitions for cultural and
educational purposes; providing recreation facilities; arranging and conducting of
colloquiums in the field of education; arranging and conducting of congresses in
the field of education; arranging and conducting of conferences in the field of
education; arranging and conducting of workshops in the field of education;
arranging and conducting of in-person educational forums in the field of
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https://shop.villanova.com/products/villmh0062-villanova-wildcats-original-bar-white-adjustable-hat
https://shop.villanova.com/products/villmt0112-villanova-wildcats-nike-center-university-navy-t-shirt
https://shop.villanova.com/products/villlt0064-ladies-villanova-wildcats-first-down-tank-top

education; arranging and conducting of seminars in the field of education;
organization of language competitions; vocational guidance; providing
information in the field of education; providing online electronic publications, not
downloadable in the nature of books and magazines in the field of education,
foreign languages, math, science, civics, history and economics; educational
examination; online publication of electronic books and journals; publication of
texts, other than publicity texts; education services, namely, providing tutoring in
the field of foreign, math, science, civics, history and economics; teaching at
elementary and junior high schools; educational services provided by schools,
namely, teaching at elementary schools; coaching in the field of foreign
languages, math, science, civics, history and economics

in Class 41 and

Updating of computer software; software as a service (SAAS) services featuring
software for creating and managing foreign language instructional information,
for the collection, editing, organizing, modifying, book marking, transmission,
storage, and sharing of data and information; maintenance of computer software;
rental of computer software for creating and managing foreign language
instructional information; computer software design; platform as a service
(PAAS) featuring computer software platforms for creating and managing foreign
language instructional information, for the collection, editing, organizing,
modifying, book marking, transmission, storage, and sharing of data and
information

in Class 42. The application is based on International Registration No. 1683611, which was
issued on May 25, 2022.

11.  There is no issue as to priority. Villanova’s rights in its NOVA
Marks were established long prior to Applicant’s Intemational Registration and the instant
application opposed herein and are senior to those of Applicant.

12.  Applicant’s mark is confusingly similar to Villanova’s marks in
sound, appearance, and commercial impression.

13.  Applicant’s services are substantially similar to Villanova’s services on
which it uses its mark.

14.  Applicant’s use and registration of its mark for its Class 41 and Class 42
services will likely cause confusion, mistake, or deceive consumers or members of the trade as

to source, affiliation, or sponsorship of such services.
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NOVAKID

15.  For these reasons, Applicant’s registration o. -

for all the services of the application herein opposed would cause injury and damage to

Villanova.

WHEREFORE, Villanova prays that its opposition be sustained and that

Application Serial No. 79349850 be refused registration.

Please address all correspondence to W. Drew Kastner, Esq. at the address below.

Respectfully submitted,
OFFIT KURMAN, P.A.

Date: January 3, 2024 By: /W. Drew Kastner/
W. Drew Kastner
1801 Market Street, Suite 2300
Philadelphia, PA 19103
(267) 338- 1300 (voice)
trademarks@offitkurman.com (e-mail authorized)

Attorneys for Opposer Villanova University


mailto:trademarks@offitkurman.com

Certification Under 37 CFR 1.8

I hereby certify that on this 3™ day of January, 2024, the foregoing Notice of
Opposition is being filed with the United States Patent and Trademark Office through ESTTA
and a copy is being sent to Applicant via e-mail and the United States Postal Service with

sufficient postage as first-class mail under 37 CFR 1.8 on the date indicated below addressed to:

Michael G. Shariff

Inventa Capital PLC

40900 Woodward Avenue
Suite 111

Bloomfield Hills, MI 48304

E-mail: inventacapital@gmail.com, mgs@inventacapital.com,
dl@inventacapital.com, tm@sk.ru

/Stephenie W. Yeung/
Stephenie W. Yeung

4889-3345-1674, v. 1
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