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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application No. 97/915,703
For the Mark: DRINK PRIME
Application Date: May 1, 2023

Caesar Bacarella
Opposer, Opposition No. 91288914

V.

Prime Hydration, LLC

N N N N N N N N N N

Applicant.

APPLICANT’S MOTION TO AMEND AND NARROW THE SCOPE OF APPLICATION

Pursuant to 37 C.F.R. § 2.133(a) and TBMP §§ 514.01 and 514.03, Applicant Prime Hydration,
LLC (“Applicant”) moves the Trademark Trial and Appeal Board (“TTAB”) to amend and narrow the
scope of the goods listed in its subject trademark application for the mark DRINK PRIME (“Applicant’s
Mark”), i.e., Application Ser. No. 97/915,703 (the “DRINK PRIME Application’). Applicant originally
applied in connection with the following goods:

(1) Air deodorizing preparations in Int’l Class 5;

(2) Key chains in Int’l Class 14;

(3) Stickers in Int’l Class 16;

(4) All-purpose sports bags for use by athletes; all-purpose carrying bags; backpacks; duffel
bags in Int’l Class 18;

(5) Water bottles sold empty; shaker bottles sold empty; non-electric portable coolers; beverage
glassware; tumblers for use as drinking glasses in Int’] Class 21; and,

(6) Apparel, namely, shirts, t-shirts, sweaters, hoodies, sweatshirts, pants, sweat pants, tank tops,
dresses, skirts, jackets, leggings; athletic apparel, namely, shirts, pants, jackets, footwear,
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hats and caps; hats; beanies; headbands; gloves; swim trunks; sweatbands in Int’l Class 25

(collectively, “Applicant’s Goods™).
Opposer has alleged that the DRINK PRIME Application should not be permitted registration

based on a purported likelihood of confusion with Opposer’s Trademark Registration Nos. 5,487,166 for

ALPHA PRIME and 5,487,559 for A P & Design (i.e., | l ) (“Opposer’s Marks”) in

connection with the following goods:

(1) Compression shirts; compression shorts in Int’l Class 10;

(2) Backpacks in Int’l Class 18;

(3) Athletic shirts; beanies; caps with visors; jackets; shirts; short-sleeved shirts; shorts; socks;
sweat pants; sweat shirts; T-shirts; tank tops; athletic uniforms; footwear; athletic sleeves;
sleeveless shirts; singlets; hoodies; gym tops for weightlifters; racing uniforms in Int’l Class
25; and,

(4) Bags specially adapted for sports equipment in Int’] Class 28

(collectively “Opposer’s Goods™).

The Board, in its discretion, may grant an unconsented motion to amend an application that is
subject to an inter partes proceeding. TBMP § 514.03. For an unconsented motion, the Board will
generally defer determination of the motion to amend until final decision or after summary judgment.
1d. However, unconsented motions may be granted earlier under the following conditions:

1) the proposed amendment must serve to limit the broader identification of goods or services;

2) the applicant must consent to the entry of judgment on the grounds for opposition with
respect to the broader identification of goods or services present at publication;

3) if the applicant wishes to avoid the possibility of a res judicata effect by the entry of
judgment on the original identification, the applicant must make a prima facie showing that
the proposed amendment serves to change the nature and character of the goods or services
or restrict their channels of trade and customers so as to introduce a substantially different
issue for trial; and



4) where required to support the basis of the subject application, any specimens of record must
support the goods or services as amended . . . .

See Wisconsin Cheese Group, LLC v. Comercializadora de Lacteos y Derivados S.A. de C.V., 118
USPQ2d 1262, 1266-67 (TTAB 2016) (quoting Johnson & Johnson v. Stryker, 109 USPQ2d 1077,
1078-79 (TTAB 2013)). Here, all of the relevant conditions are clearly satisfied (and the fourth element
above does not apply, as Applicant has not yet filed any specimens to establish use of its mark).

First, the proposed amendment limits the broader identification of goods in the DRINK PRIME
Application. As shown in the Amendment attached hereto as Exhibit A, Applicant seeks to amend the
identification of goods in its application by deleting Int’l Classes 18 and 25 entirely. Thus, the
Amendment seeks to cancel and delete in its entirety the only goods that arguably overlap with
Opposer’s Marks and upon which the Opposition Proceedings were instituted, thereby narrowing and
limiting the broader identification of goods in the DRINK PRIME Application to non-opposed goods.
Indeed, Applicant’s Amendment effectively obviates this entire proceeding, as the Notice of Opposition
pleads a likelihood of confusion relative to only Classes 18 and 25 in the DRINK PRIME Application,
and the Amendment removes both of those classes. As such, Applicant’s Amendment indisputably
narrows and limits (and does not broaden) the originally applied-for identification of goods. TBMP §
514.01.

Second, and solely for the purpose of resolving the dispute between the parties and obviating the
need for this proceeding, Applicant consents to the entry of judgment on the grounds for opposition with
respect to the goods in Classes 18 and 25, i.e., the broader identification of goods. To be clear, for
purposes of res judicata and having any preclusive eftect in any other action, including in federal court,
Applicant does not and will not concede that there is any likelihood of confusion between its DRINK
PRIME mark and Opposer’s Marks, or that the original, broader identification of goods in the DRINK

PRIME Application is commercially related to the goods offered by Opposer under its ALPHA PRIME



and | I marks. If Opposer seeks to use Applicant’s amendment filed herewith as a basis

for seeking a finding by a federal court that Applicant’s DRINK PRIME mark is confusingly similar to
Opposer’s Marks (or any other marks owned by Opposer) or that Applicant has somehow engaged in
false designation of origin or unfair competition, then Applicant will vigorously contest any such claim
of preclusive effect, because Applicant has specifically chosen not to dispute or litigate that issue here in
this proceeding. Rather, Applicant is willing to consent to the entry of a judgment that amends the
DRINK PRIME Application by deleting the Class 18 and Class 25 products in its identification of goods
in this Application, solely to resolve the only dispute raised by this Opposition Proceeding. In so doing,
Applicant obviates any further need to litigate this proceeding thereby avoiding the expense and effort of
“defending” the original, broader identification of goods presented during publication. Third, and in
further support of avoiding the possibility of any res judicata effect, it is clear that the proposed
amendment will change (and limit) the nature and character of the goods identified, and effectively
serves to restrict their channels of trade and customers, so as to introduce a substantially different issue
for trial. By deleting the only International Classes at issue in this Opposition Proceeding—namely,
Classes 18 and 25— Applicant has by nature restricted the channels of trade and customers in which its
DRINK PRIME mark will travel. Specifically, Opposer’s Goods remain focused on apparel and
compression apparel for use by athletes, as well as accessories like backpacks and bags adapted for
holding sports equipment, whereas Applicant’s Goods, as amended, no longer include any apparel or
bag accessories for carrying athletic gear. Applicant’s Goods, as amended, will instead be limited to
“Air deodorizing preparations” in Int’] Class 5, “Key chains” in Int’l Class 14, “Stickers” in Int’l Class

16; and “Water bottles sold empty; shaker bottles sold empty; non-electric portable coolers; beverage



glassware; tumblers for use as drinking glasses” in Int’l Class 21 (collectively, “Applicant’s Amended
Goods”). Nothing in Applicant’s Amended Goods suggests or specifies that they are directed to or
intended for use by athletes. Even if the customers for Opposer’s Goods and Applicant’s Amended
Goods were to overlap, the channels of trade for Applicant’s Amended Goods are entirely distinct from
those for Opposer’s Goods, because air deodorizers, key chains, stickers and water bottles, coolers and
glassware for drinking are not sold in the same types of stores as Opposer’s Goods.! As Opposer has not
presented any allegation, argument or statement challenging goods other than Class 18 and 25 in its
Notice of Opposition, Applicant’s Amendment clearly restricts the customers and channels of trade for
Applicant’s Goods, and introduces a substantially different issue for trial (i.e., whether there is a
commercial relationship between Opposer’s Goods in Int’] Classes 10, 18, 25 and 28 and Applicant’s
Amended Goods in Int’l Classes 5, 14, 16 and 21—as opposed to whether a commercial relationship
exists between Opposer’s Goods and the goods currently in Applicant’s Application in Int’l Classes 18
and 25).

Finally, with respect to the last requirement, Applicant’s DRINK PRIME Mark was filed
under an intent-to-use basis. As Applicant has not yet received a Notice of Allowance for its DRINK
PRIME Mark, there are no specimens of record for the DRINK PRIME mark. Therefore, this final
element of the test for the Board granting an unconsented motion to amend prior to summary judgment
simply does not apply at this time in this proceeding.

CONCLUSION

As set forth above, Applicant has shown that the Amendment attached as Exhibit A narrows and

limits the broader identification of goods listed in the DRINK PRIME Application. Further, Applicant

consents to the entry of a judgment that deletes the entirety of the Class 18 and Class 25 goods, i.e., the

' Even if Applicant’s Amended Goods and Opposer’s Goods are both sold in the same big box-retail stores,
Opposer’s Goods (apparel and bags) will never appear on the same or even nearby store shelves, as Opposer’s
Goods are sold in wholly different departments of those stores as Applicant’s Amended Goods,



only two classes of goods identified as the grounds for this proceeding in the Notice of Opposition.
Finally, to avoid any possible res judicata effect by that judgment, Applicant has shown that the
Amendment changes the nature and character of the goods and restricts their channels of trade and
customers, to thereby introduce a substantially different issue for trial.2

Here, the proposed amendment wholly resolves the instant proceeding, as Applicant has
removed the only Classes of goods at issue that overlap or that could arguably even have any
commercial relationship with Opposer’s Goods. Further, As a result, the Board should grant Applicant’s
instant motion to amend, after which it should dismiss the proceedings. Failing to dismiss the
proceedings will only raise an advisory determination on issues not presented to the Board by the
Opposer.

To the extent it is necessary, the TTAB is hereby authorized to charge Deposit Account No.
502428 to satisfy the amendment fee required by 37 C.F.R §§ 2.6(a)(11), 2.173(b) and TBMP § 514.01.

WHEREFORE, Applicant respectfully requests that the Board:

1. Grant Applicant’s motion to amend and narrow the scope of Application No.
97/915,703;
2. Dismiss this Opposition Proceeding; and
3. Grant to Applicant any further relief as may be warranted and just.
Respectfully submitted,
Date: March 25, 2024 s/Herbert H. Finn

Attorneys for Applicant

2 Again, Applicant has filed this motion and seeks this amendment solely to resolve this proceeding—and expressly reserves its
right to contest in any other later-filed proceeding that Applicant’s use of or registration for DRINK PRIME for its original,
broader identification of goods would be likely to result in confusion with any of Opposer’s Marks.



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing MOTION
TO AMEND AND NARROW THE SCOPE OF APPLICATION was served upon counsel for
Opposer on the date set forth below, by first-class mail and electronic mail addressed to:

Justin S. Maya, Esq (justin.maya@csklegal.com)
Justin Levine (justin.levine@csklegal.com)
Ieshia Owned (ieshia.ownes@csklegal.com)
Eric Martin (eric.martin@csklegal.com)

Cole Scott & Kissane, P.A.

9150 S. Dadeland Boulevard, Suite 1400

Miami, Florida 33156

Dated: March 25, 2024 /s/ Herbert H. Finn
Herbert H. Finn
Barry R. Horwitz
Molly J. Carr
GREENBERG TRAURIG, LLP
77 West Wacker Dr., Suite 3100
Chicago, Illinois 60601
Tel: 312-456-8400
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Exhibit A
Proposed Amendment of Application Serial No. 97/915,703

Class 5: Air deodorizing preparations

Class 14: Key chains

Class 16: Stickers

Class 21: Water bottles sold empty; shaker bottles sold empty; non-electric
portable coolers; beverage glassware; tumblers for use as drinking glasses




