ESTTA Tracking number:
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Filing date: 12/20/2023

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

date

ends

Name Master Lock Company
Entity Limited Liability Company Incorporated or Delaware
registered in
Address 6744 SOUTH HOWELL AVENUE
OAK CREEK, WI 53154
UNITED STATES
Attorney informa- | RAYMOND RUNDELLI
tion CALFEE, HALTER & GRISWOLD LLP
1405 EAST SIXTH STREET
THE CALFEE BUILDING
CLEVELAND, OH 44114
UNITED STATES
Primary email: ipdocket@calfee.com
Secondary email(s): rrundelli@calfee.com
(216) 622-8854
Docket no. 27475.19901
Applicant information
Application no. 97607557 Publication date 11/21/2023
Opposition filing 12/20/2023 Opposition period | 12/21/2023

Applicant

de Marco de Marchi, Marcelo

453 WEST CONFERENCE DRIVE

BOCA RATON, FL 33486
UNITED STATES

Goods/services affected by opposition

Class 020. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Furniture

Grounds for opposition

| Priority and likelihood of confusion

| Trademark Act Section 2(d)

Marks cited by opposer as basis for opposition

date

U.S. registration 0230311 Application date 09/13/1926
no.

Register Principal

Registration date | 07/19/1927 Foreign priority NONE




Word mark

MASTER

Design mark

Description of
mark

NONE

Goods/services Class 025. First use: First Use: Sep 1, 1922 First Use In Commerce: Sep 1,
1922
LOCKS

U.S. registration 3984092 Application date 06/02/2010

no.

Register Principal

Registration date | 06/28/2011 Foreign priority NONE

date

Word mark MASTER

Design mark

Description of NONE

mark

Goods/services

Class 009. First use: First Use: Jan 2008 First Use In Commerce: Jan 2008

Electronically activated door hardware, namely, electronic cylindrical locksets
and keypads, and electronic locks

U.S. registration 3366589 Application date 04/20/2004

no.

Register Principal

Registration date | 01/08/2008 Foreign priority NONE
date

Word mark MASTER

Design mark

Description of NONE

mark

Goods/services

Class 012. First use: First Use: Jan 2001 First Use In Commerce: Jan 2001

Vehicle security, towing, cargo carrying, cargo securing, and accessory
products, namely, vehicle steering wheel locks, anti-theft locks for use on auto-
mobile pedals, spare tire locks, vehicle hitch receiver pins and clips, vehicle
hitch receiver locks, trailer locks, trailer hitch balls, trailer hitch ball locks, trailer
hitch ball mounts, vehicle hitch ball mounts; automotive vehicle wheel parts,
namely, wheel locks

U.S. registration 4280867 Application date 05/05/2010

no.

Register Principal

Registration date | 01/22/2013 Foreign priority NONE
date

Word mark MASTER LOCK

Design mark

Description of
mark

NONE

Goods/services

Class 020. First use: First Use: Apr 2010 First Use In Commerce: Apr 2010
Plastic portable safes




U.S. registration 4299443 Application date 05/31/2011

no.

Register Principal

Registration date | 03/05/2013 Foreign priority NONE
date

Word mark

MASTER LOCK

Design mark

Description of
mark

NONE

Goods/services

Class 020. First use: First Use: Apr 2010 First Use In Commerce: Apr 2010
Non-metal cash boxes; non-metal cabinets

U.S. registration 3637943 Application date 06/16/2008

no.

Register Principal

Registration date | 06/16/2009 Foreign priority NONE
date

Word mark

MASTER LOCK

Design mark

Description of
mark

NONE

Goods/services

Class 006. First use: First Use: Sep 1, 2003 First Use In Commerce: Sep 1,

2003

Locks, namely, metal padlocks, laminated locks, [ circuit breaker switch pad-

locks, ] breakaway shackle padlocks, colored padlock sets, [ pneumatic connect-
or locks ] ; metal padlock accessories, namely, chains, collars, tags; metal mul-
tiple shackle lockout hasps, multiple hasp metal lockout boxes; multiple padlock
metal storage racks; and metal multiple hasp lock box

Class 012. First use: First Use: Sep 1, 2003 First Use In Commerce: Sep 1,
2003

Vehicle steering wheel covers

Class 016. First use: First Use: Sep 1, 2003 First Use In Commerce: Sep 1,
2003

Paper labels, namely, identification labels, warning labels, multilingual labels

Class 020. First use: First Use: Sep 1, 2003 First Use In Commerce: Sep 1,
2003

Plastic locks; namely, ball valve lockouts, gate valve lockouts, gas valve lock-
outs, circuit breaker lockouts, electrical plug lockouts, electrical wall switch lock-
outs, cable locks

U.S. registration 3984091 Application date 06/02/2010

no.

Register Principal

Registration date | 06/28/2011 Foreign priority NONE
date

Word mark MASTER LOCK

Design mark

Description of
mark

NONE

Goods/services

Class 009. First use: First Use: Jan 2008 First Use In Commerce: Jan 2008




Electronically activated door hardware, namely, electronic cylindrical locksets
and keypads, and electronic locks

Attachments Opposition to MASTER SECURITY LOCK and Design Application.pdf(399653
bytes )

Signature /Raymond Rundelli/

Name Raymond Rundelli

Date 12/20/2023




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Serial No. 97/607,557
Published in the Official Gazette on November 21, 2023

MASTER LOCK COMPANY LLC, )
)

Opposer, )

)

)

)

v ) Opposition No.:

)

)

MARCELO de MARCO de MARCHI, )
)

Applicant. )

NOTICE OF OPPOSITION

Master Lock Company LLC (“Opposer”), a Delaware limited liability company with a place
of business at 6744 South Howell Avenue, Oak Creek, Wisconsin 53154, believes that it will be
damaged by registration of the applied-for mark MASTER SECURITY LOCK and Design

(the “Opposed Mark”) shown in the application of Marcelo de Marco de Marchi (“Applicant™)
having Serial No. 97/607,577 in International Class 020 (the “Opposed Application””) and hereby
opposes registration of the Opposed Mark.

As grounds of opposition, Opposer states that:

1. Opposer is and has for many years been in, inter alia, the business of manufacturing

and distributing locks, such as metal and electronic padlocks, and related security products.
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2.

“MASTER LOCK Marks”) in commerce in connection with, inter alia, the following goods: metal
locks since as early as September 1922, metal door hardware at least as early as July 1990, vehicle
security and cargo carrying products since as early as January 2001, electronic locks and
electronically activated door hardware since as early as January 2008, and non-metal cabinets and

plastic portable safes since as early as April 2010.

3.

These common law rights include but are not limited to rights in the word marks MASTER and

Opposer has used the marks MASTER and/or MASTER LOCK (collectively the

Opposer enjoys strong goodwill and common law rights in the MASTER LOCK Marks.

MASTER LOCK for a variety of lock and security and hardware-related products.

4.

goods, Opposer owns numerous federal trademark registrations for its MASTER Marks, including those

In addition to its extensive common law trademark rights for an extensive variety of

appearing in the chart below for the recited goods and services:

Mark Reg. No. Goods/Services

MASTER 230,311 Int’l Class 006
Locks

MASTER 3,984,092 Int’1 Class 009
Electronically activated door
hardware, namely, electronic
cylindrical locksets and keypads,
and electronic locks

MASTER 3,366,589 Int’1 Class 012

Vehicle security, towing, cargo
carrying, cargo securing, and
accessory products, namely, vehicle
steering wheel locks, anti-theft
locks for use on automobile pedals,
spare tire locks, vehicle hitch
receiver pins and clips, vehicle hitch
receiver locks, trailer locks, trailer
hitch balls, trailer hitch ball locks,
trailer hitch ball mounts, vehicle
hitch ball mounts; automotive
vehicle wheel parts, namely, wheel
locks
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Mark Reg. No. Goods/Services
MASTER LOCK 4,280,867 Int’1 Class 020

Plastic portable safes

MASTER LOCK 4,299,443 Int’1 Class 020
Non-metal cash boxes; non-metal
cabinets

MASTER LOCK 3,637,943 Int’l Class 006

Locks, namely, metal padlocks,
laminated locks, breakaway shackle
padlocks, colored padlock sets,
metal padlock accessories, namely,
chains, collars, tags; metal multiple
shackle lockout hasps, multiple hasp
metal lockout boxes; multiple
padlock metal storage racks; and
metal multiple hasp lock box

MASTER LOCK 3,984,091 Int’1 Class 009

Electronically activated door
hardware, namely, electronic
cylindrical locksets and keypads,
and electronic locks

5. Each of the above-listed registrations is valid, subsisting, and incontestable pursuant to
15 U.S.C. § 1065.

6. Opposer has expended considerable sums of money over a substantial period of time
to develop significant and valuable goodwill and promote the products on or in connection with
which the MASTER LOCK Marks are used by or on behalf of Opposer. As a result of Opposer’s
efforts, the MASTER LOCK Marks are very well-known throughout the United States.

7. Applicant has requested registration of the Opposed Mark in International Class 020 for
use in connection “furniture.”

8. The Opposed Application was filed on September 26, 2022, and the request to register
therein is based on Section 1(b), intent-to-use. Applicant has not yet claimed a first use in commerce date

for the International Class 020 goods identified in the Opposed Application, namely, furniture.
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9. The Opposed Application was published in the Official Gazette on November 21, 2023,
with an opposition deadline of December 21, 2023, which makes this Opposition Proceeding a timely-
commenced proceeding.

10. On information and belief, Applicant has not yet commenced use in commerce of the
Opposed Mark for the goods identified in the Opposed Application.

1. On information and belief, there is no issue as to priority as between Opposer and
Applicant with respect to the marks and goods in issue. Applicant applied for registration of the Opposed
Mark based on an intent-to-use in commerce and the earliest priority date that attaches to the Opposed
Application is September 26, 2022, which is well after the priority dates of the common law and
registration rights asserted as a basis for opposition by Opposer.

12. On information and belief, the Opposed Mark is confusingly similar to the MASTER
LOCK Marks. The Opposed Mark includes the word MASTER and the word LOCK, which feature
prominently in the MASTER LOCK Marks. The Opposed Mark includes the word SECURITY, which
connotes the types of products on or in connection with which the MASTER LOCK Marks are used. The
Opposed Mark includes the likeness of a padlock, a good long offered by Opposer under the MASTER
LOCK Marks and covered by many of the registrations of those marks owned by Opposer.

13. On information and belief, in light of the confusing similarity of the marks in issue, the
goods covered by the Opposed Application are confusingly similar to those offered by Opposer under the
MASTER LOCK Marks. Opposer has many registrations and prior use of the MASTER LOCK Marks
for goods in International Class 006 and that class is a coordinated class with International Class 020, the
class in which Applicant’s goods are found. Opposer also has registration and prior use of the MASTER
LOCK Mark for goods in International Class 020.

14. On information and belief, Applicant's registration and use of the Opposed Mark for
the goods specified in the Opposed Application will create a likelihood of confusion as to the source,
origin or sponsorship of Opposer’s goods and Applicant's goods among potential purchasers of the
goods of both parties.

15. If Applicant is granted a registration for the Opposed Mark as a result of the Opposed
Application, Applicant will obtain at least a prima facie exclusive right to the use of the mark
throughout the United States in connection with the goods identified in the Opposed Application.

Such registration would damage and injure Opposer.
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WHEREFORE, Opposer prays that the Opposed Application be rejected, that Opposer’s

Opposition be sustained, and that registration of the Opposed Mark be refused to Applicant.

Dated: December 20, 2023

4874-0787-0871, v.1

Respectfully submitted,

/{Raymond Rundelli/

Raymond Rundelli (Ohio Bar, 0030778)
CALFEE, HALTER & GRISWOLD LLP
1405 East Sixth Street

The Calfee Building

Cleveland, Ohio 44114

Phone: 216-622-8200

Fax: 216-241-0816

E-Mail: rrundelli@calfee.com

Attorneys for Opposer



