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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Georgetown Software House, Inc.
Applicant.

)

Dinesh Patel ) Opposition No.: 91288564
Opposer, )

) Serial No.: 97685703
V. )

) Mark: PEBBLE STREAM

)
)

International Class: 9 and 42

OPPOSER'S MOTION TO COMPEL

Dinesh Patel (“Opposer”) respectfully moves the Board for an order compelling applicant
Georgetown Software House, Inc. (“Applicant”) to respond properly to Opposer’s interrogatories and
requests for production.

I. CERTIFICATION OF GOOD FAITH EFFORT

Pursuant to Trademark Rule of Practice 2.120(f) and TBMP §§ 408.01(c) & 523.02,
OPPOSER'S MOTION TO COMPEL (the “Motion”) is filed only after good-faith attempts to resolve
the issues as set forth below. See DECLARATION OF DINESH PATEL IN SUPPORT OF
OPPOSER'S MOTION TO COMPEL AND MOTION TO TEST THE SUFFICIENCY OF
APPLICANT'S RESPONSES TO OPPOSER'S REQUESTS FOR ADMISSION (“Patel Decl.”) 9 9
and 11. Opposer is filing this timely Motion to seek the Board’s intervention because the parties have
been unable to resolve the following discovery disputes despite efforts by Opposer to secure proper
responses to his discovery requests. Patel Decl. 49 8 and 10. Opposer further states that his efforts to
secure his discovery with Applicant are currently continued and that if they get resolved prior to the
Board’s review of this Motion, Opposer will promptly notify the Board to avoid any unnecessary
intervention by the Board.

II. BACKGROUND

OPPOSER'S MOTION TO COMPEL -1- OPPOSITION NO. 91288564



Opposer timely served his Initial Disclosures on March 11, 2024. Opposer also timely served
OPPOSER’S FIRST SET OF INTERROGATORIES (“ROG”) and OPPOSER’S FIRST SET OF
REQUESTS FOR PRODUCTION TO APPLICANT (“RFP”) on July 10, 2024. Patel Decl. 994-5, Ex.
A.

On or about August 9, 2024, Applicant served APPLICANT’S RESPONSES TO OPPOSER’S
FIRST SET OF INTERROGATORIES TO APPLICANT (“R-ROG”) and APPLICANT’S
RESPONSES TO OPPOSER’S FIRST SET OF REQUESTS FOR PRODUCTION OF DOCUMENTS
(“R-RFP”); Applicant did not produce any document with its R-RFP to Opposer. Patel Decl. 9 6-7.
Discovery ended on August 10, 2024 per the Board’s Order (see 2 TTABVUE at 3). Numerous of
Applicant’s R-RFPs state that Applicant “will produce responsive documents within reasonable time
and scope limits” without any further specificity; for that reason, Opposer waited for Applicant to serve
any documents responsive to Opposer’s discovery requests. For example, see R-RFP § 6 which shows
Applicant’s typical copy/pasted response in its most such R-RFPs; Patel Decl. Ex. B at 59.

On August 26, 2024, Opposer filed a trademark infringement lawsuit at the United States
District Court for the District of Columbia, against Applicant for its willful infringement of Opposer’s
PEBBLES® trademark; see 5 TTABVUE Ex. A. The above-referenced lawsuit involves the same
parties, their same respective trademarks, and their same respective goods and services, which are
recited in the current opposition proceeding. Opposer promptly notified the Board after receiving a
copy of his complaint with the Court’s ECF stamp. Id.

On September 15, 2024, Opposer still had not received any responsive document from
Applicant, and as such he emailed Applicant for a meet and confer. The parties met and conferred on
September 18, 2024, when Opposer discussed significant deficiencies in Applicant’s discovery

responses, and also pointed out that Applicant had not produced any document whatsoever even though
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discovery had ended on August 10, 2024. During the parties’ meet and confer regarding Applicant’s
deficient discovery responses, Applicant promised to produce all responsive documents by September
20, 2024; Applicant also stated that it would not amend its written responses to any of Opposer’s
discovery requests.

On September 20, 2024, Applicant served several documents to Opposer, which Opposer
believe are all public documents, and that a large number of them are from the USPTO public records
of Opposer’s registered PEBBLES® mark and applied-for PEBBLES trademark. Despite assuring
Opposer that Applicant would produce documents responsive to Applicant’s alleged first use and first
use in commerce of its alleged PEBBLE STREAM mark since at least 2019, Applicant did not produce
any such responsive document whatsoever. Applicant has also refused to properly answer several of
Opposer’s ROGs, while providing boiletplate objections as discussed below. Applicant’s responses to
Opposer’s RFPs and ROGs are evasive and calculated to frustrate Opposer’s discovery needs. Since
Opposer is at his deadline to file a motion to compel prior to his pre-trial disclosures, he is left with no
other choice but to seek the Board’s intervention to secure his discovery needs.

III. ARGUMENT
A. Legal Standard

A party “may obtain discovery regarding any nonprivileged matters that is relevant to any
party’s claim or defense and proportional to the needs of the case....” Fed.R.Civ.P. 26(b)(1). Where a
party fails to respond properly to discovery, the Board may issue an order compelling further responses.
TBMP § 523.01. Opposer is entitled to complete, non-evasive discovery responses. Because Applicant
refuses to provide such responses, Opposer requests the Board’s intervention.

Interrogatories must be responded to “separately and fully,” and objections must be “stated with

specificity.” FRCP 33(b). If the responding party is an entity, the agent responding on its behalf must
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furnish information “available to the party.” FRCP 33(b)(1)(B). Responses to document requests must
respond to each item in the request, and indicate whether any responsive materials are being withheld
on the basis of an objection. FRCP 34(b)(2)(C)—(D). Parties are expected to cooperate during discovery.
Panda Travel, Inc. v. Resort Option Enters., 94 U.S.P.Q.2d 1789, 1791 (TTAB 2009). “Each party has
a duty to make a good faith effort to satisfy the reasonable and appropriate discovery needs of its
adversary.” Id. citing TBMP § 408.01 (describing the “duty to cooperate”). Further, by signing the
responses to discovery requests, a party certifies that, to the best of their knowledge, information, and
belief, formed after reasonable inquiry the responses were complete and correct as of the time they
were made. FRCP 26(g)(1).
B. The Board Should Compel Applicant to Fully Respond to Discovery Requests

1. Applicant’s Boilerplate And Other Improper Objections To RFPs Should Be Overruled

Applicant has refused to provide response to numerous discovery requests while making
boilerplate and other non-specific general objections. Under Rules 33(b)(4) and 34(b)(2)(B) of the
Federal Rules of Civil Procedure, objections to interrogatory requests and requests for production must
be stated “with specificity.” Broad general objections and boilerplate objections incorporated into every
answer are clearly in violation of the Federal Rules and may not be considered by the Board. See
Covington v. Sailormen, 274 F.R.D. 692, 693 (N.D. Fla. 2011); Medtronic, Inc. v. Pacesetter Syst., Inc.,
22 USPQ 80, 83 (TTAB 1984) (burden is on objecting party to show that interrogatories should not be
answered); see also 8B CHARLES A. WRIGHT ET. AL., FEDERAL PRACTICE AND
PROCEDURE CIVIL § 2173 (3d ed. 2019). “Although it is true that a party will be excused from
responding to discovery that is overly broad, unduly burdensome, vague or ambiguous, or not
proportional to the needs of the case, the responding party may not rely on conclusory statements when

objecting on these bases, but rather must state specifically the underlying basis for the objection.”
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Hewlett Packard Enterprise Development LP v. Arroware Industries, Inc., 2019 USPQ2d 1586632019)
(TTAB 2019).

In each of R-RFP q9 1-3, 5-13, 19, 24, 30, 31, and 35, Applicant has stated that “[i]n view of
the foregoing General and Specific Objections, Applicant will produce non-privileged, responsive
documents in its possession, custody, or control, if any” which are without any specificity whatsoever
and in violation of Rules 33(b)(4) and 34(b)(2)(B). Also see Covington. Applicant was required to
respond with specificity on whether or not it had thoroughly searched for the requested document(s) in
its possession, and whether or not it has produced document responsive to Opposer’s said requests.

In R-RFP 99 28, 30, and 35, Applicant “objects to this question as premature. Applicant has not
fully completed discovery and has not completed discovery and has not completed trial preparation”,
even though Discovery had ended a long time ago on August 10, 2024. See 2 TTABVUE at 3. Further,
R-RFP 28 requests document(s) that purportedly support Applicant’s Affirmative Defense(s) raised in
its Answer, and yet Applicant has not provided a proper response and it is unclear if Applicant has
produced any document(s) responsive to the said request; Applicant has not provided any cross-
reference to indicate the relationship of its produced document(s) to Opposer’s requested RFPs.

In R-RFP 99 55, Applicant objects to several wordings including “markets” and “intends to
market”, however, Applicant itself has used the same wording when answering its R-ROG q 8, and
shows Applicant’s intention to frustrate Opposer’s discovery.

Applicant’s above-referenced objections are in violation of the Board’s rules and calculated to
frustrate Opposer’s discovery. For the above reasons, Opposer respectfully requests the Board to
overrule such objections and compel Applicant to provide full responses to Opposer’s above referenced
RFPs.

2. Applicant’s improper objections without anything further to numerous ROGs
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Federal Rule of Civil Procedure 26(b)(1) provides that “[p]arties may obtain discovery
regarding any nonprivileged matter that is relevant to any party’s claim or defenses and proportional to
the needs of the case.” Fed. R. Civ. P. 26(b)(1). A party may propound interrogatories relating to any
matter that may be inquired to under Rule 26(b). Fed. R. Civ. P. 33(a). A responding party is obligated
to respond to the fullest extent possible, and any objections must be stated with specificity. Fed. R. Civ.
P. 33(b)(3)-(4). “[1]f the information sought is contained in the responding party’s files and records, he
or she is under a duty to search the records to provide the answers.” U.S. ex rel. Englund v. L.A. Co.,
235 F.R.D. 675, 680 (E.D. Cal. 2006) (citing Govas v. Chalmers, 965 F.2d 298, 302 (7th Cir.1992)).

Applicant’s responses to a large number of Opposer’s interrogatory requests are wholly evasive,
inadequate, and/or improper. Despite Opposer’s request to cure such deficiencies in its responses,
Applicant has refused to amend its responses during the parties’ meet and confer. In an approach similar
to several of Applicant’s non-responses to Opposer’s requests for production, Applicant has recited an
immense number of objections while entirely avoiding any answer to Opposer’s interrogatories, as
discussed below.

In each of R-ROG 9 2, 3, 9 and 11, Applicant has unilaterally decided that the said
interrogatory are irrelevant and therefore Applicant has refused to provide any response to the substance
of the said ROGs. Additionally, in R-ROG 499 and 11, Applicant also recited several other boilerplate
objections without providing any response whatsoever to the substance of the said ROGs.

In R-ROG 9] 13, 14, 20 and 21, Applicant has merely recited several non-specific objections
that the said ROGs are premature or that Applicant has not completed discovery; in some of them
Applicant has also recited further non-specific objections without providing any response whatsoever
to the substance of the said ROGs. Similarly, in R-ROG 9 16, 22, Applicant only recites boilerplate

objection without providing any response whatsoever to the substance of the said ROGS.
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In R-ROG 9918 and 19, Applicant responds that it will produce responsive documents, but so
far Applicant has refused to produce any document responsive to the said R-ROGs.

In R-ROG 924, Applicant provides a response that is not responsive whatsoever to the substance
of the said ROG:; it is unclear if Applicant carefully reviewed the said ROG before providing its
response.

Applicant has entirely evaded the above referenced interrogatory requests on invalid boilerplate
and/or privilege based objections. Since the above interrogatories request relate to facts, they are well
within discoverable information. For the reasons described above, Opposer requests that Applicant be
required to delete its objections and make substantive responses in fully responding to Opposer’s
above-referenced interrogatory requests.

3. Applicant has not produced any privilege log

In addition to Applicant’s failure to specify if it has made a reasonable search and identified all
responsive documents, Applicant has also failed to specify if it has withheld any documents responsive
to any request based on its objections to Opposer’s discovery requests. See Fed. R. Civ. P. 34(b)(2)(C).
Applicant has not provided any privilege log for information which it has withheld. For that reason,
Opposer respectfully requests the Board to compel Applicant to produce a privilege log listing all
responsive document(s) and information which Applicant has withheld from Opposer.

Applicant has recited general privilege-based objections in numerous of its responses, however,
without any privilege log, Opposer is also unable to ascertain whether Applicant has improperly
withheld any responsive document(s) or information from Opposer. Further, several of Opposer’s
requests, including ROG 9 9, 11, 13, 14, and 18- 22 seek the disclosure of facts and Applicant’s
objections based on the attorney-client privilege or work product doctrine objections are unfounded in

its response to said requests. See Upjohn Co. v. U.S., 449 U.S. 383, 395 (1981) (The attorney-client
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privilege extends only to communications and not to facts.)

Similarly, in R-RFP q9 14-18, 20-25, and 27-29, Applicant has objected based on attorney-
client privilege and/or work product doctrine, while asserting based on such objection that it has no
responsive document; however, the said RFPs request documents and information on Applicant’s use
of its alleged mark in commerce, which Applicant has recited on its use-based trademark application.

“[To] the extent opposer maintains its objections based on the attorney-client privilege or
attorney work product doctrine, it must produce a privilege log. Fed. R. Civ. P. 26(b)(5)(A)(ii).
Applicant has also refused to amend its discovery responses to remove such general objections or to
provide a privilege log. Without any such privilege log, Opposer is without knowledge as to the extent
and true nature of information Applicant has withheld based on privilege. As such, Opposer respectfully
requests the Board to compel Applicant to remove its privilege based objections and serve on Opposer
supplemental responses, or compel Applicant to provide Opposer with a complete privilege log. See
Victor Stanley, Inc. v. Creative Pipe, Inc., 250 F.R.D. 251, 264-67 (D.Md. 2008); TBMP § 406.04(c).

Although Opposer’s attempts to secure proper and full responses to his discovery requests are
continuing, today is Opposer’s deadline to file a motion to compel. Since Opposer’s discovery needs
are not met, he is forced to file this motion to compel, in which Opposer requests that Applicant be

required to delete its objections as set forth above and make substantive responses.

IV.  CONCLUSION
For the foregoing reasons, Opposer respectfully requests that the Board grant this Motion,
require Applicant to provide adequate responses, and to produce responsive documents and privilege

log to Opposer.
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Respectfully submitted,

Dated: September 23, 2024 /Dinesh Patel/
Dinesh Patel (Opposer)
2118 Walsh Ave, Suite 240, Santa Clara, CA 95050
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CERTIFICATE OF SERVICE

I hereby certify that the foregoing document “OPPOSER'S MOTION TO COMPEL” was served
upon the attorney for the other party by email on September 23, 2024 at the following email

address(es):

Darrin Auito

HEA Law, PLLC

8000 Towers Crescent Drive

13th Floor McLean, VA 22182

Telephone: (571) 933-6437

Email: Darrin@HEA-IP.com, trademarks@hea-ip.com, usptomail@hea-ip.com
(Attorneys for Applicant Georgetown Software House, Inc.)

By:

Signature: /Dinesh Patel/
Name: Dinesh Patel
Date: September 23, 2024

Email: btcroot@gmail.com



