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Tashia A. Bunch, Interlocutory Attorney:

This case now comes up on Opposer’s motion, filed September 15, 2024, to suspend
proceedings pending final disposition of a civil action. This motion is opposed.!

Opposer moves to suspend this proceeding pending final determination of Dinesh
Patel v. Georgetown Software House, Inc., Civil Action No. 1:24-cv-02535, filed in the
United States District Court for the District of Columbia (“Federal Case”). By way of
background, Opposer has opposed the registration of the mark PEBBLE STREAM
for “[d]Jownloadable software for deploying enterprise-scale analytical and business

logic on multiple application platforms, including the web, server, cloud, and mobile

1 The Board has considered the parties’ submissions and presumes the parties’ familiarity
with the factual bases for the motion, and does not recount the facts or arguments here,
except as necessary to explain the Board’s order. See Guess? IP Holder L.P. v. Knowluxe LLC,
Can. No. 92060707, 2015 WL 9702438, at *2 (TTAB 2015).

For decisions of the Board, this order employs citation to the Westlaw (WL) database and
cites only precedential decisions unless otherwise noted. TRADEMARK TRIAL AND APPEAL
BOARD MANUAL OF PROCEDURE (TBMP) § 101.03 (2024).
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phones applications utilizing spreadsheets,” in International Class 9, and “[s]oftware
as a service (SAAS) services featuring software for deploying enterprise scale
analytical and business logic on multiple application platforms, including the web,
server, cloud, and mobile phones utilizing spreadsheets,” in International Class 42 on
the grounds of priority and likelihood of confusion.2 1 TTABVUE 1. In its answer,
Applicant denies the salient allegations in the notice of opposition. 4 TTABVUE.

In Opposer’s motion to suspend this proceeding pending final disposition of the
Federal Case, Opposer asserted that the Federal Case involves the same parties,
same respective marks of the parties, and overlapping issues with this proceeding. 5
TTABVUE 3.3 In response, Applicant argues that the motion should be denied due to
its unusual timing, as it was filed five weeks after the close of discovery and nine days
before Opposer’s pretrial disclosures were due. 10 TTABVUE 2-3. Applicant further
contends that the motion was timed to delay Opposer’s upcoming 30-day trial period.
Id. at 2. Additionally, Applicant argues the lack of prior notice it received regarding
the Federal Case and the Board’s primary jurisdiction over trademark application
registrability, which Opposer initially chose as the forum for resolution. Id. at 3—4.

The Board’s policy is to suspend proceedings when a civil action involving one or

both parties may have a bearing on the Board case. See Trademark Rule 2.117(a), 37

2 Application Serial No. 97685703, filed November 21, 2022.

3 Citations to the record refer to TTABVUE, the Board’s online docketing system. See, e.g.,
New Era Cap Co. v. Pro Era, LLC, Opp. No. 91216455, 2020 WL 2853282, at *1 n.1 (TTAB
2020). Specifically, the number preceding “TTABVUE” corresponds to the docket entry
number, any number(s) following “T'TABVUE” refers to the page number(s) of the docket
entry where the cited materials appear.
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C.F.R. § 2.117(a); General Motors Corp. v. Cadillac Club Fashions Inc., Can. No.
92018418, 1992 WL 141992, at *5 (TTAB 1992), abrogated on other grounds by CTRL
Systems, Inc. v. Ultraphonics of N., Am., Inc., Opp. No. 91096623, 1999 WL 959434
(TTAB 1999). However, suspension is discretionary. See Trademark Rule 2.117(a);
TBMP § 510.02. Civil actions often address broader issues beyond the Board’s
jurisdiction; therefore, judicial economy is usually served by suspension. See
TBMP § 510.02(a) n.2 (and cases cited therein).

Opposer filed the Federal Case on August 26, 2024, during the early trial stage of
this proceeding, approximately one month before Opposer’s pretrial disclosures were
due. 5 TTABVUE 6; 2 TTABVUE 3. Applicant’s argument regarding the unusual
timing of the filing is not well-taken. Unlike the cases cited by Applicant, where
motions to suspend were filed after final briefing with little left to resume after the
civil cases,4 this proceeding remains in its early stages, with testimony and briefing
periods still pending, making suspension appropriate and unlikely to prejudice
Applicant.?

Applicant’s argument regarding the United States Patent and Trademark Office’s

primary jurisdiction to determine registrability under Section 37 of the Lanham Act

4 Boyds Collection, Ltd. v. Herrington & Co., Can. No. 92032146, 2003 WL 152427, at *2
(TTAB 2003); JVMax, Inc. v. ESR Performance Corp., Can No. 92063873, 2018 WL 1010721,
at *1 (TTAB 2018) (non-predecential). The parties should note that non-precedential cases
must be clearly identified as non-precedential. TBMP § 101.03(a)(2).

5 Applicant also asserts that “Opposer has not even served a copy of the [Federal Case’s]
complaint.” 10 TTABVUE 3. A civil action is commenced upon filing the complaint, and the
lack of service does not negate the existence of the suit or render it frivolous. See Tokaido v.
Honda Assocs. Inc., 1973 WL 20026, at *1 (TTAB 1973).
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1s also not well-taken. 10 TTABVUE 4. The Board’s policy is to suspend in favor of a
civil action, particularly where, as is the case here, the civil action includes broader
1ssues beyond just the right to register, such as infringement, unfair competition, and
false designation of origin.6

The Federal Case includes claims of trademark infringement, unfair competition,
false designation of origin, and other claims, and it seeks to enjoin Applicant from
using the mark in the involved application. Accordingly, the Federal Case includes
the same parties, marks, and common issues of law and thus may have a bearing on
this proceeding.

In view thereof, proceedings are suspended pending final disposition of the civil
action.”

Within twenty days after the final determination of the civil action, the parties
shall notify the Board so that this proceeding may be called up for appropriate action.8
Such notification to the Board should include a copy of any final order or final

judgment issued in the civil action.

6 See Goya Foods, Inc. v. Tropicana Prods., Inc., 846 F.2d 848 (2d Cir. 1988) (doctrine of
primary jurisdiction might be applicable if a district court action involved only the issue of
registrability, but would not be applicable where court action concerns infringement where

the interest in prompt adjudication far outweighs the value of having the views of the
USPTO); see also TBMP § 510.02(a).

7 Upon resumption of the proceedings, if Opposer believes its motion to compel is not resolved
or rendered moot, Opposer may renew the motion by written request to the Board citing the
title, date of filing, and docket entry of the motion in the Board’s electronic docket. Any
renewed motion must be accompanied by a signed statement that the motion has been
reviewed in its entirety and concerns matters still disputed between the parties.

8 A proceeding is considered to have been finally determined when an order or ruling that
ends litigation has been rendered, and no appeal has been filed, or all appeals filed have been
decided and the time for any further review has expired. See TBMP § 510.02(b).
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During the suspension period, the parties must notify the Board of any address or
email address changes for the parties or their attorneys. In addition, the parties are
to promptly inform the Board of any other related cases, even if they become aware
of such cases during the suspension period. Upon resumption, if appropriate, the

Board may consolidate related Board cases.



