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EAGLE TRADEMARK REGISTRATION  

ILMO. SR. PRESIDENTE DO UŶited States PateŶt aŶd Tƌadeŵaƌk OiĐe – USPTO 

Case No.: ϵϳϱϲϭϱϮϰ 

MaƌĐa: “ROYCO PROFESSIONAL "  

Classe: NCL ;ϭϭͿ Ϭϯ 

OǁŶeƌ: BEAUTYANDWOMAN LLC 

BEAUTYANDWOMAN LLC, ϭϯϮ Chelsea ƌua apt ϰϲ 

Eǀeƌet, MASSACHUSETTS, UŶited States ϬϮϭϰϵ - Floƌida 

, Đoŵes iŶ a iŵelǇ ŵaŶŶeƌ, ďased oŶ aƌiĐle ϭϱϴ, paƌagƌaph ϭ of Laǁ No. ϵ,Ϯϳϵ/ϵϲ, 
to pƌeseŶt: MANIFESTATION TO OPPOSITION Ŷº ϵϵϵϵϵϵ 

iled ďǇ "HeŶkel CoƌpoƌaioŶ" foƌ the folloǁiŶg faĐtual aŶd legal ƌeasoŶs  

Eǆposed.  

  
ϭST OF TIMELINESS  

IŶiiallǇ, it is iŵpoƌtaŶt to Ŷote that this ŵaŶifestaioŶ is iŵelǇ, siŶĐe it 

Đoŵplies ǁith the peƌiod of ϯϬ ;thiƌtǇͿ daǇs, pƌoǀided foƌ iŶ aƌiĐle ϭϱϴ, paƌagƌaph ϭ 

of the USPTO Laǁ.  

Theƌefoƌe, takiŶg iŶto aĐĐouŶt that the afoƌeŵeŶioŶed peƌiod ďegaŶ oŶ 

ϭϭ/Ϯϴ/ϮϬϮϯ ;the daǇ folloǁiŶg the date of puďliĐaioŶͿ, the daǇ ateƌ the puďliĐaioŶ 

iŶ the RPI, it eŶds oŶ  



ϭϮ/ϯϴ/ϮϬϮϯ ;ϯϬ ĐaleŶdaƌ daǇs fƌoŵ the date aďoǀeͿ.  

Ϯ. ELUCIDATION OF THE FACTS  

The OpposiioŶ oďjeĐted to the appliĐaioŶ foƌ ƌegistƌaioŶ of the tƌadeŵaƌk 

"ROYCO PROFESSIONAL" iŶ Đlass NCL ;ϭϭͿ Ϭϯ, ĐoŶtaiŶed iŶ Case No. ϵϳϱϲϭϱϮϰ oŶ the 

gƌouŶds of ĐoŶfusioŶ oƌ assoĐiaioŶ ǁith a ƌegisteƌed tƌadeŵaƌk.  

DisiŶguished Boaƌd, the faĐt is that the ƌeƋuests do Ŷot deseƌǀe to suĐĐeed, 

giǀeŶ that the gƌouŶds adopted foƌ this puƌpose do Ŷot staŶd up to a legal 

eǆaŵiŶaioŶ that pƌoĐeeds iŶ the Đase at haŶd. To this eŶd, the Opposite ƌespeĐfullǇ 

eǆposes its ƌeasoŶs.  

ϯº REASONS FOR MANIFESTATION  

ReasoŶs foƌ the ŵaŶifestaioŶ, siŶĐe the tƌadeŵaƌk "ROYCO PROFESSIONAL" is iŶ Đlass 

NCL ;ϭϭͿ Ϭϯ CASE NO.  

ϵϳϱϲϭϱϮϰ, ďeiŶg aŶ appliĐaioŶ foƌ "MIXED TRADEMARK REGISTRATION".  

Its ĐoŵpouŶd ĐoŶtaiŶs the thƌee ŵaiŶ ĐhaƌaĐteƌisiĐs, ǁhiĐh aƌe: GRAPHIC ASPECT; 

NOMINATIVE AND IDEOLOGICAL ASPECTS foƌ the  

APPROVAL of Ǉouƌ ƌegistƌaioŶ pƌoĐess ǁith the INPI. Thus haǀiŶg the, the oppoŶeŶt 

of the tƌadeŵaƌk "ROYCO PROFESSIONAL", iŶ Đlass NCL ;ϭϭͿ Ϭϯ ǁith PROCESS Nº 

ϵϳϱϲϭϱϮϰ, his pƌoĐess iŶ TRADEMARK REGISTRATION ĐhaƌaĐteƌizes iŶ MIXED ďeiŶg 

his pƌoĐess iŶ the saŵe Đlass, of the opposite. IŶ pƌeseŶtaioŶ of the faĐts aŶd 

aƌguŵeŶts pƌeseŶted iŶ this ŵaŶifestaioŶ, I ask foƌ the oďjeĐioŶ gƌaŶted.  



ϰº OF THE SUBJECTIVE ASSUMPTIONS OF THE BRAND  

RegaƌdiŶg the aŶalǇsis of the appliĐaioŶ foƌ ƌegistƌaioŶ, 

aĐĐoƌdiŶg to iteŵ ϱ ;iǀeͿ of the tƌadeŵaƌk ŵaŶual of the INPI - NaioŶal IŶsitute of  

IŶdustƌial PƌopeƌtǇ, it is ŶeĐessaƌǇ to aŶalǇze soŵe iŵpoƌtaŶt aspeĐts that aƌe 

pƌepoŶdeƌaŶt iŶ the gƌaŶiŶg of the appliĐaioŶ.  

To ďeteƌ deŵoŶstƌate the allegaioŶ, takiŶg iŶto aĐĐouŶt the pƌe-eǆisiŶg 

tƌadeŵaƌk "ROYCO PROFESSIONAL" theƌe is ŶothiŶg to speak of a ĐollisioŶ. This is 

ďeĐause the aŶalǇsis of tƌadeŵaƌks Ŷeeds to take iŶto aĐĐouŶt theiƌ ǁhole, aŶd the 

isolated aŶalǇsis of suďjeĐiǀe aspeĐts is iŶsuiĐieŶt.  

IŶ this seŶse, the tƌadeŵaƌk ŵaŶual:  

"The set of tradeŵarks is forŵed ďǇ the 

ĐoŵďiŶaioŶ of ŶoŵiŶaiǀe, iguraiǀe or three-

diŵeŶsioŶal eleŵeŶts, suďjeĐt to ǀarious leǀels of 

iŶtegraioŶ, iŶteŶded to ideŶifǇ produĐts or 

serǀiĐes, ǁith a ǀariaďle degree of disiŶĐiǀe 

efeĐiǀeŶess aŶd Đapaďle of geŶeraiŶg aŶ 

iŵŵediate iŵpressioŶ oŶ the target audieŶĐe.  

The iŵpressioŶ of the ǁhole ĐorrespoŶds to the 

perĐepioŶ origiŶated ďǇ the ĐoŵďiŶaioŶ of all its 

eleŵeŶts."  

IŶ ǀieǁ of the aďoǀe, ǁe pƌoĐeed to the aŶalǇsis of the set of tƌadeŵaƌks to 

ǀeƌifǇ that theƌe aƌe Ŷo iƌƌegulaƌiies aŶd ĐollisioŶ ǁould ďe ŵaƌked, pƌoǀiŶg that the 

ďasis used to suppoƌt the opposiioŶ ǁill ďe ĐoŶtested.  

aͿ GraphiĐ appearaŶĐe  

It is ĐoŶĐeded that the pƌiŶĐiple of disiŶĐiǀeŶess is, paƌ eǆĐelleŶĐe,  a 

fuŶdaŵeŶtal ĐoŶdiioŶ of the tradeŵark as a difereŶiaiŶg sigŶ of goods aŶd serǀiĐes, 



ǁhiĐh is suiĐieŶt ŵoiǀaioŶ for the approǀal of a tradeŵark ǁith a supposed 

ĐoŶliĐiŶg ŶoŵiŶaiǀe aspeĐt.  

IŶ ǀieǁ of the aďoǀe, it is iŵpoƌtaŶt to Ŷote that the ďƌaŶds iŶ ĐoŶliĐt aƌe ŵiǆed, that 

is, theǇ haǀe a gƌaphiĐ eleŵeŶt to disiŶguish theŵ fƌoŵ theiƌ ƌespeĐiǀe ŵaƌket 

seĐtoƌs, faĐilitaiŶg ideŶiiĐaioŶ ďǇ the taƌget audieŶĐe  

         
                

  

;OpoeŶte logotǇpeͿ                                                     ;OpostaͿ  

IŶ addiioŶ, it is ǁoƌth ŶoiŶg that the uŶdeƌstaŶdiŶg of the Đouƌts, aďout the 

sǇsteŵ adopted ďǇ the BƌaziliaŶ legislaioŶ, ĐoŶĐeƌŶs gƌaphiĐ siŵilaƌitǇ, that is, a 

ŶoŵiŶaiǀe ĐollisioŶ, foƌ eǆaŵple, is Ŷot a suitaďle ďasis foƌ a ƌejeĐioŶ, ǁhiĐh ǁill ďe 

dulǇ eǆposed iŶ the Ŷeǆt aspeĐt.  

AͿ NoŵiŶaiǀe aspeĐt  

"JOICO" ;OppoŶeŶtͿ  

 ǆ  

"ROYCO" ;OpostaͿ  

With ƌegaƌd to the ŶoŵiŶaiǀe aspeĐt, theƌe is ŶothiŶg to speak of ĐollisioŶ. 

This is ďeĐause the pƌeseŶtaioŶs haǀe difeƌeŶt phoŶeiĐs, ǁhiĐh leads to suiĐieŶt 

disiŶĐioŶ ďetǁeeŶ the ďƌaŶds.  

IŶ addiioŶ, if the ŶoŵiŶaiǀe/phoŶeiĐ ĐollisioŶ ǁeƌe eǀeŶtuallǇ ǀeƌiied, 

ǁhiĐh it states oŶlǇ foƌ aƌguŵeŶtaiǀe puƌposes, suĐh a ďasis ǁould Ŷot ďe aďle to ďe 

ƌejeĐted, siŶĐe the ĐuƌƌeŶt legal sǇsteŵ oŶlǇ pƌoteĐts the gƌaphiĐ ĐollisioŶ.  



IŶ this seŶse:  

INFRINGING EMBARGOES. INDUSTRIAL PROPERTY. 

REGISTRABILITY OF MAC D'ORO AS A TRADEMARK.  

UNENFORCEABILITY OF THE HIGHLY RENOWNED. ABSENCE OF 

COLLISION WITH MCDONALD'S SIGNS OR MC PREFIXES.  

MOTIONS FOR INFRACTION GRANTED. I - DisĐusses- 

ǁhether iŶ the preseŶt laǁsuit ǁhether 

the tradeŵark MAC D'ORO ;registraioŶ 

ϴϭϴ.ϰϲϳ.ϮϬϳͿ ĐoŶsitutes a reproduĐioŶ, likelǇ to 

Đause ĐoŶfusioŶ or iŵproper assoĐiaioŶ, of the 

tradeŵarks ĐoŶtaiŶiŶg the eǆpressioŶ  

MCDONALD'S, ǁhiĐh ǁould ǀiolate ariĐle ϭϮϰ, XIX, 

of the IPL. II - IŵpuŶitǇ of high reŶoǁŶ. IŶ the 

preseŶt Đase, the ĐoŶtested ŵark ǁas iled iŶ  

Ϭϰ.Ϭϱ.ϭϵϵϱ, prior to ϭϭ.Ϭϭ.ϮϬϬϱ, date of 

puďliĐaioŶ iŶ RPI of the reĐogŶiioŶ ďǇ the BPTO 

of the high reŶoǁŶ of the tradeŵark  

MCDONALD’S. III -  

DisiŶĐt estaďlishŵeŶts aŶd aďseŶĐe of risk of 

ĐoŶfusioŶ or uŶdue assoĐiaioŶ. As oďserǀed ďǇ the 

ǀote of Federal Judge Paulo Espírito SaŶto, the 

produĐts iŶdiĐated ďǇ the sigŶs iŶ ĐoŶliĐt, ofered 

ďǇ the ϭst aŶd ϮŶd eŵďargoed paries, are sold iŶ 

plaĐes eŶirelǇ difereŶt froŵ those ǁhere the 

plaiŶif ĐoŵpaŶǇ sells its oǁŶ, that is, ǁhile it is 

ŵakiŶg its produĐts aǀailaďle iŶ its oǁŶ stores, the 

defeŶdaŶt ĐoŵpaŶǇ ofers its produĐts speĐiiĐallǇ 

Ŷuts,  alŵoŶds, ĐhestŶuts aŶd peaŶuts iŶ ŵarkets 

;large or sŵallͿ, ĐoŶǀeŶieŶĐe stores or 



deliĐatesseŶs, so there is Ŷo risk of ĐoŶfusioŶ oŶ 

the part of the aǀerage ĐoŶsuŵer. ;TRF-Ϯ  

ϬϴϬϱϬϱϬϱϯϮϬϭϬϰϬϮϱϭϬϭ RJ  

  ϬϴϬϱϬϱϬ-ϱϯ.ϮϬϭϬ.ϰ.ϬϮ.ϱϭϬϭ, Rapporteur:  

  SIMONE SCHREIBER, Data de  

  JudgŵeŶt: Ϭϲ/ϭϲ/ϮϬϭϲ, ϭst SECTION  

SPECIALI)EDͿ  

CͿ IdeologiĐal AspeĐt  

WheŶ it Đoŵes to the ideologiĐal aspeĐt, it is ǁoƌth ŶoiŶg that this is also 

disiŶĐt. This is ďeĐause ĐoŵpaŶies opeƌate iŶ difeƌeŶt ŵaƌket seĐtoƌs.  

This stateŵeŶt is Đleaƌ ǁheŶ ǀeƌifǇiŶg that the Oposta tƌadeŵaƌk aiŵed to 

ƌegisteƌ peƌfuŵeƌǇ aŶd peƌsoŶal hǇgieŶe pƌoduĐts iŶ the Đlass. OŶ the otheƌ haŶd, 

OpoeŶte is the pƌopƌietoƌ of the ŵaƌk iŶ Đlass NCL ;ϭϭͿ Ϭϯ, iŶdiĐaiŶg PreseŶtaioŶ of 

goods iŶ the ŵedia for the purpose of retail trade; AdǀiĐe, ĐoŶsultaŶĐǇ aŶd 

iŶforŵaioŶ to the ĐoŶsuŵer aďout produĐts aŶd their priĐes, through ǁeďsites, iŶ 

ĐoŶŶeĐioŶ ǁith ĐoŵŵerĐe Đarried out oǀer the iŶterŶet; Radio ĐoŵŵerĐials; 

TeleǀisioŶ ĐoŵŵerĐials; Trade [ďǇ aŶǇ ŵeaŶs] iŶ ĐosŵeiĐs; Trade [ďǇ aŶǇ ŵeaŶs] of 

hair loioŶs; Trade [ďǇ aŶǇ ŵeaŶs] of esseŶial oils; OŶliŶe, retail ĐoŵŵerĐe of 

doǁŶloadaďle phoŶe riŶgtoŶes; ProduĐt deŵoŶstraioŶ; ProǀisioŶ of ďusiŶess 

iŶforŵaioŶ through a ǁeďsite; Iŵport-eǆport ageŶĐǇ serǀiĐes  

Thus, thƌough the siŵple aŶalǇsis set out aďoǀe, aŶd ĐoŶtƌaƌǇ to ǁhat the 

OpposiŶg PaƌtǇ seeks to iŶduĐe the judge, theƌe is Ŷo ƌepƌoduĐioŶ of the Opposite 

ŵaƌk, aŶd suĐh a stateŵeŶt is ĐoŶtested!  

IŶ ǀieǁ of the aďoǀe, theƌe is Ŷo douďt that ďƌaŶds aƌe aďle to Đoeǆist 

peaĐefullǇ iŶ the ŵaƌket ǁithout ĐausiŶg haƌŵ to eaĐh otheƌ. Fuƌtheƌŵoƌe, theƌe is 

Ŷo Ŷeed to speak of ĐoŶfusioŶ to the ĐoŶsuŵeƌ, siŶĐe the tƌadeŵaƌks Đoŵpƌise a set 

of disiŶĐt tƌadeŵaƌks aŶd aƌe Ŷot susĐepiďle to ĐoŶfusioŶ, as stated iŶ aƌiĐle ϭϮϰ, 

XXII, of the Laǁ  



ϵ.Ϯϳϵ/ϵϲ. Theƌefoƌe,  the ŶullitǇ of the tƌadeŵaƌk ƌegistƌaioŶ  is illegal. 

ϱTH OF THE REQUESTS  

IŶ ǀieǁ of all the foƌegoiŶg aŶd ďeĐause ǁe aƌe iŶ due legal ĐoŵpliaŶĐe, it 

ƌeƋuiƌes the APPROVAL OF THE APPLICATION FOR REGISTRATION OF THE TRADEMARK 

"ROYCO"  

PROFESSIONAL" Ŷ° ϵϳϱϲϭϱϮϰ oǁŶed ďǇ the Opposite PaƌtǇ, iŶ ĐoŵpliaŶĐe ǁith the 

legal sǇsteŵ iŶ foƌĐe.  

AĐĐoƌdiŶglǇ, it ƌeƋuests aŶd eǆpeĐts that the appliĐaioŶ should ďe 
gƌaŶted.  

Mƌ. LAVOIE, RYAN CHRISTOPH, ƌepƌeseŶtaiǀe aŶd atoƌŶeǇ-iŶ-faĐt of BEAUTYANDWOMAN 
LLC.  

  

Rio de JaŶeiƌo, DeĐeŵďeƌ Ϯϴ, ϮϬϮϯ.  


