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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
Dinesh Patel )  Opposition No.: 91288025
Opposer / CounterClaim )
Defendant, ) Serial Nos.: 90730274 and 90730279
)
V. ) Mark: PEBBLE and PEBBLE POS
)
PAL USA, Inc. ) International Class: 9
Applicant / CounterClaim )
Plaintiff. )

REPLY TO MOTION TO DISMISS APPLICANT'S COUNTERCLAIMS

Opposer Dinesh Patel (“Opposer”) respectfully submits this reply brief in support of his
“Motion To Dismiss Applicant’s Counterclaims” (“Motion”; 6 TTABVUE), which moved the Board
to dismiss PAL USA, Inc.’s (“Applicant”) counterclaims recited in its Answer (“Answer”; 4
TTABVUE).

Applicant’s “Response To Opposer/Counter Defendant’s Motion To Dismiss” (the “Response”;
8 TTABVUE) has switched the order of its own counterclaims while confusing Opposer’s clearly
alleged arguments against each counterclaim. Applicant’s first alleged counterclaim labelled “CLAIM
I” (4 TTABVUE CounterClaims | 4-12) appears to be a claim of fraud pursuant to Trademark Act
14(3), and the second alleged counterclaim labelled “CLAIM II”” (4 TTABVUE CounterClaims ] 13-
21) appears to be a non-use claim; Opposer accordingly addresses them below.

ARGUMENTS

Applicant’s CounterClaim “CLAIM I” Alleging Fraud

All claims of fraud on the USPTO carry a very high burden of proof — higher than other grounds
in inter partes proceedings. In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938, 1939 (Fed. Cir. 2009).

The standard for intent to deceive is stricter than the standard for negligence or gross negligence, and

REPLY TO MOTION TO DISMISS

APPLICANT'S COUNTERCLAIMS -1- OPPOSITION NO. 91288025



evidence of deceptive intent must be clear and convincing. Id. at 1943. A pleading that alleges fraud
“must state with particularity the circumstances constituting fraud.” Fed. R. Civ. P. 9(b); see also Asian
and Western Classics B.V., 92 U.S.P.Q.2d 1478, at *1 (TTAB 2009) (in Board proceedings, “the
pleadings [must] contain explicit rather than implied expression of the circumstances constituting
fraud.”) (quoting King Auto., Inc. v. Speedy Muffler King, Inc., 667 F.2d 1008, 1010 (C.C.P.A. 1981)).
This Board has struck claims that invoke the term “fraud” without providing the necessary details. See
Great Adirondack Steak & Seafood Cafe, Inc., Opp. No. 91219162, 2015 WL 9906660, at *6 (TTAB
Mar. 30, 2015) (striking fraud claim where party “has not alleged any specific misconduct” and has not
complied with Rule 9(b)’s requirement of “a heightened degree of particularity™).

A large portion of Applicant’ Response recites caselaw relevant to pleading fraud without
adding anything further of substance; Applicant simply requoting its Answer Counterclaims {{ 5 and
7-11 does not meet Applicant’s burden to overcome a motion of dismiss. Applicant does not at all
address that:

- three of its requoted six paragraphs are “on information and belief” and conclusory (Answer
Counterclaim {{ 7-8 and 11), none of which are further supported by any specific factual allegation;
Motion at 4;

- Answer Counterclaim § 9 simply fails as a matter of law because the first use date is not material
to an examining attorney’s decision to approve an application for publication; Motion at 9;

- Answer Counterclaims q 10 is conclusory and not supported by any factual allegation.

- in addition to alleged on the basis of “upon information and belief”, Answer Counterclaims {11
also ignores that the examining attorney had reviewed the statement of use along with its attached
specimen which showed actual use of Opposer’s PEBBLES® mark (the “‘799 Specimen”; Response

at 21), which the examining attorney found acceptable prior to the approval of Opposer’s application
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for publication on the Principal Register; it quite evidently also contradicts Applicant’s allegation
that ““... nor was there use on all of the services in connection with the’799 Mark when the trademark
application was filed on January 8, 2020.”

Allegations of fraud must allege sufficient underlying facts from which the Board may
reasonably infer that Petitioner acted with the requisite state of mind (i.e., intent to deceive). Asian &
W. Classics B.V. v. Selkow, 92 USPQ2d 1478, 1479 (TTAB 2009). Therefore, pleadings of fraud made
“on information and belief” without allegation of “specific facts upon which the belief is reasonably
based” are insufficient. Id. Further, “[p]leadings of fraud which rest solely on allegations that the
trademark applicant or registrant made material representations of fact in connection with its
application or registration which it ‘knew or should have known’ to be false or misleading are an
insufficient pleading of fraud because it implies mere negligence and negligence is not sufficient to
infer fraud or dishonesty.” Id.

Applicant’s Response simply ignores the arguments made in the Motion, so there is nothing
further for Opposer to reply to. The above shows that Applicant has recited the entirety of its alleged
fraud “on information and belief” and conclusory allegations, and for that reason Applicant’s frivolous
fraud claim should be dismissed with prejudice. Opposer also respectfully requests the Board to dismiss
Applicant’s “CLAIM I” of fraud with prejudice, because pleading fraud based on first date of use is
simply not available. Hiraga v. Arena, 90 USPQ2d 1102, 2009 WL 723334 at *5 (TTAB 2009).

Although not material to the Motion, Applicant has not done its due diligence because several
evidence of Opposer’s actual use of his PEBBLES® mark (some predating 2012) also exist on the
USPTO records; Applicant also ignores that the record shows several successful trademark
cancellations and oppositions due to Opposer’s vastly superior actual use of his PEBBLES® mark in

the U.S. Commerce on all goods and services recited on his trademark registrations. Applicant is
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wasting the Board’s limited time and resources in filing a frivolous fraud claim.

Applicant’s CounterClaim “CLAIM II” Alleging Nonuse

Opposer’s Motion does not argue that a claim of nonuse needs to be pleaded with the higher
standard required for pleading fraud; rather, the Motion states that “to the extent that Applicant is
alleging a second count of fraud” in its “CLAIM II”’ (Motion at 10), Opposer is asserting his arguments

related to fraud against any such claim. Applicant has copied/pasted the following allegations from its

fraud claim to its “CLAIM II” which appear to allege Opposer’s intent to deceive the USPTO which is

unnecessary to plead nonuse:

“On information and belief, Opposer knowingly made false statements to the
USPTO ...” (emphasis added; Answer Counterclaims [ 16);

“On information and Dbelief, Opposer knowingly made material
misrepresentations of fact and material omissions of fact when it submitted the
specimen of use of the ‘799 Mark to the USPTO ...” (emphasis added; Answer

Counterclaims q 17); and

“Opposer knew that the USPTO would reasonably rely on his false statements
made in the Statement of Use and evidence ...” (emphasis added; Answer
Counterclaims q 18).

The above also shows Applicant’s conclusory allegation of “[Opposer’s] false statements made
in the Statement of Use and evidence ...” (Answer Counterclaims § 18) without any supporting factual
allegation whatsoever to provide detail on what Applicant alleges as Opposer’s “false statements.” If
the above allegations do not allege an intent to deceive the USPTO, then they should be stricken as
unnecessary and scandalous in a nonuse claim. The Board “may strike from a pleading an insufficient
defense or any redundant, immaterial, impertinent, or scandalous matter.” Fed. R. Civ. P. 12(f); TBMP
§ 506. The Board may do so on its own initiative at any time, or in response to a motion. TBMP §§
506.01-02.

Next, based on its uninformed assumptions about the functionality and behavior of “Windows
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Service” on Windows 10 (or any other Windows) platform, Applicant spends a large portion of the
Response in prematurely scrutinizing the ‘799 Specimen. However, in doing so, Applicant misses the
forest for the trees: the Answer Counterclaims do not recite any factual allegations relating to the ‘799
Specimen which the Board could “accept as true” for the purpose of determining if Applicant’s nonuse
claim is sufficiently pled. See Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys. Inc., 988 F.2d
1157, 26 USPQ2d 1038, 1041 (Fed. Cir. 1993); McDermott v. San Francisco Women's Motorcycle
Contingent, 81 USPQ2d 1212 (TTAB 2006), aff’d, unpublished No. 07-110 (Fed. Cir. July 11, 2007).
Additionally, under the simplified notice pleading rules of the Federal Rules of Civil Procedure, the
allegations of a complaint should be “construed so as to do justice.” Fed. R. Civ. P. 8(e); Scotch Whisky
Ass’n v. United States Distilled Products Co., 952 F.2d 1317, 1319, 21 USPQ2d 1145, 1147 (Fed. Cir.
1991).

In fact, TBMP § 503.02 states that a party “should not respond [to a motion to dismiss] by
submitting proofs in support of its complaint.” All such analysis is adduced at trial, not upon a motion
to dismiss. TBMP § 503.02. Applicant’s uninformed scrutiny of the ‘799 Specimen is premature at this

stage, and such scrutiny in response to the Motion to dismiss does not relieve Applicant of its burden

to sufficiently allege its claims. Further, the record shows that the examining attorney had reviewed
and found the ‘799 Specimen sufficient, after which Opposer’s application was allowed to be published
on the Principal Register, after which Trademark Registration No. 6557799 for the PEBBLES® mark
was issued; no trademark specimen refusal was issued by the examining attorney. The above contradicts
Applicant’s allegations in Answer CounterClaims {{16-17. Also, the ‘799 specimen clearly shows its

actual use of:

“Pebbles ™ Service”

“Updates and synchronizes your Pebbles™ graphics, function modules, Ul
controls, and indicators. Please ensure that your firewall settings allow TCP port 443
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(SSL) on this computer. If this service is stopped or disabled, or if port 443 is blocked
on this computer, your Pebbles modules may stop functioning.”

The above quite clearly shows that Opposer’s Pebbles ™ Service, securely connects to a
remotely located Internet website over TCP Port 443 (“SSL” stands for Secure Socket Layer) to update
and synchronize information and data, and for various other functionality.

It appears that Applicant is on a fishing expedition of throwing things at the wall to see what
sticks to burden Opposer with having to defend nonsensical claims. Applicant also appears to be quite
misinformed that a “temporary on-line non-downloadable software” (Response at 4) can only be an
internet website and not a Windows service, even though “Windows Service” itself clearly suggests a
service and not a downloadable software. Applicant itself also appears to be aware of its own
nonsensical claim because its Response makes yet another conclusory allegation that “the alleged
screenshot was buried in some computer database” (Response at 5), which, even though wrong again
(Windows Services are not a computer database), suggests that Applicant is aware of basic nature and
functionality of a Windows Service.

Lastly, Applicant does not at all address Opposer’s arguments that a properly pleaded

counterclaim for nonuse must allege lack of use prior to the deadline for filing the statement of use.

Tao Licensing, LLC v. Bender Consulting Ltd., 125 USPQ2d 1043, 1064 (TTAB 2017); Applicant has
not done that.

For the above reasons, Applicant has failed its burden to show that it has sufficiently pled its
“CLAIM II” of nonuse, and for that reason Opposer respectfully requests the board to dismiss it. As
such, Opposer respectfully requests the Board to dismiss Applicant’s Second CounterClaim of nonuse.
Opposer does not address Applicant’s scrutiny of the ‘799 Specimen because as alleged above, it is
premature at this stage of pleading.

11
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For the foregoing reasons, Opposer respectfully requests that the Motion be granted, and that

both of Applicant’s counterclaims be dismissed with prejudice.

Respectfully submitted,

Dated: February 19, 2024 /Dinesh Patel/
Dinesh Patel

(Opposer)
2118 Walsh Ave, Suite 240
Santa Clara, CA 95050
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CERTIFICATE OF SERVICE

I hereby certify that the foregoing document “REPLY TO MOTION TO DISMISS APPLICANT'S
COUNTERCLAIMS” was served upon the attorney for the other party by email on February 19,
2024 at the following email address(es):

KIRSTIN M. JAHN

JAHN & ASSOCIATES, LLC

1942 BROADWAY, SUITE 314

BOULDER, CO 80302

UNITED STATES

Email: kirstin@jahnlaw.com, tmadmin (@ jahnlaw.com
Phone: 303-545-5128

(Attorneys for Applicant PAL USA, Inc.)

By:

Signature: /Dinesh Patel/
Name: Dinesh Patel
Date: February 19, 2024

Email: btcroot@gmail.com



