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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Dinesh Patel 

 Opposer / CounterClaim Defendant, 

) 

) 

) 

) 

) 

) 

) 

) 

 

Opposition No.:  91288025 

 

Serial Nos.:  90730274 and 90730279 

 

Mark:   PEBBLE and PEBBLE POS 

 

International Class:  9 

 

 v. 

 

PAL USA, Inc.  

 Applicant / CounterClaim Plaintiff. 

 

REPLY TO MOTION TO SUSPEND PENDING TERMINATION OF CIVIL ACTION 

Dinesh Patel (“Opposer”) respectfully submits this reply brief (“Reply”) in support of his 

Motion To Suspend Pending Termination Of Civil Action (“Motion”; 12 TTABVUE) of Dinesh Patel 

v. PAL USA, INC., et al. (Case No. 2:24-cv-00536-APG-EJY)(the “Civil Action”). 

Opposer notes that the Board has suspended this proceeding currently (14 TTABVUE), as such 

Opposer understands that he is not to file a response to PAL USA, Inc.’s (“Applicant”) Amended 

Counterclaims (11 TTABVUE), until the Board resumes the current proceeding, and that it also extends 

the deadline for Opposer to file such response. 

Despite having the benefit of a trademark attorney, PAL USA, Inc.’s (“Applicant”) response to 

the Motion (the “Response”; 13 TTABVUE) presents only false, nonsensical and entirely irrelevant 

arguments; for instance, Applicant’s false claim that Opposer “filed a federal court action demanding 

that the federal district court cancel Pal USA’s applications at issue in this opposition”; (13 TTABVUE 

at  ) does not exist in the Civil Action (12 TTABVUE Ex. A). Similarly, the entirety of Applicant’s 

arguments relating to unrelated Trademark Application Nos.  98/037260 and 98/037258 are equally 

false and nonsensical because Applicant had been dreading the Civil Action since receiving Plaintiff’s 

Cease and Desist Letter on June 21, 2023 (12 TTABVUE at 21). In fact, also as the Supreme Court has 

said, “When registration is opposed, there is good reason to think that both sides will take the matter 
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seriously.” B&B Hardware, Inc. v. Hargis Indus., Inc., 135 S. Ct. 1293, 1310 (2015). Naturally, 

Applicant expected the Civil Action at least since Opposer initiated this proceeding, if not since much 

earlier due to Opposer’s another very closely related opposition against Applicant. 

In fact, the main purpose of the Civil Action is quite evident in its “CLAIM I” for “Federal 

Trademark Infringement – 15 U.S.C. § 1114(1)” (emphasis in original; 12 TTABVUE at 23) which 

only applies to protecting federally registered trademarks, not trademark applications, and that is 

directly relevant here because the Court’s determination of a likelihood of confusion analysis under the 

said claim will be the same as the Board’s analysis in this proceeding. See, B&B Hardware. 

Pursuant to 37 C.F.R. § 2.117(a), Opposer has brought to the Board’s attention that the Civil 

Action involves the same parties, their same respective marks and goods and services as this 

proceeding, and the Court’s analysis of a likelihood of confusion between the parties’ mark in the Civil 

Action under Federal Trademark Infringement will be the same as the Board’s Section 2(d) analysis in 

this proceeding. See Other Tel. Co. v. Conn. Nat’l Tel. Co., 181 USPQ 125, 126-27 (TTAB 1974) 

(finding that determination of infringement and unfair competition in civil action will directly bear on 

likelihood of confusion claim in Board proceeding). Also see, B&B Hardware. Applicant does not 

dispute the above. Instead, Applicant cites several case-law which are entirely misplaced and irrelevant 

to the Motion. 

WHEREFORE, Opposer respectfully submits that the Board should suspend this proceeding 

pending final disposition of the Civil Action. 

 

     Respectfully submitted, 

Dated:   June 6, 2024   /Dinesh Patel/    

(Pro Se Opposer) 

2118 Walsh Ave, Suite 240, Santa Clara, CA 95050 



 

CERTIFICATE OF SERVICE 

I hereby certify that the foregoing document “REPLY TO MOTION TO SUSPEND PENDING 

TERMINATION OF CIVIL ACTION” was served upon the attorney for the other party by email on 

June 6, 2024 at the following email address(es): 

 

 KIRSTIN M. JAHN 

JAHN & ASSOCIATES, LLC 

1942 BROADWAY, SUITE 314 

BOULDER, CO 80302 

UNITED STATES 

Email: kirstin@jahnlaw.com, tmadmin@jahnlaw.com 

Phone: 303-545-5128 

(Attorneys for Applicant PAL USA, Inc.) 

 

 

By: 

Signature:  /Dinesh Patel/      

Name:   Dinesh Patel 

Date:   June 6, 2024      

Email:   btcroot@gmail.com 

 


