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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Western Union Holdings, Inc.

Granted to date 10/18/2023
of previous ex-
tension

Address 7001 EAST BELLEVIEW AVENUE
DENVER, CO 80237
UNITED STATES

Attorney informa- | ELIZABETH H. COHEN

tion ARENTFOX SCHIFF LLP

1717 K STREET, NW

WASHINGTON, DC 20006-5344

UNITED STATES

Primary email: TMdocket@afslaw.com

Secondary email(s): elizabeth.cohen@afslaw.com, chiara.giuliani@afslaw.com,
justine.mitchell@afslaw.com, Laure.Hadas-Lebel@afslaw.com,
todd.hopkins@afslaw.com

202-857-6000

Docket no. 041687.02292

Applicant information

Application no. 90782872 Publication date 06/20/2023
Opposition filing 10/18/2023 Opposition period | 10/18/2023
date ends

Applicant Cryptx Capital LLC

1250 AVE. PONCE DE LEON, 4TH FLOOR
SAN JUAN, PR 00907
UNITED STATES

Goods/services affected by opposition

Class 035. First Use: Mar 19, 2020 First Use In Commerce: Mar 19, 2020
All goods and services in the class are opposed, namely: Online advertising and marketing services
in the field of financial investment opportunities, investment management, and investment education

Class 036. First Use: Mar 19, 2020 First Use In Commerce: Mar 19, 2020

All goods and services in the class are opposed, namely: Financial services, namely, investment ad-
vice, investment management, investment consultation and investment of funds for others, including
private and public equity and debt investment services

Class 041. First Use: Mar 19, 2020 First Use In Commerce: Mar 19, 2020

All goods and services in the class are opposed, namely: Education in the fields of financial investing,
namely, developing, arranging, and conducting educational conferences, programs, and providing
courses on financial trading and evaluation of financial investments rendered through correspond-
ence courses




Grounds for opposition

Priority and likelihood of confusion

Trademark Act Section 2(d)

Dilution by blurring

Trademark Act Sections 2 and 43(c)

Dilution by tarnishment

Trademark Act Sections 2 and 43(c)

Marks cited by opposer as basis for opposition

U.S. registration 1818161 Application date 06/25/1992
no.

Register Principal

Registration date | 01/25/1994 Foreign priority NONE

date

Word mark

WESTERN UNION

Design mark

Description of
mark

NONE

Goods/services

Class 036. First use: First Use: 1856 First Use In Commerce: 1856
money transfer services, electronic funds transfer services and bill payment ser-

vices
U.S. registration 2063145 Application date 05/24/1996
no.
Register Principal
Registration date | 05/20/1997 Foreign priority NONE

date

Word mark

WESTERN UNION

Design mark

Description of
mark

NONE

Goods/services

Class 016. First use: First Use: Oct 1, 1988 First Use In Commerce: Oct 1, 1988

printed matter, namely, printed business forms, business cards, stationery, in-
formational brochures and newsletters on the subject of financial services,
posters and printed money orders

U.S. registration 2286643 Application date 03/12/1998
no.

Register Principal

Registration date | 10/12/1999 Foreign priority NONE

date

Word mark

WESTERN UNION QUICK COLLECT

Design mark

Description of
mark

NONE

Goods/services

Class 036. First use: First Use: Jun 30, 1989 First Use In Commerce: Jun 30,

1989

Financial services, namely, the transmission of monies electronically from cus-
tomers, and same-day payment of third-party consumer and business debts

U.S. registration

2389865

Application date

10/26/1999




no.

Register

Principal

Registration date

09/26/2000 Foreign priority NONE

date

Word mark

WESTERN UNION CONVENIENCE PAY

Design mark

Description of
mark

NONE

Goods/services

Class 036. First use: First Use: Feb 4, 2000 First Use In Commerce: Feb 4,
2000

financial services, namely, bill payment services

U.S. registration 2922799 Application date 08/14/2003

no.

Register Principal

Registration date | 02/01/2005 Foreign priority NONE
date

Word mark WESTERN UNION

Design mark

Description of
mark

NONE

Goods/services

Class 036. First use: First Use: 1871 First Use In Commerce: 1871

Financial services, namely, money transfer services; electronic funds transfer
services; bill payment services; money order services; [ credit card services; ]
automatic teller machine services; [ debit and ] stored value card services; direct
deposit of funds into customer bank accounts;[ prepaid card services in the
nature of adding airtime to prepaid or pay-as-you-go wireless services, reloading
cash on pre-paid/secured debit cards, and recharging minutes to pre-paid long
distance calling cards; and gift check services in the nature of issuing personal-
ized gift checks akin to money orders ]

U.S. registration 6981061 Application date 11/11/2020

no.

Register Principal

Registration date | 02/14/2023 Foreign priority NONE
date

Word mark WESTERNUNION WU

Design mark

Description of
mark

The mark consists of the words "WESTERNUNION" in yellow lettering, followed
by two angled lines and the letters "WU" which are displayed in yellow. All of the
foregoing appear against a black background. All instances of the color white in
the mark represent background and/or transparent areas only and are not
claimed as a feature of the mark.

Goods/services

Class 009. First use: First Use: Jun 1, 2018 First Use In Commerce: Jun 1, 2018

Downloadable computer software for use with financial services, namely, the
management and maintenance of digital currency and electronic wallets, pro-
cessing of electronic payments, and issuing receipts regarding mobile payment
transactions computer operating programs, recorded; computer programs,
downloadable for use with financial services, namely, the management and
maintenance of digital currency and electronic wallets, processing of electronic
payments, and issuing receipts regarding mobile payment transactions; com-
puter programs, recorded for use with financial services, namely, the manage-




ment and maintenance of digital currency and electronic wallets, processing of
electronic payments, and issuing receipts regarding mobile payment transac-
tions; computer software applications, downloadable for use with financial ser-
vices, namely, the management and maintenance of digital currency and elec-
tronic wallets, processing of electronic payments, and issuing receipts regarding
mobile payment transactions; computer software platforms, recorded or down-
loadable for use with financial services, namely, the management and mainten-
ance of digital currency and electronic wallets, processing of electronic pay-
ments, and issuing receipts regarding mobile payment transactions; computer
software, recorded for use with financial services, namely, the management and
maintenance of digital currency and electronic wallets, processing of electronic
payments, and issuing receipts regarding mobile payment transactions; down-
loadable computer software for use as an electronic wallet; electronic and mag-
netic ID cards for use in connection with payment for services; magnetically en-
coded cards for debit, credit and stored value transactions; downloadable com-
puter software, namely, electronic financial platform that accommodates multiple
types of payment and debit transactions in an integrated mobile phone, PDA,
and web based environment; downloadable computer software to enable
searching of data; downloadable computer software for the provision of banking
services; downloadable computer application software for mobile phones, port-
able media players, handheld computers and other mobile devices, namely,
software for use with financial services, namely, the management and mainten-
ance of digital currency and electronic wallets, processing of electronic pay-
ments, and issuing receipts regarding mobile payment transactions; download-
able computer application software for mobile phones, namely, software for use
with financial services, namely, the management and maintenance of digital cur-
rency and electronic wallets, processing of electronic payments, and issuing re-
ceipts regarding mobile payments transactions; downloadable computer ecom-
merce software to allow users to perform electronic business transactions via a
global computer network

Class 036. First use: First Use: Jun 1, 2018 First Use In Commerce: Jun 1, 2018

Monetary affairs, namely, monetary exchange operations, digital currency ex-
change operations; banking services; money transfer services; bill payment ser-
vices; money order services; cheque cashing services; debt collection services;
electronic funds transfer services; transmission of money by electronic means
from customers; transfer of payments for consumers; credit card services,
namely, credit card authorization services, credit card payment processing ser-
vices, credit card transaction processing services; processing electronic pay-
ments made through prepaid cards; debit card services, namely, debit card
transaction processing services, debit card authorization services, issuing of
debit cards, issuing of prepaid debit cards, issuing stored value cards; direct de-
posit of funds into customer bank accounts; automated financial clearing house
deposit services; currency exchange services; home banking; electronic wallet
payment services, namely, processing of electronic wallet payments, bill pay-
ment services provided via an electronic wallet; electronic transfer of virtual cur-
rencies; exchanging money; financial exchange of virtual currency; organization
of monetary collections, namely, accepting and administering monetary charit-
able contributions; online banking; processing of credit card payments; pro-
cessing of debit card payments

Class 042. First use: First Use: Jun 1, 2018 First Use In Commerce: Jun 1, 2018

Platform as a service (PAAS) featuring computer software platforms for pro-
cessing of payments and for processing of money transfers; software as a ser-
vice (SAAS) services featuring software for processing of payments and for pro-
cessing of money transfers; updating of computer software; user authentication
services using single sign-on technology for online software applications; user
authentication services using technology for e-commerce transactions; providing
temporary use of online non-downloadable software for processing electronic
payments; providing temporary use of online non-downloadable software for is-
suing receipts regarding mobile payment transactions




Attachments

Western Union v Cryptx WEALTHUNION SN 90782872 Notice of Opposition O
ctober 18 2023.pdf(475210 bytes )

Signature /Elizabeth H. Cohen/
Name ELIZABETH H. COHEN
Date 10/18/2023




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 90/782,872 for WEALTHUNION

WESTERN UNION HOLDINGS, INC.

Opposer

V. : Opp. No.

CRYPTX CAPITAL LLC

Applicant

NOTICE OF OPPOSITION

Western Union Holdings, Inc. (“Opposer”), a Georgia corporation, having an address of
7001 East Belleview Avenue, Denver, CO 80237, believes that it will be damaged by the
registration of the above-identified mark and hereby opposes the same under the provisions of
Section 13 of the Trademark Act of 1946, 15 U.S.C. §1063.

As grounds for the opposition, Opposer alleges the following.

1. Opposer is the owner of all right, title and interest in and to a family of marks
consisting of or containing WESTERN UNION (the “WESTERN UNION Marks”) for a wide
variety of financial services and related products, including, without limitation, money transfer
services, electronic funds, transfer services and bill payment services, banking services,
processing of credit card payments; processing of debit card payments, investment management
services, financial analysis; financial consultancy; financial customs brokerage services;
financial evaluations, and on-line trading services, namely, operating on-line marketplaces for

sellers and buyers of goods and services, and related goods and services.



2. Opposer’s WESTERN UNION Marks have been used extensively in the United
States and worldwide for over a century and have become a very valuable symbol of Opposer’s
goodwill.

3. The USPTO has recognized Opposer’s exclusive rights in Opposer’s WESTERN
UNION Marks by issuing many trademark registrations throughout the years, including, for
example, the following registrations:

a. Registration No. 1818161 for the mark WESTERN UNION issued on January 25,
1994;

b. Registration No. 2063145 for the mark WESTERN UNION issued on May 20,
1997,

c. Registration No. 2286643 for the mark WESTERN UNION QUICK COLLECT,
1ssued on October 1999;

d. Registration No. 2389865 for the mark WESTERN UNION CONVENIENCE
PAY issued on September 26, 2000;

e. Registration No. 2922799 for the mark WESTERN UNION issued on February 1,
2005; and,

f. Registration No. 6981061 for the mark WESTERN UNION//WU issued on
February 14, 2023.

4. These registrations provide prima facie evidence of Opposer’s ownership of and
exclusive right to use the WESTERN UNION Marks in commerce. Registration Numbers
1818161, 2063145, 2286643, 2389865, and 2922799 are incontestable and therefore provide
conclusive evidence of Opposer’s ownership of the corresponding marks and of its exclusive
right to use the marks in commerce.

5. Opposer was founded in 1856 in the United States and for over 150 years has
been providing money transfer, bill payment, and a wide variety of other financial services to its

customers, becoming a world leader in the financial industry. The financial services offered



under Opposer’s WESTERN UNION Marks are widely used by U.S. customers nationwide
through its network of agents and its mobile applications.

6. With over 500,000 physical locations worldwide, 42,000 in the U.S. alone, and a
digital presence, Opposer provides its financial services to millions of customers daily.

7. Opposer’s WESTERN UNION Marks have been used widely and extensively for
over a century in the United States, and its WESTERN UNION Marks are now famous and an
extremely valuable asset and symbol of Opposer’s goodwill.

8. Since long prior to the acts complained of herein, Opposer has used its
WESTERN UNION Marks in the United States for money transfer, bill payment, and other
financial services and related goods and services.

0. Notwithstanding Opposer’s well-established prior rights, Applicant filed the
above-referenced application for registration of the virtually identical and confusingly similar
mark WEALTHUNION for financial services that are identical and closely related to those
provided by Opposer, namely, “Online advertising and marketing services in the field of
financial investment opportunities, investment management, and investment education” in Int.
Class 35, “Financial services, namely, investment advice, investment management, investment
consultation and investment of funds for others, including private and public equity and debt
investment services” in Int. Class 36, and “Education in the fields of financial investing,
namely, developing, arranging, and conducting educational conferences, programs, and
providing courses on financial trading and evaluation of financial investments rendered through

correspondence courses” in Int. Class 41.



10. The Applicant’s mark WEALTHUNION is confusingly similar to Opposer’s
previously registered WESTERN UNION Marks, and the likelihood of confusion is enhanced by
the fact that the goods and services are identical or very closely related.

11. Upon information and belief, Applicant made no use of its alleged mark in
commerce prior to the filing date of the above referenced application.

12. Upon information and belief, Applicant knew of or had reason to know of
Opposer’s WESTERN UNION Marks when Applicant filed its application.

COUNTI
LIKELIHOOD OF CONFUSION - §2(d)

13. The mark that Applicant seeks to register so resembles Opposer’s WESTERN
UNION Marks that the use and registration thereof is likely to cause confusion, mistake and
deception as to the source or origin of Applicant’s services and will injure and damage Opposer
and the goodwill and reputation symbolized by Opposer’s WESTERN UNION Marks.

14. Applicant’s services are identical to or so closely related to those sold under
Opposer’s WESTERN UNION Marks that the public is likely to be confused, to be deceived,
and to assume erroneously that Applicant’s services are those of Opposer or that Applicant is in
some way connected with, licensed or sponsored by or affiliated with Opposer, all to Opposer’s
irreparable damage.

15. Likelihood of confusion is enhanced by the fact that Applicant’s alleged mark
WEALTHUNION is virtually identical to Opposer’s WESTERN UNION Marks and Applicant’s
services are identical or closely related to the goods and services sold under Opposer’s

WESTERN UNION Marks.



16. Likelihood of confusion is enhanced by Opposer’s success in advertising and
selling services under Opposer’s WESTERN UNION Marks, by the fame of Opposer’s
WESTERN UNION Marks, and by the fact that consumers have long associated Opposer’s
WESTERN UNION Marks with services sold, approved or endorsed by Opposer.

17. Likelihood of confusion is enhanced by the fact that Opposer has used and
registered its WESTERN UNION Marks in association with various stylizations of the federally
registered mark WU (an acronym of the words WESTERN and UNION), and Applicant also
uses its alleged mark WEALTHUNION in association with a stylized form of WU (an acronym

of WEALTH and UNION). Examples are shown below:

Opposer’s use of WESTERN UNION//WU Applicant’s Use of WU WEALTHUNION
(www.wealthunion.io)

. @0 wealthunion Home  AboutUs  Portfolio  Newsletter ‘\SIGNIN m
WesternUnion\WU

WealthUnion is a venture capital firm focused o
a f L on early-stage blockchain investments. We @ Weq Ith U n I o n
a st q n d re I I q b I( back entrepreneurs building the future through
technology.
o -

18. Therefore, registration should be denied on the grounds that Applicant’s mark is
likely to cause confusion.
COUNT II
DILUTION - §43(c)
19.  For over 150 years, Opposer’s WESTERN UNION Marks have been widely used

and publicized throughout the United States and in almost every country worldwide. As a result




of the extensive and longstanding use and advertising of the WESTERN UNION Marks, they
have become well known and famous as distinctive symbols of Opposer’s goodwill.

20. On information and belief, Applicant is using and intends to use its alleged mark
in commerce with a willful intent to trade on Opposer’s reputation or to cause dilution of
Opposer’s famous WESTERN UNION Marks.

21. Opposer’s WESTERN UNION Marks became well known and famous before
Applicant made any use of its alleged mark, and before Applicant filed any application to
register its alleged mark.

22. The alleged mark shown in Applicant’s application will cause dilution of the
distinctive quality of Opposer’s WESTERN UNION Marks.

23. The alleged mark shown in Applicant’s application will lessen the capacity of
Opposer’s famous WESTERN UNION Marks to identify and distinguish Opposer’s goods and
services.

24, Likelihood of confusion, dilution and deception is enhanced by the fact that
Applicant’s alleged mark is virtually identical to Opposer’s WESTERN UNION Marks.

25. Use and registration of the alleged mark by Applicant will deprive Opposer of the
ability to protect and control its reputation, persona and goodwill.

26. The alleged mark shown in Applicant’s application will tarnish the goodwill
symbolized by Opposer’s WESTERN UNION Marks.

27. Likelihood of blurring, tarnishment, and damage to Opposer’s goodwill is
enhanced by the fact that Opposer has no control over the nature and quality of any services sold

under Applicant’s alleged mark, and prospective customers who encounter defects in the quality



of Applicant’s services will attribute those defects to Opposer and this will tarnish Opposer’s
goodwill.
WHEREFORE, Opposer prays that this opposition be sustained and that registration be

denied.
WESTERN UNION HOLDINGS, INC.

By:__ /Elizabeth H. Cohen/
Elizabeth H. Cohen
Chiara Giuliani
Yusef G. Abutouq
ARENT FOX SCHIFF LLP
1301 Avenue of the Americas
New York, NY 10019
PH: 212-457-3900

Attorneys for Opposer



