
ESTTA Tracking number: ESTTA1316676

Filing date: 10/18/2023

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Southern Marsh Collection, LLC

Entity Limited Liability Company Incorporated or
registered in

Louisiana

Address 2507 HIGHLAND RD.
BATON ROUGE, LA 70802
UNITED STATES

Attorney informa-
tion

ROB LEBLANC
HAYNES AND BOONE, LLP
2801 N. HARWOOD STREET, SUITE 2300
DALLAS, TX 75201
UNITED STATES
Primary email: ipdocketing@haynesboone.com
Secondary email(s): rob.leblanc@haynesboone.com,
kathy.mettee@haynesboone.com, brie.bauer@haynesboone.com
2146515106

Docket no. 50697.151

Applicant information

Application no. 97665577 Publication date 10/03/2023

Opposition filing
date

10/18/2023 Opposition period
ends

11/02/2023

Applicant Manolo Rodero
1010 WILD OLIVE CT
BROWNSVILLE, TX 78520
UNITED STATES

Goods/services affected by opposition

Class 025. First Use: Sep 2022 First Use In Commerce: Sep 2022
All goods and services in the class are opposed, namely: Footwear; Headwear; Bottoms as clothing;
Tops as clothing

Class 035. First Use: Sep 2022 First Use In Commerce: Sep 2022
All goods and services in the class are opposed, namely: On-line retail store services featuring fish-
ing clothing and apparel

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks cited by opposer as basis for opposition

U.S. registration
no.

4358000 Application date 11/01/2012



Register Principal

Registration date 06/25/2013 Foreign priority
date

NONE

Word mark SOUTHERN MARSH

Design mark

Description of
mark

NONE

Goods/services Class 025. First use: First Use: Jan 15, 2008 First Use In Commerce: Jan 15,
2008

Clothing, namely, tops, bottoms; pants, shorts, swim suits, shells, hats, visors,
rainwear, dress shirts, performance shirts, sweaters, sweatshirts, [ shoes, ] san-
dals, polo shirts, [ socks, ] belts for clothing; outerwear, namely, [ parkas, ]
coats, jackets, fleeces, vests

Class 035. First use: First Use: Jan 15, 2008 First Use In Commerce: Jan 15,
2008

Retail store services featuring clothing and accessories; online retail store ser-
vices featuring clothing and accessories

U.S. registration
no.

4358005 Application date 11/01/2012

Register Principal

Registration date 06/25/2013 Foreign priority
date

NONE

Word mark SOUTHERN MARSH

Design mark

Description of
mark

The mark consists of the profile of a duck facing toward the right above the
words, "southern marsh".

Goods/services Class 025. First use: First Use: Apr 15, 2008 First Use In Commerce: Apr 15,
2008

Clothing, namely, tops, bottoms; pants, shorts, swim suits, shells, hats, visors,
rainwear, shirts, t-shirts, dress shirts, performance shirts, sweaters, sweatshirts,
[ shoes, ] sandals, polo shirts, [ socks, ] belts for clothing; outerwear, namely, [
parkas, ] coats, jackets, fleeces, vests

U.S. registration
no.

4513656 Application date 06/20/2013

Register Principal

Registration date 04/15/2014 Foreign priority
date

NONE

Word mark SOUTHERN MARSH

Design mark

Description of
mark

The mark consists of a shaded outer rectangle with an interior rectangle with
one end which is curved. Enclosed within the curved end of the interior rectangle
is the side-profile of a shaded duck facing to the right. To the right of the duck is
a shaded interior rectangle that contains the words "SOUTHERN MARSH".

Goods/services Class 025. First use: First Use: Jan 15, 2008 First Use In Commerce: Jan 15,
2008

Clothing, namely, tops, [ bottoms, pants, shorts, swim suits, shells, ] rainwear [,
shirts, t-shirts, performance shirts, sweaters, and sweatshirts ]; outerwear,
namely, [ parkas, ] coats, jackets, fleece tops, fleece jackets, fleece pullovers,
vests [, and one-piece shell suits ]



U.S. registration
no.

5349770 Application date 04/28/2017

Register Principal

Registration date 12/05/2017 Foreign priority
date

NONE

Word mark SOUTHERN MARSH

Design mark

Description of
mark

NONE

Goods/services Class 009. First use: First Use: Jan 2013 First Use In Commerce: Jan 2013

Eyewear retainers; computer carrying cases

Class 016. First use: First Use: Jun 2011 First Use In Commerce: Jun 2011

Stickers

Class 018. First use: First Use: Nov 2011 First Use In Commerce: Nov 2011

Travel kit bags, sold empty

Class 021. First use: First Use: Oct 2008 First Use In Commerce: Oct 2008

Thermal insulated containers for beverages

Class 024. First use: First Use: Oct 2015 First Use In Commerce: Oct 2015

Polyester and fleece blankets

U.S. registration
no.

6648446 Application date 02/09/2021

Register Principal

Registration date 02/15/2022 Foreign priority
date

NONE

Word mark MARSHLUX

Design mark

Description of
mark

NONE

Goods/services Class 025. First use: First Use: Dec 2019 First Use In Commerce: Sep 1, 2020

Clothing, namely, tops, bottoms, pants, shorts, swim suits, shell jackets, hats, vi-
sors being headwear, rainwear, shirts, t-shirts, tank tops, dress shirts, polo
shirts, performance shirts, sweaters, sweatshirts, hoodies, pullovers, footwear,
sandals, polo shirts, underwear, boxers, pajamas, socks, and belts for clothing;
outerwear, namely, parkas, coats, jackets, fleece jackets, fleece pullovers, and
vests

Attachments Notice of Opposition MARSH MAFIA.pdf(125982 bytes )
Exhibit A Opposers Registations Marsh Mafia.pdf(4033462 bytes )

Signature /Rob LeBlanc/

Name Rob LeBlanc

Date 10/18/2023
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Southern Marsh Collection, LLC  § Mark: MARSH MAFIA 

     §  - Serial No. 97/665,577 

   Opposer   §   

      § 

   v.   § 

      § 

Manolo Rodero     §  Opposition No. ______________ 

     § 

   Applicant.  § 

 

NOTICE OF OPPOSITION 

 Southern Marsh Collection, LLC (“Opposer”), a Louisiana limited liability company, having an 

address at 2507 Highland Rd., Baton Rouge, Louisiana 70802, believes that it will be damaged by 

registration of Application Serial No. 97/665,577 for the mark MARSH MAFIA (“Applicant’s Mark” or 

“Applicant’s Application”) filed by Manolo Rodero (“Applicant”), an individual, having an address at 1010 

Wild Olive Ct, Brownsville, TX 78520, and published for purposes of opposition in the Official Gazette on 

October 3, 2023, and hereby opposes same. 

As grounds for opposition, Opposer alleges as follows: 

1. Opposer manufactures high quality men’s, women’s, and youth apparel that it markets 

online and through retail stores across the country and around the world.   

2. Since at least as early as 2008, Opposer has continuously used the SOUTHERN MARSH 

trademark and later adopted the MARSHLUX trademark (collectively, “Opposer’s Marks”) for various 

goods and services in U.S. commerce.   

3. Opposer sells its unique products in its own brick and mortar boutiques, in retail stores 

throughout the country, and online to customers around the world through its website located at 

www.southernmarsh.com. 

4. Throughout its website, in its retail stores, on its marketing materials, and on numerous 

http://www.southernmarsh.com/
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items of its unique Southern Marsh branded apparel and accessories, Opposer displays its well-known 

SOUTHERN MARSH and MARSHLUX trademarks, which serve as a strong source identifiers for 

Opposer’s high-quality products.  

5. Opposer is the owner of the following U.S. federal trademark registrations for 

SOUTHERN MARSH and MARSHLUX true and correct copies of which, together with current printouts 

of information from the electronic database records of the USPTO showing the current status and title of 

each registration, are attached to this Notice of Opposition as Exhibit A (collectively, “Opposer’s 

Registrations”): 

Trademark Goods/Services Reg. No. Reg. Date 

SOUTHERN MARSH 

 

IC 25: Clothing, namely, tops, bottoms; pants, shorts, swim 

suits, shells, hats, visors, rainwear, dress shirts, performance 

shirts, sweaters, sweatshirts, sandals, polo shirts, belts for 

clothing; outerwear, namely, coats, jackets, fleeces, vests 

 

IC 35: Retail store services featuring clothing and accessories; 

online retail store services featuring clothing and accessories 

 

4,358,000 June 25, 2013 

 

 

IC 25: Clothing, namely, tops, bottoms; pants, shorts, swim 

suits, shells, hats, visors, rainwear, shirts, t-shirts, dress 

shirts, performance shirts, sweaters, sweatshirts, sandals, 

polo shirts, belts for clothing; outerwear, namely, coats, 

jackets, fleeces, vests 

 

4,358,005 June 25, 2013 

 

 

IC 25: Clothing, namely, tops, bottoms, pants, shorts, swim 

suits, shells, rainwear, shirts, t-shirts, performance shirts, 

sweaters, and sweatshirts; outerwear, namely, parkas, coats, 

jackets, fleece tops, fleece jackets, fleece pullovers, vests, 

and one-piece shell suits 

 

4,513,656 April 15, 2014 

SOUTHERN MARSH 

 

IC 9: Eyewear retainers; computer carrying cases  

 

IC 16: Stickers  

 

IC 18: Travel kit bags, sold empty 

 

5,349,770 Dec. 5, 2017 
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IC 21: Thermal insulated containers for beverages 

 

IC 24: Polyester and fleece blankets 

 

MARSHLUX 

IC 25: Clothing, namely, tops, bottoms, pants, shorts, swim 

suits, shell jackets, hats, visors being headwear, rainwear, 

shirts, t-shirts, tank tops, dress shirts, polo shirts, 

performance shirts, sweaters, sweatshirts, hoodies, pullovers, 

footwear, sandals, polo shirts, underwear, boxers, pajamas, 

socks, and belts for clothing; outerwear, namely, parkas, 

coats, jackets, fleece jackets, fleece pullovers, and vests 

6,648,446 Feb. 15, 2022 

 

6. Opposer has expended considerable amounts of time, labor, and money designing, 

developing, promoting, and protecting its rights in Opposer’s Marks.  

7. Opposer uses Opposer’s Marks in connection with, inter alia, the manufacture, sale, 

advertising, and promotion of clothing products, clothing accessories, and related consumer goods 

(collectively, along with the goods and services identified in Opposer’s Registrations, “Opposer’s Goods 

and Services”).  

8. Opposer has built extensive goodwill in connection with the sale and provision of 

Opposer’s Goods and Services under Opposer’s Marks.  

9. Notwithstanding Opposer’s Marks, Applicant’s Application was filed on November 7, 

2022, for “Footwear; Headwear; Bottoms as clothing; Tops as clothing” in Class 25 and “On-line retail 

store services featuring fishing clothing and apparel,” in Class 35 with a claim of first use in commerce 

dating to September 2022 under Section 1(a) of the Trademark Act, 15 U.S.C. §1051(a). 

10. Like Opposer, Applicant sells a variety of outdoor apparel, including hats and sweatshirts 

under its MARSH MAFIA trademark, including by incorporating a duck logo similar to Opposer’s duck 

logo with its MARSH MAFIA trademark.  

11. Opposer’s rights in Opposer’s Marks and the issuance of all of Opposer’s Registrations 

predate the filing of Applicant’s Application.  In fact, Opposer’s rights in several of Opposer’s Marks, 
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including SOUTHERN MARSH, predate the filing of Applicant’s Application by more than a decade.  

Thus, Opposer has priority over Applicant in connection with the marks at issue. 

12. Applicant’s Mark, MARSH MAFIA, begins with the distinctive term MARSH, like 

Opposer’s MARSHLUX mark. Further, Applicant’s use of MARSH as the dominant term in its mark 

overlaps with Opposer’s own, highly-distinctive use of MARSH in its SOUTHERN MARSH trademark. 

Thus, Applicant’s Mark is highly similar to Opposer’s Marks in overall commercial impression, 

connotation, appearance, and sound. 

13. The recitation of goods and services in Applicant’s Application includes, inter alia, 

footwear, headwear, bottoms as clothing, and tops as clothing in Class 25 and retail store services featuring 

clothing in Class 35, which directly overlap with Opposer’s Goods and Services.   

14. The goods and services listed in Applicant’s Application are identical and closely related 

to Opposer’s Goods and Services.   

15. Upon information and belief, Opposer competes with Applicant in the clothing industry. 

16. Upon information and belief, Opposer and Applicant offer their respective goods and 

services to the same purchasers and potential purchasers through the same or related channels of trade.  

17. If Applicant is allowed to register Applicant’s Mark, consumers familiar with Opposer’s 

family of SOUTHERN MARSH and MARSHLUX trademarks will incorrectly assume that Opposer or its 

affiliates are the origin of Applicant’s goods and services, or that Applicant’s use and registration of 

MARSH MAFIA is somehow licensed or otherwise endorsed by Opposer, when it is not. 

18. Applicant’s use and registration of Applicant’s Mark in connection with the goods and 

services identified in Applicant’s Application are likely to cause consumers to become confused, mistaken, 

or deceived and to falsely suggest a connection with Opposer or Opposer’s family of SOUTHERN MARSH 

and MARSHLUX trademarks within the meaning of Section 2(d) of the Trademark Act, 15 U.S.C. § 

1052(d). 
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19. Applicant’s Application was published for purposes of opposition in the Official Gazette 

on October 3, 2023, making the deadline to oppose November 2, 2023.  The filing of this Notice of 

Opposition is therefore timely. 

20. By reason of the foregoing, Opposer will be irreparably damaged by the registration of 

Applicant’s Mark, and, in view of Opposer’s prior rights in highly similar marks for directly overlapping 

goods and services, Applicant is not entitled to the registration of Applicant’s Mark pursuant to the 

Trademark Act.  

 WHEREFORE, Opposer requests that the Trademark Trial and Appeal Board grants this 

Opposition and denies registration of the subject application, namely, U.S. Trademark Serial No. 

97/665,577. 

      Respectfully submitted, 

Southern Marsh Collection, LLC 

 

 

 

Date:   October 18, 2023   By:    _/s/Rob LeBlanc/  

       Rob LeBlanc  

       Attorney for Opposer 

HAYNES AND BOONE, LLP 

2801 N. Harwood Street, Suite 2300 

Dallas, Texas 75201 

Telephone:  214/651-5106 

Facsimile:  214/200-0707 
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Reg. No. 5,349,770 

Registered Dec. 05, 2017 

Int. Cl.: 9, 16, 18, 21, 24

Trademark

Principal Register 

Southern Marsh Collection, LLC (LOUISIANA LIMITED LIABILITY COMPANY)

2507 Highland Rd.

Baton Rouge, LOUISIANA 70802

CLASS 9: Eyewear retainers; computer carrying cases

FIRST USE 1-00-2013; IN COMMERCE 1-00-2013

CLASS 16: Stickers

FIRST USE 6-00-2011; IN COMMERCE 6-00-2011

CLASS 18: Travel kit bags, sold empty

FIRST USE 11-00-2011; IN COMMERCE 11-00-2011

CLASS 21: Thermal insulated containers for beverages

FIRST USE 10-00-2008; IN COMMERCE 10-00-2008

CLASS 24: Polyester and fleece blankets

FIRST USE 10-00-2015; IN COMMERCE 10-00-2015

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 4358000, 4358005, 4513656

SER. NO. 87-430,013, FILED 04-28-2017



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.
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Reg. No. 6,648,446

Registered Feb. 15, 2022

Int. Cl.: 25

Trademark

Principal Register

Southern Marsh Collection, LLC  (LOUISIANA LIMITED LIABILITY 

COMPANY)  

2507 Highland Road 

Baton Rouge, LOUISIANA 70802

CLASS 25: Clothing, namely, tops, bottoms, pants, shorts, swim suits, shell jackets, 

hats, visors being headwear, rainwear, shirts, t-shirts, tank tops, dress shirts, polo shirts, 

performance shirts, sweaters, sweatshirts, hoodies, pullovers, footwear, sandals, polo 

shirts, underwear, boxers, pajamas, socks, and belts for clothing; outerwear, namely, 

parkas, coats, jackets, fleece jackets, fleece pullovers, and vests

FIRST USE 12-00-2019; IN COMMERCE 9-1-2020

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO 

ANY PARTICULAR FONT STYLE, SIZE OR COLOR

SER. NO. 90-520,732, FILED 02-09-2021
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REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE 

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years* 

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th 

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the 

registration will continue in force for the remainder of the ten-year period, calculated from the registration 

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

•

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application 

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

•

Requirements in Successive Ten-Year Periods* 

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal 

between every 9th and 10th-year period, calculated from the registration date.*

•

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with the 

payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an 

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use (or 

Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO). The 

time periods for filing are based on the U.S. registration date (not the international registration date).  The 

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally 

issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations do not file 

renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying international 

registration at the International Bureau of the  World Intellectual Property Organization, under Article 7 of the 

Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the date of the 

international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the international 

registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the 

USPTO website for further information.  With the exception of renewal applications for registered 

extensions of protection, you can file the registration maintenance documents referenced above online at 

http://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark 

owners/holders who authorize e-mail communication and maintain a current e-mail address with the 

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark 

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms 

available at http://www.uspto.gov.
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