
ESTTA Tracking number: ESTTA1316579

Filing date: 10/18/2023

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name The Mentholatum Company

Granted to date
of previous ex-
tension

10/18/2023

Address 707 STERLING DRIVE
ORCHARD PARK, NY 14127
UNITED STATES

Attorney informa-
tion

JUSTIN D. CARE
PEARNE & GORDON LLP
1801 E. 9TH STREET, SUITE 1200
CLEVELAND, OH 44114
UNITED STATES
Primary email: tmdocket@pearne.com
Secondary email(s): jcare@pearne.com, lcouncil@pearne.com,
rsharpe@pearne.com, dpeterlin@pearne.com
216-579-1700

Docket no. MENT-O1465

Applicant information

Application no. 90009281 Publication date 06/20/2023

Opposition filing
date

10/18/2023 Opposition period
ends

10/18/2023

Applicant SYK TECHNOLOGIES, LLC
1102 SOUTH BAYFRONT
NEWPORT BEACH, CA 92662
UNITED STATES

Goods/services affected by opposition

Class 005. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Medicated cosmetic preparations in the
form of topical foams for treatment of a variety of skin conditions

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks cited by opposer as basis for opposition

U.S. registration
no.

1869207 Application date 02/01/1994

Register Principal



Registration date 12/27/1994 Foreign priority
date

NONE

Word mark OXY

Design mark

Description of
mark

NONE

Goods/services Class 005. First use: First Use: Mar 1975 First Use In Commerce: Mar 1975

acne medication

U.S. registration
no.

3514158 Application date 12/15/2005

Register Principal

Registration date 10/07/2008 Foreign priority
date

NONE

Word mark OXY

Design mark

Description of
mark

NONE

Goods/services Class 003. First use: First Use: Aug 14, 2005 First Use In Commerce: Aug 14,
2005

Medicated or non-medicated soaps, facial scrubs and skin washes and pre-
moistened or non-pre-moistened cosmetic wipes, [ shaving creams, ] [ and gels,
] facial creams, [ and lotions, ] skin moisturizers [, sunscreen, anti-aging creams
and lotions ]

U.S. registration
no.

3532521 Application date 12/15/2005

Register Principal

Registration date 11/11/2008 Foreign priority
date

NONE

Word mark OXY

Design mark

Description of
mark

NONE

Goods/services Class 005. First use: First Use: Aug 14, 2005 First Use In Commerce: Aug 14,
2005

Medicated scrubs, pre-moistened or non-pre-moistened medicated wipes, and
medicated skin washes for the treatment or prevention of acne or problem skin
conditions

U.S. registration
no.

6212274 Application date 08/29/2019

Register Principal

Registration date 12/01/2020 Foreign priority
date

NONE

Word mark OXY TOTAL CARE

Design mark

Description of
mark

NONE

Goods/services Class 035. First use: First Use: Jan 2020 First Use In Commerce: Jan 2020



Online retail store services featuring preparations for the prevention or treatment
of acne

Attachments MENT-O1465-NOXY FOAM-N.Opp.pdf(183201 bytes )
MENT-O1465-N.Opp.-Ex.A.pdf(62124 bytes )
MENT-O1465-N.Opp.-Ex.B.pdf(63495 bytes )
MENT-O1465-N.Opp.-Ex.C.pdf(63450 bytes )
MENT-O1465-N.Opp.-Ex.D.pdf(64643 bytes )

Signature /justindcare/

Name JUSTIN D. CARE

Date 10/18/2023
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Serial No.:  90/009,281 

 
 

 

NOTICE OF OPPOSITION 

 The Opposer, The Mentholatum Company (“TMC”), believing it will be damaged 

by Applicant SYK Technologies, LLC’s (“SYK”) registration of the mark NOXY FOAM 

pursuant to Application No. 90/009,281 (the ‘281 application) hereby opposes the 

registration of said mark in International Class 5. Hereinafter, TMC may be referred to as 

the “Opposer,” and SYK may be referred to as “Applicant.”  

Background 

 1. The NOXY FOAM Mark that is the subject of the ‘281 application was 

published for opposition on June 20, 2023.  TMC filed a First 90-day Request for 

Extension of Time to Oppose on July 18, 2023.  This Request was granted the same day 

extending the time to oppose to October 18, 2023.    Accordingly, the present Notice of 

Opposition is timely filed. 

THE MENTHOLATUM COMPANY 
 
   Opposer,  
 
 v. 
 
SYK TECHNOLOGIES, LLC 
 
   Applicant. 

Opposition No.:     
 
Serial No.:  90/009,281 
 
Mark:  NOXY FOAM 
 
Appl'n Filed: June 18, 2020 
 
Published: June 20, 2023 
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The Parties 

 2. TMC is a corporation organized under the laws of the Delaware having a 

principal place of business at 707 Sterling Drive, Orchard Park, New York, 14127, United 

States. 

 3. On information and belief based on the United States Patent and Trademark 

Office’s Trademark Status and Document Retrieval Database, Applicant SYK 

Technologies, LLC is a California limited liability company having a place of business at 

1102 South Bayfront, Newport Beach, California, 92662, United States. 

 

TMC’s OXY Marks 

 4. TMC is the owner of U.S. Trademark Registration No. 1,869,207 (the ‘207 

registration) for OXY for “acne medication” in International Class 5.  

5. TMC’s ‘207 registration was filed on February 1, 1994, registered on 

December 27, 1994 and is valid and subsisting. A printout from the Office’s Trademark 

Status & Document Retrieval (“TSDR”) database showing the current status and 

ownership of the ‘207 registration is attached as Exhibit A and is incorporated herein by 

reference. 

 6. TMC also is the owner of U.S. Trademark Registration No. 3,514,158 (the 

‘158 registration) for OXY for “Medicated or non-medicated soaps, facial scrubs and skin 

washes and pre-moistened or non-pre-moistened cosmetic wipes, facial creams, skin 

moisturizers” in International Class 3.   

7. The ‘158 registration was filed on December 15, 2005, registered on 

October 7, 2008 and is valid and subsisting.  A printout from the Office’s Trademark Status 
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& Document Retrieval (“TSDR”) database showing the current status and ownership of 

the ‘158 registration is attached as Exhibit B and is incorporated herein by reference. 

 8. TMC also is the owner of U.S. Trademark Registration No. 3,532,521 (the 

‘521 registration) for OXY for “Medicated scrubs, pre-moistened or non-pre-moistened 

medicated wipes, and medicated skin washes for the treatment or prevention of acne or 

problem skin conditions” in International Class 5.   

9. The ‘521 registration was filed on December 15, 2005, registered on 

November 11, 2008 and is valid and subsisting.  A printout from the Office’s Trademark 

Status & Document Retrieval (“TSDR”) database showing the current status and 

ownership of the ‘521 registration is attached as Exhibit C and is incorporated herein by 

reference. 

 10. TMC also is the owner of U.S. Trademark Registration No. 6,212,274 (the 

‘274 registration) for OXY TOTAL CARE for “Online retail store services featuring 

preparations for the prevention or treatment of acne” in International Class 35.   

11. The ‘274 registration was filed on August 29, 2019, registered on December 

1, 2020 and is valid and subsisting.  A printout from the Office’s Trademark Status & 

Document Retrieval (“TSDR”) database showing the current status and ownership of the 

‘521 registration is attached as Exhibit D and is incorporated herein by reference. 

12. The foregoing ‘207, ‘158, ‘521 and ‘274 registrations for OXY and OXY 

TOTAL CARE are collectively referred to hereafter as “the OXY Marks.”  TMC’s OXY 

Marks are distinctive, enjoy substantial public recognition and goodwill, and are 

recognized as designating TMC as a single source for the various goods sold and used 

in connection with those marks. 
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SYK’s Application to Register the NOXY FOAM Mark  

 13. SYK filed the ‘281 application on June 18, 2020 seeking to register the mark 

NOXY FOAM for “Medicated cosmetic preparations in the form of topical foams for 

treatment of a variety of skin conditions” in International Class 5.  The ‘281 application 

was filed on an intent-to-use basis.  

 14.  On information and belief, no use of the NOXY FOAM mark in U.S. commerce 

in connection with any of the goods listed in the ‘281 application has been asserted. 

 15.  Accordingly, TMC’s pleaded registration, the use date set forth therein, as 

well as TMC’s common-law rights in the OXY Marks have priority over any date on which 

SYK may rely in this proceeding.   

 

Grounds for Opposition 

 16. The goods and related services listed in the ‘207, ‘158, ‘521 and ‘274 

registrations for OXY and OXY TOTAL CARE are similar or related to those listed in the 

‘281 application. For example, TMC’s goods include acne medication and various 

medicated scrubs, wipes and skin washes for the treatment or prevention of acne or 

problem skin conditions, and the ‘281 application includes medicated cosmetic 

preparations in the form of topical foams for a variety of skin conditions. 

17. Because the goods in the ‘281 application are not limited to any particular 

channel of trade, the goods associated with the ‘281 application and the goods and 

related services of TMC’s OXY Marks are expected to move in similar or the same 

channels of trade and to be sold to similar or the same consumers. 

 18. SYK is not affiliated with or sponsored by TMC and SYK has never been 
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authorized by TMC to use the OXY mark. 

 19. The NOXY FOAM mark is similar in appearance, sound, and commercial 

impression to the OXY Marks owned by TMC.   

20. Indeed, the first and dominant portion of SYK’s NOXY FOAM mark wholly 

incorporates the distinctive OXY element of TMC’s OXY Marks, which creates a 

confusingly similar impression. 

21. The second portion of SYK’s mark “FOAM” is generic or at least descriptive 

of the form of SYK’s goods, as evidenced by the disclaimer of “FOAM” in the application.  

22. As a result, consumers are likely to be confused, mistaken, or deceived into 

the belief that the International Class 5 goods offered under the proposed mark NOXY 

FOAM emanate from and/or are in some way sponsored or approved by TMC and/or that 

SYK is somehow affiliated with, sponsored, or endorsed by TMC.  Consequently, any 

perceived defects or poor quality of SYK’s goods sold under the NOXY FOAM Mark are 

likely to be erroneously attributed to TMC, to the substantial detriment of TMC and of the 

goodwill that it has developed and enjoys in the OXY Marks.  

 23.  Because of the high degree of similarity between the parties’ respective 

marks, the similarity and relatedness of the goods and services, the similarity of the trade 

channels, and the strength of the OXY Marks, SYK’s use of the applied-for mark NOXY 

FOAM is likely to cause consumer confusion, mistake, or deception, violating Section 2(d) 

of the Trademark Act, 15 U.S.C. 1052(d). 
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Conclusion 

 24. For the foregoing reasons, the present opposition should be sustained, and 

the Applicant should be refused registration of the NOXY FOAM mark on all goods 

identified in International Class 5 of the ‘281 application. 

 

This Notice of Opposition is being filed electronically through the ESTTA system.  

The fee for opposing registration in one class is being paid on filing through our Deposit 

Account.  If any additional fees are required by the filing of this Notice of Opposition, or if 

the correct fee for opposing one class was not paid on filing, then please charge all such 

fees to our Deposit Account No. 16-0820. 

 

 
Respectfully submitted, 
The Mentholatum Company 

     
         

     By:__/justindcare/___________ 
Justin D. Care 
Richard A. Sharpe  

  Pearne & Gordon LLP 
  1801 East 9th Street, Suite 1200 
  Cleveland, Ohio 44114-3108 
   Tel: (216) 579-1700 
  Fax: (216) 579-6073 
  Email: tmdocket@pearne.com 
  Attorneys for Opposer 
 
Date October 18, 2023 
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Publication Date:Oct. 04, 1994

Mark Information

Mark Literal
Elements:

OXY

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: acne medication

International
Class(es):

005 - Primary Class U.S Class(es): 018

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1975 Use in Commerce: Mar. 1975

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2023-10-02 15:33:50 EDT

Mark: OXY

US Serial Number: 74485350 Application Filing
Date:

Feb. 01, 1994

US Registration
Number:

1869207 Registration Date: Dec. 27, 1994

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Aug. 04, 2014



Owner Name: MENTHOLATUM COMPANY, THE

Owner Address: 707 STERLING DRIVE
ORCHARD PARK, NEW YORK UNITED STATES 14127

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Richard A. Sharpe Docket Number: MENT-37585

Attorney Primary
Email Address:

tmdocket@pearne.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Richard A. Sharpe
Pearne & Gordon LLP
1801 East Ninth Street, Suite 1200
Cleveland, OHIO UNITED STATES 44114-3108

Phone: 216-579-1700 Fax: 216-579-6073

Correspondent e-
mail:

tmdocket@pearne.com dpeterlin@pearne.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 04, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Aug. 04, 2014 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 76873

Aug. 04, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76873

Aug. 01, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76873

Jul. 18, 2014 TEAS SECTION 8 & 9 RECEIVED

Aug. 25, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 25, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jun. 28, 2007 CASE FILE IN TICRS

Dec. 06, 2004 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Dec. 06, 2004 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Oct. 26, 2004 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Oct. 26, 2004 TEAS SECTION 8 & 9 RECEIVED

Mar. 08, 2001 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Oct. 19, 2000 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Dec. 27, 1994 REGISTERED-PRINCIPAL REGISTER

Oct. 04, 1994 PUBLISHED FOR OPPOSITION

Sep. 02, 1994 NOTICE OF PUBLICATION

Jun. 20, 1994 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 15, 1994 ASSIGNED TO EXAMINER 67443

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Aug. 04, 2014

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: SmithKline Beecham Corporation

 
Assignment 1 of 1



Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 3149/0867 Pages: 3

Date Recorded: Apr. 13, 2005

Supporting
Documents:

assignment-tm-3149-0867.pdf 

Assignor

Name: SMITHKLINE BEECHAM CORPORATION Execution Date: Mar. 30, 2005

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: MENTHOLATUM COMPANY, THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 707 STERLING DRIVE
ORCHARD PARK, NEW YORK 14127

Correspondent

Correspondent
Name:

PEARNE & GORDON LLP

Correspondent
Address:

SUITE 1200, 1801 EAST 9TH STREET
CLEVELAND, OH 44114

Domestic Representative - Not Found



 

 

 

 

 

EXHIBIT B 

  



Publication Date:Nov. 06, 2007Notice of Allowance Date:Jul. 22, 2008

 

Mark Information

Mark Literal
Elements:

OXY

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

1141969, 1869207, 1873555 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Medicated or non-medicated soaps, facial scrubs and skin washes and pre-moistened or non-pre-moistened cosmetic wipes, [ shaving
creams, ] [ and gels, ] facial creams, [ and lotions, ] skin moisturizers [, sunscreen, anti-aging creams and lotions ]

International
Class(es):

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 14, 2005 Use in Commerce: Aug. 14, 2005

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Generated on: This page was generated by TSDR on 2023-10-02 15:35:50 EDT

Mark: OXY

US Serial Number: 78774055 Application Filing
Date:

Dec. 15, 2005

US Registration
Number:

3514158 Registration Date: Oct. 07, 2008

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Sep. 19, 2018



Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: The Mentholatum Company

Owner Address: 707 Sterling Drive
Orchard Park, NEW YORK UNITED STATES 14127

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Richard A Sharpe Docket Number: 37585US1

Attorney Primary
Email Address:

tmdocket@pearne.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Richard A Sharpe
PEARNE & GORDON LLP
1801 EAST NINTH STREET
SUITE 1200
CLEVELAND, OHIO UNITED STATES 44114-3108

Phone: 216-579-1700 Fax: 216-579-6073

Correspondent e-
mail:

tmdocket@pearne.com dpeterlin@pearne.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Sep. 19, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Sep. 19, 2018 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 74704

Sep. 19, 2018 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 74704

Sep. 19, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74704

Sep. 11, 2018 TEAS SECTION 8 & 9 RECEIVED

Oct. 07, 2017 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Nov. 01, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Nov. 01, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70131

Oct. 17, 2013 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 70131

Nov. 01, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70131

Oct. 17, 2013 TEAS SECTION 8 & 15 RECEIVED

Oct. 07, 2008 REGISTERED-PRINCIPAL REGISTER

Sep. 04, 2008 LAW OFFICE REGISTRATION REVIEW COMPLETED 65864

Sep. 03, 2008 ASSIGNED TO LIE 65864

Aug. 27, 2008 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Aug. 27, 2008 STATEMENT OF USE PROCESSING COMPLETE 65362

Aug. 18, 2008 USE AMENDMENT FILED 65362

Aug. 27, 2008 CASE ASSIGNED TO INTENT TO USE PARALEGAL 65362

Aug. 18, 2008 TEAS STATEMENT OF USE RECEIVED

Aug. 08, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jul. 22, 2008 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jun. 10, 2008 TTAB RELEASE CASE TO TRADEMARKS 181146

Jun. 10, 2008 OPPOSITION TERMINATED NO. 999999 181146

Jun. 10, 2008 OPPOSITION DISMISSED NO. 999999 181146



Jan. 11, 2008 ASSIGNED TO EXAMINER 76137

Dec. 08, 2007 OPPOSITION INSTITUTED NO. 999999 181146

Dec. 06, 2007 OPPOSITION PAPERS RECEIVED AT TTAB

Nov. 06, 2007 PUBLISHED FOR OPPOSITION

Oct. 17, 2007 NOTICE OF PUBLICATION

Oct. 01, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 68691

Oct. 01, 2007 ASSIGNED TO LIE 68691

Aug. 30, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 13, 2007 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Dec. 13, 2006 LETTER OF SUSPENSION MAILED

Dec. 12, 2006 SUSPENSION LETTER WRITTEN 76135

Dec. 07, 2006 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 07, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 07, 2006 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 16, 2006 NON-FINAL ACTION MAILED

Jun. 15, 2006 NON-FINAL ACTION WRITTEN 76135

Jun. 14, 2006 ASSIGNED TO EXAMINER 76135

Dec. 20, 2005 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Sep. 19, 2018



 

 

 

 

 

EXHIBIT C 

  



Publication Date:Nov. 06, 2007Notice of Allowance Date:Jul. 22, 2008

 

Mark Information

Mark Literal
Elements:

OXY

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

1141969, 1869207, 1873555 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Medicated scrubs, pre-moistened or non-pre-moistened medicated wipes, and medicated skin washes for the treatment or prevention
of acne or problem skin conditions

International
Class(es):

005 - Primary Class U.S Class(es): 006, 018, 044, 046, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 14, 2005 Use in Commerce: Aug. 14, 2005

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Generated on: This page was generated by TSDR on 2023-10-02 15:37:12 EDT

Mark: OXY

US Serial Number: 78774029 Application Filing
Date:

Dec. 15, 2005

US Registration
Number:

3532521 Registration Date: Nov. 11, 2008

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Aug. 27, 2018



Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: The Mentholatum Company

Owner Address: 707 Sterling Drive
Orchard Park, NEW YORK UNITED STATES 14127

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Richard A. Sharpe Docket Number: MENT-37585US

Attorney Primary
Email Address:

tmdocket@pearne.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Richard A. Sharpe
Pearne & Gordon LLP
1801 East Ninth Street, Suite 1200
Cleveland, OHIO UNITED STATES 44114-3108

Phone: 216-579-1700 Fax: 216-579-6073

Correspondent e-
mail:

tmdocket@pearne.com dpeterlin@pearne.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 27, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Aug. 27, 2018 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 69615

Aug. 27, 2018 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 69615

Aug. 27, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 69615

Aug. 16, 2018 TEAS SECTION 8 & 9 RECEIVED

Nov. 11, 2017 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Nov. 25, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Nov. 25, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 75461

Nov. 12, 2013 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 75461

Nov. 25, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75461

Nov. 12, 2013 TEAS SECTION 8 & 15 RECEIVED

Nov. 11, 2008 REGISTERED-PRINCIPAL REGISTER

Oct. 06, 2008 LAW OFFICE REGISTRATION REVIEW COMPLETED 76243

Oct. 06, 2008 ASSIGNED TO LIE 76243

Sep. 23, 2008 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Aug. 27, 2008 STATEMENT OF USE PROCESSING COMPLETE 65362

Aug. 18, 2008 USE AMENDMENT FILED 65362

Aug. 27, 2008 CASE ASSIGNED TO INTENT TO USE PARALEGAL 65362

Aug. 18, 2008 TEAS STATEMENT OF USE RECEIVED

Aug. 08, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jul. 22, 2008 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jun. 10, 2008 TTAB RELEASE CASE TO TRADEMARKS 181146

Jun. 10, 2008 OPPOSITION TERMINATED NO. 999999 181146

Jun. 10, 2008 OPPOSITION DISMISSED NO. 999999 181146

Jan. 11, 2008 ASSIGNED TO EXAMINER 82420



Dec. 08, 2007 OPPOSITION INSTITUTED NO. 999999 181146

Dec. 06, 2007 OPPOSITION PAPERS RECEIVED AT TTAB

Nov. 06, 2007 PUBLISHED FOR OPPOSITION

Oct. 17, 2007 NOTICE OF PUBLICATION

Oct. 01, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 68691

Oct. 01, 2007 ASSIGNED TO LIE 68691

Aug. 30, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 13, 2007 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Dec. 13, 2006 LETTER OF SUSPENSION MAILED

Dec. 12, 2006 SUSPENSION LETTER WRITTEN 76135

Dec. 07, 2006 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 07, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 07, 2006 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 16, 2006 NON-FINAL ACTION MAILED

Jun. 16, 2006 NON-FINAL ACTION WRITTEN 76135

Jun. 14, 2006 ASSIGNED TO EXAMINER 76135

Dec. 20, 2005 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Aug. 27, 2018



 

 

 

 

 

EXHIBIT D 

  



Publication Date:Jan. 07, 2020Notice of Allowance Date:Mar. 03, 2020

 

Mark Information

Mark Literal
Elements:

OXY TOTAL CARE

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Online retail store services featuring preparations for the prevention or treatment of acne

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2020 Use in Commerce: Jan. 2020

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Generated on: This page was generated by TSDR on 2023-10-02 15:39:07 EDT

Mark: OXY TOTAL CARE

US Serial Number: 88597498 Application Filing
Date:

Aug. 29, 2019

US Registration
Number:

6212274 Registration Date: Dec. 01, 2020

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Dec. 01, 2020



Current Owner(s) Information

Owner Name: The Mentholatum Company

Owner Address: 707 Sterling Drive
Orchard Park, NEW YORK UNITED STATES 14127

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Richard A. Sharpe Docket Number: MENT-61425

Attorney Primary
Email Address:

tmdocket@pearne.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Richard A. Sharpe
PEARNE & GORDON LLP
1801 EAST 9TH STREET, SUITE 1200
CLEVELAND, OHIO UNITED STATES 44114-3108

Phone: 216-579-1700 Fax: 216-579-6073

Correspondent e-
mail:

tmdocket@pearne.com dpeterlin@pearne.com ul

auricia@pearne.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Dec. 01, 2020 REGISTERED-PRINCIPAL REGISTER

Oct. 29, 2020 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Oct. 28, 2020 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Oct. 27, 2020 TEAS/EMAIL CORRESPONDENCE ENTERED 68123

Oct. 27, 2020 CORRESPONDENCE RECEIVED IN LAW OFFICE 68123

Oct. 19, 2020 ASSIGNED TO LIE 68123

Sep. 03, 2020 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Sep. 02, 2020 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Sep. 02, 2020 NON-FINAL ACTION E-MAILED

Sep. 02, 2020 SU - NON-FINAL ACTION - WRITTEN 94489

Aug. 26, 2020 STATEMENT OF USE PROCESSING COMPLETE 70565

Aug. 11, 2020 USE AMENDMENT FILED 70565

Aug. 24, 2020 CASE ASSIGNED TO INTENT TO USE PARALEGAL 70565

Aug. 11, 2020 TEAS STATEMENT OF USE RECEIVED

Mar. 03, 2020 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Jan. 07, 2020 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jan. 07, 2020 PUBLISHED FOR OPPOSITION

Dec. 18, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Dec. 04, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 03, 2019 ASSIGNED TO EXAMINER 94489

Sep. 11, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED

Sep. 02, 2019 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Oct. 28, 2020
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