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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name DZ BLOCK, INC.

Granted to date
of previous ex-
tension

10/01/2023

Address 5860 HOLLAND PARKWAY
THE VILLAGES, FL 32163
UNITED STATES

Correspondence
information

STEPHEN LUTHER
LUTHER LAW PLLC
4767 NEW BROAD STREET, # 1029
ORLANDO, FL 32814
UNITED STATES
Primary email: sluther@lutherlawgroup.com
Secondary email(s): severineluther@lutherlawgroup.com, sluth-
er@lutherlawgroup.com
4075017049

Applicant information

Application no. 79347320 Publication date 04/04/2023

Opposition filing
date

10/02/2023 Opposition period
ends

10/01/2023

International re-
gistration no.

1677716 International re-
gistration date

02/10/2022

Applicant DIAMOND&ZEBRA ELECTRIC MFG.CO., LTD.
15-27, TSUKAMOTO 1-CHOME,
YODOGAWA-KU, OSAKA-SHI OSAKA 532-0026
JAPAN

Goods/services affected by opposition

Class 009. First Use: None First Use In Commerce: None
Opposed goods and services in the class: remote controllers for air conditioning apparatus; remote
controllers for electric space cooling apparatus

Class 011. First Use: None First Use In Commerce: None
Opposed goods and services in the class: air conditioning apparatus; tap water faucets; level con-
trolling valves for tanks; pipe line cocks; waste water treatment tanks for industrial purposes; septic
tanks for industrial purposes; garbage incinerators; solar water heaters; water purifying apparatus;
electric lamps and other lighting apparatus, namely, lighting installations; washers for water taps; gas
water heaters for household purposes; household tap-water filters; oil lamps; waste water treatment
tanks for household purposes; septic tanks for household purposes; air conditioners and their parts
and accessories therefor; air-conditioning apparatus and their parts and accessories therefor; stoves
being heating apparatus; temperature regulating valves for gas and oil water heating apparatus for
household purposes being parts of heating installations;



Class 036. First Use: None First Use In Commerce: None
Opposed goods and services in the class: management of buildings; leasing or renting of buildings;
real estate agency services for the purchase and sale of buildings; providing information on real es-
tate affairs, namely, information related to the sale of buildings or land; real estate affairs, namely,
real estate investment services, real estate agency services, real estate escrow services, real estate
management services and real estate consultation services; real estate agency services for the leas-
ing or rental of buildings; real estate appraisal; real estate agency services for the purchase and sale
of land; leasing of land; land management in the nature of real estate management; providing real es-
tate information for the purchase and sale of buildings;

Class 037. First Use: None First Use In Commerce: None
Opposed goods and services in the class: construction of office and residential buildings; construc-
tion consultancy; maintenance of building equipment; installation of solar panels;

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Mark cited by opposer as basis for opposition

U.S. application
no.

97790270 Application date 02/10/2023

Registration date NONE Foreign priority
date

NONE

Word mark DZ

Design mark

Description of
mark

NONE

Goods/services Class 037. First use: First Use: None First Use In Commerce: None

Building construction services

Attachments Notice of Opposition - Diamond and Zebra DZ Mark.pdf(417510 bytes )

Signature /Stephen Luther/

Name Stephen Luther

Date 10/02/2023
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of U.S. Trademark Application Serial No.  79/347,320 
For the Mark DZ & Design 
Published in the Official Gazette on April 4, 2023 
 
DZ Block, Inc.,  
 
 Opposer,  
 
vs.          Opposition No. ___________ 
 
Diamond and Zebra Electric  
Manufacturing Co., LTD,  
 
 Applicant.  
__________________________________/ 
 

NOTICE OF OPPOSITION 
 

DZ Block, Inc., a Florida corporation, having an address at 5860 Holland Parkway, The 

Villages, Florida 32163 (“DZ Block”) believes it will be damaged by the registration of U.S. 

Trademark Application No. 79,347,320 for the following DZ and Design mark

  

for goods and services in International Classes 7, 9, 11, 36, 37, and 42 (the “Diamond and Zebra 

Mark”) filed by Diamond and Zebra Electric Manufacturing Co., LTD, a Japanese Limited 

Corporation having a business address of 15-27, Tsukamoto 1-chome, Yodogawa-ku, Osaka-shi 

Osaka 532-0026, Japan ("Diamond and Zebra") as published in the Official Gazette on April 4, 

2023.   

The grounds for the opposition are as follows:   
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1. Since at least as early as May of 2012, DZ Block has continuously provided 

construction goods in commerce under its DZ Mark.  

2. In connection with these uses, DZ Block is the owner of U.S. intent-to-use service 

mark application No. 97/790,270 for the DZ Block Mark as used in connection with “Building 

construction services” in International Class 37 which was filed on February 10, 2023.  The 

federally applied for and common law DZ Block marks are referred to collectively as the “DZ 

Block Marks”).   

3. For over a decade, DZ Block has extensively promoted and continuously used the 

DZ Block Marks in commerce.  DZ Block has spent substantial sums in advertising and 

promoting goods bearing the DZ Block Marks, including building construction goods, resulting 

in widespread and favorable public recognition.  As a result, the DZ Block Marks have acquired 

distinctiveness and secondary meaning, as well as developed valuable goodwill within the 

relevant trade and industry.  The DZ Block Marks are valuable assets of DZ Block.   

4. Diamond & Zebra filed the Diamond & Zebra Application on February 10, 2022, 

claiming construction-related goods and services.   

5. To DZ Block’s knowledge, Diamond and Zebra has not yet commenced use of the 

Diamond and Zebra Mark in the United States.   

6. Because of the many years in which DZ Block has developed recognition for its 

construction-related goods, consumers are likely to believe that construction-related goods and 

services offered under the Diamond and Zebra Mark originated with DZ Block or are sponsored 

or endorsed by DZ Block.   

7. The DZ Block Marks were in use and distinctive long before the filing of the 

Diamond & Zebra Application and, on information and belief, before Diamond & Zebra could 
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have commenced use of the Diamond and Zebra Mark in connection with construction-related 

goods or services.    

8. The Diamond and Zebra Mark is confusingly similar in sight, sound, connotation, 

and commercial impression to the DZ Block Marks.  The Diamond and Zebra Mark incorporates 

the DZ Block Word Mark in its entirety as the dominant feature of the mark.      

9. The Diamond & Zebra Application identifies services very close related to the 

construction-related business conducted under the DZ Block Marks.  On information and belief, 

Diamond & Zebra is likely to provide services under the Diamond and Zebra Mark through the 

same or similar channels of trade, to the same or similar customers, and use the same or similar 

adverting methods as those used by DZ Block in connection with the DZ Block Marks. 

10. Due to the similarity between the DZ Block Marks and its construction-related 

business, on the one hand, and the Diamond and Zebra Mark and the construction-related 

business it is claiming, on the other, persons familiar with the DZ Block Marks and DZ Block’s 

construction-related business would likely confuse Diamond & Zebra’s services provided under 

the Diamond and Zebra Mark with those provided by DZ Block under the DZ Block Marks.   

11. If Diamond & Zebra is granted the registration herein opposed, it would obtain at 

least a prima facie exclusive right to use the Diamond and Zebra Mark in connection with 

construction-related business, thereby causing damage and injury to DZ Block.  Any defect, 

objection or fault found with Diamond & Zebra’s services promoted and provided under the 

Diamond and Zebra Mark is likely to reflect upon DZ Block and could expose DZ Block to 

liability, as well as seriously injure the goodwill and superior reputation that DZ Block has 

established for its construction-related business and the DZ Block Marks. 



4 
 

WHEREFORE, DZ Block, Inc. respectfully requests that this Opposition be sustained, 

and that the Diamond & Zebra Application for the Diamond and Zebra Mark be denied 

registration.   

 
 
Dated: October 2, 2023 

Respectfully submitted,  
 
/s/ Stephen H. Luther 
 
Stephen H. Luther, Esq.  
Florida Bar No. 528846 
Luther Law PLLC 
4767 New Broad Street, # 1029 
Orlando, Florida 32814 
Phone (407) 501-7049 
sluther@lutherlawgroup.com 
 
Attorneys for Opposer 
DZ Block, Inc.   
 

  
 
 


