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the field of business communications; communications by computer terminals or by fiber-optic net-
works; communications by radio or telephone; mobile radio telephony services in the field of business
communications; providing user access to global computer networks; provision of Internet chat
rooms; providing access to databases; electronic bulletin board services being telecommunication
services; providing telecommunications connections to a global computer network in the field of busi-
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the matter of Application Serial No. 79/975,717 

Published in the Official Gazette on August 22, 2023 

Mark:  HULAHOOP (Stylized)  

 

 

WHAM-O HOLDING, LTD., 

 

 Opposer, 

 

 v. 

 

HULA-HOOP HOLDING,   

 

 Applicant. 

 

 

 

 

 Opposition No._______________  

 

 

 

NOTICE OF OPPOSITION 

Wham-O Holding, Ltd., with a business address of Block F, 6/F, Wah Hing Industrial 

Mansions, 36 Tai Yau Street, San Po Kong, Kowloon, HONG KONG (“Wham-O” or “Opposer”) 

believes that it will be damaged by registration of the HULAHOOP stylized mark, 

, shown in Application Serial No. 79/975,717 (“HULAHOOP Stylized 

Mark”), and hereby files the present notice of opposition under the provisions of 15 U.S.C. §§ 1051 

et seq., including specifically 15 U.S.C. § 1063.  This Notice of Opposition has been timely filed.  

As grounds for its opposition, Opposer alleges as follows: 

1. Opposer Wham-O is a toy company known for creating some of the most iconic and 

popular children’s toys for the past 70 years, including the HULA-HOOP®, FRISBEE®, SLIP ‘N 

SLIDE®, HACKY SACK®, and BOOGIE® Board.   

2. Wham-O is the owner of U.S. Trademark Registration No. 0739307 (the “HULA-

HOOP Mark”) for “plastic toy hoops” in International Class 28.  Attached hereto as Exhibit A is a 

true and correct copy of the registration certificate for the HULA-HOOP Mark.  
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3. For over 60 years, since as early as 1958, Wham-O has continuously and pervasively 

used the HULA-HOOP Mark, and variations thereof, in commerce in the United States and in 

connection with high quality sports and games products that are used and enjoyed by people of all 

ages.  Wham-O popularized the HULA-HOOP, which comes in a variety of materials, colors, and 

sizes, and provides users a fun way to get fit by forcing users to stay balanced and move ones hips 

backward and forward in a rhythmic fashion to make the hoop spin.  Users can also perfect many 

‘on body’ moves, like making the HULA-HOOP spin on their neck or arm, as well as ‘off-body’ 

moves.  HULA-HOOP toys have also been incorporated into circuses and rhythmic gymnastic 

events, and numerous records in the Guinness Book of World Records have involved HULA-HOOP 

spinning.  The HULA-HOOP has clearly established a firm place in the American way of life. 

4. Upon information and belief, applicant is Hula-Hoop Holding, a corporate entity 

organized and existing under the laws of France with a business address of 15 rue Alsace-Lorraine, 

F-69001, Lyon, France (“Applicant”). 

5. As illustrated in Application Serial No. 79/975,717, Applicant seeks to register the 

HULAHOOP Stylized Mark for “Telecommunications access services in the field of business 

communications; providing information relating to telecommunications, namely, in the field of 

business communications; communications by computer terminals or by fiber-optic networks; 

communications by radio or telephone; mobile radio telephony services in the field of business 

communications; providing user access to global computer networks; provision of Internet chat 

rooms; providing access to databases; electronic bulletin board services being telecommunication 

services; providing telecommunications connections to a global computer network in the field of 

business communications; news agency services, namely, the transmission of news items to news 

reporting organizations, all in the field of business communications; rental of telecommunication 
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apparatus; broadcasting of radio or television programs; teleconferencing services; electronic 

messaging services; rental of access time to global computer networks” in International Class 38.  

LIKELIHOOD OF CONFUSION 

6. Wham-O restates Paragraphs 1-5 as if fully set forth herein. 

7. Wham-O asserts, pursuant to 15 U.S.C. § 1052(d), that Applicant’s HULAHOOP 

Stylized Mark is so similar to Wham-O’s HULA-HOOP Mark, as to be likely, when used in 

connection with the services described in U.S. Trademark Application Serial No. 79/975,717 to 

cause confusion, or to cause mistake, or to deceive.   

8. Wham-O’s HULA-HOOP Mark is a well-known and valuable mark in the sports 

and games industry.  Moreover, due to national advertising and promotion of Wham-O’s HULA-

HOOP Mark, consumers have come to recognize the HULA-HOOP Mark as symbolizing the 

goodwill inherent in the HULA-HOOP Mark, and further, associate the HULA-HOOP Mark solely 

with Wham-O and its high-quality toy plastic hoops. 

9. The strength of Wham-O’s HULA-HOOP Mark is a factor that increases likelihood 

of confusion caused by Applicant’s Mark.  Wham-O’s trademark is well known and famous. 

10. Given the goodwill and public recognition arising from the association of the 

distinctive and famous HULA-HOOP Mark with Wham-O, consumers are likely to believe that 

Wham-O has licensed, approved or otherwise authorized Applicant’s use of the HULAHOOP 

Stylized Mark, when it has not. 

11. Wham-O’s HULA-HOOP Mark is famous under the definition set forth in 15 U.S.C. 

§ 1125(c)(2)(A). 

12. No issue of priority exists between Wham-O’s date of first use of its HULA-HOOP 

Mark as set forth above and Applicant’s application.  Wham-O has used its HULA-HOOP Mark in 

commerce in the United States in connection with plastic toy hoops since 1958.  Conversely, 
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Applicant is seeking to register its HULAHOOP Stylized Mark on a 66(a) basis—i.e., extension of 

protection of an international registration to the United States—where Applicant’s international 

registration (No. 1641979) has a registration date of December 17, 2021, 62 years after Wham-O’s 

trademark application for HULA-HOOP issued.  Thus, Wham-O’s rights are senior to those of 

Applicant. 

13. When comparing the similarity of the marks, Applicant’s HULAHOOP Stylized 

Mark is virtually identical to Wham-O’s HULA-HOOP mark, differing only by a single hyphen 

and a stylized element. However, the stylization in Applicant’s HULAHOOP stylized Mark does 

not meaningfully distinguish the marks.  When evaluating a composite mark consisting of words 

and a design, the word portion is normally accorded greater weight because it is likely to make a 

greater impression upon purchasers, be remembered by them, and be used by them to refer to or 

request the goods and/or services.  See In re Aquitaine Wine USA, LLC, 126 USPQ2d 1181, 1184 

(TTAB 2018) (citing In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 

2012)); TMEP §1207.01(c)(ii).  Thus, given that the word portion is often considered the dominant 

feature in a mark, and because the word elements here are virtually identical and only differ by a 

single hyphen, Applicant’s Mark is likely to cause confusion with Wham-O’s HULA-HOOP Mark.  

14. Even though Applicant’s Mark covers services in a different class than Wham-O, 

Wham-O’s HULA-HOOP mark is famous and entitled to a broader scope of protection.  

15. Because Wham-O’s HULA-HOOP Mark does not contain limitations restricting the 

channels of trade, it is presumed to encompass the same channels of trade as Applicant’s 

HULAHOOP Stylized Mark.  See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 

(Fed. Cir. 2012); Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 

1001, 1005 (Fed. Cir. 2002)). 
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16. Notably, in response to a related application that Applicant filed for an identical 

HULAHOOP Stylized mark (App. No. 79/332,447)—the only difference between the applications 

being the goods and services covered—the Examining Attorney issued a 2(d) refusal of Applicant’s 

mark based on Wham-O’s HULA-HOOP mark.  More specifically, the Examining Attorney found 

a likelihood of confusion between Applicant’s HULAHOOP Stylized mark and Wham-O’s HULA-

HOOP mark based on the similarity of the marks, similarity and nature of the goods, and similarity 

of the trade channels of the goods.  Attached hereto as Exhibit B is a true and correct copy of the 

Examining Attorney’s September 26, 2022 Office Action in connection with Applicant’s related 

application for the HULAHOOP Stylized mark (App. No. 79/332,447).1 

17. Upon information and belief, Applicant knew or should have known of Wham-O 

and its prior and senior rights in and to the HULA-HOOP Mark and Applicant intentionally invoked 

the good will and reputation of HULA-HOOP in connection with its services, and to intentionally 

create confusion with Wham-O’s HULA-HOOP Mark.   

18. The maturation of Applicant’s application into registration will cause a likelihood 

of confusion, mistake or deception with respect to the source or origin of Applicant’s services.  

Consumers will erroneously believe that Applicant’s services are sponsored, approved, or endorsed 

by Wham-O. 

19. Pursuant to 15 U.S.C. § 1063(a), Wham-O will be damaged by registration of 

Applicant’s proposed mark.  Such registration would grant Applicant a prima facie exclusive right 

to use the proposed mark despite Wham-O’s priority over Applicant and despite the likelihood of 

confusion, dilution, and injury to Wham-O’s goodwill that will be caused by Applicant’s mark. 

 
1 Applicant’s related application (App. No. 79/332,447) is currently suspended pending the outcome of a cancellation 

proceeding brought against Wham-O’s HULA-HOOP mark (Cancellation Proceeding No. 92082174).  However, that 

proceeding was recently terminated in Wham-O’s favor on July 26, 2023.  Therefore, the basis for the Examining 

Attorney’s Section 2(d) refusal of Applicant’s related HULAHOOP Stylized mark will be maintained/continued.  

And as set forth above, Wham-O believes the same grounds for refusal are also applicable to Applicant’s 

HULAHOOP Stylized Mark (App. No. 79/975,717) that is the subject of this opposition. 
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20. In sum, at least for the reason that purchasers of Applicant’s services sold under 

Applicant’s Mark would be very likely to believe that Applicant’s services originate from the same 

source as the goods sold by Wham-O under Wham-O’s HULA-HOOP Mark, Wham-O opposes 

Application Serial No. 79/975,717. 

WHEREFORE, Wham-O prays that this Notice of Opposition be granted, that judgement 

be entered against Applicant, and that U.S. Application Serial No. 79/975,717 for the services 

identified in International Class 38 be denied. 

 

Dated:  September 6, 2023  Respectfully submitted, 

 

VENABLE LLP 

 /s/ Sarah S. Brooks   

Sarah S. Brooks 

Alicia M. Sharon 

     2049 Century Park East, Suite 2300 

     Los Angeles, California 90067 

     Tel.: 310.229.9900 

     Fax: 310.229.9901 

 

     Attorneys for Opposer Wham-O Holdings, Ltd.  

    



 

 

 

 

EXHIBIT A 





 

 

 

 

EXHIBIT B 



United States Patent and Trademark Office (USPTO) 

Office Action (Official Letter) About Applicant’s Trademark Application

 

U.S. Application Serial No. 79332447

Mark:  HULAHOOP

Correspondence Address:  

Cabinet BENECH, 

Monsieur Alexandre JACQUET 

15 rue d'Astorg 

F-75008 Paris FRANCE

Applicant:  HULA-HOOP HOLDING

Reference/Docket No. N/A

Correspondence Email Address:  

 

 

NONFINAL OFFICE ACTION 

Notice of Provisional Full Refusal

 

International Registration No.  1641979

Deadline for responding.  The USPTO must receive applicant’s response within six months of the 

“date on which the notification was sent to WIPO (mailing date)” located on the WIPO cover letter, 

or the U.S. application will be abandoned (see https://www.uspto.gov/trademarks-application-

process/abandoned-applications for information on abandonment).  To confirm the mailing date, go to 

the USPTO’s Trademark Status and Document Retrieval (TSDR) database at https://tsdr.uspto.gov/, 

select “US Serial, Registration, or Reference No.,” enter the U.S. application serial number in the blank 

text box, and click on “Documents.”  The mailing date used to calculate the response deadline is the 

“Create/Mail Date” of the “IB-1rst Refusal Note.”  

Respond to this Office action using the USPTO’s Trademark Electronic Application System 

(TEAS).  A link to the appropriate TEAS response form appears at the end of this Office action.  

Discussion of provisional full refusal.  This is a provisional full refusal of the request for extension of 

protection to the United States of the international registration, known in the United States as a U.S. 

application based on Trademark Act Section 66(a).  See 15 U.S.C. §§1141f(a), 1141h(c).  

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant 

must respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 

2.65(a); TMEP §§711, 718.03.

 

https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://tsdr.uspto.gov/


SUMMARY OF ISSUES: 

Prior-Filed Application•

Section 2(d) Refusal -- Likelihood of Confusion -- Partial Refusal•

Identification of Goods and Services Requirement•

Request for Information•

Color Claim and Mark Description Requirement•

Applicant's Email Address and U.S.-Licensed Attorney Required•

 

Prior-Filed Application

 

The filing date of pending U.S. Application Serial No(s). 97068798 precede(s) applicant’s filing date.  

See attached referenced application(s).  If the mark(s) in the referenced application(s) register(s), 

applicant’s mark may be refused registration under Trademark Act Section 2(d) because of a likelihood 

of confusion between the marks.  See 15 U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP §§1208 et seq.  

Therefore, upon receipt of applicant’s response to this Office action, action on this application may be 

suspended pending final disposition of the earlier-filed referenced application(s).

 

In response to this Office action, applicant may present arguments in support of registration by 

addressing the issue of the potential conflict between applicant’s mark and the mark(s) in the 

referenced application(s).  Applicant’s election not to submit arguments at this time in no way limits 

applicant’s right to address this issue(s) later if a refusal under Section 2(d) issues.

 

Upon receipt of applicant’s response resolving the following refusal(s) and/or requirement(s), action on 

this application will be suspended pending the disposition of the prior-filed application(s).  37 C.F.R. 

§2.83(c); TMEP §§716.02(c), 1208.02(c). 

 

Section 2(d) Refusal -- Likelihood of Confusion -- Partial Refusal

 

The stated refusal refers to the goods and services specified below only. It does not bar registration for 

the other goods and/or services. Please note that the refusal may be narrowed or broadened based on 

applicant's subsequent amendment to the identification of goods and services.

 

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark(s) in 

U.S. Registration No(s). 0739307.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP 

§§1207.01 et seq.  See the attached registration(s).

 

Trademark Act Section 2(d) bars registration of an applied-for mark that is so similar to a registered 

mark that it is likely consumers would be confused, mistaken, or deceived as to the commercial source 

of the goods and/or services of the parties. See 15 U.S.C. §1052(d). Likelihood of confusion is 

determined on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours 

& Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973) (called the “du Pont factors”). In re 

i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017). Any evidence of 

record related to those factors need be considered; however, “not all of the DuPont factors are relevant 

or of similar weight in every case.” In re Guild Mortg. Co., 912 F.3d 1376, 1379, 129 USPQ2d 1160, 

1162 (Fed. Cir. 2019) (quoting In re Dixie Rests., Inc., 105 F.3d 1405, 1406, 41 USPQ2d 1531, 1533 

(Fed. Cir. 1997)).

 

Although not all du Pont factors may be relevant, there are generally two key considerations in any 

likelihood of confusion analysis: (1) the similarities between the compared marks and (2) the 



relatedness of the compared goods and/or services. See In re i.am.symbolic, llc, 866 F.3d at 1322, 123 

USPQ2d at 1747 (quoting Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1164-65, 64 

USPQ2d 1375, 1380 (Fed. Cir. 2002)); Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 

1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976) (“The fundamental inquiry mandated by [Section] 2(d) 

goes to the cumulative effect of differences in the essential characteristics of the goods [or services] and 

differences in the marks.”); TMEP §1207.01.

 

Comparison of the Marks 

 

Marks are compared in their entireties for similarities in appearance, sound, connotation, and 

commercial impression. Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 

110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin 

Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP 

§1207.01(b)-(b)(v). “Similarity in any one of these elements may be sufficient to find the marks 

confusingly similar.” In re Inn at St. John’s, LLC, 126 USPQ2d 1742, 1746 (TTAB 2018) (citing In re 

Davia, 110 USPQ2d 1810, 1812 (TTAB 2014)), aff’d per curiam, 777 F. App’x 516, 2019 BL 343921 

(Fed. Cir. 2019); TMEP §1207.01(b).

 

Applicant’s mark is HULAHOOP in stylized form.

 

Registrant’s mark is HULA-HOOP in standard character form.

 

Applicant’s mark and registrant’s marks share the virtually identical wording HULAHOOP and 

HULA-HOOP, and marks may be confusingly similar in appearance where similar terms or phrases or 

similar parts of terms or phrases appear in the compared marks and create a similar overall commercial 

impression.  See Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce, 228 USPQ 689, 690-91 

(TTAB 1986), aff’d sub nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n, 

811 F.2d 1490, 1495, 1 USPQ2d 1813, 1817 (Fed. Cir. 1987) (finding COMMCASH and 

COMMUNICASH confusingly similar); In re Corning Glass Works, 229 USPQ 65, 66 (TTAB 1985) 

(finding CONFIRM and CONFIRMCELLS confusingly similar); In re Pellerin Milnor Corp., 221 

USPQ 558, 560 (TTAB 1983); Seaguard Corp. v. Seaward Int’l, Inc., 223 USPQ 48, 51 (TTAB 1984) 

(“[T]he marks ‘SEAGUARD’ and ‘SEA GUARD’ are, in contemplation of law, identical [internal 

citation omitted].”); TMEP §1207.01(b)(ii)-(iii).

 

Additionally, because the marks share this virtually identical wording, they are likely to engender the 

same connotation and overall commercial impression when considered in connection with applicant’s 

and registrant’s respective goods and/or services.  Id.

 

Finally, the stylization in applicant's mark does not meaningfully distinguish the marks. When 

evaluating a composite mark consisting of words and a design, the word portion is normally accorded 

greater weight because it is likely to make a greater impression upon purchasers, be remembered by 

them, and be used by them to refer to or request the goods and/or services. In re Aquitaine Wine USA, 

LLC, 126 USPQ2d 1181, 1184 (TTAB 2018) (citing In re Viterra Inc., 671 F.3d 1358, 1362, 101 

USPQ2d 1905, 1908 (Fed. Cir. 2012)); TMEP §1207.01(c)(ii). Thus, although marks must be 

compared in their entireties, the word portion is often considered the dominant feature and is accorded 

greater weight in determining whether marks are confusingly similar, even where the word portion has 

been disclaimed. In re Viterra Inc., 671 F.3d at 1366-67, 101 USPQ2d at 1911 (citing Giant Food, Inc. 

v. Nation’s Foodservice, Inc., 710 F.2d 1565, 1570-71, 218 USPQ2d 390, 395 (Fed. Cir. 1983)).

 



Accordingly, applicant’s mark and registrant's mark are confusingly similar. 

 

Comparison of the Goods and/or Services 

 

The goods and/or services are compared to determine whether they are similar, commercially related, 

or travel in the same trade channels. See Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 

1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012); Herbko Int’l, Inc. v. Kappa Books, Inc., 308 

F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002); TMEP §§1207.01, 1207.01(a)(vi).

 

Applicant identifies the following goods and services of relevance to this refusal: 

 

Class 16: ... instructional or teaching material (except apparatus); ... books; ... pamphlets; ....

 

Class 35: presentation of goods on all communication media, for retail purposes; …. 

 

Class 41: Education; training; entertainment; sporting and cultural activities; information relating to 

entertainment or education; … providing recreational facilities… organization of competitions 

(education or entertainment); organization and conducting of colloquiums, conferences or congresses; 

organization of exhibitions for cultural or educational purposes; booking of seats for shows; game 

services provided online from a computer network ….

 

Class 42: … styling (industrial design) 

 

Registrant identifies the following goods:

 

Class 28: PLASTIC TOY HOOPS.

 

When analyzing an applicant’s and registrant’s goods and/or services for similarity and relatedness, that 

determination is based on the description of the goods and/or services in the application and registration 

at issue, not on extrinsic evidence of actual use. See Stone Lion Capital Partners, LP v. Lion Capital 

LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v. 

Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)).

 

Additionally, the goods and/or services of the parties have no restrictions as to nature, type, channels of 

trade, or classes of purchasers and are “presumed to travel in the same channels of trade to the same 

class of purchasers.” In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) 

(quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 

(Fed. Cir. 2002)). 

 

The compared goods and/or services need not be identical or even competitive to find a likelihood of 

confusion. See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 

(Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000); 

TMEP §1207.01(a)(i). They need only be “related in some manner and/or if the circumstances 

surrounding their marketing are such that they could give rise to the mistaken belief that [the goods 

and/or services] emanate from the same source.” Coach Servs., Inc. v. Triumph Learning LLC, 668 

F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 

USPQ2d 1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i).

 

Further, consumers are likely to be confused by the use of similar marks on or in connection with goods 



and with services featuring or related to those goods. TMEP §1207.01(a)(ii); see In re Detroit Athletic 

Co., 903 F.3d 1297, 1307, 128 USPQ2d 1047, 1051 (Fed. Cir. 2018) (finding retail shops featuring 

sports team related clothing and apparel related to various clothing items, including athletic uniforms); 

In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988) (finding retail 

grocery and general merchandise store services related to furniture); In re United Serv. Distribs., Inc., 

229 USPQ 237 (TTAB 1986) (finding distributorship services in the field of health and beauty aids 

related to skin cream); In re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986) (finding various 

items of men’s, boys’, girls’ and women’s clothing related to restaurant services and towels); Steelcase 

Inc. v. Steelcare Inc., 219 USPQ 433 (TTAB 1983) (finding refinishing of furniture, office furniture, 

and machinery related to office furniture and accessories); Mack Trucks, Inc. v. Huskie Freightways, 

Inc., 177 USPQ 32 (TTAB 1972) (finding trucking services related to motor trucks and buses).

 

In this case,the attached evidence from the USPTO’s X-Search database, consisting of a number of 

third-party marks registered for use in connection with the same or similar goods and/or services as 

those in the application and registration(s), shows that applicant's and the mark(s) in the 

registration(s) goods and/or services are of a kind that may emanate from a single source under a single 

mark. See In re I-Coat Co., 126 USPQ2d 1730, 1737 (TTAB 2018) (citing In re Infinity Broad. Corp., 

60 USPQ2d 1214, 1217-18 (TTAB 2001); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 

(TTAB 1993); In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988)); TMEP 

§1207.01(d)(iii).

 

Finally, it is well established that where the marks of the respective parties are identical or virtually 

identical, as in this case, the degree of similarity or relatedness between the goods and/or services 

needed to support a finding of likelihood of confusion declines. See In re Country Oven, Inc., 2019 

USPQ2d 443903, at *5 (TTAB 2019) (citing In re i.am.symbolic, llc, 116 USPQ2d 1406, 1411 (TTAB 

2015), aff’d, 866 F.3d 1315, 123 USPQ2d 1744 (Fed. Cir. 2017)); TMEP §1207.01(a); see also In re 

Shell Oil Co., 992 F.2d 1204, 1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993).

 

Accordingly, the goods and services in the application and registration(s) related under Section 2(d) of 

the Trademark Act. 

 

Conclusion 

 

The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or 

services, but to protect the registrant from adverse commercial impact due to use of a similar mark by a 

newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993). 

Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the 

registrant. TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 

1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-

65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

 

For the reasons discussed above, registration is refused under Section 2(d) of the Trademark Act. 

 

The stated refusal refers to the services specified above only. It does not bar registration for the other 

goods and/or services. 

 

Applicant may respond to the stated refusal by submitting evidence and arguments against the refusal. 

In addition, applicant may respond by doing one of the following:

 



(1) Deleting the goods and/or services to which the refusal pertains; or

 

(2) Filing a Request to Divide Application form (form #3) to divide out the goods and/or services 

that have not been refused registration, so that the mark may proceed toward registration for 

those goods or services to which the refusal does not pertain. See 37 C.F.R. §2.87. See generally 

TMEP §§1110 et seq. (regarding the requirements for filing a request to divide). If applicant files 

a request to divide, then to avoid abandonment, applicant must also file a timely response to all 

outstanding issues in this Office action, including the refusal. 37 C.F.R. §2.87(e).

 

However, if applicant responds to the refusal(s), applicant must also respond to the refusal(s) and/or 

requirement(s) set forth below.

 

Identification of Goods and Services Requirement

 

The identification of goods and services must be clarified because it is indefinite and overbroad.  See 37 

C.F.R. §2.32(a)(6); TMEP §§1402.01, 1402.03. For the problematic wording noted below, applicant 

must amend the identification to specify the common commercial or generic name of the goods and 

services in the international class originally identified. See TMEP §1402.01. If the goods and 

serviceshave no common commercial or generic name, applicant must further describe the nature of 

the product or service, its main purpose, and its intended uses in clear and succinct language in the 

international class originally identified. See id.

 

In addition, the identification contains parentheses; however, an applicant should not use parentheses 

and brackets, including curly brackets, in identifications in order to avoid confusion with the USPTO’s 

practice of using parentheses and brackets in registrations to indicate (1) goods and/or services that 

have been deleted from registrations, (2) goods and/or services not claimed in an affidavit of 

incontestability, or (3) guidance to users of the USPTO’s U.S. Acceptable Identification of Goods and 

Services Manual to draft an acceptable identification. See TMEP §§1402.04, 1402.12. The only 

exception for including parenthetical information in identifications is if it serves to explain or translate 

the matter immediately preceding the parenthetical phrase in such a way that it does not affect the 

clarity or scope of the identification, e.g., “fried tofu pieces (abura-age).” See TMEP §1402.12.

 

Therefore, applicant must remove the parentheses from the identification and, if 

appropriate, incorporate any parenthetical or bracketed information into the description of the goods 

and/or services.

 

Applicant may amend the identification to clarify or limit the goods and/or services, but may not 

broaden or expand the goods and/or services beyond those in the original application or as acceptably 

amended. See 37 C.F.R. §2.71(a); TMEP §1402.06. Generally, any deleted goods and/or services may 

not later be reinserted. See TMEP §1402.07(e). Additionally, for applications filed under Trademark 

Act Section 66(a), the scope of the identification for purposes of permissible amendments is limited by 

the international class assigned by the International Bureau of the World Intellectual Property 

Organization (International Bureau); and the classification of goods and/or services may not be 

changed from that assigned by the International Bureau. 37 C.F.R. §2.85(d); TMEP §§1401.03(d), 

1904.02(b). Further, in a multiple-class Section 66(a) application, classes may not be added or goods 

and/or services transferred from one existing class to another. 37 C.F.R. §2.85(d); TMEP §1401.03(d).

 

Applicant may adopt the following identification, if accurate: 

 

https://www.uspto.gov/trademarks-application-process/filing-online/miscellaneous-forms
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html


Class 16: Printing products, namely, {specify common commercial name of goods in Class 16 and/or 

further specify nature and/or purpose of goods in Class 16, e.g., menu boards}(printed matter); 

bookbinding material, namely, {specify common commercial name of goods in Class 16 and/or 

further specify nature and/or purpose of goods in Class 16, e.g., bookbinding cords}; {specify 

common commercial name of goods in Class 16 and/or further specify nature and/or purpose of 

goods in Class 16, e.g., printed} photographs; stationery; adhesives for stationery or household 

purposes; artists' materials, namely, {specify common commercial name of goods in Class 16 and/or 

further specify nature and/or purpose of goods in Class 16, e.g., molds for modeling clays}; 

paintbrushes; typewriters and office requisites, namely, {specify common commercial name of goods 

in Class 16 and/or further specify nature and/or purpose of goods in Class 16, e.g., staplers}, none of 

the foregoing including furniture (except furniture); {specify common commercial name of goods 

in Class 16 and/or further specify nature and/or purpose of goods in Class 16, e.g., 

printed} instructional and teaching material in the field of {specify subject matter, e.g., advertising}, 

not including apparatus (except apparatus); printing type; printing blocks; paper; cardboard; boxes 

of cardboard or paper; {specify common commercial name of goods in Class 16 and/or further specify 

nature and/or purpose of goods in Class 16, e.g., printed} posters; {specify common commercial 

name of goods in Class 16 and/or further specify nature and/or purpose of goods in Class 16, e.g., 

photo} albums; {specify common commercial name of goods in Class 16 and/or further specify 

nature and/or purpose of goods in Class 16, e.g., printed greeting} cards; {specify common 

commercial name of goods in Class 16 and/or further specify nature and/or purpose of goods in 

Class 16, e.g., printed} books in the field of {specify subject matter, e.g., business management}; 

{specify common commercial name of goods in Class 16 and/or further specify nature and/or 

purpose of goods in Class 16, e.g., printed} newspapers; {specify common commercial name of goods 

in Class 16 and/or further specify nature and/or purpose of goods in Class 16, e.g., printed 

pamphlets being} prospectuses in the field of {specify subject matter, e.g., financial trading}; 

{specify common commercial name of goods in Class 16 and/or further specify nature and/or 

purpose of goods in Class 16, e.g., printed}  pamphlets in the field of {specify subject matter, e.g., 

financial trading}; {specify common commercial name of goods in Class 16 and/or further specify 

nature and/or purpose of goods in Class 16, e.g., printed} calendars; writing instruments; engravings 

or lithographic works of art; pictures in the nature of paintings (pictures), framed or unframed; 

aquarelles; {specify common commercial name of goods in Class 16 and/or further specify nature 

and/or purpose of goods in Class 16, e.g., printed} patterns for dressmaking; drawings; drawing 

instruments; handkerchiefs of paper; face towels of paper; table linen of paper; toilet paper; bags and 

small bags in the nature of envelopes and pouches, all of paper or plastic for packaging; garbage bags 

of paper or of plastics

 

Class 35: Advertising {specify common commercial name of services in Class 35 and/or further 

specify nature and/or purpose of services in Class 35, e.g., services}; commercial business 

management; commercial administration {specify common commercial name of services in Class 35 

and/or further specify nature and/or purpose of services in Class 35, e.g., of the licensing of goods 

and services for others}; providing office functions; dissemination of advertising 

material being leaflets, prospectuses, printed matter, samples; newspaper subscription services for 

third parties; {specify common commercial name of services in Class 35 and/or further specify 

nature and/or purpose of services in Class 35, e.g., providing television home shopping services in 

the field of general consumer merchandise} arranging subscriptions to telecommunication 

services for others; presentation of goods on all communication media for retail purposes; 

business management and organization consultancy; accounting {specify common commercial name of 

services in Class 35 and/or further specify nature and/or purpose of services in Class 35, e.g., 

services}; document reproduction {specify common commercial name of services in Class 35 and/or 



further specify nature and/or purpose of services in Class 35, e.g., in the nature of photocopying 

services}; employment agencies; computer file management; organization of exhibitions for 

commercial or advertising purposes; online advertising on a computer network; rental of advertising 

time on all communication media; publication of advertising texts, namely, {specify common 

commercial name of services in Class 35 and/or further specify nature and/or purpose of services in 

Class 35, e.g., publication of publicity materials}; rental of advertising space; dissemination of 

advertisements; public relations 

 

Class 38: Telecommunications {specify common commercial name of services in Class 38 and/or 

further specify nature and/or purpose of services in Class 38, e.g., access services}; information 

relating to telecommunications, namely, {specify common commercial name of services in Class 38 

and/or further specify nature and/or purpose of services in Class 38, e.g., providing information in 

the field of telecommunications}; communications by computer terminals or by fiber-optic networks; 

communications by radio or telephone; mobile radio telephony services, namely, {specify common 

commercial name of services in Class 38 and/or further specify nature and/or purpose of services in 

Class 38, e.g., mobile telephony services}; providing user access to global computer networks; 

provision of Internet chat rooms; providing access to databases; electronic bulletin board services being 

telecommunication services; connection by telecommunications to a global computer network, 

namely, {specify common commercial name of services in Class 38 and/or further specify nature 

and/or purpose of services in Class 38, e.g., providing electronic telecommunication connections}; 

{specify common commercial name of services in Class 38 and/or further specify nature and/or 

purpose of services in Class 38, e.g., news agency services for electronic transmission} news or 

information agencies; rental of telecommunication apparatus; broadcasting of radio or television 

programs (broadcasts); teleconferencing services; electronic messaging services; rental of access time 

to global computer networks

 

Class 41: {specify common commercial name of services in Class 41 and/or further specify nature 

and/or purpose of services in Class 41, e.g., Physical} education; training {specify common 

commercial name of services in Class and/or further specify nature and/or purpose of services in 

Class 41, e.g., in the field of physical education}; entertainment {specify common commercial name 

of services in Class and/or further specify nature and/or purpose of services in Class 41, e.g., 

information}; {specify common commercial name of services in Class 41 and/or further specify 

nature and/or purpose of services in Class 41, e.g., organizing community sporting and cultural 

events} sporting and cultural activities; information relating to entertainment and education, namely, 

{specify common commercial name of services in Class 41 and/or further specify nature and/or 

purpose of services in Class 41, e.g., providing information about entertainment and education}; 

vocational retraining services in the field of {indicate specific field, e.g., mechanics, computers, etc.}; 

providing recreational facilities {specify common commercial name of services in Class 41 and/or 

further specify nature and/or purpose of services in Class 41, e.g., in the nature of play areas for 

children}; publication of books; book lending, namely, {specify common commercial name of 

services in Class 41 and/or further specify nature and/or purpose of services in Class 41, e.g., 

lending of books}; videotape film production; rental of motion pictures; rental of sound recordings; 

rental of video cassette recorders or of radio and television sets; rental of show scenery; videotape 

editing; photography services; organization of {specify common commercial name of services in Class 

41 and/or further specify nature and/or purpose of services in Class 41, e.g., e-sports} competitions 

(education or entertainment); organization and conducting of colloquiums, conferences or 

congresses, all in the field of {indicate, e.g., telecommunications technology, economics, fashion, 

intellectual property law, etc.}; organization of exhibitions for cultural or educational purposes; 

booking of seats for shows; game services provided online from a computer network, namely, {specify 



common commercial name of services in Class 41 and/or further specify nature and/or purpose of 

services in Class 41, e.g., providing online computer games}; gambling services; electronic 

publication of books and journals online; electronic desktop publishing

 

Class 42: Graphic design services; indusial design, namely, {specify common commercial name of 

services in Class and/or further specify nature and/or purpose of services in Class , e.g., 

interior} styling services for commercial buildings (industrial design)

 

Finally, again please note thatapplicant may amend the identification to clarify or limit the goods and/or 

services, but may not broaden or expand the goods and/or services beyond those in the original 

application or as acceptably amended. See 37 C.F.R. §2.71(a); TMEP §1402.06. Generally, any deleted 

goods and/or services may not later be reinserted. See TMEP §1402.07(e). Additionally, for 

applications filed under Trademark Act Section 66(a), the scope of the identification for purposes of 

permissible amendments is limited by the international class assigned by the International Bureau of the 

World Intellectual Property Organization (International Bureau); and the classification of goods and/or 

services may not be changed from that assigned by the International Bureau. 37 C.F.R. §2.85(d); TMEP 

§§1401.03(d), 1904.02(b). Further, in a multiple-class Section 66(a) application, classes may not be 

added or goods and/or services transferred from one existing class to another. 37 C.F.R. §2.85(d); 

TMEP §1401.03(d).

 

Request for Information

 

To permit proper examination of the application, applicant must submit additional information about 

applicant’s goods and services. See 37 C.F.R. §2.61(b); TMEP §814. The required information should 

include fact sheets, instruction manuals, brochures, and/or advertisements. If these materials are 

unavailable, applicant should submit similar documentation for goods and services of the same type, 

explaining how its own product or services will differ. If the goods and services feature new technology 

and no information regarding competing goods and services is available, applicant must provide a 

detailed factual description of the goods and services.

 

Factual information about the goods must clearly indicate how they operate, their salient features, and 

their prospective customers and channels of trade. Factual information about the services must clearly 

indicate what the services are and how they are rendered, their salient features, and their prospective 

customers and channels of trade. Conclusory statements will not satisfy this requirement for 

information.

 

In addition, applicant must please explain whether any of its goods or services involve plastic toy 

hoops.

 

If applicant submits webpage evidence to satisfy this requirement, applicant must provide (1) an image 

of the webpage, (2) the date it was accessed or printed, and (3) the complete URL address. In re ADCO 

Indus.-Techs., L.P., 2020 USPQ2d 53786, at *2 (TTAB 2020) (citing In re I-Coat Co., 126 USPQ2d 

1730, 1733 (TTAB 2018)); TMEP §710.01(b). Providing only a website address or hyperlink to the 

webpage is not sufficient to make the materials of record. In re ADCO Indus.-Techs., L.P., 2020 

USPQ2d 53786, at *2 (citing In re Olin Corp., 124 USPQ2d 1327, 1331 n.15 (TTAB 2017); In re HSB 

Solomon Assocs., LLC, 102 USPQ2d 1269, 1274 (TTAB 2012); TBMP §1208.03); TMEP §814.

 

Applicant has a duty to respond directly and completely to this requirement for information. See In re 

Ocean Tech., Inc., 2019 USPQ2d 450686, at *2 (TTAB 2019) (citing In re AOP LLC, 107 USPQ2d 



1644, 1651 (TTAB 2013)); TMEP §814. Failure to comply with a requirement for information is an 

independent ground for refusing registration. In re SICPA Holding SA, 2021 USPQ2d 613, at *6 

(TTAB 2021) (citing In re Cheezwhse.com, Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re DTI 

P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003); TMEP §814).

 

Color Claim and Mark Description Requirement

 

Applicant must clarify whether color is a feature of the mark because, although the drawing shows the 

mark in color, the application does not explicitly state whether color is being used in the mark. 37 

C.F.R. §§2.37, 2.52(b)(1), 2.61(b); see TMEP §807.07(a)-(b). Applications for marks depicted in color 

must include a color drawing and a statement (1) listing all the colors claimed as a feature of the mark 

and (2) describing where each color appears in the literal and design elements in the mark. 37 C.F.R. 

§§2.37, 2.52(b)(1); see TMEP §807.07(a)-(b). Because the application does not include an explicit 

statement about color, the record is not clear as to whether it is a feature of the mark.

 

To clarify whether color is claimed as a feature of the mark, applicant must satisfy one of the 

following:

 

(1)       If color is not a feature of the mark, applicant must submit (a) a new black-

and-white drawing of the mark to replace the color drawing in the record, (b) a statement 

that no claim of color is made in the international registration, and (c) a description of the 

literal and design elements in the mark omitting any reference to color. 37 C.F.R. §2.37; 

TMEP §§807.07(b), 807.12(c); see TMEP §§808 et seq.

 

The following description is suggested, if accurate:

 

The mark consists of a stylized wording "HULAHOOP".

 

(2)       If color is a feature of the mark, applicant must submit a statement (a) 

listing all the colors claimed as a feature of the mark and (b) describing where the colors 

appear in the literal and design elements in the mark. 37 C.F.R. §§2.37, 2.52(b)(1); TMEP 

§§807.07(b), 807.12(c). Generic color names must be used to describe the colors in the 

mark, e.g., red, yellow, blue. TMEP §807.07(a)(i)-(ii). If black, white, and/or gray 

represent background, outlining, shading, and/or transparent areas and are not part of the 

mark, applicant must include a statement indicating that in the description. See TMEP 

§807.07(d), (d)(iii).

 

The following color claim and description are suggested, if accurate:

 

Color claim:

 

The color red is are claimed as a feature of the mark.

 

Description:

 

The mark consists of a stylized wording "HULAHOOP" in red letters.

 

Applicant's Email Address and U.S.-Licensed Attorney Required 

 



Email address required. Applicant must provide applicant’s email address, which is a requirement for 

a complete application. See 37 C.F.R. §2.32(a)(2); Mandatory Electronic Filing & Specimen 

Requirements, Examination Guide 1-20, at III.A. (Rev. Feb. 2020). Applicant’s email address cannot be 

identical to the listed primary correspondence email address of any attorney retained to represent 

applicant in this application. See Examination Guide 1-20, at III.A.

 

Applicant must be represented by a U.S.-licensed attorney to respond to or appeal the provisional 

refusal. An applicant whose domicile is located outside of the United States or its territories is foreign-

domiciled and must be represented by an attorney who is an active member in good standing of the bar 

of the highest court of a U.S. state or territory. 37 C.F.R. §§2.11(a), 11.14; Requirement of U.S.-

Licensed Attorney for Foreign-Domiciled Trademark Applicants & Registrants, Examination Guide 4-

19, at I.A. (Rev. Sept. 2019). An individual applicant’s domicile is the place a person resides and 

intends to be the person’s principal home. 37 C.F.R. §2.2(o); Examination Guide 4-19, at I.A. A juristic 

entity’s domicile is the principal place of business; i.e., headquarters, where a juristic entity applicant’s 

senior executives or officers ordinarily direct and control the entity’s activities. 37 C.F.R. §2.2(o); 

Examination Guide 4-19, at I.A. Because applicant is foreign-domiciled, applicant must appoint such a 

U.S.-licensed attorney qualified to practice under 37 C.F.R. §11.14 as its representative before the 

application may proceed to registration. 37 C.F.R. §2.11(a). See Hiring a U.S.-licensed trademark 

attorney at https://www.uspto.gov/trademarks-getting-started/why-hire-private-trademark-attorney for 

more information.

 

Only a U.S.-licensed attorney can take action on an application on behalf of a foreign-domiciled 

applicant. 37 C.F.R. §2.11(a). Accordingly, the USPTO will not communicate further with applicant 

about the application beyond this Office action or permit applicant to make future submissions in this 

application. And applicant is not authorized to make amendments to the application.

 

To appoint or designate a U.S.-licensed attorney. To appoint an attorney, applicant should submit a 

completed Trademark Electronic Application System (TEAS) Change Address or Representation form 

at https://teas.uspto.gov/wna/ccr/car. The newly-appointed attorney must submit a TEAS Response to 

Examining Attorney Office Action form at https://teas.uspto.gov/office/roa/ indicating that an 

appointment of attorney has been made and address all other refusals or requirements in this action, if 

any. Alternatively, if applicant retains an attorney before filing the response, the attorney can respond 

to this Office action by using the appropriate TEAS response form and provide his or her attorney 

information in the form and sign it as applicant’s attorney. See 37 C.F.R. §2.17(b)(1)(ii).

 

*    *    *    *    *

 

Please call or email the assigned trademark examining attorney with questions about this Office action. 

Although an examining attorney cannot provide legal advice, the examining attorney can provide 

additional explanation about the refusal(s) and/or requirement(s) in this Office action. See TMEP 

§§705.02, 709.06.

 

The USPTO does not accept emails as responses to Office actions; however, emails can be used for 

informal communications and are included in the application record. See 37 C.F.R. §§2.62(c), 2.191; 

TMEP §§304.01-.02, 709.04-.05.

 

How to respond.  Click to file a response to this nonfinal Office action.

https://www.uspto.gov/sites/default/files/documents/TM-ExamGuide-MEF-1-20.pdf
https://www.uspto.gov/sites/default/files/documents/TM-ExamGuide-MEF-1-20.pdf
https://www.uspto.gov/trademarks-getting-started/why-hire-private-trademark-attorney
https://teas.uspto.gov/wna/ccr/car
https://teas.uspto.gov/office/roa/
https://teas.uspto.gov/office/roa/


 

 

/Matthew Tully/

Matthew Tully

(571) 270-5943

matthew.tully@uspto.gov

 

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  The 

response must be received by the USPTO before midnight Eastern Time of the last day of the 

response period.  TEAS maintenance or unforeseen circumstances could affect an applicant’s 

ability to timely respond.

•

Responses signed by an unauthorized party are not accepted and can cause the application to 

abandon.  If applicant does not have an attorney, the response must be signed by the individual 

applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 

applicant has an attorney, the response must be signed by the attorney.

•

If needed, find contact information for the supervisor of the office or unit listed in the 

signature block.

•

https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information
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