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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Virtuoso, Ltd.

Entity Corporation Citizenship Delaware

Address 777 MAIN STREET, SUITE 900
FORT WORTH, TX 76102
UNITED STATES

Attorney informa-
tion

SHANNON W. BATES
HARPER & BATES LLP
1717 MAIN STREET, SUITE 3550
DALLAS, TX 75201
UNITED STATES
Primary email: docketing@harperbates.com
2142388400

Docket no. 4312-09296

Applicant information

Application no. 97581099 Publication date 07/25/2023

Opposition filing
date

08/24/2023 Opposition period
ends

08/24/2023

Applicant Wander.com, Inc.
4601 PERALTA LANE
AUSTIN, TX 78735
UNITED STATES

Goods/services affected by opposition

Class 009. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Downloadable computer software for mo-
bile devices for booking temporary accommodation and vacation real estate listings; downloadable
software in the nature of a mobile application for booking temporary accommodation and vacation
real estate listings and for processing financial transactions; downloadable applications for use with
mobile devices for booking and making reservations for temporary accommodation and vacation real
estate listing and for processing financial transactions; downloadable computer software platform that
facilitates the provision of information and processing financial transactions relating to temporary ac-
commodation and vacation real estate listing services

Class 036. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Rental of homes and apartments; Providing
ratings, reviews, and recommendations of rental properties posted by renters via a website

Class 039. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Providing a website featuring travel inform-
ation and commentary; providing travel information to travelers regarding fares, timetables and public
transport; providing a website featuring information on travel; providing an on-line computer database
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in the field of travel information services; providing an on-line searchable computer database featur-
ing information on travel; providing information about travel, via the internet; providing information,
news and commentary in the field of travel; providing reviews of travel service providers; providing
links to the web sites of others featuring transportation and travel

Class 042. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Providing temporary use of web-based soft-
ware application that allows users of mobile phones, portable media players, handheld computers
and related mobile devices to arrange for the remote exchange of keys to lodgings and homes and
for locking and unlocking lodgings and homes; providing temporary use of web-based software ap-
plication that allows users of mobile phones, portable media players, handheld computers and related
mobile devices to rent temporary lodging, access information, listings and announcements about
temporary accommodations and vocation rentals; providing temporary use of web-based software
application that allows users of mobile phones, portable media players, handheld computers and re-
lated mobile devices to provide reviews and feedback about temporary lodging; providing temporary
use of web-based software application that allows users of mobile phones, portable media players,
handheld computers and related mobile devices to make payments for the purchases of goods and
services; providing temporary use of web-based software application that allows users of mobile
phones, portable media players, handheld computers and related mobile devices to search for travel,
temporary accommodation, travel information and related topics and for making reservations and
bookings for temporary accommodations; providing temporary use of web-based software application
that allows users of mobile phones, portable media players, handheld computers and related mobile
devices to provide travel reviews and recommendations for local attractions; software as a service
(SaaS) services featuring software that allows users of mobile phones, portable media players, hand-
held computers and related mobile devices to arrange for the remote exchange of keys to lodgings,
homes and vehicles and for locking and unlocking lodgings homes and vehicles; software as a ser-
vice (SaaS) services featuring software management tools that allows users of mobile phones, port-
able media players, handheld computers and related mobile devices to arrange for temporary lodging
check-in help; software as a service (SaaS) services featuring software that allows users of mobile
phones, portable media players, handheld computers and related mobile devices to rent temporary
lodging, access information, listings and announcements about temporary lodging; software as a ser-
vice (SaaS) services featuring software that allows users of mobile phones, portable media players,
handheld computers and related mobile devices to provide reviews and feedback about temporary
lodging; software as a service (SaaS) services featuring software that allows users of mobile phones,
portable media players, handheld computers and related mobile devices to make payments for the
purchases of goods and services; software as a service (SaaS) services featuring software that al-
lows users of mobile phones, portable media players, handheld computers and related mobile
devices to search for travel, temporary accommodation, travel information and related topics and for
making reservations and bookings for transportation, temporary accommodations; providing a web-
site featuring a search engine for the purpose of booking temporary housing accommodations and
lodging

Class 043. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Arranging temporary housing accommoda-
tions and lodging; providing information regarding temporary housing accommodation and lodging via
the internet; providing travel lodging and accommodation information services over global computer
networks, namely, an online searchable database featuring information about temporary housing ac-
commodations and lodging; providing information about the rental of temporary lodging, temporary
accommodations and temporary vacation accommodations, namely, property descriptions, property
images, reviews, locations, amenities, availability and rates; Providing online reservation and booking
for temporary lodging, temporary accommodations and temporary vacation accommodations; provid-
ing information about temporary lodging, temporary accommodations and temporary vacation accom-
modations by an interactive website

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks cited by opposer as basis for opposition

U.S. registration 4023563 Application date 03/31/2010



no.

Register Principal

Registration date 09/06/2011 Foreign priority
date

NONE

Word mark WANDERLIST

Design mark

Description of
mark

NONE

Goods/services Class 036. First use: First Use: Oct 5, 2009 First Use In Commerce: Oct 5, 2009

[ Travel agency services, namely, financial planning services ]

Class 039. First use: First Use: Oct 5, 2009 First Use In Commerce: Oct 5, 2009

Travel booking agencies; travel information services; travel, excursion, and
cruise arrangement; travel planning for individuals, families, and groups for spe-
cial occasions such as destination weddings, honeymoons, family reunions,
business retreats, and group events

U.S. registration
no.

6273365 Application date 01/29/2019

Register Principal

Registration date 02/16/2021 Foreign priority
date

NONE

Word mark VIRTUOSO WANDERLIST

Design mark

Description of
mark

NONE

Goods/services Class 039. First use: First Use: Jan 30, 2019 First Use In Commerce: Jan 30,
2019

Travel information services, namely, providing an interactive website for travel
information services featuring a series of lifestyle and travel-related questions to
help identify travel recommendations tailored to a specific user based on their in-
dividual needs and preferences; travel route planning services, namely, design-
ing and managing a travel route plan portfolio tailored to a specific user; travel
agency services, namely, arranging of transportation for travel tours designed to
expose the traveler to different countries, cultures, histories, societies, lan-
guages and experiences; web-based travel information services, namely, travel
information services featuring a series of lifestyle and travel-related questions for
response from the user that results in a report providing a recommended travel
plan portfolio; travel agency services, namely, making reservations and book-
ings for transportation; arranging of transportation for travel tours; travel guide
services; travel information services; providing information in the field of travel
by means of a global computer network

U.S. registration
no.

6234404 Application date 01/29/2019

Register Principal

Registration date 12/29/2020 Foreign priority
date

NONE

Word mark VIRTUOSO WANDERLIST

Design mark

Description of
mark

NONE

Goods/services Class 043. First use: First Use: Jan 30, 2019 First Use In Commerce: Jan 30,



2019

Travel agency services, namely, making reservations and bookings for tempor-
ary lodging, restaurants and meals

U.S. registration
no.

2542439 Application date 05/15/2000

Register Principal

Registration date 02/26/2002 Foreign priority
date

NONE

Word mark NONE

Design mark

Description of
mark

NONE

Goods/services Class 035. First use: First Use: Jan 12, 2000 First Use In Commerce: Jan 12,
2000

Business marketing consultation services for others, in the field of travel,
namely, marketing for travel agencies, cruise-lines and packaged travel groups

Class 038. First use: First Use: Jan 12, 2000 First Use In Commerce: Jan 12,
2000

providing multiple-user access to a global computer information network

Class 042. First use: First Use: Jan 12, 2000 First Use In Commerce: Jan 12,
2000

hosting the web sites of others on a computer server for a global computer net-
work

U.S. registration
no.

4659723 Application date 07/15/2014

Register Principal

Registration date 12/23/2014 Foreign priority
date

NONE

Word mark NONE

Design mark

Description of
mark

The mark consists of a swirled ribbon formed into a stylized globe shape with an
exclamation point extending therethrough.

Goods/services Class 039. First use: First Use: Jan 12, 2000 First Use In Commerce: Jan 12,
2000

Travel agency services, namely, making reservations and bookings for trans-
portation; arranging travel tours; travel guide services; travel information ser-
vices; providing information in the field of travel by means of a global computer
network

U.S. registration
no.

4659724 Application date 07/15/2014

Register Principal

Registration date 12/23/2014 Foreign priority
date

NONE

Word mark NONE

Design mark

Description of
mark

The mark consists of a swirled ribbon formed into a stylized globe shape with an
exclamation point extending therethrough.

Goods/services Class 043. First use: First Use: Jan 12, 2000 First Use In Commerce: Jan 12,



2000

Travel agency services, namely, making reservations and bookings for tempor-
ary lodging, restaurants, and meals

Related proceed-
ings

91276541, 91276542, 91283108

Attachments Final Notice of Opposition against WANDER and Design 97581099.pdf(1626573
bytes )

Signature /Shannon W. Bates/

Name Shannon W. Bates

Date 08/24/2023



Attorney Docket Number 
4312-09296 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of U.S. Trademark Application Serial No. 97/581,099 for the mark 

WANDER and Design owned by Wander.com, Inc. 

 

Virtuoso, Ltd.,     § 

      § 

 Opposer,    § 

      § 

v.     § Opposition No. ________________ 

      § 

Wander.com, Inc.    § 

      § 

 Applicant.    § 

 

 

NOTICE OF OPPOSITION 

 

 Opposer, Virtuoso, Ltd., a corporation organized under the laws of Delaware, 

having a business address of 777 Main Street, Suite 900, Fort Worth, Texas 76102 

(hereinafter “Opposer”), hereby files this Notice of Opposition pursuant to 37 C.F.R. 

2.101(b) and T.B.M.P. Section 309.  Opposer believes it will be damaged by the 

registration of the mark WANDER and Design, as shown in U.S. Trademark Application 

Serial No. 97/581,099 in International Classes 9, 36, 39, 42 and 43 (hereinafter, 

“Opposed Application” or “Opposed Mark”) filed by Wander.com, Inc. (hereinafter, 

“Applicant”), and hereby opposes the same. 

 As grounds of opposition, Opposer asserts that:  

DESCRIPTION OF THE OPPOSED APPLICATION 

1. Applicant filed the Opposed Application on September 7, 2022, and it was 

published for opposition in the Official Gazette on July 25, 2023. 

2. Applicant seeks registration of the mark, WANDER and Design (as depicted 

below), in connection with the following goods and services: 
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International Class 9 - Downloadable computer software for mobile devices for booking 

temporary accommodation and vacation real estate listings; downloadable software in the 

nature of a mobile application for booking temporary accommodation and vacation real 

estate listings and for processing financial transactions; downloadable applications for 

use with mobile devices for booking and making reservations for temporary 

accommodation and vacation real estate listing and for processing financial transactions; 

downloadable computer software platform that facilitates the provision of information 

and processing financial transactions relating to temporary accommodation and vacation 

real estate listing services; 

International Class 36 - Rental of homes and apartments; providing ratings, reviews, and 

recommendations of rental properties posted by renters via a website;  

 

International Class 39 - Providing a website featuring travel information and 

commentary; providing travel information to travelers regarding fares, timetables and 

public transport; providing a website featuring information on travel; providing an on-

line computer database in the field of travel information services; providing an on-line 

searchable computer database featuring information on travel; providing information 

about travel, via the internet; providing information, news and commentary in the field of 

travel; providing reviews of travel service providers; providing links to the web sites of 

others featuring transportation and travel; 

 

International Class 42 - Providing temporary use of web-based software application that 

allows users of mobile phones, portable media players, handheld computers and related 

mobile devices to arrange for the remote exchange of keys to lodgings and homes and for 

locking and unlocking lodgings and homes; providing temporary use of web-based 

software application that allows users of mobile phones, portable media players, 

handheld computers and related mobile devices to rent temporary lodging, access 

information, listings and announcements about temporary accommodations and vocation 

rentals; providing temporary use of web-based software application that allows users of 

mobile phones, portable media players, handheld computers and related mobile devices 

to provide reviews and feedback about temporary lodging; providing temporary use of 

web-based software application that allows users of mobile phones, portable media 

players, handheld computers and related mobile devices to make payments for the 

purchases of goods and services; providing temporary use of web-based software 

application that allows users of mobile phones, portable media players, handheld 

computers and related mobile devices to search for travel, temporary accommodation, 

travel information and related topics and for making reservations and bookings for 
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temporary accommodations; providing temporary use of web-based software application 

that allows users of mobile phones, portable media players, handheld computers and 

related mobile devices to provide travel reviews and recommendations for local 

attractions; software as a service (SaaS) services featuring software that allows users of 

mobile phones, portable media players, handheld computers and related mobile devices 

to arrange for the remote exchange of keys to lodgings, homes and vehicles and for 

locking and unlocking lodgings homes and vehicles; software as a service (SaaS) services 

featuring software management tools that allows users of mobile phones, portable media 

players, handheld computers and related mobile devices to arrange for temporary lodging 

check-in help; software as a service (SaaS) services featuring software that allows users 

of mobile phones, portable media players, handheld computers and related mobile 

devices to rent temporary lodging, access information, listings and announcements about 

temporary lodging; software as a service (SaaS) services featuring software that allows 

users of mobile phones, portable media players, handheld computers and related mobile 

devices to provide reviews and feedback about temporary lodging; software as a service 

(SaaS) services featuring software that allows users of mobile phones, portable media 

players, handheld computers and related mobile devices to make payments for the 

purchases of goods and services; software as a service (SaaS) services featuring software 

that allows users of mobile phones, portable media players, handheld computers and 

related mobile devices to search for travel, temporary accommodation, travel information 

and related topics and for making reservations and bookings for transportation, temporary 

accommodations; providing a website featuring a search engine for the purpose of 

booking temporary housing accommodations and lodging; and 

 

International Class 43 - Arranging temporary housing accommodations and lodging; 

providing information regarding temporary housing accommodation and lodging via the 

internet; providing travel lodging and accommodation information services over global 

computer networks, namely, an online searchable database featuring information about 

temporary housing accommodations and lodging; providing information about the rental 

of temporary lodging, temporary accommodations and temporary vacation 

accommodations, namely, property descriptions, property images, reviews, locations, 

amenities, availability and rates; Providing online reservation and booking for temporary 

lodging, temporary accommodations and temporary vacation accommodations; providing 

information about temporary lodging, temporary accommodations and temporary 

vacation accommodations by an interactive website. 

 

OPPOSER’S MARKS 

3. Opposer is a premium travel marketing company that offers a wide variety of 

goods and services in the field of travel. Opposer enjoys a reputation for excellence 

among travel agencies offering luxury travel and accommodations, as well as their 

customers. With over 20,000 Virtuoso member travel advisors employed globally, 
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Opposer and its goods and services have gained worldwide recognition, having been 

featured in national and international publications, television programs, and other media. 

4. In conjunction with its ongoing business and services, Opposer has established 

substantial rights and valuable goodwill throughout the U.S. and worldwide in the marks 

WANDERLIST, VIRTUOSO WANDERLIST and its Globe Swirl Design mark.  

Opposer’s rights and goodwill have been established through its adoption and use of 

these marks, the expenditure of considerable sums of money for promotional activities, 

and the excellence of its goods and services.   

5. Since at least as early as October 5, 2009, and continuously since that date, 

Opposer has used (via its predecessors in interest) the mark WANDERLIST in 

connection with various travel-related services, including travel information services, 

travel planning services, travel booking services and travel excursion and cruise 

arrangement.  

6. Since at least as early as January 30, 2019, and continuously since that date, 

Opposer has used the mark VIRTUOSO WANDERLIST in connection with various 

services, including travel information services, web-based travel information services, 

travel agency services, including making reservations and bookings for temporary 

lodging, travel route planning services, arranging of transportation for travel tours, travel 

guide services, and providing information in the field of travel by means of a global 

computer network. 

7. Since at least as early as January 12, 2000, and continuously since that date, 

Opposer has used its Globe Swirl Design mark (depicted below) in connection with 

various services, including travel information services, web-based travel information 
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services, travel agency services, including making reservations and bookings for 

temporary lodging, restaurants, meals and transportation, arranging travel tours, travel 

guide services and business marketing consultation services in the field of travel. 

 

8. Opposer is the owner of U.S. Service Mark Registration No. 4,023,563, issued 

September 6, 2011, for the mark WANDERLIST for “travel booking agencies; travel 

information services; travel, excursion, and cruise arrangement; travel planning for 

individuals, families, and groups for special occasions such as destination weddings, 

honeymoons, family reunions, business retreats and group events” in International Class 

39.  See attached hereto as Exhibit 1, a printout from the United States Patent and 

Trademark Office (USPTO) Trademark Status and Document Retrieval (TSDR) database 

containing current status and title information of the aforementioned registration.  

9. Opposer is also the owner of U.S. Service Mark Registration No. 6,273,365, 

issued February 16, 2021, for the mark VIRTUOSO WANDERLIST for “travel 

information services, namely, providing an interactive website for travel information 

services featuring a series of lifestyle and travel-related questions to help identify travel 

recommendations tailored to a specific user based on their individual needs and 

preferences; travel route planning services, namely, designing and managing a travel 

route plan portfolio tailored to a specific user; travel agency services, namely, arranging 

of transportation for travel tours designed to expose the traveler to different countries, 
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cultures, histories, societies, languages and experiences; web-based travel information 

services, namely, travel information services featuring a series of lifestyle and travel-

related questions for response from the user that results in a report providing a 

recommended travel plan portfolio; travel agency services, namely, making reservations 

and bookings for transportation; arranging of transportation for travel tours; travel guide 

services; travel information services; providing information in the field of travel by 

means of a global computer network” in Class 39. See attached hereto as Exhibit 2, a 

printout from the USPTO’s TSDR database containing current status and title 

information of the aforementioned registration.  

10. Opposer is also the owner of U.S. Service Mark Registration No. 6,234,404, 

issued December 29, 2020, for the mark VIRTUOSO WANDERLIST for “travel agency 

services, namely, making reservations and bookings for temporary lodging, restaurants 

and meals” in Class 43. See attached hereto as Exhibit 3, a printout from the USPTO’s 

TSDR database containing current status and title information of the aforementioned 

registration.  

11. Opposer is also the owner of U.S. Service Mark Registration No. 2,542,439 

issued February 26, 2002, for the Globe Swirl Design mark for “business marketing 

consultation services for others, in the field of travel, namely, marketing for travel 

agencies, cruise-lines and packaged travel groups” in Class 35, “providing multiple-user 

access to a global computer information network” in Class 38, and “hosting the websites 

of others on a computer server for a global computer network” in Class 42. See attached 

hereto as Exhibit 4, a printout from the USPTO’s TSDR database containing current 

status and title information of the aforementioned registration.  



Attorney Docket Number 
4312-09296 

7 of 12 

	

12. Opposer is also the owner of U.S. Service Mark Registration No. 4,659,723 

issued December 23, 2014, for the Globe Swirl Design mark for “travel agency services, 

namely, making reservations and bookings for transportation; arranging travel tours; 

travel guide services; travel information services; providing information in the field of 

travel by means of a global computer network” in Class 39. See attached hereto as 

Exhibit 5, a printout from the USPTO’s TSDR database containing current status and title 

information of the aforementioned registration.  

13. Opposer is also the owner of U.S. Service Mark Registration No. 4,659,724 

issued December 23, 2014, for the Globe Swirl Design mark for “travel agency services, 

namely, making reservations and bookings for temporary lodging, restaurants, and 

meals” in Class 43. See attached hereto as Exhibit 6, a printout from the USPTO’s TSDR 

database containing current status and title information of the aforementioned 

registration.  

COUNT 1 – LIKELIHOOD OF CONFUSION 

14. The Opposed Mark is likely to cause confusion as to the source of Applicant’s 

goods and services. 

15. The Opposed Application seeks registration of the mark WANDER in 

combination with a globe design element in Classes 9, 36, 39, 42 and 43. 

16. As set forth above, Opposer owns one registration for the word mark 

WANDERLIST, two registrations for marks that incorporate the term WANDERLIST, 

and three registrations for a Globe Swirl Design mark (collectively, “Opposer’s Marks”), 

together which form the basis for Opposer’s present claim for likelihood of confusion. 
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17. There is no issue of priority. The Opposed Application was filed on an intent-to-

use basis on September 7, 2022, and long before that filing date, Opposer adopted and 

used (and is still using) Opposer’s Marks in interstate commerce. 

18. Applicant’s goods and services offered under the Opposed Mark are identical and 

highly related to the services offered under Opposer’s Marks.   

19. The Opposed Application recites “providing a website featuring travel 

information and commentary; providing travel information to travelers regarding fares, 

timetables and public transport; providing a website featuring information on travel; 

providing an on-line computer database in the field of travel information services; 

providing an on-line searchable computer database featuring information on travel; 

providing information about travel, via the internet; providing information, news and 

commentary in the field of travel; providing reviews of travel service providers; 

providing links to the web sites of others featuring transportation and travel” in Class 39; 

whereas Opposer offers identical travel-related services under Opposer’s Marks, 

including travel information services and web-based travel information services, as well 

as services highly related to Applicant’s services, including travel route planning 

services, arranging of transportation for travel tours, and travel planning for individuals, 

families, and groups.  

20. The Opposed Application also recites “arranging temporary housing 

accommodations and lodging; providing information regarding temporary housing 

accommodation and lodging via the internet; providing travel lodging and 

accommodation information services over global computer networks, namely, an online 

searchable database featuring information about temporary housing accommodations and 
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lodging; providing information about the rental of temporary lodging, temporary 

accommodations and temporary vacation accommodations, namely, property 

descriptions, property images, reviews, locations, amenities, availability and rates; 

providing online reservation and booking for temporary lodging, temporary 

accommodations and temporary vacation accommodations; travel agency services, 

namely, making reservations and bookings for temporary housing accommodations and 

vacation accommodations; providing information about temporary lodging, temporary 

accommodations and temporary vacation accommodations by an interactive website” in 

International Class 43; whereas Opposer offers a variety of identical travel-related 

services under Opposer’s Marks, including travel agency services, namely, making 

reservations and bookings for temporary lodging, as well as providing information in the 

field of travel by means of a global computer network and travel booking agency 

services.   

21. Based on the Opposed Application, Applicant also intends to offer a wide variety 

of travel-related goods and services in International Classes 9, 36 and 42, which are very 

closely related to the services offered by Opposer under Opposer’s Marks, including but 

not limited to both downloadable computer software and downloadable mobile 

applications for booking temporary accommodation and vacation real estate listings, 

web-based software and software-as-a service (SAAS) services feature software that 

allows users of mobile devices to rent temporary lodging, search for travel, temporary 

accommodation, travel information and related topics, and for making reservations and 

bookings for temporary accommodations, and a website featuring a search engine for the 

purpose of booking temporary housing accommodations and lodging.  
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22. Applicant’s goods and services offered under the Opposed Mark are marketed to, 

and will be encountered by, the same class of consumers as Opposer’s services offered 

under Opposer’s Marks, i.e., persons seeking information about and in the field of travel 

and persons seeking to make reservations and bookings for temporary accommodations.  

23. The Opposed Mark consists of the term WANDER in combination with a globe 

design element and Opposer’s Marks consist of WANDER-formative terms and a globe 

design, so the literal portion of the Opposed Mark is fully encompassed by Opposer’s 

WANDERLIST and VIRTUOSO WANDERLIST marks, and the design element is 

similar in that both depict a globe. 

24. The Opposed Mark, incorporating the distinct term “WANDER”, is confusingly 

similar to Opposer’s WANDERLIST mark and the dominant term in Opposer’s 

VIRTUOSO WANDERLIST mark, resulting in a similar phonetic pronunciation and 

visual appearance. 

25. The Opposed Mark, incorporating a globe design element, is likewise confusingly 

similar to Opposer’s Globe Swirl Design mark.  

26. The Opposed Mark so resembles Opposer’s Marks as to be likely, when used on 

or in connection with Applicant’s goods and services, to cause confusion, or to cause 

mistake, or to deceive. Purchasers and prospective purchasers are likely to falsely believe 

that Applicant’s goods and services offered under the Opposed Mark are sponsored, 

endorsed, or approved by Opposer, or are in some way affiliated, connected, or 

associated with Opposer. 

27. Registration of the Opposed Mark by Applicant would be a source of damage to 

Opposer due to the likelihood of confusion between Applicant or Applicant’s services 
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and Opposer and Opposer’s services. Any dissatisfaction with Applicant’s goods or 

services, including any objection or fault found with Applicant’s goods or services, will 

necessarily reflect on and injure the reputation and goodwill symbolized by Opposer’s 

Marks.   

28.  Registration of the Opposed Mark by Applicant would further damage Opposer 

by conferring upon Applicant various statutory presumptions to which Applicant is not 

entitled in view of Opposer’s priority rights in Opposer’s Marks. 

 

PRAYER 

WHEREFORE, Opposer requests that registration of the mark shown in U.S. 

Trademark Application Serial No. 97/581,099 be denied and that this Opposition be 

sustained in favor of Opposer. 

Respectfully submitted, 

     VIRTUOSO, LTD. 

 

 By: /Shannon W. Bates/   

     Shannon W. Bates 

     Laura A. Brock 

     HARPER & BATES LLP 

     1717 Main Street, Suite 3550 

     Dallas, Texas 75206 

     Phone: (214) 238-8400 

     Fax: (214) 238-8401 

     Email: docketing@harperbates.com 

   

     ATTORNEYS FOR OPPOSER 
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CERTIFICATE OF TRANSMISSION UNDER TBMP 110 

 

 I HEREBY CERTIFY that a Notice of Opposition is being filed electronically 

through http://estta.uspto.gov via the Trademark Trial and Appeal Board Electronic 

Filing System 

 

on Thursday, August 24, 2023. 

 

 

     /Laura A. Brock/    

     Laura A. Brock 

 

 

 



 

 

 

EXHIBIT 1 

  



Publication Date:Mar. 22, 2011Notice of Allowance Date:May 17, 2011

 

Mark Information

Mark Literal
Elements:

WANDERLIST

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: [ Travel agency services, namely, financial planning services ]

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Oct. 05, 2009 Use in Commerce: Oct. 05, 2009

For: Travel booking agencies; travel information services; travel, excursion, and cruise arrangement; travel planning for individuals, families,
and groups for special occasions such as destination weddings, honeymoons, family reunions, business retreats, and group events

International
Class(es):

039 - Primary Class U.S Class(es): 100, 105

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 05, 2009 Use in Commerce: Oct. 05, 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Generated on: This page was generated by TSDR on 2023-08-23 14:49:19 EDT

Mark: WANDERLIST

US Serial Number: 85003100 Application Filing
Date:

Mar. 31, 2010

US Registration
Number:

4023563 Registration Date: Sep. 06, 2011

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Mar. 08, 2021



Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: VIRTUOSO, LTD.

Owner Address: 777 Main Street, Suite 900
Fort Worth, TEXAS UNITED STATES 76102

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Shannon W. Bates Docket Number: 4312-03900

Attorney Primary
Email Address:

docketing@harperbates.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Shannon W. Bates
Harper Bates & Champion LLP
1717 Main Street, Suite 3550
Dallas, TEXAS UNITED STATES 75201

Phone: 214-238-8400 Fax: 214-238-8401

Correspondent e-
mail:

docketing@harperbates.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Mar. 08, 2021 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED

Mar. 08, 2021 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 64591

Mar. 08, 2021 REGISTERED - SEC. 9 GRANTED/CHECK RECORD FOR SEC. 8 64591

Mar. 08, 2021 REGISTERED - PARTIAL SEC. 8 (10-YR) ACCEPTED 64591

Mar. 02, 2021 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 64591

Nov. 20, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Nov. 20, 2020 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Nov. 20, 2020 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Nov. 20, 2020 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Nov. 20, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Nov. 20, 2020 TEAS SECTION 8 & 9 RECEIVED

Sep. 06, 2020 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jun. 12, 2019 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Dec. 07, 2016 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Dec. 07, 2016 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 74704

Dec. 07, 2016 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74704

Sep. 26, 2016 TEAS SECTION 8 & 15 RECEIVED

Sep. 21, 2016 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Sep. 06, 2011 REGISTERED-PRINCIPAL REGISTER

Aug. 02, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 30, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 69712

Jul. 28, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jul. 07, 2011 STATEMENT OF USE PROCESSING COMPLETE 61813

Jul. 05, 2011 USE AMENDMENT FILED 61813



Jul. 07, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 61813

Jul. 05, 2011 TEAS STATEMENT OF USE RECEIVED

May 17, 2011 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Mar. 22, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Mar. 22, 2011 PUBLISHED FOR OPPOSITION

Feb. 15, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 69712

Feb. 12, 2011 ASSIGNED TO LIE 69712

Jan. 20, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 30, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 30, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 30, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 30, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 30, 2010 NON-FINAL ACTION E-MAILED 6325

Jun. 30, 2010 NON-FINAL ACTION WRITTEN 81091

Jun. 29, 2010 ASSIGNED TO EXAMINER 81091

Apr. 07, 2010 NOTICE OF PSEUDO MARK MAILED

Apr. 06, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED

Apr. 03, 2010 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 116 Date in Location: Mar. 08, 2021

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: Travel Beyond, Inc.

 
Assignment 1 of 2

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 5873/0625 Pages: 5

Date Recorded: Sep. 09, 2016

Supporting
Documents:

assignment-tm-5873-0625.pdf 

Assignor

Name: TRAVEL BEYOND, INC. Execution Date: Feb. 28, 2013

Legal Entity Type: CORPORATION State or Country
Where Organized:

MINNESOTA

Assignee

Name: BENDT, JAMES 

Legal Entity Type: INDIVIDUAL Citizenship: UNITED STATES

Address: 362 3RD STREET
EXCELSIOR, MINNESOTA 55331

Correspondent

Correspondent
Name:

LEIGH RAND

Correspondent
Address:

200 S. 6TH STREET
SUITE 4000
MINNEAPOLIS, MN 55402

Domestic Representative - Not Found

Assignment 2 of 2

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6663/0953 Pages: 4



Date Recorded: Jun. 06, 2019

Supporting
Documents:

assignment-tm-6663-0953.pdf 

Assignor

Name: BENDT, JAMES Execution Date: May 31, 2019

Legal Entity Type: INDIVIDUAL Citizenship: UNITED STATES

Assignee

Name: VIRTUOSO, LTD. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 777 MAIN STREET, SUITE 900
FORT WORTH, TEXAS 76102

Correspondent

Correspondent
Name:

SHANNON BATES, HARPER BATES & CHAMPION

Correspondent
Address:

1717 MAIN STREET, SUITE 3550
DALLAS, TX 75201

Domestic Representative - Not Found



 

 

 

EXHIBIT 2 

  



Publication Date:Aug. 06, 2019Notice of Allowance Date:Oct. 01, 2019

 

Mark Information

Mark Literal
Elements:

VIRTUOSO WANDERLIST

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

International
Registration

Number:

1490656

International
Application(s)

/Registration(s)
Based on this

Property:

A0088032/1490656

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Travel information services, namely, providing an interactive website for travel information services featuring a series of lifestyle and
travel-related questions to help identify travel recommendations tailored to a specific user based on their individual needs and
preferences; travel route planning services, namely, designing and managing a travel route plan portfolio tailored to a specific user;
travel agency services, namely, arranging of transportation for travel tours designed to expose the traveler to different countries,
cultures, histories, societies, languages and experiences; web-based travel information services, namely, travel information services
featuring a series of lifestyle and travel-related questions for response from the user that results in a report providing a recommended
travel plan portfolio; travel agency services, namely, making reservations and bookings for transportation; arranging of transportation
for travel tours; travel guide services; travel information services; providing information in the field of travel by means of a global
computer network

Generated on: This page was generated by TSDR on 2023-08-23 14:49:59 EDT

Mark: VIRTUOSO WANDERLIST

US Serial Number: 88280410 Application Filing
Date:

Jan. 29, 2019

US Registration
Number:

6273365 Registration Date: Feb. 16, 2021

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Feb. 16, 2021



International
Class(es):

039 - Primary Class U.S Class(es): 100, 105

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 30, 2019 Use in Commerce: Jan. 30, 2019

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Virtuoso, Ltd.

Owner Address: 777 Main Street, Suite 900
Fort Worth, TEXAS UNITED STATES 76102

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Shannon W. Bates Docket Number: 4312-02901

Attorney Primary
Email Address:

docketing@harperbates.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Shannon W. Bates
Harper Bates & Champion LLP
1717 Main Street, Suite 3550
Dallas, TEXAS UNITED STATES 75201

Phone: 214-238-8400 Fax: 214-238-8401

Correspondent e-
mail:

docketing@harperbates.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Feb. 16, 2021 REGISTERED-PRINCIPAL REGISTER

Jan. 12, 2021 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jan. 11, 2021 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jan. 02, 2021 TEAS/EMAIL CORRESPONDENCE ENTERED 70884

Jan. 02, 2021 CORRESPONDENCE RECEIVED IN LAW OFFICE 70884

Jan. 02, 2021 ASSIGNED TO LIE 70884

Dec. 31, 2020 STATEMENT OF USE PROCESSING COMPLETE 66154

Dec. 17, 2020 IU INFORMAL RESPONSE RECEIVED 66154

Dec. 17, 2020 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Nov. 20, 2020 USE AFFIDAVIT FAILED FORMALITIES 66154

Nov. 11, 2020 USE AMENDMENT FILED 66154

Nov. 19, 2020 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66154

Nov. 11, 2020 TEAS STATEMENT OF USE RECEIVED

Oct. 02, 2020 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Sep. 30, 2020 SOU EXTENSION 2 GRANTED 98765



Sep. 30, 2020 SOU EXTENSION 2 FILED 98765

Sep. 30, 2020 SOU TEAS EXTENSION RECEIVED

Apr. 02, 2020 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Mar. 31, 2020 SOU EXTENSION 1 GRANTED 98765

Mar. 31, 2020 SOU EXTENSION 1 FILED 98765

Mar. 31, 2020 SOU TEAS EXTENSION RECEIVED

Oct. 01, 2019 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Aug. 06, 2019 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Aug. 06, 2019 PUBLISHED FOR OPPOSITION

Jul. 17, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Jun. 26, 2019 ASSIGNED TO LIE 76568

Jun. 18, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 17, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 16, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 16, 2019 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Apr. 11, 2019 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Apr. 11, 2019 NON-FINAL ACTION E-MAILED 6325

Apr. 11, 2019 NON-FINAL ACTION WRITTEN 94371

Apr. 10, 2019 ASSIGNED TO EXAMINER 94371

Mar. 29, 2019 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Feb. 21, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED

Feb. 01, 2019 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jan. 11, 2021



 

 

 

EXHIBIT 3 

  



Publication Date:Aug. 06, 2019Notice of Allowance Date:Oct. 01, 2019

 

Mark Information

Mark Literal
Elements:

VIRTUOSO WANDERLIST

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

International
Registration

Number:

1488617

International
Application(s)

/Registration(s)
Based on this

Property:

A0088033/1488617

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Travel agency services, namely, making reservations and bookings for temporary lodging, restaurants and meals

International
Class(es):

043 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 30, 2019 Use in Commerce: Jan. 30, 2019

Generated on: This page was generated by TSDR on 2023-08-23 14:50:34 EDT

Mark: VIRTUOSO WANDERLIST

US Serial Number: 88280417 Application Filing
Date:

Jan. 29, 2019

US Registration
Number:

6234404 Registration Date: Dec. 29, 2020

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Dec. 29, 2020



Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Virtuoso, Ltd.

Owner Address: 777 Main Street, Suite 900
Fort Worth, TEXAS UNITED STATES 76102

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Shannon W. Bates Docket Number: 4312-02902

Attorney Primary
Email Address:

docketing@harperbates.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Shannon W. Bates
Harper Bates & Champion LLP
1717 Main Street, Suite 3550
Dallas, TEXAS UNITED STATES 75201

Phone: 214-238-8400 Fax: 214-238-8401

Correspondent e-
mail:

docketing@harperbates.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Dec. 29, 2020 REGISTERED-PRINCIPAL REGISTER

Nov. 25, 2020 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Nov. 24, 2020 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Nov. 19, 2020 STATEMENT OF USE PROCESSING COMPLETE 71034

Nov. 11, 2020 USE AMENDMENT FILED 71034

Nov. 19, 2020 CASE ASSIGNED TO INTENT TO USE PARALEGAL 71034

Nov. 11, 2020 TEAS STATEMENT OF USE RECEIVED

Oct. 02, 2020 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Sep. 30, 2020 SOU EXTENSION 2 GRANTED 98765

Sep. 30, 2020 SOU EXTENSION 2 FILED 98765

Sep. 30, 2020 SOU TEAS EXTENSION RECEIVED

Apr. 02, 2020 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Mar. 31, 2020 SOU EXTENSION 1 GRANTED 98765

Mar. 31, 2020 SOU EXTENSION 1 FILED 98765

Mar. 31, 2020 SOU TEAS EXTENSION RECEIVED

Oct. 01, 2019 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Aug. 06, 2019 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Aug. 06, 2019 PUBLISHED FOR OPPOSITION

Jul. 17, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Jun. 26, 2019 ASSIGNED TO LIE 76568



Jun. 18, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 17, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 16, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 16, 2019 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Apr. 11, 2019 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Apr. 11, 2019 NON-FINAL ACTION E-MAILED 6325

Apr. 11, 2019 NON-FINAL ACTION WRITTEN 94371

Apr. 10, 2019 ASSIGNED TO EXAMINER 94371

Mar. 29, 2019 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Feb. 21, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED

Feb. 01, 2019 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Nov. 24, 2020

Proceedings

Summary

Number of
Proceedings:

5

 
Type of Proceeding: Opposition

Proceeding
Number:

91285211 Filing Date: May 25, 2023

Status: Pending Status Date: May 25, 2023

Interlocutory
Attorney:

KEVIN G CRENNAN

Defendant

Name: WanderWith Ltd.

Correspondent
Address:

REXFORD BRABSON
T-REX LAW. P.C.
7040 AVENIDA ENCINAS #104-333
CARLSBAD CA UNITED STATES , 92011

Correspondent e-
mail:

rex@t-rexlaw.com , jfranco@t-rexlaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDERWITH 88637995

Plaintiff(s)

Name: Virtuoso, Ltd.

Correspondent
Address:

SHANNON W. BATES
HARPER & BATES LLP
1717 MAIN STREET, SUITE 3550
DALLAS TX UNITED STATES , 75201

Correspondent e-
mail:

docketing@harperbates.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDERLIST 85003100 4023563

VIRTUOSO WANDERLIST 88280410 6273365

VIRTUOSO WANDERLIST 88280417 6234404

Prosecution History

Entry Number History Text Date Due Date



6 ANSWER Jun 15, 2023

5 D CHANGE OF CORRESP ADDRESS Jun 15, 2023

4 D CHANGE OF CORRESP ADDRESS Jun 15, 2023

3 INSTITUTED May 25, 2023

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 25, 2023 Jul 04, 2023

1 FILED AND FEE May 25, 2023

Type of Proceeding: Opposition

Proceeding
Number:

91283108 Filing Date: Jan 30, 2023

Status: Pending Status Date: Jan 30, 2023

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Wander.com, Inc.

Correspondent
Address:

DAVID E. ARMENDARIZ
PIRKEY BARBER PLLC
1801 EAST 6TH STREET, SUITE 300
AUSTIN TX UNITED STATES , 78702

Correspondent e-
mail:

tmcentral@pirkeybarber.com , ckindel@pirkeybarber.com , estafki@pirkeybarber.com , darmendariz@pirkeybarber.com , flau@pirkeyb

arber.com

Associated marks

Mark Application Status Serial Number
Registration
Number

@WANDER 97215221

Plaintiff(s)

Name: Virtuoso, Ltd.

Correspondent
Address:

SHANNON W. BATES
HARPER & BATES LLP
1717 MAIN STREET, SUITE 3550
DALLAS TX UNITED STATES , 75201

Correspondent e-
mail:

docketing@harperbates.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDERLIST 85003100 4023563

VIRTUOSO WANDERLIST 88280417 6234404

VIRTUOSO WANDERLIST 88280410 6273365

Prosecution History

Entry Number History Text Date Due Date

13 ANSWER Jul 07, 2023

12 EXTENSION OF TIME GRANTED Jun 06, 2023

11 D MOT FOR EXT W/ CONSENT Jun 06, 2023

10 EXTENSION OF TIME GRANTED May 05, 2023

9 D MOT FOR EXT W/ CONSENT May 05, 2023

8 EXTENSION OF TIME GRANTED Apr 03, 2023

7 D MOT FOR EXT W/ CONSENT Apr 03, 2023

6 EXTENSION OF TIME GRANTED Mar 08, 2023

5 D MOT FOR EXT W/ CONSENT Mar 08, 2023

4 D CHANGE OF CORRESP ADDRESS Mar 08, 2023

3 INSTITUTED Jan 30, 2023

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 30, 2023 Mar 11, 2023

1 FILED AND FEE Jan 30, 2023

Type of Proceeding: Opposition

Proceeding
Number:

91276541 Filing Date: Jun 02, 2022



Status: Pending Status Date: Jun 02, 2022

Interlocutory
Attorney:

ASHLYN LEMBREE

Defendant

Name: Wander.com, Inc.

Correspondent
Address:

DAVID E. ARMENDARIZ
PIRKEY BARBER PLLC
1801 EAST 6TH STREET, SUITE 300
AUSTIN TX UNITED STATES , 78702

Correspondent e-
mail:

tmcentral@pirkeybarber.com , ckindel@pirkeybarber.com , twimberly@pirkeybarber.com , flau@pirkeybarber.com , estafki@pirkeybar

ber.com , darmendariz@pirkeybarber.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDER.COM 97061692

Plaintiff(s)

Name: Virtuoso, Ltd.

Correspondent
Address:

SHANNON W. BATES
HARPER & BATES LLP
1717 MAIN STREET, SUITE 3550
DALLAS TX UNITED STATES , 75201

Correspondent e-
mail:

docketing@harperbates.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDERLIST 85003100 4023563

VIRTUOSO WANDERLIST 88280410 6273365

VIRTUOSO WANDERLIST 88280417 6234404

Prosecution History

Entry Number History Text Date Due Date

26 ANSWER Jul 07, 2023

25 REQ FOR PROG ON SETTL - EXT GRANTED Jun 07, 2023

24 D MOT FOR EXT W/ CONSENT Jun 06, 2023

23 EXTENSION OF TIME GRANTED May 05, 2023

22 D MOT FOR EXT W/ CONSENT May 05, 2023

21 EXTENSION OF TIME GRANTED Apr 03, 2023

20 D MOT FOR EXT W/ CONSENT Apr 03, 2023

19 EXTENSION OF TIME GRANTED Mar 08, 2023

18 D MOT FOR EXT W/ CONSENT Mar 08, 2023

17 EXTENSION OF TIME GRANTED Feb 06, 2023

16 D MOT FOR EXT W/ CONSENT Feb 06, 2023

15 EXTENSION OF TIME GRANTED Jan 05, 2023

14 D MOT FOR EXT W/ CONSENT Jan 05, 2023

13 D CHANGE OF CORRESP ADDRESS Nov 09, 2022

12 EXTENSION OF TIME GRANTED Nov 09, 2022

11 D MOT FOR EXT W/ CONSENT Nov 09, 2022

10 EXTENSION OF TIME GRANTED Aug 30, 2022

9 D MOT FOR EXT W/ CONSENT Aug 30, 2022

8 EXTENSION OF TIME GRANTED Aug 08, 2022

7 D MOT FOR EXT W/ CONSENT Aug 08, 2022

6 EXTENSION OF TIME GRANTED Jul 11, 2022

5 D MOT FOR EXT W/ CONSENT Jul 11, 2022

4 D CHANGE OF CORRESP ADDRESS Jul 07, 2022

3 INSTITUTED Jun 02, 2022

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 02, 2022 Jul 12, 2022

1 FILED AND FEE Jun 02, 2022



Type of Proceeding: Opposition

Proceeding
Number:

91276542 Filing Date: Jun 02, 2022

Status: Pending Status Date: Jun 02, 2022

Interlocutory
Attorney:

ASHLYN LEMBREE

Defendant

Name: Wander.com, Inc.

Correspondent
Address:

DAVID E. ARMENDARIZ
PIRKEY BARBER PLLC
1801 EAST 6TH STREET, SUITE 300
AUSTIN TX UNITED STATES , 78702

Correspondent e-
mail:

tmcentral@pirkeybarber.com , ckindel@pirkeybarber.com , flau@pirkeybarber.com , twimberly@pirkeybarber.com , estafki@pirkeybar

ber.com , darmendariz@pirkeybarber.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDERHQ 90802002

Plaintiff(s)

Name: Virtuoso, Ltd.

Correspondent
Address:

SHANNON W. BATES
HARPER & BATES LLP
1717 MAIN STREET, SUITE 3550
DALLAS TX UNITED STATES , 75201

Correspondent e-
mail:

docketing@harperbates.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDERLIST 85003100 4023563

VIRTUOSO WANDERLIST 88280410 6273365

VIRTUOSO WANDERLIST 88280417 6234404

Prosecution History

Entry Number History Text Date Due Date

26 ANSWER Jul 07, 2023

25 REQ FOR PROG ON SETTL - EXT GRANTED Jun 07, 2023

24 D MOT FOR EXT W/ CONSENT Jun 06, 2023

23 EXTENSION OF TIME GRANTED May 05, 2023

22 D MOT FOR EXT W/ CONSENT May 05, 2023

21 EXTENSION OF TIME GRANTED Apr 03, 2023

20 D MOT FOR EXT W/ CONSENT Apr 03, 2023

19 EXTENSION OF TIME GRANTED Mar 08, 2023

18 D MOT FOR EXT W/ CONSENT Mar 08, 2023

17 EXTENSION OF TIME GRANTED Feb 06, 2023

16 D MOT FOR EXT W/ CONSENT Feb 06, 2023

15 EXTENSION OF TIME GRANTED Jan 05, 2023

14 D MOT FOR EXT W/ CONSENT Jan 05, 2023

13 D CHANGE OF CORRESP ADDRESS Nov 09, 2022

12 EXTENSION OF TIME GRANTED Nov 09, 2022

11 D MOT FOR EXT W/ CONSENT Nov 09, 2022

10 EXTENSION OF TIME GRANTED Aug 30, 2022

9 D MOT FOR EXT W/ CONSENT Aug 30, 2022

8 EXTENSION OF TIME GRANTED Aug 08, 2022

7 D MOT FOR EXT W/ CONSENT Aug 08, 2022

6 EXTENSION OF TIME GRANTED Jul 11, 2022

5 D MOT FOR EXT W/ CONSENT Jul 11, 2022



4 D CHANGE OF CORRESP ADDRESS Jul 07, 2022

3 INSTITUTED Jun 02, 2022

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 02, 2022 Jul 12, 2022

1 FILED AND FEE Jun 02, 2022

Type of Proceeding: Opposition

Proceeding
Number:

91274572 Filing Date: Feb 16, 2022

Status: Pending Status Date: Jun 04, 2022

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Endeavor Web LLC

Correspondent
Address:

REXFORD BRABSON, ESQ.
T-REX LAW, P.C.
7040 AVENIDA ENCINAS #104-333
CARLSBAD CA UNITED STATES , 92011

Correspondent e-
mail:

rex@t-rexlaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDERIST 90556772

Plaintiff(s)

Name: Virtuoso, Ltd.

Correspondent
Address:

SHANNON W. BATES
HARPER & BATES LLP
1717 MAIN STREET, SUITE 3550
DALLAS TX UNITED STATES , 75201

Correspondent e-
mail:

docketing@harperbates.com

Associated marks

Mark Application Status Serial Number
Registration
Number

WANDERLIST 85003100 4023563

VIRTUOSO WANDERLIST 88280410 6273365

VIRTUOSO WANDERLIST 88280417 6234404

Prosecution History

Entry Number History Text Date Due Date

18 EXTENSION OF TIME GRANTED Aug 01, 2023

17 P MOT FOR EXT W/ CONSENT Aug 01, 2023

16 EXTENSION OF TIME GRANTED May 18, 2023

15 P MOT FOR EXT W/ CONSENT May 17, 2023

14 EXTENSION OF TIME GRANTED Mar 02, 2023

13 P MOT FOR EXT W/ CONSENT Mar 02, 2023

12 PROCEEDINGS RESUMED Sep 06, 2022

11 D REPLY IN SUPPORT OF MOTION Jul 02, 2022

10 P OPP/RESP TO MOTION Jun 23, 2022

9 ANSWER Jun 03, 2022

8 D MOT FOR RELIEF FROM JGT: FRCP 60 Jun 03, 2022

7 D CHANGE OF CORRESP ADDRESS Jun 03, 2022

6 TERMINATED May 18, 2022

5 BD DECISION: OPP SUSTAINED May 18, 2022

4 NOTICE OF DEFAULT Apr 08, 2022

3 INSTITUTED Feb 16, 2022

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 16, 2022 Mar 28, 2022

1 FILED AND FEE Feb 16, 2022



 

 

 

EXHIBIT 4 

  



Publication Date:Dec. 04, 2001

 

Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

24.17.14 - Punctuation marks; Question marks (?); Exclamation points (!¡); Diacritical marks; Commas; Brackets, punctuation;
Ampersands (&); At symbol (@)
26.01.26 - Spirals; Swirls; Coils

Related Properties Information

International
Registration

Number:

1223261

International
Application(s)

/Registration(s)
Based on this

Property:

A0044069/1223261

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Business marketing consultation services for others, in the field of travel, namely, marketing for travel agencies, cruise-lines and
packaged travel groups

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

Generated on: This page was generated by TSDR on 2023-08-23 13:41:17 EDT

Mark:

US Serial Number: 76048454 Application Filing
Date:

May 15, 2000

US Registration
Number:

2542439 Registration Date: Feb. 26, 2002

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Oct. 14, 2021



First Use: Jan. 12, 2000 Use in Commerce: Jan. 12, 2000

For: providing multiple-user access to a global computer information network

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 12, 2000 Use in Commerce: Jan. 12, 2000

For: hosting the web sites of others on a computer server for a global computer network

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 12, 2000 Use in Commerce: Jan. 12, 2000

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: VIRTUOSO, LTD.

Owner Address: 777 Main Street, Suite 900
Fort Worth, TEXAS UNITED STATES 76102

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Shannon W. Bates Docket Number: 4312-00200

Attorney Primary
Email Address:

docketing@harperbates.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Shannon W. Bates
Harper & Bates LLP
1717 Main Street, Suite 3550
Dallas, TEXAS UNITED STATES 75201

Phone: 214-238-8400 Fax: 214-238-8401

Correspondent e-
mail:

docketing@harperbates.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Oct. 14, 2021 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 14, 2021 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 70629

Oct. 14, 2021 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 70629

Oct. 14, 2021 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70629

Jun. 04, 2021 TEAS SECTION 8 & 9 RECEIVED



Feb. 26, 2021 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Mar. 29, 2019 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 26, 2018 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Sep. 20, 2016 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Sep. 20, 2016 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jun. 18, 2015 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 23, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Mar. 22, 2012 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 73376

Mar. 22, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 73376

Mar. 22, 2012 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 73376

Feb. 16, 2012 TEAS SECTION 8 & 9 RECEIVED

Aug. 09, 2011 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Sep. 27, 2010 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 24, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Mar. 24, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Dec. 04, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Jul. 05, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 59807

Jun. 27, 2007 ASSIGNED TO PARALEGAL 59807

Jun. 11, 2007 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Jun. 11, 2007 PAPER RECEIVED

Apr. 09, 2007 CASE FILE IN TICRS

Feb. 26, 2002 REGISTERED-PRINCIPAL REGISTER

Dec. 04, 2001 PUBLISHED FOR OPPOSITION

Nov. 14, 2001 NOTICE OF PUBLICATION

Aug. 04, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER

May 21, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Nov. 21, 2000 NON-FINAL ACTION MAILED

Nov. 15, 2000 ASSIGNED TO EXAMINER 78067

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Oct. 14, 2021

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: VIRTUOSO, LTD.

 
Assignment 1 of 1

Conveyance: CHANGE OF NAME

Reel/Frame: 2306/0802 Pages: 3

Date Recorded: May 29, 2001

Supporting
Documents:

assignment-tm-2306-0802.pdf 

Assignor

Name: ALLIED PERCIVAL INTERNATIONAL, LTD. Execution Date: Sep. 29, 2000

Legal Entity Type: CORPORATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: VIRTUOSO, LTD. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 500 MAIN STREET, SUITE 400
FORT WORTH, TEXAS 76102



Correspondent

Correspondent
Name:

BRACEWELL & PATTERSON, L.L.P.

Correspondent
Address:

JAMES E. BRADLEY
P.O. BOX 61389
HOUSTON, TEXAS 77208-1389

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

1

 
Type of Proceeding: Opposition

Proceeding
Number:

91243683 Filing Date: Sep 12, 2018

Status: Terminated Status Date: May 13, 2020

Interlocutory
Attorney:

SHANNA K SANDERS

Defendant

Name: JSC Belarusian Potash Company

Correspondent
Address:

ANN MACE
CROWELL & MORING LLP
1001 PENNSYLVANIA AVENUE NW
WASHINGTON DC UNITED STATES , 20004-2595

Correspondent e-
mail:

amace@crowell.com , edocket@crowell.com , afield@crowell.com , majitsingh@crowell.com , ckornett@crowell.com , dervin@crowell.

com

Associated marks

Mark Application Status Serial Number
Registration
Number

BELARUSIAN POTASH COMPANY 79215956

Plaintiff(s)

Name: Virtuoso, Ltd.

Correspondent
Address:

SHANNON BATES
HARPER BATES & CHAMPION LLP
1717 MAIN STREET, SUITE 3550
DALLAS TX UNITED STATES , 75201

Correspondent e-
mail:

docketing@harperbates.com

Associated marks

Mark Application Status Serial Number
Registration
Number

76048454 2542439

Prosecution History

Entry Number History Text Date Due Date

18 TERMINATED May 13, 2020

17 BD DECISION: OPP DISMISSED W/ PREJ May 13, 2020

16 MOT TO AMEND APPLICATION Dec 19, 2019

15 EXTENSION OF TIME GRANTED Oct 29, 2019

14 D MOT FOR EXT W/ CONSENT Oct 23, 2019

13 EXTENSION OF TIME GRANTED Jul 26, 2019

12 D MOT FOR EXT W/ CONSENT Jul 26, 2019

11 EXTENSION OF TIME GRANTED Jun 19, 2019

10 D MOT FOR EXT W/ CONSENT Jun 19, 2019

9 EXTENSION OF TIME GRANTED Apr 24, 2019

8 P MOT FOR EXT W/ CONSENT Apr 24, 2019

7 EXTENSION OF TIME GRANTED Jan 15, 2019

6 D MOT FOR EXT W/ CONSENT Jan 15, 2019



5 EXTENSION OF TIME GRANTED Oct 24, 2018

4 D MOT FOR EXT W/ CONSENT Oct 24, 2018

3 INSTITUTED Sep 19, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 19, 2018 Oct 29, 2018

1 FILED AND FEE Sep 12, 2018



 

 

 

EXHIBIT 5 

  



Publication Date:Oct. 07, 2014

 

Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a swirled ribbon formed into a stylized globe shape with an exclamation point extending therethrough.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

01.07.25 - Globes, other
09.01.04 - Ribbons, giftwrap (gift wrap); Ribbons, hair; Bows, decorative
24.17.14 - Exclamation points (!¡); Question marks (?); Punctuation marks; Diacritical marks; Ampersands (&); At symbol (@);
Commas; Brackets, punctuation
26.01.26 - Spirals; Swirls; Coils

Related Properties Information

International
Registration

Number:

1322364

International
Application(s)

/Registration(s)
Based on this

Property:

A0061133/1322364

Claimed Ownership
of US

Registrations:

2542439

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

Generated on: This page was generated by TSDR on 2023-08-23 13:42:05 EDT

Mark:

US Serial Number: 86338109 Application Filing
Date:

Jul. 15, 2014

US Registration
Number:

4659723 Registration Date: Dec. 23, 2014

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Mar. 19, 2020



Asterisks *..* identify additional (new) wording in the goods/services.

For: Travel agency services, namely, making reservations and bookings for transportation; arranging travel tours; travel guide services;
travel information services; providing information in the field of travel by means of a global computer network

International
Class(es):

039 - Primary Class U.S Class(es): 100, 105

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 12, 2000 Use in Commerce: Jan. 12, 2000

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Virtuoso, Ltd.

Owner Address: 777 Main Street, Suite 900
Fort Worth, TEXAS UNITED STATES 76102

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Shannon W. Bates Docket Number: 4312-00262

Attorney Primary
Email Address:

docketing@harperbates.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

SHANNON W. BATES
Harper Bates & Champion LLP
1717 Main Street, Suite 3550
Dallas, TEXAS UNITED STATES 75201

Phone: 214-238-8400 Fax: 214-238-8401

Correspondent e-
mail:

docketing@harperbates.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Mar. 19, 2020 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Mar. 19, 2020 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70187

Mar. 19, 2020 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70187

Jan. 23, 2020 TEAS SECTION 8 & 15 RECEIVED

Dec. 23, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Mar. 29, 2019 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 26, 2018 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Sep. 20, 2016 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Sep. 20, 2016 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jun. 18, 2015 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Dec. 23, 2014 REGISTERED-PRINCIPAL REGISTER

Oct. 07, 2014 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED



Oct. 07, 2014 PUBLISHED FOR OPPOSITION

Sep. 17, 2014 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Aug. 29, 2014 LAW OFFICE PUBLICATION REVIEW COMPLETED 66121

Aug. 20, 2014 ASSIGNED TO LIE 66121

Aug. 11, 2014 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 09, 2014 EXAMINER'S AMENDMENT ENTERED 88888

Aug. 09, 2014 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Aug. 09, 2014 EXAMINERS AMENDMENT E-MAILED 6328

Aug. 09, 2014 EXAMINERS AMENDMENT -WRITTEN 90289

Aug. 08, 2014 ASSIGNED TO EXAMINER 90289

Jul. 22, 2014 NOTICE OF DESIGN SEARCH CODE E-MAILED

Jul. 21, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED

Jul. 18, 2014 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 105 Date in Location: Mar. 19, 2020



 

 

 

EXHIBIT 6 

  



Publication Date:Oct. 07, 2014

 

Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a swirled ribbon formed into a stylized globe shape with an exclamation point extending therethrough.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

01.07.25 - Globes, other
09.01.04 - Ribbons, giftwrap (gift wrap); Ribbons, hair; Bows, decorative
24.17.14 - Exclamation points (!¡); Question marks (?); Punctuation marks; Diacritical marks; Ampersands (&); At symbol (@);
Commas; Brackets, punctuation
26.01.26 - Spirals; Swirls; Coils

Related Properties Information

International
Registration

Number:

1322365

International
Application(s)

/Registration(s)
Based on this

Property:

A0061146/1322365

Claimed Ownership
of US

Registrations:

2542439

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

Generated on: This page was generated by TSDR on 2023-08-23 13:42:26 EDT

Mark:

US Serial Number: 86338124 Application Filing
Date:

Jul. 15, 2014

US Registration
Number:

4659724 Registration Date: Dec. 23, 2014

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Mar. 19, 2020



Asterisks *..* identify additional (new) wording in the goods/services.

For: Travel agency services, namely, making reservations and bookings for temporary lodging, restaurants, and meals

International
Class(es):

043 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 12, 2000 Use in Commerce: Jan. 12, 2000

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Virtuoso, Ltd.

Owner Address: 777 Main Street, Suite 900
Fort Worth, TEXAS UNITED STATES 76102

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Shannon W. Bates Docket Number: 4312-00263

Attorney Primary
Email Address:

docketing@harperbates.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

SHANNON W. BATES
Harper Bates & Champion LLP
1717 Main Street, Suite 3550
Dallas, TEXAS UNITED STATES 75201

Phone: 214-238-8400 Fax: 214-238-8401

Correspondent e-
mail:

docketing@harperbates.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Mar. 19, 2020 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Mar. 19, 2020 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70187

Mar. 19, 2020 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70187

Jan. 23, 2020 TEAS SECTION 8 & 15 RECEIVED

Dec. 23, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Mar. 29, 2019 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 26, 2018 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Sep. 20, 2016 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Sep. 20, 2016 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jun. 18, 2015 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Dec. 23, 2014 REGISTERED-PRINCIPAL REGISTER

Oct. 07, 2014 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED



Oct. 07, 2014 PUBLISHED FOR OPPOSITION

Sep. 17, 2014 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Aug. 29, 2014 LAW OFFICE PUBLICATION REVIEW COMPLETED 66121

Aug. 20, 2014 ASSIGNED TO LIE 66121

Aug. 11, 2014 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 09, 2014 EXAMINER'S AMENDMENT ENTERED 88888

Aug. 09, 2014 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Aug. 09, 2014 EXAMINERS AMENDMENT E-MAILED 6328

Aug. 09, 2014 EXAMINERS AMENDMENT -WRITTEN 90289

Aug. 08, 2014 ASSIGNED TO EXAMINER 90289

Jul. 22, 2014 NOTICE OF DESIGN SEARCH CODE E-MAILED

Jul. 21, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED

Jul. 18, 2014 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 105 Date in Location: Mar. 19, 2020


