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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Conn’s, Inc.

Opposer

V.

Opposition No. 91286534

Menasha Corporation

Applicant

OPPOSER’S MOTION TO AMEND NOTICE OF OPPOSITION

L. INTRODUCTION

Pursuant to TBMP §507, Opposer Conn’s, Inc. (“Opposer”) hereby moves to amend the
Notice of Opposition in the above-entitled action.
IL. STATEMENT OF FACTS

Opposer filed its Notice of Opposition (the “Original Notice) against Applicant’s
Application Serial No. 97/361,897 for the mark MENASHA MAKES IT HAPPEN on August
11,2023. 1 TTABVUE. The Original Notice alleged that Opposer had superior rights by virtue
of its ownership of pending Application Serial No. 88/724,460 for the mark MAKE IT
HAPPEN, which was filed on December 12, 2019, well prior to Applicant’s filing of Application
Serial No. 97/361,897, which was filed on April 13, 2022. The Original Notice also alleged that
Opposer was currently using its mark in connection with Opposer’s Services in interstate
commerce and that Opposer had developed a substantial level of acquired distinctiveness in
Opposer’s Mark, but did not allege a specific date of first use.

On September 19, 2023, Applicant filed a Motion to Extend its deadline to file an answer
to the Original Notice. 4 TTABVUE. Applicant’s basis for the Motion to Extend was that

Opposer’s Application Serial No. 88/724,460 (“Opposer’s Application”), on which Opposer



primarily based its Notice of Opposition, was still pending examination and was subject to a
potential Section 2(d) refusal. Applicant argued that if Opposer’s Application received a final
refusal of registration, Opposer would have no basis for maintaining the opposition, and the
opposition would therefore be dismissed as moot.

Opposer is thus moving to amend its Original Notice to clarify that in addition to its
rights in Opposer’s Application, Opposer is also relying upon its common law rights in the
MAKE IT HAPPEN mark as a basis for bringing this proceeding. As noted above, Opposer
alleged in its Original Notice that it was using the MAKE IT HAPPEN mark in commerce and
that it had acquired distinctiveness in the mark, and Opposer believes that these allegations are
sufficient to set forth a basis for bringing the opposition independent of Applicant’s ownership of
Application Serial No. 88/724.460. However, Applicant apparently believes that the opposition
was based solely upon Opposer’s Application, and in the unlikely event that Opposer’s
Application is refused registration, Opposer expects that Applicant will file a Motion to Dismiss
the opposition.

Therefore, this Motion is necessary to amend the Original Notice to clarify that Opposer
is also relying upon its common law rights and to further specify the nature of those rights,
including that Opposer’s first common law use of its MAKE IT HAPPEN mark was prior to the
filing date of Applicant’s Application Serial No. 97/361,897 or any use by Applicant of
Applicant’s MENASHA MAKES IT HAPPEN mark.

Opposer is attaching a clean copy of its proposed Amended Notice of Opposition (the
“Amended Notice™) as Exhibit 1, and a redline copy showing the changes from the Original

Notice to the Amended Notice as Exhibit 2.



III. OPPOSER’S MOTION SHOULD BE GRANTED AS A MATTER OF COURSE

The Board’s rules state that “a plaintiff may amend its complaint once as a matter of
course beyond the initial 21 days from serving it until the defendant files either an answer or a
Rule 12(b), (e) or (f) motion.” TBMP §507.02. As noted above, Applicant filed a Motion to
Suspend on September 19, 2023; however, Applicant has not yet filed an Answer to the Original
Notice, or a Motion to Dismiss. Applicant’s Motion to Suspend does not qualify as “either an
answer or a Rule 12(b), (e) or (f) motion.”

Therefore, this Motion to Amend should be granted as a matter of course.
IV. THE BOARD LIBERALLY GRANTS LEAVE TO AMEND

Even if the Board determines that this Motion should not be granted as a matter of
course, the Motion should still be granted under the Board’s general policy that leave to amend a
pleading should be freely given when justice so requires. TBMP §507.02. The Board therefore
liberally grants leave to amend, unless entry of the proposed amendment would violate settled
law or would be prejudicial to the rights of the adverse party. Id.,; see also Commodore
Electronics Ltd. v. CBM Kabushiki Kaisha, 26 U.S.P.Q.2d 1503, 1505 (TTAB 1993) (“The
Board has recognized that ‘amendments to pleadings should be allowed with great liberality at

299

any stage of the proceeding’”) (citations omitted).
In deciding whether to grant leave to amend, the Board may consider unduly delay,
prejudice to the opposing party, bad faith or dilatory motive, futility of the amendment, and

whether the party has previously amended its pleadings. Embarcadero Technologies, Inc. v.

Delphix Corp., 117 U.S.P.Q.2d 1526, 1523 (TTAB 2016).



In this case, all of these factors support Opposer’s position that it should be allowed to
amend the Notice of Opposition.
V. THE BOARD SHOULD GRANT OPPOSER’S MOTION TO AMEND

A. Opposer Has Not Unduly Delayed in Moving to Amend

First, Opposer has not unduly delayed in seeking to amend the Original Notice. Opposer
is bringing this Motion promptly upon learning of Applicant’s position that Applicant believes
the Original Notice to be based solely upon Opposer’s Application, and that Applicant believes
the opposition will be moot if Opposer’s Application is refused registration.

Opposer thus has not unduly delayed in seeking the amendment.

B. Applicant Will Not Be Prejudiced by Granting the Amendment

Second, the granting of Opposer’s Motion to Amend will not cause any prejudice to
Applicant. The question of whether the adverse party would be prejudiced by allowing an
amendment of a pleading is largely dependent upon the timing of the motion to amend.
Embarcadero Technologies, 117 U.S.P.Q.2d. at 1523. The Board will nearly always grant a
motion to amend before the trial period begins unless there is some other form of prejudice to the
nonmoving party. See Zanella Ltd. v. Nordstrom, Inc., 90 U.S.P.Q.2d 1758, 1759 (TTAB 2009)
(“The Board finds no prejudice to opposer in allowing the amendment as three and a half months
remain with respect to the discovery period.”); Polaris Industries Inc. v. DC Comics, 59
U.S.P.Q.2d 1798, 1800 (TTAB 2000) (“Inasmuch as the motion [to amend] herein was filed
prior to the close of discovery and opposer has stipulated to an extension of the discovery
deadline, we find that allowance of the proposed amendment would not be prejudicial to

applicant.”); Commodore Electronics, 26 U.S.P.Q.2d at 1506 (stating that “applicant plainly will



not be prejudiced by allowance of a new claim” where “sufficient time remain[ed] in the
discovery period for applicant to serve...additional discovery requests™).

In this case, Applicant has not yet filed an Answer, let alone served or responded to any
discovery, so there is absolutely no prejudice that Applicant would suffer as a result of granting
the Motion to Amend.

C. Opposer Is Not Acting in Bad Faith and Does Not Have Any Dilatory Motive

Furthermore, Opposer is not acting in bad faith and does not have any dilatory motive in
seeking to amend the Original Notice. As noted above, Opposer is filing this Motion in good
faith to clarify the rights upon which Opposer is relying in this opposition. Opposer has not
previously sought to amend its pleadings, nor has Opposer sought any prior suspensions or
extensions of any prior deadlines.

D. The Amendment Would Not Be Futile

Opposer’s amendment of the Notice of Opposition would also not be futile and would not
violate settled law. The Amended Notice alleges that Opposer has used Opposer’s MAKE IT
HAPPEN mark since at least as early as November 1, 2018, which was well prior to Applicant’s
filing of the subject application for MENASHA MAKES IT HAPPEN, as well as any use by
Applicant of Applicant’s MENASHA MAKES IT HAPPEN mark. The Board obviously
recognizes common law rights based upon prior use as a basis for bringing and maintain an
opposition, regardless of the status of any related trademark application. In addition, Opposer’s
new allegations are well pled, in that the allegations set forth in the Amended Notice set forth the
specific factual basis for Opposer’s claims. See Hurley Int’l LLC v. Volta, 82 U.S.P.Q.2d 1339,
1341 (TTAB 2007) (allowing amendment where new claim was adequately pled and allegations

in new paragraphs were sufficient to state a claim).



E. The Granting of the Motion Will Serve the Interests of Justice

Finally, the granting of Opposer’s Motion to Amend will serve the interests of justice.
First, Applicant’s Motion to Extend will be moot, which will save the Board the time and effort
in considering the motion and conserve the Board’s resources. In addition, the clarification of
Opposer’s claim of common law rights will avert a potential Motion to Dismiss on the part of
Applicant, which will also conserve the Board’s resources and allow the Board to focus its
attention on the many other matters on its docket.

Therefore, the interests of justice would be strongly served by granting the Motion to
Amend.

F. The Board Should Grant Opposer’s Motion

In summary, Opposer has not unduly delayed in moving to amend, and the amendment
sought by would not cause any prejudice to Applicant, would not be futile, and would serve the
interests of justice. Therefore, the Board should grant Opposer’s Motion and accept the
Amended Notice.
VI. CONCLUSION

For the reasons set forth above, Opposer respectfully requests that the Board grant
Opposer’s Motion to Amend.

Respectfully submitted,

CONN’S, INC.

By /Bryce J. Maynard/
Bassam N. Ibrahim
Bryce J. Maynard
Buchanan Ingersoll & Rooney, PC
1737 King Street, Suite 500
Alexandria, VA 22314-2727
Telephone: 703/836-6620
Facsimile: 703/836-2021




Attorneys for Petitioner
Date: October 4, 2023



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing OPPOSER’S MOTION TO AMEND
NOTICE OF OPPOSITION was served this 4™ day of October 2023 via email, on:

Angela Kasi
Susan Meyer
Amanda Roach
Greensfelder, Hemker & Gale
ipdocket@greensfelder.com

/Florie Goodman/
Florie Goodman







IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

RE: U.S. Trademark Application Serial No. 97/361,897
Published in the Official Gazette on February 14, 2023

Conn’s, Inc.
Opposer,

Opposition No.

Menasha Corporation

Applicant

N N N N N N N N N N N’

AMENDED NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

Commissioner:

In the matter of U.S. Trademark Application Serial No. 97/361,897, filed on April 13,
2022 by Menasha Corporation (“Applicant”), to register the mark MENASHA MAKES IT
HAPPEN in connection with "advertising services, namely, promoting the goods and services of
others in a wide variety of fields, through the distribution of printed promotional materials,
coupon dispensers, and promotional and informational materials dispensers; placing

advertisements for others; business marketing consulting services" in International Class 35



(“Applicant’s Services”), and published in the Official Gazette on February 14, 2023, Opposer
Conn’s, Inc. ("Opposer") believes that it will be damaged by registration of Applicant’s
MENASHA MAKES IT HAPPEN Mark and hereby opposes same. The grounds for this
opposition are as follows:

1. Applicant is the owner of Application Serial No. 97/361,897 for Applicant’s
MENASHA MAKES IT HAPPEN Mark in connection with Applicant’s Services.

2. Applicant filed Application Serial No. 97/361,897 for Applicant’s MENASHA
MAKES IT HAPPEN Mark on April 13, 2022, based upon Applicant’s intent to use the mark in
commerce.

3. Opposer is a Delaware corporation located and doing business at Suite 210, 4055
Technology Forest Blvd., The Woodlands, Texas 77381.

4 Opposer is the owner of Application Serial No. 88/724,460 for the mark MAKE IT
HAPPEN (“Opposer’s MAKE IT HAPPEN Mark™) in connection with “On line and retail store
services featuring furniture, mattresses, appliances, consumer electronics, home entertainment
products, computers, and computer equipment, and related goods and services, all of the foregoing
excluding pumps, power generators, and HVAC units and equipment for commercial, residential,
and industrial use” in International Class 35 and “Rent-to-own financing services and financing
services for purchases of consumer products, consumer electronics, home appliances, furniture,
mattresses, home furnishings, home entertainment products, computers, and computer equipment,
made at retail stores and online retail stores” in International Class 36 (“Opposer’s Services”).

5. Opposer filed Application Serial No. 88/724,460 for Opposer’s MAKE IT

HAPPEN Mark on December 12, 2019, based upon Opposer’s intent to use the mark in commerce.



6. Opposer is currently using Opposer’s MAKE IT HAPPEN Mark in connection
with Opposer’s Services in interstate commerce in the United States.

7. Opposer has been using Opposer’s MAKE IT HAPPEN Mark in connection with
Opposer’s Services in interstate commerce in the United States since at least as early as November
1,2018.

8. Opposer’s MAKE IT HAPPEN Mark is inherently distinctive.

0. Opposer has developed a substantial level of acquired distinctiveness in Opposer’s
MAKE IT HAPPEN Mark in connection with Opposer’s Services.

10. Opposer enjoys substantial and exclusive goodwill in the United States in
connection with Opposer’s MAKE IT HAPPEN Mark and Opposer’s Services offered thereunder.

I1. Opposer has been using its Opposer’s MAKE IT HAPPEN Mark in connection with
Opposer’s Services in interstate commerce in the United States since well prior to Applicant’s
April 13, 2022 filing date for Application Serial No. 97/361,897 for Applicant’s MENASHA
MAKES IT HAPPEN Mark.

12. Opposer has been using its Opposer’s MAKE IT HAPPEN Mark in connection with
Opposer’s Services in interstate commerce in the United States since well prior to any use by
Applicant of Applicant’s MENASHA MAKES IT HAPPEN Mark in connection with Applicant’s
Services.

13. Opposer’s December 12, 2019 filing date for Application Serial No. 88/724,460 for
Opposer’s MAKE IT HAPPEN Mark is prior to Applicant’s April 13, 2022 filing date for

Application Serial No. 97/361,897 for Applicant’s MENASHA MAKES IT HAPPEN Mark.



14. Opposer’s December 12, 2019 filing date for Application Serial No. 88/724,460 for
Opposer’s MAKE IT HAPPEN Mark is prior to any use by Applicant of Applicant’s MENASHA
MAKES IT HAPPEN Mark in connection with Applicant’s Services.

15. Opposer’s rights in Opposer’s MAKE IT HAPPEN Mark are superior to any rights
that Applicant may claim in Applicant’s MENASHA MAKES IT HAPPEN Mark.

16.  Applicant’s MENASHA MAKES IT HAPPEN Mark in Application Serial No.
97/361,897 is virtually identical to Opposer’s MAKE IT HAPPEN Mark in appearance,
pronunciation, and commercial impression.

17.  Applicant’s Services are closely related to Opposer’s Services, and are marketed
and sold or will be marketed and sold through identical or virtually identical channels of trade.

18.  Applicant adopted Applicant’s MENASHA MAKES IT HAPPEN Mark with full
knowledge of Opposer's prior rights in Opposer’s MAKE IT HAPPEN Mark.

19.  Applicant’s MENASHA MAKES IT HAPPEN Mark in Application Serial No.
97/361,897 so resembles Opposer’s MAKE IT HAPPEN Mark as to be likely, when applied to
Applicant’s Services, to cause confusion, to cause mistake, or to deceive, by creating the erroneous
impression that Applicant’s Services originate from or are associated with Opposer, or that
Applicant’s Goods are authorized, endorsed or sponsored by Opposer.

20.  Applicant’s filing of Application Serial No. 97/361,897 for Applicant’s MENASHA
MAKES IT HAPPEN Mark was without license, authorization or permission from Opposer.

21.  The granting of a trademark registration for Applicant’s MENASHA MAKES IT
HAPPEN Mark would violate and diminish the prior and superior rights of Opposer in Opposer’s

MAKE IT HAPPEN Mark and would be in violation of 15 U.S.C. § 1052(d).



22. Opposer would be damaged if Application Serial No. 97/361,897 is allowed to
register because Applicant will obtain statutory rights in Applicant’s MENASHA MAKES IT
HAPPEN Mark in violation and derogation of the established prior rights of Opposer in Opposer’s
MAKE IT HAPPEN Mark.

WHEREFORE, Opposer requests that its Opposition be sustained, that Application Serial
No. 97/361,897 be rejected, that the registration of MENASHA MAKES IT HAPPEN as a
trademark to Applicant be refused, and for all such other relief as may be deemed just and proper.

Respectfully submitted,
CONN’S, INC.

ey 72

Bassam N. Ibrahim

Bryce J. Maynard

Attorneys for Opposer

Buchanan Ingersoll & Rooney PC
1737 King Street, Suite 500
Alexandria, Virginia 22314
(703) 836-6620

Date: October 4, 2023




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

RE: U.S. Trademark Application Serial No. 97/361,897
Published in the Official Gazette on February 14, 2023

Conn’s, Inc.
Opposer,

Opposition No.

Menasha Corporation

Applicant

N N N N N N N N N N N’

AMENDED NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

Commissioner:

In the matter of U.S. Trademark Application Serial No. 97/361,897, filed on April 13,
2022 by Menasha Corporation (“Applicant”), to register the mark MENASHA MAKES IT
HAPPEN in connection with "advertising services, namely, promoting the goods and services of
others in a wide variety of fields, through the distribution of printed promotional materials,
coupon dispensers, and promotional and informational materials dispensers; placing

advertisements for others; business marketing consulting services" in International Class 35



(“Applicant’s Services”), and published in the Official Gazette on February 14, 2023, Opposer
Conn’s, Inc. ("Opposer") believes that it will be damaged by registration of Applicant’s
MENASHA MAKES IT HAPPEN Mark and hereby opposes same. The grounds for this
opposition are as follows:

1. Applicant is the owner of Application Serial No. 97/361,897 for Applicant’s
MENASHA MAKES IT HAPPEN Mark in connection with Applicant’s Services.

2. Applicant filed Application Serial No. 97/361,897 for Applicant’s MENASHA
MAKES IT HAPPEN Mark on April 13, 2022, based upon Applicant’s intent to use the mark in
commerce.

3. Opposer is a Delaware corporation located and doing business at Suite 210, 4055
Technology Forest Blvd., The Woodlands, Texas 77381.

4 Opposer is the owner of Application Serial No. 88/724,460 for the mark MAKE IT
HAPPEN (“Opposer’s MAKE IT HAPPEN Mark™) in connection with “On line and retail store
services featuring furniture, mattresses, appliances, consumer electronics, home entertainment
products, computers, and computer equipment, and related goods and services, all of the foregoing
excluding pumps, power generators, and HVAC units and equipment for commercial, residential,
and industrial use” in International Class 35 and “Rent-to-own financing services and financing
services for purchases of consumer products, consumer electronics, home appliances, furniture,
mattresses, home furnishings, home entertainment products, computers, and computer equipment,
made at retail stores and online retail stores” in International Class 36 (“Opposer’s Services”).

5. Opposer filed Application Serial No. 88/724,460 for Opposer’s MAKE IT

HAPPEN Mark on December 12, 2019, based upon Opposer’s intent to use the mark in commerce.



6. Opposer is currently using Opposer’s MAKE IT HAPPEN Mark in connection
with Opposer’s Services in interstate commerce in the United States.

7. Opposer has been using Opposer’s MAKE IT HAPPEN Mark in connection with

Onpposer’s Services in interstate commerce in the United States since at least as early as November

1,2018.

87— Opposer’s MAKE IT HAPPEN Mark is inherently distinctive.

98. Opposer has developed a substantial level of acquired distinctiveness in Opposer’s
MAKE IT HAPPEN Mark in connection with Opposer’s Services.

109. Opposer enjoys substantial and exclusive goodwill in the United States in
connection with Opposer’s MAKE IT HAPPEN Mark and Opposer’s Services offered thereunder.

11. Opposer has been using its Opposer’s MAKE IT HAPPEN Mark in connection with

Opposer’s Services in interstate commerce in the United States since well prior to Applicant’s

April 13, 2022 filing date for Application Serial No. 97/361.897 for Applicant’s MENASHA

MAKES IT HAPPEN Mark.

12. -Opposer has been using its Opposer’s MAKE IT HAPPEN Mark in connection

with Opposer’s Services in interstate commerce in the United States since well prior to any use by

Applicant of Applicant’s MENASHA MAKES IT HAPPEN Mark in connection with Applicant’s

Services.
136.  Opposer’s December 12, 2019 filing date for Application Serial No. 88/724,460 for
Opposer’s MAKE IT HAPPEN Mark is prior to Applicant’s April 13, 2022 filing date for

Application Serial No. 97/361,897 for Applicant’s MENASHA MAKES IT HAPPEN Mark.



14+.  Opposer’s December 12, 2019 filing date for Application Serial No. 88/724,460 for
Opposer’s MAKE IT HAPPEN Mark is prior to any use by Applicant of Applicant’s MENASHA
MAKES IT HAPPEN Mark in connection with Applicant’s Services.

15. Onpposer’s rights in Opposer’s MAKE IT HAPPEN Mark are superior to any rights

that Applicant may claim in Applicant’s MENASHA MAKES IT HAPPEN Mark.

162.  Applicant’s MENASHA MAKES IT HAPPEN Mark in Application Serial No.
97/361,897 is virtually identical to Opposer’s MAKE IT HAPPEN Mark in appearance,
pronunciation, and commercial impression.

173.  Applicant’s Services are closely related to Opposer’s Services, and are marketed
and sold or will be marketed and sold through identical or virtually identical channels of trade.

184.  Applicant adopted Applicant’s MENASHA MAKES IT HAPPEN Mark with full
knowledge of Opposer's prior rights in Opposer’s MAKE IT HAPPEN Mark.

195.  Applicant’s MENASHA MAKES IT HAPPEN Mark in Application Serial No.
97/361,897 so resembles Opposer’s MAKE IT HAPPEN Mark as to be likely, when applied to
Applicant’s Services, to cause confusion, to cause mistake, or to deceive, by creating the erroneous
impression that Applicant’s Services originate from or are associated with Opposer, or that
Applicant’s Goods are authorized, endorsed or sponsored by Opposer.

20+6. Applicant’s filing of Application Serial No. 97/361,897 for Applicant’s MENASHA
MAKES IT HAPPEN Mark was without license, authorization or permission from Opposer.

21+7. The granting of a trademark registration for Applicant’s MENASHA MAKES IT
HAPPEN Mark would violate and diminish the prior and superior rights of Opposer in Opposer’s

MAKE IT HAPPEN Mark and would be in violation of 15 U.S.C. § 1052(d).



2218. Opposer would be damaged if Application Serial No. 97/361,897 is allowed to
register because Applicant will obtain statutory rights in Applicant’s MENASHA MAKES IT
HAPPEN Mark in violation and derogation of the established prior rights of Opposer in Opposer’s
MAKE IT HAPPEN Mark.

WHEREFORE, Opposer requests that its Opposition be sustained, that Application Serial
No. 97/361,897 be rejected, that the registration of MENASHA MAKES IT HAPPEN as a
trademark to Applicant be refused, and for all such other relief as may be deemed just and proper.

Respectfully submitted,
CONN’S, INC.

(kA=

Bassam N. Ibrahim

Bryce J. Maynard

Attorneys for Opposer

Buchanan Ingersoll & Rooney PC
1737 King Street, Suite 500
Alexandria, Virginia 22314
(703) 836-6620

Date: Aueust11-20230ctober 4, 2023




