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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mark Opposed: PEBBLE STAY Serial No. 90730731

DINESH PATEL

Opposer Opposition No. 91286182

V.

PAL USA, INC.
Applicant.

~— — — N N S S S

APPLICANT'S RESPONSE TO OPPOSER'S MOTION TO STAY

Applicant, PAL USA, Inc. (“Applicant”) as and for its Response to Opposer
Dinesh Patel's (“Opposer”) Motion to Stay states the following:

OPPOSER'S MOTION SHOULD BE DENIED BECAUSE THE FEDERAL COURT
LACKS JURISDICTION TO CANCEL THE PEBBLE STAY APPLICATION

Since there is no registration for this PEBBLE STAY application, the federal
court has no power under Section 37 of the Lanham Act (15 USC §1119) to cancel it.

In any action involving a registered mark the court may determine the right to
registration, order the cancellation of registrations, in whole or in part, restore canceled
registrations, and otherwise rectify the register with respect to registrations of any party
to the action.

15 USC §1119 [emphasis added].

Section 37 is limited to the cancellation of registered marks, not trademark
applications. Dunn Comp. Corp. v. Loudcloud, Inc., 133 F. Supp. 2d 823, 831 (E.D. Va.
2001) ("[A] Section 37 claim must involve an existing ‘registered mark” not one that may
come into existence in the future.”); Johnny Blastoff Inc. v. L.A. Rams Football Co., 48

USPQ2d 1385, 1386 (W.D. Wis. 1998) ("this court is without authority to direct [the

USPTOQO] to grant or deny the pending applications."), affd on other grounds, 188 F.3d

-



427 (7th Cir. 1999); Pinnacle Pizza Co. v. Little Caesar Enters., Inc., 395 F. Supp. 2d
891, 905 (D.S.D. 2005).

As such, this action should not be stayed because the federal court has no power
to determine the registrability of this PEBBLE STAY trademark.

CONCLUSION

This proceeding should not be stayed because the federal court does not have

authority to grant or deny Applicant’s PEBBLE STAY application.

Dated: April 22, 2024 JAHN & ASSOCIATES, LLC

s/Kirstin M. Jahn

1942 Broadway Suite 314
Boulder, CO 80302

(303) 545-5128
Kirstin@jahnlaw.com

Attorneys for Applicant,
PAL USA, Inc.
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btcroot@gmail.com

s/Kirstin M. Jahn




