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MOTION TO SUSPEND PENDING 
TERMINATION OF CIVIL ACTION  -1- OPPOSITION NO. 91286182 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Dinesh Patel 

Opposer, 

) 
) 
) 
) 
) 
) 
) 
) 

 
Opposition No.:  91286182 
 
Serial No.:   90730731 
 
Mark:    PEBBLE STAY 
 
International Class:  9 

 
v. 

 
PAL USA, Inc.  

Applicant. 
 

MOTION TO SUSPEND PENDING TERMINATION OF CIVIL ACTION 

�'�L�Q�H�V�K�� �3�D�W�H�O�� ���³�2�S�S�R�V�H�U�´�� respectfully moves the Board to suspend this proceeding and all 

discovery pending the disposition of Dinesh Patel v. PAL USA, INC., et al. (Case No. 2:24-cv-00536-

APG-EJY�����W�K�H�� �³�&�L�Y�L�O�� �$�F�W�L�R�Q�´������a trademark infringement lawsuit which was filed at United States 

District Court for the District of Nevada on March 19, 2024. The Civil Action is currently pending. 

This motion is proper under Trademark Rule 2.117 (37 C.F.R. § 2.117(a)) and TBMP § 

510.02(a). A copy of the Civil Action Complaint is attached hereto as Exhibit A (split into two files: 

Complaint and its Exhibits, due to submissions file size limit). See Forest Laboratories Inc. v. G.D. 

Searle & Co., 52 USPQ2d 1058, 1060 (TTAB 1999) (parties required to submit a copy of the complaint 

in the civil action so that Board may determine whether suspension is warranted). Trademark Rule 

�������������D�����S�U�R�Y�L�G�H�V���W�K�D�W���³�>�Z�@�K�H�Q�H�Y�H�U���L�W���V�K�D�O�O���F�R�P�H���W�R���W�K�H���D�W�W�H�Q�W�L�R�Q���R�I���W�Ke Trademark Trial and Appeal 

Board that a party or parties to a pending case are engaged in a civil action or another Board proceeding 

which may have a bearing on the case, proceedings before the Board may be suspended until the 

�W�H�U�P�L�Q�D�W�L�R�Q���R�I���W�K�H���F�L�Y�L�O���D�F�W�L�R�Q���R�U���W�K�H���R�W�K�H�U���%�R�D�U�G���S�U�R�F�H�H�G�L�Q�J���´���������&���)���5�����������������D�������&�R�Q�V�H�T�X�H�Q�W�O�\�����L�W���K�D�V��

�O�R�Q�J���E�H�H�Q���W�K�H���%�R�D�U�G�¶�V���S�U�D�F�W�L�F�H���W�R���V�X�V�S�H�Q�G���%�R�D�U�G���S�U�R�F�H�H�G�L�Q�J�V���Z�K�H�U�H���W�K�H���S�D�U�W�L�H�V���D�U�H���L�Q�Y�R�O�Y�H�G���L�Q���D���F�L�Y�L�O��

action that may have a bearing on the trademark issues before the Board. See TBMP § 510.02(a). 

On March 19, 2024, Opposer commenced the Civil Action against Applicant and its parent 
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company, Paltronics Australasia Pvt Ltd. The outcome of the Civil Action will directly bear on this 

opposition proceeding because it involves the same parties, the same respective marks of the parties, 

�D�Q�G���L�V�V�X�H�V���L�Q���F�R�P�P�R�Q���Z�L�W�K���W�K�L�V���S�U�R�F�H�H�G�L�Q�J�����7�K�H���2�S�S�R�V�H�U�¶�V���&�L�Y�L�O���$�F�W�L�R�Q���D�J�D�L�Q�V�W���W�K�H���$�S�S�O�L�F�D�Q�W�V���D�Q�G��its 

parent company �D�O�O�H�J�H�V���D���O�L�N�H�O�L�K�R�R�G���R�I���F�R�Q�I�X�V�L�R�Q���E�H�W�Z�H�H�Q���$�S�S�O�L�F�D�Q�W�V�¶��PEBBLE, PEBBLE POS, and 

PEBBLE STAY mark�V�����D�Q�G���D�O�O���R�W�K�H�U���P�D�U�N�V���X�V�H�G���E�\���$�S�S�O�L�F�D�Q�W���Z�K�L�F�K���F�R�Q�W�D�L�Q���W�K�H���W�H�U�P���³�3�(�%�%�/�(�´���R�U��

�³�3�(�%�%�/�(�6�´�����³�3�(�%�%�/�(-Forma�W�L�Y�H���0�D�U�N�V�´��. Ex. A ¶¶ 4 and 161-182. The Civil Action will determine 

�L�I���W�K�H�U�H���L�V���D���O�L�N�H�O�L�K�R�R�G���R�I���F�R�Q�I�X�V�L�R�Q���E�H�W�Z�H�H�Q���W�K�H���S�D�U�W�L�H�V�¶��respective marks, which is the same ground 

�D�V�V�H�U�W�H�G���I�R�U���R�S�S�R�V�L�Q�J���W�K�H���$�S�S�O�L�F�D�Q�W�V�¶��PEBBLE STAY mark. See Other Telephone Co. v. Connecticut 

National Telephone Co., 181 USPQ 125, 126-27 (TTAB 1974) (holding civil action for infringement 

and unfair competition would have a bearing on the outcome of § 2(d) claim before Board). 

Accordingly, the Civil Action will have a bearing on this proceeding and provide an appropriate forum 

�I�R�U�� �D�G�M�X�G�L�F�D�W�L�R�Q�� �R�I�� �W�K�H�� �S�D�U�W�L�H�V�¶�� �G�L�V�S�X�W�H���� �,�I�� �W�K�H�� �L�Q�V�W�D�Q�W�� �S�U�R�F�H�H�G�L�Q�J��including all discovery is not 

suspended, it will duplicate effort, waste Board resources, and risk conflictin�J���U�H�V�X�O�W�V�����$�O�V�R�����W�K�H���%�R�D�U�G�¶�V��

decision could ultimately be overturned by a contrary decision from the District Court. In sum, it would 

be inefficient for the Board to continue litigation of the same issues involving the same parties in 

separate forums when the disposition of the Civil Action will determine the likelihood of confusion 

�E�H�W�Z�H�H�Q���W�K�H���S�D�U�W�L�H�V�¶���P�D�U�N�V�� 

WHEREFORE, Opposer respectfully requests that the Board suspend this proceeding and all 

discovery pending final disposition of the Civil Action before the United States District Court for the 

District of Nevada. 

     Respectfully submitted, 

Dated:   April 4, 2024   /Dinesh Patel/    

Dinesh Patel  (Opposer) 

2118 Walsh Ave, Suite 240, Santa Clara, CA 95050 



 

CERTIFICATE OF SERVICE 

�,���K�H�U�H�E�\���F�H�U�W�L�I�\���W�K�D�W���W�K�H���I�R�U�H�J�R�L�Q�J���G�R�F�X�P�H�Q�W���³MOTION TO SUSPEND PENDING TERMINATION 

OF CIVIL ACTION�´���Z�D�V���V�H�U�Y�H�G���X�S�R�Q���W�K�H���D�W�W�R�U�Q�H�\ for the other party by email on April 4, 2024 at 

the following email address(es): 

 

 KIRSTIN M. JAHN 
JAHN & ASSOCIATES, LLC 
1942 BROADWAY, SUITE 314 
BOULDER, CO 80302 
UNITED STATES 
Email: kirstin@jahnlaw.com, tmadmin@jahnlaw.com 
Phone: 303-545-5128 
(Attorneys for Applicant PAL USA, Inc.) 

 

 

By: 

Signature:  /Dinesh Patel/      

Name:   Dinesh Patel 

Date:   April 4, 2024      

Email:   btcroot@gmail.com 
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