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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Service Mark Application Serial No. 97264398
Filed on February 11, 2022

For the mark “BRAVE BOOKS”

Published in the Official Gazette on January 17, 2023

BRAVE BOOKS, LLC
Opposer,
V. Opposition No. 91286077

BRAVE BOOKS,

Applicant.

N N N N N N N N N N

OPPOSER BRAVE BOOKS, LLC’S
MOTION TO SUSPEND PENDING OUTCOME OF CIVIL PROCEEDING

Opposer Brave Books, LLC (“Opposer”) hereby submits this Motion to Suspend pursuant
to 37 C.F.R. § 2.117 pending the outcome of Cause Number 23-10-15798. In support thereof,
Opposer, by and through its undersigned counsel, respectfully shows the Board the following:

Introduction

The Parties are currently involved in a lawsuit pending in the 457" District Court of
Montgomery County, Texas, where the court will assess the Parties’ respective trademark rights
and adjudicate whether the Parties’ marks can coexist—the very same issues before the Board in
this opposition proceeding. Because the Parties are involved in a civil action that will have a
bearing on this proceeding, the Board should follow its well-settled policy and suspend this
proceeding pending the outcome of the civil action. To do so will preserve the Board’s and the

Parties’ time and resources.
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Backgeround and Facts

1. Opposer i1s the owner of U.S. Application Serial No. 97121806 (“Opposer’s

~ ~ ~
\'J

PROVE Application”) for the mark BRAVE BOOKS & Design PROVE (“Opposer’s PROVE

Mark”), filed on November 12, 2021, for the following goods as later amended:
Class 16: “Series of printed children’s books relating to conservative and Christian

values; Printed children’s books relating to conservative and Christian values; all
the foregoing not relating to an animated movie set in medieval Scotland”.

~

(“Opposer’s Goods”). Opposer’s PROVE Application claims a date of first use anywhere of April
2021 and a date of first use in commerce of July 2021.

2. On February 11, 2022, Applicant filed Application Serial No. 97264398 for
Applicant’s BRAVE BOOKS Mark (“Applicant’s Mark”) for the following services in Class 35:
“Retail store services featuring books, greeting cards, gifts, and collectibles; On-line retail store
services featuring books, greeting cards, gifts, and collectibles,” claiming a date of first use
anywhere of January 2019 and a date of first use in commerce of January 2019, and Class 42:
“Design of customized books,” claiming a date of first use anywhere of November 2019 and a date
of first use in commerce of November 2019 (the “Opposed Application™).

3. On February 11, 2022, the same date that the Opposed Application was filed,
Opposer received a letter from Applicant’s counsel asserting Applicant’s rights in Applicant’s
Mark, and demanding that Opposer discontinue use of Applicant’s Mark based on these alleged

rights.

OPPOSER BRAVE BOOKS LLC’S MOTION TO
SUSPEND PENDING OUTCOME OF CIVIL PROCEEDING PAGE 2 of 7




4. On July 17, 2023, Opposer filed a Notice of Opposition to the Opposed Application
alleging: (1) Applicant’s non-use under Section 1(a); and (2) given Applicant’s cease and desist

letter, priority and likelihood of confusion under Section 2(d). Dkt. 1.

~

5. On August 7, 2023, Applicant filed a Notice of Opposition to Opposer’s PROVE

Application in Opposition No. 91286440 alleging likelihood of confusion under Sections 2(d) and

~

43(a). Specifically, Applicant alleges that Opposer’s PROVE Mark should be refused “as it
consists of or comprises a mark which so resembles a mark or trade name previously used in the
United States by another and not abandoned, as to be likely, when used on or in connection with
the goods of the [Opposer], to cause confusion, or to cause mistake, or to deceive.” Opp. No.
91286440, Dkt. 1.

6. On October 10, 2023, Opposer filed Cause Number 23-10-15798 in the 457"
District Court of Montgomery County, Texas (the “Civil Action”). In the Civil Action, Opposer,

among other things, seeks a declaratory judgment that Opposer’s marks, including Opposer’s

~

PROVE Mark, do not infringe on Applicant’s mark. Specifically, Opposer seeks a judgment

“declaring that [Opposer’s] past and continued use of the Brave Books mark and design logo in
connection with its business name, trademark, logo and commercial advertising does not violate
Texas trademark and unfair competition laws.” A true and correct copy of the petition is attached

hereto as Exhibit A and is incorporated herein by reference.
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Arguments and Authorities

7. Whether to suspend a Board proceeding pending the final determination of another
proceeding is within the discretion of the Board. The relevant rule provides:

Whenever it shall come to the attention of the Trademark Trial and Appeal Board

that a party or parties to a pending case are engaged in a civil action or another

Board proceeding which may have a bearing on the case, proceedings before the

Board may be suspended until termination of the civil action or the other Board
proceeding.

37 C.F.R. §2.117(a); see also TBMP §510.02(a).

8. “A decision by the district court may be binding on the Board whereas a
determination by the Board as to a defendant’s right to obtain or retain a registration would not be
binding or res judicata in respect to the proceeding pending before the court.” New Orleans
Louisiana Saints LLC & NFL Properties LLC v. Who Dat?, Inc.,99 U.S.P.Q.2d 1550, 1552 (TTAB
2011). Thus, the civil action does not have to be dispositive of the Board proceeding to warrant
suspension, it need only “have a bearing on the issues before the Board.” /d.

0. “The Board’s well-settled policy is to suspend proceedings when the parties are
involved in a civil action or another Board proceeding which may be dispositive of or have a
bearing on the Board case.” Sturgis Motorcycle Rally, Inc. v. Faraz Farrokhi, No. 91202020, 2013
WL 11247190, at *6 (TTAB Aug. 12, 2013) (citing General Motors Corp. v. Cadillac Club
Fashions Inc.,22 USPQ2d 1933, 1937 (TTAB 1992)); see generally, TBMP § 510.02. The leading
treatise on trademark law, McCarthy on Trademarks and Unfair Competition, has similarly
recognized that “[i]t is standard procedure for the Trademark Board to stay administrative
proceedings pending the outcome of court litigation between the same parties involving related
issues.” 6 McCarthy on Trademarks and Unfair Competition §32:47 (4" ed. updated June 2011).

10. The instant opposition proceeding should be suspended because the Civil Action

has a bearing on this opposition proceeding.
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~

11.  First, Opposer’s PROVE Mark and Applicant’s Mark—and the relevant use of
those marks—are at issue in both this opposition proceeding and the Civil Action. Thus, the Civil
Action and this proceeding concern the same parties and same marks. See Ara Ohanian v. Tekno
Products, Inc., No. 91237581, 2019 WL 367659, at *1 (TTAB Jan. 25, 2019) (granting motion to
suspend when the civil action “involve[d] the same parties and the same marks”).

12.  Second, because neither party has secured federal registration for their respective
mark yet, the Civil Action will assess the Parties’ respective state common law trademark rights
and adjudicate whether the Parties’ respective marks can coexist. The Civil Action seeks a
judgment “declaring that [Opposer’s] past and continued use of the Brave Books mark and design
logo in connection with its business name, trademark, logo and commercial advertising does not
violate Texas trademark and unfair competition laws.” Exhibit A § 41. Indeed, Texas courts have
recognized that “[a] trademark infringement and unfair competition action under Texas common
law presents essentially ‘no difference in issues than those under federal trademark infringement
actions.”” Horseshoe Bay Resort Sales Co. v. Lake Lyndon B. Johnson Imp. Corp., 53 S.W.3d 799,
806 (Tex. App.—Austin 2001, pet. denied). Accordingly, the Civil Action will directly answer the
issue of likelihood of confusion and coexistence and, thus, will have a bearing on the issues before
the Board in this proceeding.

13.  Finally, there can be no legitimate dispute that the resolution of the Civil Action—
which will determine the issue of non-infringement and no likelihood of confusion—has a bearing
on this opposition proceeding. It would waste the Board’s and the Parties’ time and resources to
proceed to litigate this case at the Board when the same issues are being litigated in the Civil

Action. See Softbelly’s Inc., No. 71,2002 WL 1844210, at *3 (TTAB Aug. 13, 2002).
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14.  Because the Civil Action involves issues in common with this opposition
proceeding, Opposer respectfully requests that the Board suspend the opposition proceedings
pending the outcome of the Civil Action.

WHEREFORE, PREMISES CONSIDERED, Opposer Brave Books, LLC respectfully
requests that the Board grant this Motion to Suspend pending the outcome of Cause Number 23-
10-15798.

Date: January 17, 2024 Respectfully submitted,

By: /s/ Shannon Teicher

Shannon Teicher

Chandler Stephens

Jackson Walker LLP

2323 Ross Avenue, Suite 600

Dallas, Texas 75201

Phone: (214) 953-5987

steicher@jw.com

cstephens@jw.com

Attorneys for Opposer, Brave Books, LLC
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CERTIFICATE OF SERVICE

We hereby certify that on this the 17th day of January, 2024, the foregoing Opposer Brave
Books LLC’s Motion to Suspend Proceedings Pending Outcome of Civil Proceeding is being
served upon the Applicant by delivering true and correct copies of same to counsel for Applicant
as follows:

Jennifer Golinveaux
WINSTON & STRAWN LLP
101 California St., 35" Floor
San Francisco, CA 94111
Phone: (415) 591-1000
jgolinveaux(@winston.com

Dustin Edwards

William Langley

WINSTON & STRAWN LLP
800 Capitol St., Suite 2400
Houston, TX 77002

Phone: (713) 651-2600
dedwards(@winston.com
wlangley@winston.com

Joseph Blake

WINSTON & STRAWN LLP
2121 North Pearl St., Suite 900
Dallas, TX 75201

Phone: (214) 453-6500
jblake(@winston.com

Attorneys for Applicant

/s/ Shannon Teicher
Shannon Teicher
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Received and E-Filed for Record
10/19/2023 4:08 PM

Melisa Miller, District Clerk
Montgomery County, Texas
Deputy Clerk, Natasha Wheatley

CAUSE NO. 23-10-15798

BRAVE BOOKS, LLC, § IN THE DISTRICT COURT OF
Plaintiff, g
V. g MONTGOMERY COUNTY, TEXAS
JUD BURGESS d/b/a BRAVE g
BOOKS, §
Defendant. g 457th JUDICIAL DISTRICT

PLAINTIFF’S ORIGINAL PETITION

Plaintiff Brave Books, LLC (“Brave Books”) files this Original Petition against Defendant
Jud Burgess d/b/a Brave Books (“Burgess”), and would respectfully show the Court as follows:

INTRODUCTION

1. This is a declaratory trademark infringement action seeking to declare the rights
between Brave Books, a publisher and seller of a series of children’s books located in Conroe,
Texas, and Burgess, the owner of a used bookstore located in El Paso, Texas. The disparity
between these two business could not be greater.

2. Burgess’ bookstore, on the one hand, is a small bungalow that is only open from
noon to 5 PM each day, does not offer online orders, and requires customers to come to the
bungalow to pick up any purchases. Brave Books, on the other hand, is a nationally known
company that sells its series of children’s books to customers online, through a monthly Freedom
Island Book Club, as well as various retailers like Amazon, Wal-Mart and Barnes & Noble.
Furthermore, the businesses actively promote viewpoints that are on completely opposite sides of
the ideological spectrum. Burgess’ bookstore, and the social media accounts connected thereto,

actively sells and promotes viewpoints and products that many would consider to be of the
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progressive or liberal bent. In contrast, Brave Books creates and sells books to teach complex
Christian and conservative values to young children.

3. Due to the extreme differences in the products, services, and ideologies of the
businesses, any consumer searching for Burgess’ small, used bookstore in El Paso, Texas could
not possibly believe that his bookstore is affiliated or related to Brave Books. Indeed, Burgess has
repeatedly posted videos stating that his used bookstore is not affiliated with Brave Books, does
not agree with Brave Books’ views, and will not offer Brave Books’ children’s books. These
differences confirm that the two can co-exist—as they have for over the past two years.

4. Despite this, Burgess continues to assert that his used bookstore and Brave Books
cannot co-exist and that Brave Books must cease using the BRAVE BOOKS mark and design
logo. Burgess’ allegations appear to be based on his distaste for Brave Books’ products rather than
a legitimate belief that consumers are or will be confused. For example, in October 2021, Burgess
received a misdirected shipment of four boxes of Brave Books’ autographed books. Rather than
returning the products to Brave Books (who Burgess knew was the intended recipient), Burgess
posted a video of the shipment where he stated: “I’m gonna kind of see what I can do to make sure
they don’t end up in the hands of kids” and “[t]hat’s what they get for stealing our name.” While
Burgess can disagree with Brave Books’ ideological beliefs, it is not acceptable to improperly
retain and/or destroy Brave Books’ property simply because he does not agree with Brave Books
products.

5. Because this dispute has continued to drag on since February 2022, the Court’s
attention is needed to resolve this matter. Brave Books brings this lawsuit to confirm that it has
not violated Texas trademark and unfair competition laws and to recover damages resulting from

Burgess’s improper retention and/or destruction of Brave Books’ property.
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DISCOVERY CONTROL PLAN

6. Brave Books intends to conduct discovery in this action under Level 3. Tex. R. Civ.
P. 190.4.
RELIEF
7. Brave Books seeks monetary relief of $250,000 or less and non-monetary relief.

Tex. R. Civ. P. 47.
PARTIES

8. Plaintiff Brave Books, LLC (“Brave Books”) is a Delaware limited liability
company with its principal place of business at 13618 Poplar Cir., Suite 302, Conroe, Texas 77304.

9. Defendant Jud Burgess runs a sole proprietorship that conducts business under the
name Brave Books (“Burgess”). The used bookstore’s principal place of business is located at
1307 Arizona Ave., El Paso Texas 79902. Burgess is a resident of Texas. Burgess can be served
at his home address, 4428 Hastings Dr., El Paso, Texas 79903-1905, or wherever he may be found.

JURISDICTION AND VENUE

10. This Court has jurisdiction over Burgess d/b/a Brave Books because Burgess is a
resident of Texas and has conducted business in Texas at his used bookstore.

11. This Court has jurisdiction over the claims at issue in this lawsuit because the
amounts at issue are within the jurisdictional limits of the Court.

12. Venue is proper in Montgomery County pursuant to Section 15.002(a)(1) of the
Texas Civil Practice and Remedies Code because it is where a substantial part of the events or
omissions giving rise to Brave Books’ claims occurred. Specifically, Brave Books is headquartered
in Montgomery County and has utilized the BRAVE BOOKS mark and design logo as its business

name, its trademark, and in its commercial advertising in and from Montgomery County. Brave
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Books has been headquartered in Montgomery County since early 2021. Additionally, when
Burgess inadvertently received the shipment belonging to Brave Books in October 2021, Burgess
had a duty under Texas law (Tex. Bus. & Com. Code § 602.004) to return the shipment to Brave
Books in Montgomery County.

FACTUAL ALLEGATIONS

A. Plaintiff Brave Books.
13. Plaintiff Brave Books, headquartered in Conroe, Texas, publishes and sells a series

of children’s books. It uses a distinctive Brave Books design logo in the shape of a lion:

~

B0 KS . In each new book, Brave Books partners with people of moral integrity to teach

complex Christian and Conservative values to children. For example:

o Freedom Day the Asher Way is a book about the free market by Dinesh and Debbie
D’Souza. Dinesh D’Souza is an American political commentator, filmmaker and
author, born in Mumbai, India, who moved to the US to attend Dartmouth College,
and has since made a name for himself in the conservative world. Debbie D’Souza
is a former teacher, born in Caracas, Venezuela, who moved to the US after
Venezuela became a socialist country. The D’Souza’s are dedicated to teaching the
next generation about the free market and the dangers of socialism.

e Little Lives Matter is a book about the sanctity of life by Elizabeth Johnston.
Johnston is an author, community organizer and activist for conservative Christian

family values.
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e More than Spots & Stripes is a book about the dangers of critical race theory written
by “The Hodgetwins”, Kevin and Keith Hodge. The Hodgetwins are comedians,
actors, fitness advocates, and conservative political commentators.

14.  Brave Books sells its series of children’s books to customers online, through a
monthly Freedom Island Book Club, as well as various retailers like Amazon, Wal-Mart and
Barnes & Noble.

15.  Brave Books markets its children’s books with the BRAVE BOOKS mark and

design logo:

SHOP - FREEDOM ISLAND BOOK CLUB EXPLORE . BRAVE FAMILY PLAN REVIEWS

About BRAVE

Upon becoming a father, BRAVE founder and CEO, Trent Talbot, saw the inappropriate content
being pushed upon children and realized the need for a wholesome alternative. He left his career
as a practicing ophthalmologist to found BRAVE Books and the rest is history!

WELCOME TO 2

e 1

Join BRAVE in shaping the next generation of heroes. Children who embody the principles and
values that made America great. Children who place God, family, and country ahead of self.

16. On November 12, 2021, Brave Books filed U.S. Trademark Application No.
97121806 for the mark BRAVE BOOKS & Design for “Series of printed children’s books; Printed
children’s books” in Class 16 (“Plaintiff’s Application”). Brave Books later amended the

description of its books to further clarify it offers: “Series of printed children’s books relating to
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conservative and Christian values; Printed children’s books relating to conservative and Christian
values; all the foregoing not relating to an animated movie set in medieval Scotland.”
B. Defendant Burgess.

17.  Defendant Burgess runs a sole proprietorship used bookstore located in El Paso,
Texas. On his Facebook page, Burgess describes the shop as “A bookstore in an historic bungalow
in El Paso, TX that impacts local culture and encourages growth.” The Facebook page uses a logo

of a single staring eye:

Brave Books

5.6K likes « 6K followers i Like  Q Search

Posts About Mentions Reviews Reels Photos More v

18. The used bookstore is only open from noon to 5 PM each day. Occasionally books
are marketed on Burgess’ Facebook page for the used bookstore. However, the page notes that all
services require “in store pick up” at the El Paso shop.

19. Burgess, through his used bookstore, offers books that are diametrically opposed to
the complex Christian and Conservative values that are taught in Brave Books’ children’s books.
For example, Burgess has advertised that his used bookstore offers “the definitive (and only) book

on Prostitution in El Paso”:
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Brave Books
March 31 . @

the definitive (and only) book on Prostitution in El Paso available at our upcoming EPSW event
April 28-30 &

We'll be posting regularly about what we believe will become an important and engaging annual
event that all of us will enjoy and benefit from,

Brave Books of El Paso

1307 Arizona / 915.204.7074

Open 7 days a week from noon to 5 pm

THE
cENTLEMENS
s CLB

ARY

Facebook Post, March 31, 2023.

20. Similarly, the used bookstore advertised Gulf Dreams by Emma Pérez as a “choice
new arrival” on September 22, 2022. Gulf Dreams is a fictional coming of age story of an unnamed
lesbian narrator that contains explicit details of the narrator’s lesbian sexual relationship.

21.  The used bookstore also offers events. For example, Burgess will host the “Third
Annual” “The Little Bookshop of HORRORS” event at the end of October with free alcoholic
beverages, a “horror tattoo mini-event”, and a “horror art exhibition” (see example Facebook

posts):
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Brave Books
October 43t 5:226 PM - Q)

Spread the word w» @ ¥

once again
Brave Books of El Paso
1307 Arizona

open 7 days a week from noon to 5 pm

Brave Books of El Paso presents

The Little Bookshop of

oct. 27-29 fri, sat & sun

Facebook Post, Oct. 4, 2023.
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Brave Books
October 11 2t & 14 PM - 3

“So much to read , so little time” by El Paso artist Lillian Sandoval. @6
Available at our Little Bookshop of Horrors ART SHOW!

Dm for more details

Facebook Post, Oct. 11, 2023.

22. The used bookstore also hosted “BANNED BOOKS: An Uncensored 3-day Event,
Sale and Discussion,” which was marketed “Come explore and purchase 250+ books that have
been banned, censored, challenged and targeted for various reasons. We will also present an
important open conversation about book banning and it’s [sic] consequences to a country built on

democratic ideals.” This event also offered free alcoholic beverages:
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Brave Books
September 26 at 1:20 PM - &

Brave Books presents BANMNED BOOKS: An Uncensored 3-day Event, Sale and Discussion.

Come explore and purchase 250+ books that have been banned, censored, challenged and targeted
for various reasons.

We will also present an important open conversation about bock banning and it's consequences to a
country built on democratic ideals. That will begin on 5aturday, from 4 to 5 pm in our Brave Books
porch.

We will have free ice cold bottled beer, chilled wine, water, tea, Capni5Suns, juices, Jarritos, sodas and
snacks served all 3 days.

event hours:
Fri = 5at, Sept. 29 - 30 = noon to & pm
Sunday, Oct 1« noonto 5 pm

Open Discussion on Banned Books
Saturday from 4 to 5 pm on the porch

Brave Books of El Paso
1307 Arizona

We appreciate you and look forward to visiting with you for this important event this coming Friday
through Sunday!

Facebook Post, Sept. 26, 2023.

23. On February 11, 2022, Burgess sent a demand letter to Brave Books. On the same
date, Burgess filed U.S. Trademark Application No. 97264398 for the mark BRAVE BOOKS for
“Retail store services featuring books, greeting cards, gifts, and collectibles; On-line retail store
services featuring books, greeting cards, gifts, and collectibles” in Class 35 and “Design of
customized books” in Class 42 (“Defendant’s Application””). The USPTO examined Defendant’s
Application and did not find a likelihood of confusion with any prior filed applications or
registrations, including Plaintiff’s Application.

C. Burgess threatens legal action.

24. Burgess’ February 11, 2022 demand letter! alleged that Brave Books’ use of the

BRAVE BOOKS mark could cause consumer confusion.

! A true and correct copy of the February 11, 2022 letter is attached hereto as Exhibit A.
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25. Burgess asserted he had priority rights to the BRAVE BOOKS mark and requested
that Brave Books (1) abandon Plaintiff’s Application and (2) cease and refrain from all use of the
BRAVE BOOKS mark.

D. Burgess destroyed over $25,000 of Brave Books’ products.

26. After receiving the February 11 letter, Brave Books began to look into Burgess and
his used bookstore. In reviewing the bookstore Instagram page, Brave Books discovered that
Defendant Burgess had received a misdirected shipment of four boxes of Brave Books’
autographed books for the title Elephants Are Not Birds. This shipment contained every single
book the author had signed for this publication.

217. Specifically, Burgess made an Instagram post on the bookstore page about his
receipt of the shipment of misdirected books around the time of the delivery. Burgess never
reached out to Brave Books about receiving the shipment or returned the property.

28. Instead, the Instagram post makes clear that Burgess vehemently disagrees with the
Christian conservative values expressed in Brave Books works. Burgess wrote that Brave Books
was “a toxic and shameful ultra-right wing children’s book publisher” and in the video Burgess
calls the books “toxic trash”, states “I’m gonna kind of see what I can do to make sure they don’t

end up in the hands of kids,” and “[t]hat’s what they get for stealing our name.”
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@ bravebooks.tx « Follow

bravebooks.tx Brave Books, the
LGBTQ community and a hard-right
publisher copycat Brave Books
spreading toxic children’s books.

Watch and share this IMPORTANT
VIDEO about a mind-blowing episode
involving another Brave Books - a
toxic and shameful ultra-right wing
children’s book publisher who co-
opted our name two years AFTER we
opened Brave Books here in El Paso.
They recently made national headlines
by publishing a children's book called
"Elephants are not Birds" that is a
thinly veiled assault upon transgender
kids and the people who love and
support them.

As owners of Brave Books of El Paso,

Laurie and | unequivocally reject them
it Af lhanAd as Abdehia el

Qv W

490 views
OCTOBER 19, 2021

Log in to like or comment.

29. Burgess repeatedly admits that he knew who the books belonged to—Brave
Books—and that they were inadvertently delivered to his used bookstore. Burgess even
acknowledges that the books were signed by the author.

30. However, the shipment was never returned to Brave Books as required by Texas
law. The shipment was worth over $25,000 in revenue to Brave Books.

31. Indeed, Burgess approved of Instagram user comments who suggested he shred or

burn the books:

2 https://www.instagram.com/tv/CVOysdJj b0/?igshid=YmMyMTA2M2Y%3D
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j viridianita_xingona |G did not allow me

' to say it... but its Two words and the first
word starts with B and the second with T.
It involves fire @&

104w 1like Reply

——  Hide replies

bravebooks.tx
@viridianita_xingona nuff said!

104w Reply

E. The Opposition Proceedings.

32. The USPTO published Defendant’s Application for opposition on January 17,
2023.

33. The USPTO published Plaintiff’s Application for opposition on June 6, 2023.

34. In response to Burgess’ repeated allegations of a likelihood of confusion between
Plaintiff’s Application and Defendant’s Application — and to prevent the Burgess’ used bookstore
from securing a trademark registration — Brave Books filed a Notice of Opposition against
Defendant’s Application before the USPTO Trademark Trial and Appeal Board (“TTAB”) on July
17, 2023 (Opposition No. 91286077).

35.  Likewise, Burgess filed a Notice of Opposition against Plaintiff’s Application in
the TTAB on August 7, 2023 (Opposition No. 91286440).

36. The two opposition proceedings are currently ongoing.

COUNT1

DECLARATION THAT BRAVE BOOKS HAS NOT VIOLATED
STATE TRADEMARK AND UNFAIR COMPETITION LAWS

37. Brave Books re-alleges and incorporates by reference the allegations of the

preceding paragraphs as though fully set forth herein.
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38.  There is a substantial controversy between Brave Books and Burgess of sufficient
immediacy and reality to warrant the issuance of a declaratory judgment.

39. Brave Books and Burgess have a justiciable controversy concerning whether Brave
Books’ business name, trademark, logo, and commercial advertising utilizing the BRAVE
BOOKS mark and design logo constitutes violations of Texas trademark and unfair competition
laws.

40. A declaratory judgment is necessary and proper to determine the rights of the
parties.

41. Accordingly, Brave Books respectfully requests that the Court enter a judgment
declaring that Brave Books’ past and continued use of the BRAVE BOOKS mark and design logo
in connection with its business name, trademark, logo and commercial advertising does not violate
Texas trademark and unfair competition laws.

42.  All conditions precedent to Brave Books’ claim for declaratory judgment have been
performed or have occurred.

43. Pursuant to Chapter 37 of the Texas Civil Practice and Remedies Code, Brave

Books seeks to recover its costs and attorneys’ fees incurred in connection with this request for

declaratory judgment.
COUNT I
CONVERSION
44. Brave Books re-alleges and incorporates by reference the allegations of the

preceding paragraphs as though fully set forth herein.
45. Brave Books owned and had legal entitlement to possession of the shipment of
books inadvertently sent to Burgess. As Burgess admitted in his October 2021 Instagram post,

Burgess knew Brave Books was the intended recipient of the book shipment.
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46.  Burgess unlawfully and without authorization assumed and exercised dominion and
control over the shipment of books to the exclusion of Brave Book’s rights as an owner when he
improperly retained and/or destroyed the shipment.

47.  Rather than returning the shipment to the rightful owner—or alerting the rightful
owner that the bookstore had its property—Burgess either improperly retained and/or destroyed
the shipment.

48.  Brave Books suffered actual damages as a result of the Burgess’ unlawful exercise
of control over the book shipment. Brave Books lost the value of the book shipment and the profits
it would have earned selling the autographed books.

49.  Additionally, Burgess’ conversion of the shipment was of a wanton and malicious
nature. The bookstore had specific intent to cause substantial injury to Brave Books because its
owner fundamentally disagrees with the content of Brave Books’ books. Burgess’ comment that
he was going to “see what [he] can do to make sure [the books] don’t end up in the hands of kids,”
his apparent approval of comments on the Instagram post encouraging the bookstore to shred or
burn the books, and his statement “[t]hat’s what they get for stealing our name” show that Burgess
acted with malice and the specific intent to injure Brave Books when it improperly retained and/or
destroyed the shipment. Accordingly, Brave Books is entitled to exemplary damages on top of
actual damages.

COUNT ITT
TEXAS THEFT LIABILITY ACT (Tex. Civ. Prac. & Rem. Code § 134)

50. Brave Books re-alleges and incorporates by reference the allegations of the
preceding paragraphs as though fully set forth herein.
S1. Burgess unlawfully appropriated property from Brave Books with the intent to

deprive the owner of the property when the bookstore inadvertently received the shipment, failed
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to return the shipment to Brave Books despite knowledge that the books were intended for Brave
Books, and ultimately improperly retained and/or destroyed the shipment.

52.  Burgess acquired or otherwise exercised control over the shipment when Burgess
inadvertently received the shipment and failed to return it or notify its rightful owner of Burgess’
receipt of the goods.

53. The shipment is tangible personal property.

54.  Burgess did not have Brave Books’ effective consent to exercise control and
destroy the shipment.

55. Burgess withheld the autographed books from Brave Books permanently and/or
disposed of the autographed books in a manner that made recovery of the property by Brave Books
unlikely.

56. Brave Books suffered actual damages as a result of Burgess’ theft, including but
not limited to the value of the autographed books and the lost profits it would have earned if Brave
Books had the opportunity to sell those books.

57.  Additionally, Burgess’ conversion of the shipment was of a wanton and malicious
nature. The bookstore had specific intent to cause substantial injury to Brave Books because its
owner fundamentally disagrees with the content of Brave Books’ books. Burgess’ comment that
he was going to “see what [he] can do to make sure [the books] don’t end up in the hands of kids,”
his apparent approval of comments on the Instagram post encouraging the bookstore to shred or
burn the books, and his statement “[t]hat’s what they get for stealing our name” show that Burgess
acted with malice and the specific intent to injure Brave Books when it improperly retained and/or
destroyed the shipment. Accordingly, Brave Books is entitled to exemplary damages on top of

actual damages.
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58. As a result of Burgess’ theft, Brave Books was forced to hire counsel to prosecute
this claim against Burgess and is entitled to reasonable and necessary attorneys’ fees pursuant to
Texas Civil Practice and Remedies Code section 134.005(b).

COUNT IV
NEGLIGENCE

59. Brave Books re-alleges and incorporates by reference the allegations of the
preceding paragraphs as though fully set forth herein.

60. The elements of a cause of action for common law negligence are (1) a legal duty,
(2) a breach of that duty, and (3) damages proximately resulting from the breach. Elephant Ins.
Co., LLC v. Kenyon, 644 S.W.3d 137, 144 (Tex. 2022).

61. Burgess owed Brave Books a legal duty to return the shipment of autographed
books that it inadvertently received. This legal duty is explicit in statute (Tex. Bus. & Com. Code
§ 602.004) and implied in weighing “the risk, foreseeability, and likelihood of injury [weighed]
against the social utility of the actor’s conduct, the magnitude of the burden of guarding against
the injury, and the consequences of placing the burden on the defendant.” Kenyon, 644 S.W.3d at
145. Further, Burgess owed Brave Books a duty of ordinary care to return the books because the
bookstore knew and admitted that the books were intended for Brave Books.

62. Burgess clearly foresaw a risk that it would cause injury to Brave Books if it did
not return the autographed books. Burgess could foresee that Brave Books would suffer injury
because it knew the autographed books belonged to Brave Books. Additionally, a person of
ordinary intelligence should have anticipated that failing to return Brave Books’ shipment of books
would cause Brave Books injury.

63. Despite this legal duty, Burgess improperly retained and/or destroyed the

autographed books with malice. Burgess had specific intent to cause substantial injury to Brave
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Books because its owner disagrees with the Christian conservative values of Brave Books’ books.
Burgess’ comment that he was going to “see what [he] can do to make sure [the books] don’t end
up in the hands of kids,” his apparent approval of comments on the Instagram post encouraging
the bookstore to shred or burn the books, and his statement “[t]hat’s what they get for stealing our
name” show that Burgess acted with malice and the specific intent to injure Brave Books when it
improperly retained and/or destroyed the autographed books.

64. Burgess’ failure to return the books to Brave Books proximately caused Brave
Books’ injury. But for Burgess’ breach of its legal duty to return the shipment, Brave Books would
not have been injured.

COUNT V
NEGLIGENCE PER SE (Inadvertent Delivery—Tex. Bus. & Com. Code § 602.004)

65. Brave Books re-alleges and incorporates by reference the allegations of the
preceding paragraphs as though fully set forth herein.

66. Texas Business and Commerce Code section 602.004 provides: “A person who
receives unsolicited goods as the result of a bona fide mistake shall return the goods.”

67. Brave Books belongs to the class of persons that Texas Business and Commerce
Code section 602.004 was designed to protect because Brave Books’ property, the shipment of
books, was inadvertently sent to Burgess.

68. Texas Business and Commerce Code section 602.004 is designed to protect those
whose goods have been sent to another as the result of a “bona fide mistake.” This provision of
the Texas Penal Code imposes a duty on the public based on a standard code of conduct enacted
by statute.

69. Burgess violated Texas Business and Commerce Code section 602.004 when it

failed to return the shipment of books that it knew belonged to Brave Books. But for the sender’s
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“bona fide mistake,” Brave Books would have received the shipment of books that it owned and
no damage to the shipment of books would have occurred.

70. Burgess’ violation of Texas Business and Commerce Code section 602.004
proximately caused Brave Books to suffer a direct injury. Brave Books’ actual damages includes
the loss of value of the property and lost profits that Brave Books would have earned on the
autographed books had Burgess not violated the statute.

71.  Burgess violated Texas Business and Commerce Code Section 602.004 with malice
because Burgess had specific intent to cause substantial injury to Brave Books because its owner
disagrees with the Christian conservative content of Brave Books’ books. Burgess’ comment that
he was going to “see what [he] can do to make sure [the books] don’t end up in the hands of kids,”
his apparent approval of comments on the Instagram post encouraging the bookstore to shred or
burn the books, and his statement “[t]hat’s what they get for stealing our name” show that Burgess
acted with malice and the specific intent to injure Brave Books when it improperly retained and/or
destroyed the shipment. Accordingly, Brave Books is entitled to exemplary damages on top of
actual damages.

ATTORNEYS’ FEES

72. Brave Books retained the law firm of Jackson Walker LLP to represent them in this
action and has agreed to pay the firm reasonable and necessary attorneys’ fees. Brave Books seeks
to recover its costs and attorneys’ fees incurred in connection with (1) its request for declaratory
judgment pursuant to Chapter 37 of the Texas Civil Practice and Remedies Code and (2) its claim
for violation of the Texas Theft Liability Act pursuant to Texas Civil Practice and Remedies Code

section 134.005(b).
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73.

DEMAND FOR JURY TRIAL

Brave Books asserts its right to a trial by jury on all issues.

REQUEST FOR RELIEF

WHEREFORE, in consideration of the foregoing, Plaintiff Brave Books, LLC. respectfully

requests that this Court award the following relief:

i.

11.

1il.

A declaratory judgment that Brave Books’ past and continued use of the BRAVE
BOOKS mark and design logo in connection with its business name, trademark,
logo, and commercial advertising does not violate Texas trademark and unfair
competition laws;

An award of actual damages resulting from Burgess improper retention and/or
destruction of the shipment of books, including but not limited to, the value of the
autographed books and the lost profits Brave Books would have earned if Brave
Books had the opportunity to sell those books;

An award of exemplary damages for Burgess’ malicious retention and/or
destruction of the shipment of books;

1v. An award of its attorneys’ fees and costs; and
v. Such other and further relief as the Court may deem just.
Dated: October 19, 2023 Respectfully submitted,

/s/ Shannon Teicher
Shannon Zmud Teicher
State Bar. No. 24047169
steicher@jw.com

Hailey Oestreich

State Bar No. 24116627
hoestreich(@jw.com
JACKSON WALKER L.L.P.
2323 Ross Avenue, Suite 600
Dallas, Texas 75201

(214) 953-6000 — Telephone
(214) 953-5822 — Facsimile

Harris J. Huguenard

State Bar No. 24099615
hhuguenard@jw.com

1401 McKinney Street, Suite 1900
Houston, Texas 77010

PLAINTIFF’S ORIGINAL PETITION Page 20 of 21



(713) 752-4247 — Telephone
(713) 754-6722 — Facsimile

ATTORNEYS FOR BRAVE BOOKS, LLC
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JENNIFER A. GOLINVEAUX
Partner

415.591.1506
jgolinveaux@winston.com

February 11, 2022

VIA FEDEX

Dr. Trent Talbot, CEO
Brave Books, LLC

2200 North Loop W Ste 330
Houston, Texas 77018

Re:  Use of the Brave Books Trademark and Pending Trademark Application
Dear Dr. Talbot:
This firm represents Brave Books in trademark matters.

Brave Books is an independent bookstore based in El Paso, Texas serving retail book customers
in the greater El Paso metropolitan area and throughout the United States through in-store and online
sales and also offering book design services. By use of its distinctive Brave Books name and mark in
commerce since at least as early as January 2019, Brave Books has developed valuable trademark and
trade name rights in the term “Brave Books.” Brave Books considers its name and mark to be among its
most valuable and carefully protected assets. Brave Books has filed an application to register its mark for
retail and online bookstore services and the design of customized books, U.S. Application Serial No.
97264398, noting its January 2019 first use date of the mark.

Brave Books was concerned to learn that your company is currently using and has filed a
trademark application to register the very same mark BRAVE BOOKS together with a design element,
U.S. Application Serial No. 97121806, for a “Series of printed children’s books; Printed children’s
books.” Your company’s use of a mark identical to Brave Books’s own mark for closely related goods
has already caused significant confusion among consumers who mistakenly believe that your company’s
BRAVE BOOKS- branded goods are associated with or approved by our client, Brave Books, or vice
versa. Brave Books is concerned that such confusion is likely to continue as long as you use its BRAVE
BOOKS trademark.

We trust that you appreciate the importance and value of property rights, including the intellectual
property rights held by our client, and that your company shares our client’s concern with avoiding any
confusion between its goods and services and those of your company.

Accordingly, Brave Books respectfully requests that you (1) expressly abandon your pending
trademark application (U.S. Ser. No. 97121806); and (2) cease and refrain from any and all continued
unauthorized use of Brave Books’s BRAVE BOOKS mark and confusingly similar usages such as that
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depicted in your company’s pending trademark application. Brave Books is open to discussing a
reasonable transition period for your company to cease use of its mark.

We hope that by making you aware of Brave Books’s rights, we can achieve a mutually agreeable
resolution. We are happy to discuss further and look forward to receiving your response. In light of the
seriousness of this issue and the ongoing confusion in the marketplace, I would appreciate a response to
this letter no later than February 25, 2022.

Sincerely,

/s/Jennifer A. Golinveaux

Jennifer A. Golinveaux
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