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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 97384430

Filed: April 27, 2022

For Mark: BLACK ICE

Published in the Official Gazette: April 25, 2023

____________________________________ X
JULIUS SAMANN LTD., Opposition No. 91285952
Opposer,
V.
NEPA WHOLESALE INC.,
Applicant.
S 4

Commissioner for Trademarks

Attn: Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

DECLARATION OF RICHARD L. CLAVERIE IN
OPPOSITION 72 $33/,&%$1796 027,21 )25 6800%5< -8'*(0(17

RICHARD L. CLAVERIE, pursuant to 28 U.S.C. 81746, declares:

1. | am a paralegal at Cowan, Liebowitz & Latman P.C., attorneys for Opposer Julius
Samann Ltd. 32SSRVHU’

2. | submit this Declaration on behalf of Opposemopposition to Nepa Wholesale
,QF TV 33$SSOLFDQW~ ORWLRQ IRU 6XPPDU\ - XGJHPHQW

3. The facts stated herein are based on my personal knowkedygew of P\ ILUP TV
records, or information conveyed to me by others that | believe to be true.el taltestify

regarding same, | could do so competeniiye defined terms herein have the same meaning as



LQ 2SSRVHUYVY OHPRUDQGXP RI /IDZ LQ 2SSRVLWLRQ WR $SSOLl
submitted herewith.

4. Attached hereto d@sxhibit 15 are true and correct copies of screen shots of excerpts
of ZHESDJHV IURP $SSOLFDQWTVww&Nepsdwotesalcer DAAH G D W

www.NEPAwholeslae.com 3$SSOLFD QW Vnd &shtsVdi$/S S ML F bs@ywafinv

account locatedttps://www.instagram.com/nepawholesale} $S S O L WEbQIAs T V

5. Attached hereto aBSxhibit 16 is a true and correct copy &S S R VHitdt §at of
Interrogatories and Request for the Production of Documents and Things toaApplice
S, QWHUURJDWRULHV’

6. Attached hereto @xhibit 17 are true and correct cegof excerpts of SSOLFD QW TV
original answers to 2S SRV khtefiogatories and XSSOHPHQWDO DQVZHUV WHF
Interrogatories.

7. Attached hereto d@sxhibit 18 are true and correct copies of screen shots of excerpts
of videos posted 01$ S S O L FFBuQuhefa¢count.

8. Attached hereto a@sxhibit 19 is a true and correct copy of the TSDR status record
for Application Serial No. 97384430.

9. Attached hereto dsxhibit 20 is a true and correct copy of the USPTO Application
document for Application Serial No. 97384430.

10.  Attached hereto d@sxhibit 21 are true and correct copies of screen shots of excerpts
of videos posted 0i$ S S O L FrbuQubefla¢count and copies of screen shots of photographs from

$SSOLFD QW fvcountHdddEdrl Rifps://www.facebook.com/nepawholesale/

11. Attached her® asExhibit 22 are true and correct copies of screen shots of third-

party webpages offering Applicafit8lack Ice Goods for sale.


http://www.nepawholeslae.com/
https://www.instagram.com/nepawholesale/
https://www.facebook.com/nepawholesale/

12. Attached her® asExhibit 23 are true and correct copies of screen shots of excerpts
of $S S O L MRIgNeg Showin SSRVHUTV %/$&. , &¢theRdr Bash&n&under
2S SRV H U fpvorroied &hY offered for sale.

13. Attached her® asExhibit 24 is a true and correct copy of a screen shot of an
excerpt of Google Maps location photos showidg SRVHUTV %/$&. ,&( *RARGYV DQG
freshenersX Q GHU 2 S S R Vdispl&y¢d aridl ifexed for sale in one $iSS O L k@) W TV
locations.

14. On September 5, 2023, | viewed the homepagd&R@ H RI $SSOLFDQWYV :H

located ahttps://nepa2wholesale.comW KH 3+RPHSDJH’ D WUXH DQG FRUUHF

is attached hereto &«hibit25 , WKHQ W\SHG WKH SKUDVH 3SEODFN LFH" L
of the Homepage, as shown in the true and correct copy screenshot attached EdtatnteX6.

| then hit the enter key. Attached heretoEagibit 27 is a true and correct screenshot of the
UHVROYLQJ ZHESDJH IURP WKH VHDUFK |RKUWGHEDODGXLQRHIHZ HEE
VKRZV 2SSRVHU Y GoHSRE.[WeWR $SSOLFDQANIBY %/$&. ,&(

15.  Attached hereto a@sxhibit 28 are true and correct copies of screen shots of excerpts
IURP $SSOLFDQWYV SSEBE\OLWIBY W KR @bad@Eand, &Her vaping products
DGYHUWLVHG RQ WKH VDPH SDJEoddyarRiosher laiF DeQhaimeks ded & . |, & (
2SSRVHUTV PDyatymasG WKLUG

16.  Attached hereto asxhibit 29 are true and correct copies of screen shots of
photographs from8 S SO L FD Q W faxd Ji3tadtedmRaBcNunts located at

https://www.facebook.com/nepawholesaedhttps://www.instagram.com/nepawholesale/

DGYHUWLVHG $SSOLFDQWTIV %/$&. ,&( *RRGV DQG RWKHU YD

2S SRV HU Y V-par® @arks ki thesame page.


https://nepa2wholesale.com/
https://www.facebook.com/nepawholesale/
https://www.instagram.com/nepawholesale/

17. Attached hereto aExhibit 30 are true and correct copies afscreen shots of
excerpts of third-party websites offering for sale both Applicants BLACK ICG#©ds and
2SSRVHUTV %@GHé&ds okaffering for sale both other vaping/nicotine devices and other
air fresheners for sale.

18.  Attached hereto asxhibit 31 are true and correct copies of TSDR status records
identifying current and prior use-based registrations for at least seven manksgbwe¢h vaping
(and/or nicotine products) and air fresheners.

19. Attached hereto a@sxhibit 32 are true and correct copies of screen shots of excerpts
of $SSOLFDOWIEY and its Instagram social media account, located at

https://www.instagram.com/nepawholesaleéferencing the scent, fragrance and aroma of

$SSOLFDQWTTV YDSLQJ GHYLFHYV

20.  Attached hereto a@sxhibit 33 are true and correct copies of screen shots of excerpts
of the website and excerpts of YouTube viddd$ WKH PDQXIDFWXUHU RI $SSOLFCLC
Goods (HQD) referencing the scent, fragrance and aroma of their vaping devices.

21.  Attached hereto a@sxhibit 34 are true and correct copies of screen shots of excerpts
of websites of other retailers, promoters and manufacturers of vaping detézescing the scent,
fragrance and aroma of their vaping devices.

22.  Attached hereto akxhibit 35 are true and correct copies of screen shots of
webpages, articles and blogs from third parties referencing the scent, fragrance araf #iema
vaping devices.

23.  Attached hereto a@sxhibit 36 are true and correct copies of screen shots of

HIFHUSWYV RIIi&s&agansobiaDiiediy/ posts, located at

https://www.instagram.com/nepawholesgfomoting vaping in automobiles.



https://www.instagram.com/nepawholesale/
https://www.instagram.com/nepawholesale/

24.  Attached hereto asxhibit 37 are true and correct copies of webpages from third
parties who offer not just vaping products, but branded merchandise, including hats, shirts
backpacks, tote bags, duffle bags, shorts, keyrings, tattoo balm, anti-odor casescugimes
pillows, stickers, frisbees, skirts, bathing suits, alcohol and energy drinks.

25.  Attached hereto asxhibit 38 are true and correct copies of webpages referencing
third parties who co-brand or license their marks for use in connection with vaping devices.

26.  Attached hereto asxhibit 39 are true and correct copies of TSDR status records
identifying current and prior use-based registrations for 50 mBiRsY HULQJ ERWK 3HVVHQ

DQG 3DLU I[UHVKHQHUV~

| DECLARE UNDER PENALTY OF PERJURY THAT THE FOREGOING IS TRUE AND
CORRECT. EXECUTED ON THE 29DAY OF JANUARY 2025, AT NEW YORK, NEW

YORK
%JM/ ﬁw&uﬂ a

RICHARD L. CLAVERIE
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FAQs
Can you recharge HQD Glaze vapes?

How long does a HQD Glaze last?

How many pleces are available in a pack of HQD Cuvie Glaze ?

Can | order samples before an order in wholesale?

Why buy from Nepa Wholesale?

How many puffs does HQD Cuvie Gloze offer?
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(@ NEPA _ a \;Jo My Cart Oﬂ My Wishiist L Guest
WHOLESALE g, 5 0.00 View Wishlist i My Account

88 Browse Departments ~ Our Brands HOD ~ Fume ~ Fire Catalog Ouick Order Store Locator B Reorder

E i B

¢/ shop | VI [ HQD VI 8% 3X10PK DI

HQD V15% 3X10PK DISPOSABLE

Login | Register 1o see price

Flavor

Apple Crish BLUBELE Banona los Bluie Razz
Blusberry CHEESE CAKE Condy Cantalotpe Cherry

N 3 Ciossic Tobooco y Dirink Fridt Fusion GREEN BLAST Grops
Guova lea e Cola e Mint lLush Iga Lychea loa Mango
Melon lce Mizad Fruit Nuts Tob Crang =] Possion Fruit
Paoch Fing Coloda Fineappie Strawbarry Strawberry Banana
Strowharmy Shordcoke Strowbenry Wotermalon Tangerine |c

wotanmaion

£ Compare 2 Add to wishiist

HOD
H @ D bifferent brands of HQD disposable pods device come in different

flavors.

share: ¥ ¥ @ =
Terms ond Conditions :

{
Buy More, Recelve what Delivery and
Save More you order local pick up

—

[#] Description = Specifications s Reviews & Rating

The innovative HOD V1 is a portable and compoct vape kit perfect for vopers: especially beginners who are looking for o hassie-free voping experience. You get to conveniently enjoy 300 puffs
of corefully crafted e-| with this kit anywhere at any time. Its long-lo bottary alevates your vaping sxperience without the hasste of recharging It HQD V1 (s available ot Nepa

Wholesale, the one and only autherized suppliers of HQD vapes in the USA We provide lucrative deals for wholesalers, resellers, online shops, and consumers at a low cut price.

HQD V1 Features
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HOQD Cuvie V1 Whnelsale | 3X10PK | 5% Nie | Nepa Wholesale

With compact, portable, and easy to use design, HQD V1 is o disposable vope pen with creative designs and features like pre-filled e-|uice ond long-iosting battery Iife. Here is o list of moe
HGD VI features:

Faature Desctiption
Putt Capocity Up ta 300 Pufts
Frefilled Copocity 1.25mi
Material Metal

Waight 12rng

Battery Capacity 280 mah
Nicotine Level 5% or S0mg
Pod Size BOX20X12
Power Ronge T-12W

HQD V1 Flavors

HQO VI comes with a smoill yet salective concentrated Julces perfect for any occasion, As for now, HQD V1 has five flavors which ore kisted down balow:

Strawberry

strawberry Banana
Tangerine lce
Waotarmalon

Strowberry Watarmelon

HQD V1 Nicotine Levels

This compact HOD VI madel hos a strong presence of nicoting up to 5% or S0mg for a strong hroot hit Besides, HOD aiso Nos a wide range of Ron-ncoting devices or vops kits. The addctive
substance, Nicotine s prasent in most of HOQD products ond the reason is (o help frequent smokers transition Into sater options:

Buy HQD V1 Vapes?

HGD V1 is o ge-to vope kit for vaping enthusiasts ond frequent smckers who love exploring new flavers by HQD, It is olso on excellent alternative for smokers looking for @ chonge in their
traditional smoking habits. You can purchose HOD V1 in bulk from Mepa Wholesale at a competitive price.

.

FAQs of HQD Box
How long does a HQD V1 last?

HQD V1 300 putts will last a light or on average vaper for about 10 days whils a heavy voper can finish it in just 3 doys.

How many pieces are available in a pack of HQD VI1?

With Nepa Wholesale, you can purchose o 10 piece pack of HQD VI in an offordable price from all over tha USA

Why buy from Nepa Wholesale?

Nepa Whole is o business with 10 yeors of experiance, We have o wide range of product selection in on offordabie price rangs with product security and authenticity,

Packaging and Shipping Details
Packaging:
We currently offer two different types of pockaging options for bulk orders:

* For ratallers, we supply all of our products in carton Boxes to fultill their requiremants
= For wholesalers, we have currently partnered with UPS to complete all our deliveries.
* Mo poly-bogs ore used to pock your package

Delivery:
= Wa dallver timaty by collaborating with local dellvary partnars.

= We provide contolner shipping services for Dropshipping enterprises (Only for large quantities)
+ Dellvery Charges are applicable on oll dellveries.
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Ref N0.29887.076

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 97384430

Filed: April 27, 2022

For Mark: BLACK ICE

Published in th®©fficial Gazette April 25, 2023

____________________________________ X
JULIUS SAMANN LTD., . Opposition No. 91285952
Opposer, :
V.
NEPA WHOLESALE INC,
Applicant.
U ¥4

OPPOSER’S FIRST SET OF INTERROGATORIES AND REQUESTS
FOR THE PRODUCTION OF DOCUMENTS AND THINGS TO APPLICANT

Pursuant to Rules 26, 33 and 34 of the Federal Rules of Civil Procedure and 37 C.F.R. §
2.120, Opposer, Julius Samann Ltdquests thahpplicant,Nepa Wholesale Inanswer under
oath the following interrogatories and produce the following documents and things for inspection
and copying at the offices of Cowan, Liebowitz & Latman, P.C., 114 Wéss#@et, New
York, New York 10036 within 30 days after service hereof.

DEFINITIONS AND INSTRUCTIONS

A. The term Opposetr meansOpposer Julius Samann Ltds licenseeCAr-
FRESHNERCorporation, and all parent, subsidiary, related predecessor and/or successsy entit
divisions, employees, agents and/or representatives thereof.

B. The terns “Applicant,” “you” or “your” meanNepa Wholesale Incand all
parent, subsidiary, related predecessor and/or successor entities, divisions, &nplpsats

and/or representatives tieef.
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C. Theterm“Application” mears U.S. Application Ser. No. 97384430.

D. The term ‘Applicant'sMark” meanshemarkBLACK ICE as represented in the
Application.

E. The term “Opposer’'s Marks” meatise marks defined by Opposer in paragraphs
1-2 of the Notice of Opposition iis proceeding.

F. The term “Opposer’'s Goods” means the goods defined as “Opposer’s Goods” in
the Notice of Opposition in this proceeding.

G. The term*Applicant’s Goods an&ervices” means the servidesed in the
Application and in the introductory paragraph of the Notice of Opposition in these proceedings,
as well asany other goods and services Applicant identifies in response to the interrogatdries a
document requestserein

H. The term U.S.commerce” means commerce subject to reguridiy Congress,
as defined in 15 U.S.C. §1127.

l. As used herein, the terms “entity” and “person” include natural persons,
governmental entities, organizations, corporations, partnerships, associations, joirgsvand
any other individual or group of individuals that has the purpose of conducting or, in fact,
conducts business.

J. The term “document” shall be given the broadest possible scope under Fed. R.
Civ. P. 34 and includes, but is not limited to, all writings, correspondence, memoranda,
handwritten notes, drafts, invoices, contracts, purchase orders, letters, cheghs, feaoks,
pamphletsflyers, advertisements, webpagpsblications, stickers, posters, catalogs, labels,
product packaging, product containeafisplays, photograph&€Ds, DVDs,slides, videotapes,

films, artwork, drawings, sketches, illustrative materials, layouts, teatssimagnetic recording
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tapes, microfilms, computer printouts, e-mail, work sheets, and files from any persona
computer, notebook or laptop computer, file server, minicomputer, mainframe computer or any
other storage means by which information is retained in retrievable form, incliudmthét are

still on any storage media, but that are identified as “erased but recoverable)’athdral

materials, whethgprinted, typewritten, handwritten, recorded or reproduced by a mechanical or
electronic process.

K. The term “identify” means: (a) when applied to a person: to give the person’s full
name, present or last known residential and busedki®essese-mail addras and telephone
number, and, when referring to a natural person, additionally, the present or last known place of
employment; (b) when applied to documents: to give the (i) type of document, (ii) general
subject matter, (iijpame andlate of the documentiv) author(s), addressee(s) and recipient(s),
and (v) location of the document; and (c) when applied to facts, to describe fully the (i)
occurrence, event, act, omission, or failure to act, (ii) actor or the person wtmatailed to
act, (iii) dateand time when, and place where, each act or failure to act occurred, and (iv) if the
fact is an oral communication, where and when it took place, who was present, and, with as
much detail as possible, the substance of what each participant said.

L. The term‘concerning” means referring to, relating to, embodying, connected
with, commenting on, responding to, showing, describing, analyzing or constituting.

M. The singular and plural forms are used herein interchangeably, as are the
masculine and feminine formsdthe present and past tenses, and such terms should be
construed as necessary to bring within the scope of the interrogatory/documeritatques

documents and information which might otherwise be construed to be outside its scope.
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N. The terms “and” and “drshall be construed either disjunctively or conjunctively
as necessary to bring within the scope of the interrogatory/document request all docachents a
information which might otherwise be construed to be outside its scope.

O. If any information or document called for in any interrogatory or request is
withheld in whole or in part by reason of a claim of attoroksmt privilege work product
immunity or any other claim of immunity from discovery, then, at the time the information or
document is to be produced, a list is to be furnished identifying any such information or
document withheld together with the following information: date and title of the documarg; na
and job title of each author, writer or sender of the document; name and job title of each
recipient, addressee or other person to whom the original or any copy of the document was sent
or furnished; if you contend that an author or recipient of the document is an attorney for
purposes of claiming privilege or immunity from discovery, identify the Bar of which he or she
was a member at the time of the communication in question; the general subject madter of th
information or document withheld; the basis for the claim of privilege or immunity from
discovery; and the interrogatory or request to which the information or document is responsive.

P. In the event that any document called for by this request has been destroyed, lost,
discarded or otherwise disposed of, identify any such document as completely as possible,
including, without limitation, the date of disposal, manner of disposal, reason for disposal,
person authorizing the disposal and person disposing of the document.

Q. Documents shall be produced as they are kept in the ordinary course of business
or shall be organized and labeled to correspond to the document request to which they are

responsive.
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R. These requests are continuing in nature so as to require prompt supplemental
responses if you, or any person acting on your behalf, obtain additional responsive documents or
information called for by these discovery requests between the time ofdghebresponse and
the time set for trial.

S. Where an objection is made to a request or subpart thereof, state all grounds upon

which you base your objection.

T. If there are no documents responsive to any particular category, you shall so state
in writing.
U. You shall take immediate steps to preserve all documents and information

responsive to these discovery requests, including electronic data that may extuméaual/or
archived electronic computerized datempilations. These measures include, but are not limited
to, discontinuation of all data destruction and backup tape recycling policies applicsinth t
documents.

V. Each request for documents seeks production of the document in its entirety,
without abbreviation omodification including all attachments or other matters affixed thereto.

INTERROGATORIES

Interrogatory No. 1.

State the date when Applicant first selected Applicant’s Mark for use odedarse in
connection with any goods or services in le@nmerce, descrébin detail the reason(s) for and
circumstances of such selection, and identify all persons or entities who pasticipat were
consulted in such selection, or who participated in the creation or adoption of Applicark;s Ma

including a description of the nature of their participation or consultation.
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Interrogatory No. 2.

Identify anytrademarksearches, opinions, investigations, analyses or studies related to
the creation, selection, adoption or clearasic&pplicant’s Mark including without limitation
the persons involved, the date(s), and the data or results of those searches, opinions,
investigations, analyses or studies.

Interrogatory No. 3.

State whether Applicant (or any person or entity authorized by Applicant) has made any
use of Applicant’'s Mark in U.Sommerce as of the preseate, and if so, identify:

€)) each good or service on or in connection with which Applicant (or any person or
entity authorized byApplican) has used or is usingith such mark

(b) the date of first usef such markor eachsuch good or service;

(© the period of time during which each such good or service was or is being
distributed, offered for sale, sold or rendered in connectionsuith mark

(d) the geographic area(s) in which such goods or semieesor are being
distributed or sold in conngon with such mark

(e) the annual volume of sales for each year to the present, both by dollar amount and
unit amount, for each such good or service;

() any other revenues, including but not limited to any licensing revenues that
Applicanthas receiveth connection with such goods and services;

(@) the retail and wholesale price for sugtods and servicder each year to the
present;

(h) the channels of trade (e.g., types of retail stores, catalogs, mail oreleretnt
promotional sales, private sales, etc.) through which such goods and semnees are being
distributed or sold to the ultimate purchaser, consumeseay u

6
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0] the channels through which such goods and services were or are being marketed,
promoted and advertised to the ultimate purchaser, consumer or user; and

()] the type of customers to which such goods and seraiegsvere or are intended
to be marketed

Interrogatory No. 4.

Identify with respect to U.S. commerce:

@) each good or service on or in connection with which Applicant (or any person
entity authorized by Applicant) intends to use Applicant’'s Mark;

(b)  the intended date of first use of Applicant’s Mark for each such good or service;

(c) the intended geographic area(s) in which such goods or services will be
distributed or sold in connection with Applicant’'s Mark;

(d)  the intended retail and wholesale price for such goods and services;

(e) the intended channels of trade (e.g., types of retail stores, catalogs, mail order,
Internet, promotional sales, private sales, etc.) through which such goods and servies wil
distributed or sold to the ultimate purchaser, consumer or user;

() the intended channels through which such goods and services will be marketed,
promoted and advertised to the ultimate purchaser, consumer or user; and

(g) the intended type of customers to whom such goods and services will be
marketed.

Interrogatory No. 5.

Identify any persons or entities that have ever, either orally or in writing, authorized,
licensed, assigned, granted, conveyed or otherwise transferred to Applicant any rights in

Applicant’'s Mark, and for each such person or entity, identify the date of and mizernal
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under which such authorization, license, assignment, grant or conveyance or othentrasmsfer
made, including, but not limited to, the details of the grant of rights and financial terms
governing such transaction.

Interrogatory No. 6.

Identify any persons or entities to whom Applicant has authorized, licensed, assigned,
granted, conveyed or otherwise transferred any rights in Applicant’s Mark, and licsuesc
person or entity, identify the date of and material terms under which such authorizegiose li
assignment, grant, conveyance or other transfer was made, including, but not limited to, the
details of the grant of rights and financial terms governing such transaction.

Interrogatory No. 7.

Separately for each year in which advertising, marketing, or promaitidpplicant’s
Mark has occurreth U.S. commercestate the annual expenditures for such advertising,
marketing or promotion for such mark.

Interrogatory No. 8.

Identify all advertising, marketing and promotional materials used or intended todbe use
in connection with Applicant’'s Mark and Applicant's Goaisl Servicegn U.S. commerce,
including but not limited to, point-afale materials, circulars, flyers, posters, stickers, sales
sheets, leafls, brochures, catalogs, signs, price listslin@-or email advertisements, print
advertisements, radio or television advertisements, and each web site, web aettibostvng,
web posting, web listing, and web page, whether owned by Applicant or third parties, including
its Internet address, on or through whigbplicant’s Goodsand Services have been, are
currently being or are intended to be promoted, advertised, displayed, sold or otherwise

distributed.

29887/076/4593392



Interrogatory No. 9.

Identify all persons oentities that are delg, or that Applicant intends to sell,
Applicant’'s Goodsand Serviceqn U.S. commerce.

Interrogatory No. 10.

@) Describe each instance where any person has by word or deed or otherwise —
including but not limited to by misdirected ma#peil or telephone calls- suggesteadr
reflected a belief that Applicamn licensed, endorsed or sponsored by or associated or related in
any way with or to Opposer, or that the products or services sold or offered for salenadednt
to be sold or offered for sale, by Applicant undephigant’s Mark are licensed, endorsed or
sponsored by or associated or related in any way with or to Opposer or Opposer;saiiérks

(b) Identify all persons knowledgeable about any such instances and describe the
nature of their knowledge.

Interrogatory No. 11.

State whem\pplicantfirst became aware @pposer and Opposer’s Marks, atebscribe
the circumstances through which such awareness was obtained and identify the)pehgon(s
obtained such awareness.

Interrogatory No. 12.

Identify all steps taken by Applicant (or anyone authorized by iégpl), to
manufacture, import, market, promote, advertise, distribute, offer for sale eacklbf
Applicant’'s Goodsand Services connection with Applicant’s Mark in U.S. commerce, and
identify all documents related thereto.

Interrogatory No. 13.

Identify the person(s) who are most knowledgeable concerning:

29887/076/4593392



(@)
(b)
()
(d)
(e)

(f)

(¢))

(h)

the selectiongreation and adoption of Applicant’s Mark;

the scope of use and intended asApplicant’'s Mark

the actual or intended advertising, marketing and promotidpplicant's Mark
Applicant’'s knowledgef Opposer and Opposer’s Marks;

the actual or intendemtanufacture, distribution and sale of Applicant’'s Goods

and Services

third parties that are using or have used any marks or designations containing or
comprisingthe mark BLACK ICEin connection with any goods and services
offered by either Applicant or Opposer, including without limitation air
freshenersair fragrancing preparations, and air deodorizing preparations;

any instances of actual confusion between the parties and/or their respective
marks or goods and serviceand

any agreements between Applicant and any other individual or entity concerning

the use or registration éfpplicant’s Mark

Interrogatory No. 14.

Identify all marks owned, used or registered by third parties containing or compiising

mark BLACK ICE in connection with any goods and services offered by either Applicant or

Opposer, including without limitation air fresheners, air fragrancing preparaéndsir

deodorizing preparations.

Interrogatory No. 15.

Describe in detail Applicarg actual,intended or proposadethods for sourcing,

manufacturingpackaging marketing and distributing ApplicastGoodsand Servicesinder

Applicant’s Mark, including without limitation the pla@ad means of sudctivity.

10
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Interrogatory No. 16.

Identify each distributor, supplier, manufacturer, vendor, licensee or any other thyrd par
with whom Applicant had any discussions concerningatttaal orintended use of Applicant's
Mark in connectiowith Applicant's Goodsand Servicesand for each such person or entity,
identify when such discussions took place and describe the substance of such communications.

Interrogatory No. 17.

Identify the purpose or intended use of each of Applicant's Goods and Services under
Applicant’'s Mark

Interrogatory No. 18.

Describe in detail how Applicant purchases, markets, advertises, promotéas,itedist
offers for sale and sells Opposer’s Goods under Opposer’'s Mark.

Interrogatory No. 19.

Identify all persons who participated in or provided information used in preparing
answers to the above interrogatories, separately identifying such person with tiespebt
particular interrogtory number.

DOCUMENT REQUESTS

Request No. 1.

Documents sufficient to identify Applicant’s corporate structure, including documents
sufficient to identify Applicant’s officers, directors, owners, divisions, depamts, and
employees that have had any involvement whith selection, creation, adoption, conception,
marketing, promotion, advertising, manufacture, distribution and cfafgpplicant's Mark or

Applicant’'s Goodsand Services

11
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Request No. 2.

All documents concerning the conception, creation, selection, and/or adoption of
Applicant’'s Mark including without limitation anylternatives and communicationgelating to
the same

Request No. 3.

All documents concerning any designs, logos, renditions, stylizations (including, without
limitation, font styles or color combinationsinockups, or formats of Applicant's Mark
including without limitation, any drafts or proposed versions of same.

Request No. 4.

All documents concerning any first use or priority date which Applicant claims applies
the Applicationor Applicant’'s Mark.

Request No. 5.

All documents concerning gnrademark searches, clearances investigations, analyses,
studies or opinion letters conducted or reviewed by or on behaHppficant concerning
Applicants Mark, including without limitation those conducted or prepared to determine the
availability of Applicant’s Markfor adoption and use by Applicant.

Request No. 6.

Representative samples of each and every good and service sold or intended tonbe sold i
U.S.commercen connection withApplicant’'s Mark

Reguest No. 7.

Documents sufficient to identify in U.S. commerce

12
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(@) each g@od or service on or in connection with which Applicant (or any person or
entity authorized by Applicant) has used or is using Applicant’'s Mark;

(b)  the date of first use afach of such mark and/or design for each such good or
service;

(c) the period ofime during which each such product or service was or is being
distributed, offered for sale, sold or rendered in connectionAgthicant's Mark

(d)  the geographic area(s) in which such goods or services were or are being
distributed or sold in connectiamth Applicant’s Mark

(e) the annual volume of sales for each year to the present, both by dollar amount and
unit amount, for each such good or service;

() any other revenues, including but not limited to any licensing revenues that
Applicant has redeed in connection with such goods and services;

(g) the retail and wholesale price for such goods and services for each year to the
present;

(h)  the channels of trade (e.g., types of retail stores, catalogs, mail ordertnter
promotional sales, privasales, etc.) through which such goods and services were or are being
distributed or sold to the ultimate purchaser, consumer or user;

0] the channels through which such goods and services were or are being marketed,
promoted and advertised to the mi&ie purchaser, consumer or user; and

() the type of customers to which such goods and services are, were or are intended

to be marketed

13
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Reqguest No. 8.

All documents concerning any scents or fragrances used or to be used in connection with
any of Applicant’'s Goodsand Sevices including without limitation any marketing, promotional
or advertising materials concernitige same

Request No. 9.

All documents concerning any deodorizing or fragrancjuglitiesof Applicant's Goods
and Servicesincluding without limitation any markety) promotional or advertising materials
concerninghe same

Reqguest No. 10.

All documents concerninghe smell of Applicant's Goods and Services, including
without limitation any marketing, promotional or advertising materials concernirgathe.

Request No. 11.

All documents conceing the “freshness or similar quéities of Applicant's Goods and
Services including without limitation any marketing, promotional or advertising materials
concerning the same.

Reqguest No. 12.

All documents concerninthe use ofApplicant’s Goods and Serviceés automolies,
including without limitation any marketing, promotional or advertising materialsecoimg the
same

Request No. 13.

Documents sufficient to identify with respect to U.S. commerce:
@) each good or service on or in connection with which Applicant (or any person o
entity authorized by Applicant) intends to use Applicant’'s Mark;

(b)  the intended date of first use of Applicant’s Mark for each such good or service;

14
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(c) the intended geographic area(s) in which such goods or services will be
distributed or sold in connection with Applicant’'s Mark;

(d)  the intended retail and wholesale price for such goods and services;

(e) theintended channels of trade (e.g., types of retail stores, catalogs, mail order,
Internet, promotional sales, private sales, etc.) through which such goods and servies wil
distributed or sold to the ultimate purchaser, consumer or user;

() the intended channels through which such goods and services will be marketed,
promoted and advertised to the ultimate purchaser, consumer or user; and

(9) the intended type of customers to whom such goods and services will be
marketed.

Reqguest No. 14.

Representative samples of labels, hangtags, tags, product packages, packagadnserts a
other devices which bear Applicant's Makd which have been used or are intertddzk used
by Applicant or itslicensees in connection with Applicant’'s Goaaigl Services.

Reguest No. 15.

All documents concerning advertising, marketing and promotional materials used or
intended to be used in connection with Applicant's Mamkor Applicant’s Goodsird Services
including but not limited to, poirbf-sale materials, circulars, flyers, posters, stickers, sales
sheets, leaflets, brochures, catalogs, signs, price listbneoor email advertisements, print
advertisements, radio or television advertisets or other advertising materials or promotional
items.

Reqguest No. 16.

All documents concerning media plans, public relations materials or press kits used or

intended to be used in connection with Applicant's MarkApplicant's Goodsnd Services

15
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Reqguest No. 17.

All correspondace with advertising agencies, public relations firms, media planners,
graphic designers, website designers or any other similar entities imdtrestising and
promotional field concerning Applicant’s Maf@r Applicant's Goodsand Services

Request No. 18.

Documents dffiicient to identify Applicant’s annual expenditures in advertising and
promoting Applicant’s Markor Applicant’'s Goodsnd Services

Reqguest No. 19.

All documents concerning each trade show, convention, dipoir conference at
which Applicant’'s Goodsind Servicesinder Applicant’s Mark have beerare currently being,
or are intended to be displayed, advertised, promoted, offered for sale or sold.

Request No. 20.

Documents sufficient to identify, including its Internet address, each wep vaih
auction, web hosting, web listingieb posting or web page (including social media websites) on
or through whichApplicant's Goodsand Services undeApplicant’'s Mark have been, are
currently being or are intended to be promoted, advertised, displayed, offered faokhler
otherwise dstributed.

Reqguest No. 21.

All documents concerning any unsolicited media and -frartly references, including
without limitation references by retaileravholesalers and others in Applicanttsade,

concerningApplicant’s Markfor Applicant's Goodsind Services

16
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Reqguest No. 22.

All doauments concerning any solicited media and tpady references, including
without limitation references by retailers, wholesalers and others in Appsicarade,
concerningApplicant’s Markfor Applicant's Goodsind Services

Request No. 23.

All documents concerngn any communications betweeApplicant and the media
concerningApplicant’s Markfor Applicant's Goodsind Services

Reqguest No. 24.

All documents concerningny consumer recognition of Applicant’s Maftr Applicant’s
Goodsand Services

Request No. 25.

All documents concerning any $iness plans, proposals, models, pricing analyses,
forecasts, evaluations, competitive reviews or similar documents concerning trdigbot
exploitationof Applicant’s Markfor Applicant’'s Goodsnd Services

Reqguest No. 26.

All documents concerning the sophisticationlevel of purchasing caref actual or
intendedconsumers foApplicant’'s Goodsaind Services under Applicant’s Mark

Request No. 27.

All documents concerning the demographics of the consdarekpplicant’s Goods and
Services undefpplicant’s Mark

Reqguest No. 28.

All documents coneming the current or intendesharketing promotional, advertising

and distribution channels for Applicant’s Goods and Services under Applicant’s Mark.

17
29887/076/4593392



Reqguest No. 29.

Documents sufficient to identify all person(s) who have sold, have resold, sell, resel
intend to sell omtend to reselApplicant’s Goods and Services undgplicant’'s Mark

Request No. 30.

Documents sufficient to identifgpplicant’s current orders and inventory fApplicant’s
Goods and Services under Applicant’'s Mark.

Reqguest No. 31.

All documents concerning the connotation aramng of Applicant’s Mark.

Request No. 32.

All documents concerning any authorization, license, assignment, grant, conveyance or
other transfer from any third party Applicant (or proposed authorization, license, assignment,
grant, conveyancer other transfer) conaging Applicant’s Mark,including but not limited to
any license, franchise or sale agreements.

Reqguest No. 33.

All documents concerning any authorization, license, assignment, grant, conveyance or
other transfer (or proposed authorization, license, assignment, grangyaoce or other
transfer) concerning\pplicant's Mark from Applicant to any third party, including, but not
limited to, any license, franchise or sale agreements.

Request No. 34.

All documents concerning any marks owned, used or registered by third parties
containing or comprisinthe mark BLACK ICEin connection with any goods and services.

Reqguest No. 35.

All documents concerning any objections, claims, cease and desist or other demands,

litigations, trademark oppositions or cancellation proceedings, arbitrations, acdivest

18
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proceedings or other disputes of any kind in whi8pplicanthas been involved concerning the

registration or use dkpplicant’s Mark

Reqguest No. 36.

Documents sufficient to identify the person(s) who are most knowledgeable concerning:

(@)
(b)
(€)
(d)
(e)

(f)

(9)

(h)

the selection, creation and adoptidmpplicant’s Mark

the scope of use and intended usAmblicant's Mark

the actual or intended advertising, marketing and promotiépplicant’'s Mark
Applicant’s knowledge of Opposer and Opposer’s Marks;

the actual or intended manufacture, distributod sale oApplicant’'s Goods

and Services

third parties that are using or have used any marks or designations containing or
comprisingthe mark BLACK ICEnN connection with any goods and services
offered by either Applicant or Opposer, including withlbuitation air fresheners
and essential oijs

any instances of actual confusion between the parties and/or their respective
marks or goods and services; and

any agreements between Applicant and any other individual or entity concerning

the use or registtion of Applicant’'s Mark.

Request No. 37.

All documents concerning the annual expenditures for the advertising, marketing or

promotion for Applicant’s Mark in U.S. commerce.

Reqguest No. 38.

All documents concerning any instance where any person has by word or deed or

otherwise— including but not limited to by misdirected maikneail or telephone calls-

19
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suggested or reflected a belief that Applicant is licensed, endorsed or sponsorecdsbyiateas

or related in any way with or to Opposer, or that the products or services sdiered ¢6r sale,

or intended to be sold or offered for sale, by Applicant are licensed, endorsed or sponsored by or
associated or related in any way with or to Opposer or Opposer’s Marks.

Reqguest No. 39.

All documents concerninghen Applicant first became aware@pposer and Opposer’s
Marks.

Request No. 40.

All documents concernin@pposerOpposer’'s Mark®r any goods or services marketed,
manufactured, distributed, offered for sale, sold, licensed or rendered by Opposer.

Reqguest No. 41.

All documents concerning any market research, focus grospseys or other
investigations made or commissioned by or on behalf of Applicant concerning Applicank's Ma
Applicant’s Goodsand ServicesOpposer, Opposer’s Marks or any goods or services advertised,
promoted, offered for sale, sold, licensed or ezad by Opposer.

Request No. 42.

All documents concerning the Application, including concerning the original filing of the
Application in Class 3

Reqguest No. 43.

All documents concerning the use or intended use of Applicant's Mark in connection

with “Electronic cigarette liquid (dquid) comprised of essential oils.”

20
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Reqguest No. 44.

All documents concerning Applicant’s purchase, marketing, advertising, promotion,
distribution, offering for sale and sale of Opposer’'s Gopeadsetherunder Opposer’'s Markr
any other mark owned or used by Opposer.

Request No. 45.

All documents concerning any and all steps taken by Applicant (or anyone authorized by
Applicant), to manufacture, import, market, promote, advertise, distribute, offealéopissell
Applicant’'s Goodsand Servicefn connection with Applicant’s Mark U.S.commerce.

Reqguest No. 46.

All documents concerning each distributor, supplier, manufacturer, vendor, licensee or
any other third party with whom Applicant had any discussions concerning the manufacture,
distribution or marketing of goods bearing Applicarflarkor goodsor services to be rendered
in connection with Applicant’s Mark.

Request No. 47.

All documents concerning the location, facilities and method of manufacture of
Applicant’'s Goods an&ervicesbearing Applicant's Mark.

Reqguest No. 48.

All documents concerning the purpose of intendsebfieach of Applicant's Goods and
Services under Applicant’s Mark, including without limitation any purpose or intended use
concerningessential oil®r electronic cigarette liquid

Request No. 49.

All documents concerning any complementary or overlapping nature of Opposer’s Goods

and Applicant’s Goods and Services

21
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Reqguest No. 50.

All documents concerning communications betwe§gpplicant and any third party
concerning OpposeQpposer'sMarks or the instant proceedings.

Reqguest No. 51.

All documents concerningany retail or wholesale channels ofade where both
Applicant’'s Goods and Services and Opposer’'s Goods are marketed, distributed,foffesdel
or sold, including without limitation thirgarty retail and wholesale channels as well as
Applicant’s ownretail and wholesale channels

Reqguest No. 52.

All documents concerning communications betwegpplicant and Opposer concerning
Opposer’s Marks or Applicant’s Marks.

Request No. 53.

All documents concerning any affirmative defense asserted or intended to bedasgert
Applicant in the instantproceedings including concenmg Applicant’s allegations that (1)
confusion is not likely,2) “The parties’ products are not sold in proximity to each other” and
Opposer’s claims oproduct proximity are “based on manufactured evidenc&)’ ‘Vaping
devices are heavily regulatéd4) “Vaping devices are... kept behind shelves in specialized
sections with age restrictions,” arf) (Vaping devices and air fresheners and room scents serve
disparate purposes.”

Reqguest No. 54.

Documents sufficient to show Applicant's document retention policies, document

destruction policies, document retention practices and document destruction gractice

22
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Reqguest No. 55.

All documents, consulted, referenced, identified or otherwise relied on oreceterby
Applicant in responding to Opposer’s First Set of Interrogatories above.

Datad: New York, New York
April 9, 2024

COWAN, LIEBOWITZ & LATMAN, P.C.
Attorneys for Opposer

By:
Eric J. Shimanoff
Jonathan Z. King
Emily F. Stein
114 West 4% Street
New York, New York 10036
(212) 790-9200
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CERTIFICATE G- EERVICE

The undersigned hereby certifies that the foregaDigPOERS FIRST SET OF
INTERROGATORIES AND REQUESTS FOR THE PRODUCTION OF DOCUMENTS AND

THINGS TO APPLICANTwasserved on counsel of record for ApplidRegistrantvia email

on the below date.

Dated: New York, New York
April 9, 2024

/Emily F. Stein/
Emily F. Stein
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Generated on:

Mark:

This page was generated by TSDR on 2024-08-26 12:52:08 EDT
BLACK ICE

US Serial Number: 97384430 Application Filing  Apr. 27, 2022
Date:
Filed as TEAS Yes Currently TEAS  Yes
Plus: Plus:
Register:  Principal
Mark Type: Trademark
TM5 Common Status LIVE/APPLICATION/Opposition Pending

Descriptor:
The pending trademark application has been examined by the Office and was
published for opposition, at which time one or more oppositions were filed but
they have not yet been decided.

Status: An opposition after publication is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the

Status Date:

Trademark Trial and Appeal Board web page.

Jul. 10, 2023

Publication Date:Apr. 25, 2023

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing

Type:

BLACK ICE
Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Electronic cigarette liquid (e-liquid) comprised of propylene glycol sold within electric cigarettes; Electronic cigarette liquid (e-liquid)
comprised of vegetable glycerin sold within electric cigarettes; Electric cigarettes
International 034 - Primary Class U.S Class(es): 002, 008, 009, 017
Class(es):
Class Status:  ACTIVE
Basis: 1(a)
First Use: Jun. 22, 2020 Use in Commerce: Jun. 22, 2020
Basis Information (Case Level)
Filed Use: Yes Currently Use:  Yes
Filed ITU: No Currently ITU:  No
Filed 44D: No Currently 44D:  No
Filed 44E: No Currently 44E:  No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis:  No

Current Owner(s) Information

JSL 003941



Owner Name:

Owner Address:

Legal Entity Type:

NEPA WHOLESALE INC

SUITE B9
4365 OKEECHOBEE BLVD
WEST PALM BEACH, FLORIDA UNITED STATES 33409

CORPORATION State or Country FLORIDA
Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Attorney of Record
LILLIAN TAYLOR STAJNBAHER

legal@lilliantaylor.com Attorney Email  Yes
Authorized:

Correspondent

LILLIAN TAYLOR STAIJNBAHER

TRADEMARKS DOMESTIC INTERNATIONAL INC
240 WEST PALMETTO PARK ROAD

SUITE 320E

BOCA RATON, FLORIDA UNITED STATES 33432

Phone: 954-319-3153
Correspondent e-  nepawpb@gmail.com legal@lilliantaylor.com Lil.T Correspondent e-  Yes
mail: aylor.Esq@gmail.com admin@lilliantaylor.com mail Authorized:
Domestic Representative - Not Found
Prosecution History
Date Description Zruorﬁﬁzging
Oct. 26, 2023 ASSIGNED TO EXAMINER
Jul. 19, 2023 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Jul. 19, 2023 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Jul. 19, 2023 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Jul. 10, 2023 OPPOSITION INSTITUTED NO. 999999 285952

May 24, 2023 EXTENSION OF TIME TO OPPOSE RECEIVED

Apr. 25, 2023 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Apr. 25, 2023 PUBLISHED FOR OPPOSITION

Apr. 05, 2023 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Mar. 22, 2023 LAW OFFICE PUBLICATION REVIEW COMPLETED

Mar. 22, 2023 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED
Mar. 16, 2023 ASSIGNED TO LIE

Mar. 02, 2023 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 02, 2023 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Mar. 02, 2023 WITHDRAWN FROM PUB - MANAGING ATTORNEY REQUEST
Mar. 01, 2023 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 01, 2023 TEAS/EMAIL CORRESPONDENCE ENTERED

Mar. 01, 2023 CORRESPONDENCE RECEIVED IN LAW OFFICE

Mar. 01, 2023 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 21, 2023 TEAS/EMAIL CORRESPONDENCE ENTERED

Feb. 20, 2023 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 20, 2023 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 21, 2022 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Dec. 21, 2022 NON-FINAL ACTION E-MAILED

Dec. 21, 2022 NON-FINAL ACTION WRITTEN

Dec. 20, 2022 ASSIGNED TO EXAMINER

Aug. 05, 2022 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 05, 2022 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 05, 2022 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
May 03, 2022 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED

JSL 003942



Apr. 30, 2022

NEW APPLICATION ENTERED

TM Staff and Location Information

TM Attorney:

Current Location:

TM Staff Information

Law Office LAW OFFICE 103
Assigned:

IN, SUNG HYUN

File Location

PUBLICATION AND ISSUE SECTION Date in Location: ~ Mar. 22, 2023

Proceedings

Summary

Number of
Proceedings:

Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-

mail:

Associated marks

Mark

BLACK ICE

Name:

Correspondent
Address:

Correspondent e-

mail:

Associated marks
Mark

BLACK ICE
BLACK ICE
BLACK ICE

Entry Number
17
16
15
14
13
12
11
10

91285952 Filing Date: Jul 10, 2023

Suspended
STEVEN W FERRELL

Status Date: Aug 21, 2024

Defendant
Nepa Wholesale Inc.

LILLIAN TAYLOR STAIJNBAHER

TRADEMARKS DOMESTIC INTERNATIONAL INC
240 WEST PALMETTO PARK ROAD, SUITE 320E
BOCA RATON FL UNITED STATES , 33432

legal@lilliantaylor.com , nepawpb@gmail.com, Lil.Taylor.Esg@gmail.com , admin@lIilliantaylor.com

Application Status Serial Number

97384430
Plaintiff(s)
Julius Samann Ltd.

ERIC J. SHIMANOFF, ESQ. & JONATHAN Z. KING, ESQ.
COWAN, LIEBOWITZ & LATMAN, P.C.

114 WEST 47TH STREET

NEW YORK NY UNITED STATES , 10036

ejs@cll.com , trademark@cll.com, fxm@cll.com , jzk@cll.com

Application Status Serial Number

78706367
85568246
87589409
Prosecution History
History Text Date

P MOT TO COMPEL DISCOVERY Aug 21, 2024
P OPP/RESP TO MOTION Aug 21, 2024
D MOT FOR EXT W/O CONSENT Aug 01, 2024
TRIAL DATES RESET Mar 14, 2024
P REPLY IN SUPPORT OF MOTION Jan 19, 2024
D OPP/RESP TO MOTION Jan 02, 2024
SUSP PEND DISP OF OUTSTNDNG MOT Dec 20, 2023
PL MOTION TO STRIKE Dec 18, 2023
ANSWER Nov 28, 2023

Registration
Number

Registration
Number

3126834
4221968
5437288

Due Date

JSL 003943



P N W OO N ©

TRIAL DATES RESET

D CHANGE OF CORRESP ADDRESS

SUSP PEND DISP OF OUTSTNDNG MOT

P OPP/RESP TO MOTION

D MOT TO DISMISS: FRCP 12(B)

INSTITUTED

NOTICE AND TRIAL DATES SENT; ANSWER DUE:
FILED AND FEE

Nov 08, 2023
Nov 01, 2023
Sep 07, 2023
Sep 06, 2023
Aug 18, 2023
Jul 10, 2023
Jul 10, 2023
Jul 10, 2023

Aug 19, 2023

Type of Proceeding: Extension of Time

Proceeding

Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-

mail:

Associated marks

Mark

BLACK ICE

Name:

Correspondent
Address:

Correspondent e-

mail:

Associated marks

Mark

Entry Number

97384430 Filing Date: May 24, 2023

Terminated Status Date: Aug 23, 2023
Defendant

NEPA WHOLESALE INC

LILLIAN TAYLOR STAJNBAHER
INTERNATIONAL LAW PARTNERS LLP
2122 HOLLYWOOD BLVD

HOLLYWOOD FL UNITED STATES , 33020

Itsilp.ip@gmail.com , Istajnbaher@ilp.law , nepawpb@gmail.com

Application Status

Potential Opposer(s)
Julius Samann Ltd.

ERIC J. SHIMANOFF, ESQ. & JONATHAN Z. KING, ESQ.
COWAN, LIEBOWITZ & LATMAN, P.C.

114 WEST 47TH STREET

NEW YORK NY UNITED STATES , 10036

ejs@cll.com , trademark@cll.com, fxm@cll.com , jzk@cll.com

Application Status

Prosecution History
History Text
EXT GRANTED
FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE

Serial Number

97384430

Serial Number

Date
May 24, 2023
May 24, 2023

Registration
Number

Registration
Number

Due Date

JSL 003944
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PTO- 1478
Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97384430
Filing Date: 04/27/2022

NOTE: Data fields with the' are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatol
under the facts of the particular application.

The table below presents the data as entered.

\ T e
YES

TEAS Plus
MARK INFORMATION

*MARK BLACK ICE
*STANDARD CHARACTERS YES
USPTO-GENERATED IMAGE YES
LITERAL ELEMENT BLACK ICE

The mark consists of standard characters, without claim to any

“MARK STATEMENT particular font style, size, or color.
REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK NEPA WHOLESALE INC
INTERNAL ADDRESS SUITE B9

*MAILING ADDRESS 4365 OKEECHOBEE BLVD
*CITY WEST PALM BEACH
:Ff(;r:;-li-rlzed for U.S. applicants) Florida
*COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States
Zé&lezlupngj-ll‘—cﬁ'LUCSO 2Ed certain international addresses) 33409

PHONE 561-684-1107

FAX 5616861225

*EMAIL ADDRESS XXXX

WEBSITE ADDRESS WWW.1NEPA.COM

LEGAL ENTITY INFORMATION
*TYPE CORPORATION

* STATE/COUNTRY/REGION/JURISDICTION/U.S. TERRITORY OF

INCORPORATION Florida



GOODS AND/OR SERVICES AND BASIS INFORMATION
*INTERNATIONAL CLASS
*IDENTIFICATION
*FILING BASIS
FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

SPECIMEN
FILE NAME(S)

SPECIMEN DESCRIPTION

WEBPAGE URL

WEBPAGE DATE OF ACCESS

*INTERNATIONAL CLASS

*IDENTIFICATION

*FILING BASIS
FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

SPECIMEN
FILE NAME(S)

SPECIMEN DESCRIPTION

WEBPAGE URL

WEBPAGE DATE OF ACCESS

*INTERNATIONAL CLASS

*IDENTIFICATION

*FILING BASIS
FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

SPECIMEN
FILE NAME(S)

SPECIMEN DESCRIPTION

WEBPAGE URL

WEBPAGE DATE OF ACCESS

*INTERNATIONAL CLASS

*IDENTIFICATION

*FILING BASIS

003

Electronic cigarette liquid (e-liquid) comprised of essential oils

SECTION 1(a)
At least as early as 06/22/2020
At least as early as 06/22/2020

\TICRS\EXPORT18\IMAGEOQUT
18\973\844\97384430\xml1 \ FTK0003.JPG

Picture depicting flavor BLACK ICE

https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

04/27/2022
034

Electronic cigarette liquid (e-liquid) comprised of flavorings in
liquid form, other than essential oils, used to refill electronic
cigarette cartridges

SECTION 1(a)
At least as early as 06/22/2020
At least as early as 06/22/2020

\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xmlI1 \ FTK0004.JPG

Picture depicting flavor BLACK ICE in Box

https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

04/27/2022
034

Electronic cigarette liquid (e-liquid) comprised of propylene
glycol

SECTION 1(a)
At least as early as 06/22/2020
At least as early as 06/22/2020

\TICRS\EXPORT18\IMAGEOQUT
18\973\844\97384430\xml1 \ FTK0005.JPG

Picture depicting flavor BLACK ICE in Box

https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

04/27/2022
034

Electronic cigarette liquid (e-liquid) comprised of vegetable
glycerin

SECTION 1(a)



FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

SPECIMEN
FILE NAME(S)

SPECIMEN DESCRIPTION

WEBPAGE URL

WEBPAGE DATE OF ACCESS

*INTERNATIONAL CLASS

*IDENTIFICATION

*FILING BASIS

FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

SPECIMEN
FILE NAME(S)

SPECIMEN DESCRIPTION

WEBPAGE URL

WEBPAGE DATE OF ACCESS

*INTERNATIONAL CLASS

*IDENTIFICATION

*FILING BASIS

FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

SPECIMEN
FILE NAME(S)

SPECIMEN DESCRIPTION

WEBPAGE URL

At least as early as 06/22/2020
At least as early as 06/22/2020

\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0006.JPG

Picture depicting flavor BLACK ICE in Box

https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

04/27/2022
034

Cartomizers, namely, combination electronic cigarette refil)

cartridges sold empty and atomizers, sold as a componen of

electronic cigarettes

SECTION 1(a)

At least as early as 06/22/2020
At least as early as 06/22/2020

\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0007.JPG

Picture depicting flavor BLACK ICE in Box

https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

04/27/2022
034

Chemical flavorings in liquid form used to refill electronic
cigarette cartridges

SECTION 1(a)
At least as early as 06/22/2020
At least as early as 06/22/2020

\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0008.JPG

Picture depicting flavor BLACK ICE in Box

https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

WEBPAGE DATE OF ACCESS 04/27/2022
* INTERNATIONAL CLASS 034
*IDENTIFICATION Electric cigarettes
*FILING BASIS SECTION 1(a)

FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

SPECIMEN
FILE NAME(S)

SPECIMEN DESCRIPTION

At least as early as 06/22/2020
At least as early as 06/22/2020

WTICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0009.JPG

Picture depicting flavor BLACK ICE in Box



WEBPAGE URL

WEBPAGE DATE OF ACCESS

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION
(if applicable)

*TRANSLITERATION
(if applicable)

*CLAIMED PRIOR REGISTRATION
(if applicable)

*CONSENT (NAME/LIKENESS)
(if applicable)

*CONCURRENT USE CLAIM
(if applicable)

CORRESPONDENCE INFORMATION

NAME

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE
SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES)
FEE INFORMATION

APPLICATION FILING OPTION

NUMBER OF CLASSES

APPLICATION FOR REGISTRATION PER CLASS
*TOTAL FEES DUE

*TOTAL FEES PAID

SIGNATURE INFORMATION

* SIGNATURE

* SIGNATORY'S NAME

* SIGNATORY'S POSITION

SIGNATORY'S PHONE NUMBER

* DATE SIGNED

SIGNATURE METHOD

https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

04/27/2022

NEPA WHOLESALE INC
NEPAWHOLESALE@HOTMAIL.COM
NEPAWPB@GMAIL.COM

TEAS Plus
2

250

500

500

/BIJAY SHRESTHA/

BIJAY SHRESTHA
PRESIDENT

561-684-1107

04/27/2022

Signed directly within the form



Trademark/Service Mark Application, Principal Register
TEAS Plus Application

Serial Number: 97384430
Filing Date: 04/27/2022
To the Commissioner for Trademarks:

MARK: BLACK ICE (Standard Characters, seark
The literal element of the mark consists of BLACK ICE. The mark consists of standard characters, without claim to any particular font
or color.
The applicant, NEPA WHOLESALE INC, a corporation of Florida, having an address of
SUITE B9
4365 OKEECHOBEE BLVD
WEST PALM BEACH, Florida 33409
United States
561-684-1107(phone)
5616861225(fax)
XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principa
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
International Class 003: Electronic cigarette liquid (e-liquid) comprised of essential oils

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant
will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in
listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The spe
file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 003, the mark was first used by the applicant or the applicant's related company or licensee predecessor in inte
as early as 06/22/2020, and first used in commerce at least as early as 06/22/2020, and is now in use in such commerce. The applica
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) Picture depicting flavor BLACK ICE.

Specimen Filel

Webpage URL: https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-device-disposable/
Webpage Date of Access: 04/27/2022

For specific filing basis information for each item, you must view the display within the Input Table.

International Class 034: Electronic cigarette liquid (e-liquid) comprised of flavorings in liquid form, other than essential oils, used to re
electronic cigarette cartridges; Electronic cigarette liquid (e-liquid) comprised of propylene glycol; Electronic cigarette liquid (e-liquid)
comprised of vegetable glycerin; Cartomizers, namely, combination electronic cigarette refill cartridges sold empty and atomizers, solc
component of electronic cigarettes; Chemical flavorings in liquid form used to refill electronic cigarette cartridges; Electric cigarettes

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant
will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in
listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The spe
file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 034, the mark was first used by the applicant or the applicant's related company or licensee predecessor in inte
as early as 06/22/2020, and first used in commerce at least as early as 06/22/2020, and is now in use in such commerce. The applica
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) Picture depicting flavor BLACK ICE in Box.



Specimen Filel
Specimen File2
Specimen File3
Specimen File4
Specimen File5
Specimen File6

Webpage URL: https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-device-disposable/
Webpage Date of Access: 04/27/2022

For informational purposes only, applicant's website address is: WWW.1INEPA.COM
The applicant's current Correspondence Information:

NEPA WHOLESALE INC

PRIMARY EMAIL FOR CORRESPONDENCE: NEPAWHOLESALE@HOTMAIL.COM
SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): NEPAWPB@GMAIL.COM

Requirement for Email and Electronic Filing: | understand that a valid email address must be maintained by the applicant owner/holde
the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Tradem
Electronic Application System (TEAS).

A fee payment in the amount of $500 has been submitted with the application, representing payment for 2 class(es).

Declaration

Basis:
If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

» The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

e The mark is in use in commerce and was in use in commerce as of the filing date of the application on or in connection v
goods/services in the application;

« The specimen(s) shows the mark as used on or in connection with the goods/services in the application and was used o
connection with the goods/services in the application as of the application filing date; and

¢ To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or
If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),
and/or § 1126(e):

« The signatory believes that the applicant is entitled to use the mark in commerce;

« The applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in cc
of the application filing date on or in connection with the goods/services in the application; and

o To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right tc
mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection witt
goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances,
allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 1¢
1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any reg
resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on informat
belief are believed to be true.

Declaration Signature

Signature: /BIJAY SHRESTHA/ Date: 04/27/2022
Signatory's Name: BIJAY SHRESTHA

Signatory's Position: PRESIDENT

Signatory's Phone Number: 561-684-1107
Signature method: Signed directly within the form



Payment Sale Number: 97384430
Payment Accounting Date: 04/27/2022

Serial Number: 97384430

Internet Transmission Date: Wed Apr 27 15:11:04 ET 2022
TEAS Stamp: USPTO/FTK-XX.XX.XXX.XXX-2022042715110479
6064-97384430-82089a76422ebe382fabldebd8
61a338b7dbb5efd9e2ch16e21725bed39bc6afs-
CC-11030572-20220427144818261713
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