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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In re Application Serial No. 97384430 
Filed: April 27, 2022 
For Mark: BLACK ICE 
Published in the Official Gazette: April 25, 2023 
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Opposition No. 91285952 
 
 
 

JULIUS SÄMANN LTD., 
 

Opposer, 
 

v. 
 

NEPA WHOLESALE INC.,  
 

Applicant. 
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Commissioner for Trademarks 
Attn: Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA 22313-1451 
 

DECLARATION OF  RICHARD L. CLAVERIE  IN  
OPPOSITION �7�2���$�3�3�/�,�&�$�1�7�¶�6���0�2�7�,�2�1���)�2�5���6�8�0�0�$�5�<���-�8�'�*�(�0�(�1�7�� 

 
RICHARD L. CLAVERIE, pursuant to 28 U.S.C. §1746, declares:   

1. I am a paralegal at Cowan, Liebowitz & Latman P.C., attorneys for Opposer Julius 

Sämann Ltd. ���³�2�S�S�R�V�H�U�´���� 

2. I submit this Declaration on behalf of Opposer in opposition to Nepa Wholesale 

�,�Q�F���¶�V�����³�$�S�S�O�L�F�D�Q�W�´�����0�R�W�L�R�Q���I�R�U���6�X�P�P�D�U�\���-�X�G�J�H�P�H�Q�W�� 

3. The facts stated herein are based on my personal knowledge, a review of �P�\���I�L�U�P�¶�V 

records, or information conveyed to me by others that I believe to be true. If called to testify 

regarding same, I could do so competently.  The defined terms herein have the same meaning as 



 

 

�L�Q���2�S�S�R�V�H�U�¶�V���0�H�P�R�U�D�Q�G�X�P���R�I���/�D�Z���L�Q���2�S�S�R�V�L�W�L�R�Q���W�R���$�S�S�O�L�F�D�Q�W�¶�V���0�R�W�L�R�Q���I�R�U���6�X�P�P�D�U�\���-�X�G�J�P�H�Q�W����

submitted herewith.   

4. Attached hereto as Exhibit 15 are true and correct copies of screen shots of excerpts 

of �Z�H�E�S�D�J�H�V�� �I�U�R�P�� �$�S�S�O�L�F�D�Q�W�¶�V�� �Z�H�E�V�L�W�H�� �O�R�F�D�W�H�G�� �D�W��www.Nepa2wholesale.com and 

www.NEPAwholeslae.com ���³�$�S�S�O�L�F�D�Q�W�¶�V�� �:�H�E�V�L�W�H�V�´���� �Dnd excerpts of �$�S�S�O�L�F�D�Q�W�¶�V�� �,nstagram 

account located https://www.instagram.com/nepawholesale/. ���³�$�S�S�O�L�F�D�Q�W�¶�V��Websites�´���� 

5. Attached hereto as Exhibit 16 is a true and correct copy of �2�S�S�R�V�H�U�¶�V��First Set of 

Interrogatories and Request for the Production of Documents and Things to Applicant (the 

�³�,�Q�W�H�U�U�R�J�D�W�R�U�L�H�V�´��. 

6. Attached hereto as Exhibit 17 are true and correct copies of excerpts of �$�S�S�O�L�F�D�Q�W�¶�V��

original answers to �2�S�S�R�V�H�U�¶�V��Interrogatories and s�X�S�S�O�H�P�H�Q�W�D�O�� �D�Q�V�Z�H�U�V�� �W�R�� �2�S�S�R�V�H�U�¶�V��

Interrogatories. 

7. Attached hereto as Exhibit 18 are true and correct copies of screen shots of excerpts 

of videos posted on �$�S�S�O�L�F�D�Q�W�¶�V��YouTube account. 

8. Attached hereto as Exhibit 19 is a true and correct copy of the TSDR status record 

for Application Serial No. 97384430. 

9. Attached hereto as Exhibit 20 is a true and correct copy of the USPTO Application 

document for Application Serial No. 97384430. 

10. Attached hereto as Exhibit 21 are true and correct copies of screen shots of excerpts 

of videos posted on �$�S�S�O�L�F�D�Q�W�¶�V��YouTube account and copies of screen shots of photographs from 

�$�S�S�O�L�F�D�Q�W�¶�V���)�D�F�H�E�R�R�N��account located at https://www.facebook.com/nepawholesale/.  

11. Attached hereto as Exhibit 22 are true and correct copies of screen shots of third-

party webpages offering Applicant�¶�V��Black Ice Goods for sale.  

http://www.nepawholeslae.com/
https://www.instagram.com/nepawholesale/
https://www.facebook.com/nepawholesale/


 

 

12. Attached hereto as Exhibit 23 are true and correct copies of screen shots of excerpts 

of �$�S�S�O�L�F�D�Q�W�¶�V��Websites showing �2�S�S�R�V�H�U�¶�V���%�/�$�&�.�� �,�&�(�� �*�R�R�G�V���D�Q�G��other air fresheners under 

�2�S�S�R�V�H�U�¶�V���P�D�U�N�V promoted and offered for sale. 

13. Attached hereto as Exhibit 24 is a true and correct copy of a screen shot of an 

excerpt of Google Maps location photos showing �2�S�S�R�V�H�U�¶�V���%�/�$�&�.�� �,�&�(�� �*�R�R�G�V���D�Q�G���R�W�K�H�U air 

fresheners �X�Q�G�H�U�� �2�S�S�R�V�H�U�¶�V�� �P�D�U�N�V displayed and offered for sale in one of �$�S�S�O�L�F�D�Q�W�¶�V��retail 

locations. 

14. On September 5, 2023, I viewed the homepage of �R�Q�H�� �R�I�� �$�S�S�O�L�F�D�Q�W�¶�V�� �:�H�E�V�L�W�H�V�� 

located at https://nepa2wholesale.com/ ���W�K�H���³�+�R�P�H�S�D�J�H�´�������D���W�U�X�H���D�Q�G���F�R�U�U�H�F�W���V�F�U�H�H�Q�V�K�R�W���R�I���Z�K�L�F�K��

is attached hereto as Exhibit 25�����,���W�K�H�Q���W�\�S�H�G���W�K�H���S�K�U�D�V�H���³�E�O�D�F�N���L�F�H�´���L�Q�W�R���W�K�H���V�H�D�U�F�K���E�D�U���D�W���W�K�H���W�R�S��

of the Homepage, as shown in the true and correct copy screenshot attached hereto as Exhibit 26. 

I then hit the enter key. Attached hereto as Exhibit 27 is a true and correct screenshot of the 

�U�H�V�R�O�Y�L�Q�J���Z�H�E�S�D�J�H���I�U�R�P���W�K�H���V�H�D�U�F�K���I�R�U���³�E�O�D�F�N���L�F�H�´�� �R�Q���W�K�H���+�R�P�H�S�D�J�H���� �Z�K�L�F�K���U�H�V�R�O�Y�L�Q�J���Z�H�E�S�D�J�H��

�V�K�R�Z�V���2�S�S�R�V�H�U�¶�V���%�/�$�&�.���,�&�(��Goods �Q�H�[�W���W�R���$�S�S�O�L�F�D�Q�W�¶�V���%�/�$�&�.���,�&�(��Goods. 

15. Attached hereto as Exhibit 28 are true and correct copies of screen shots of excerpts 

�I�U�R�P���$�S�S�O�L�F�D�Q�W�¶�V���:�H�E�V�L�W�H�V���V�K�R�Z�L�Q�J �$�S�S�O�L�F�D�Q�W�¶�V���%�/�$�&�.���,�&�(��Goods and other vaping products 

�D�G�Y�H�U�W�L�V�H�G���R�Q���W�K�H���V�D�P�H���S�D�J�H���D�V���$�S�S�O�L�F�D�Q�W�¶�V���%�/�$�&�.�� �,�&�(��Goods and other air fresheners under 

�2�S�S�R�V�H�U�¶�V���P�D�U�N�V���D�Q�G���W�K�L�U�G-party marks.  

16. Attached hereto as Exhibit 29 are true and correct copies of screen shots of  

photographs from �$�S�S�O�L�F�D�Q�W�¶�V���)�D�F�H�E�R�R�N and Instagram accounts located at 

https://www.facebook.com/nepawholesale/ and https://www.instagram.com/nepawholesale/, 

�D�G�Y�H�U�W�L�V�H�G���$�S�S�O�L�F�D�Q�W�¶�V���%�/�$�&�.���,�&�(���*�R�R�G�V�����D�Q�G���R�W�K�H�U���Y�D�S�L�Q�J���S�U�R�G�X�F�W�V�����D�Q�G���D�L�U���I�U�H�V�K�H�Q�H�U�V���X�Q�G�H�U��

�2�S�S�R�V�H�U�¶�V���D�Q�G���W�K�L�U�G-party marks on the same page. 

https://nepa2wholesale.com/
https://www.facebook.com/nepawholesale/
https://www.instagram.com/nepawholesale/


 

 

17. Attached hereto as Exhibit 30 are true and correct copies of a screen shots of 

excerpts of third-party websites offering for sale both Applicants BLACK ICE Goods and 

�2�S�S�R�V�H�U�¶�V���%�/�$�&�.���,�&�(��Goods or offering for sale both other vaping/nicotine devices and other 

air fresheners for sale. 

18. Attached hereto as Exhibit 31 are true and correct copies of TSDR status records 

identifying current and prior use-based registrations for at least seven marks covering both vaping 

(and/or nicotine products) and air fresheners. 

19. Attached hereto as Exhibit 32 are true and correct copies of screen shots of excerpts 

of �$�S�S�O�L�F�D�Q�W�¶�V��Websites and its Instagram social media account, located at 

https://www.instagram.com/nepawholesale/, referencing the scent, fragrance and aroma of 

�$�S�S�O�L�F�D�Q�W�¶�V���Y�D�S�L�Q�J���G�H�Y�L�F�H�V.  

20. Attached hereto as Exhibit 33 are true and correct copies of screen shots of excerpts 

of the website and excerpts of YouTube videos �R�I���W�K�H���P�D�Q�X�I�D�F�W�X�U�H�U���R�I���$�S�S�O�L�F�D�Q�W�¶�V���%�/�$�&�.���,�&�(��

Goods (HQD) referencing the scent, fragrance and aroma of their vaping devices. 

21. Attached hereto as Exhibit 34 are true and correct copies of screen shots of excerpts 

of websites of other retailers, promoters and manufacturers of vaping devices referencing the scent, 

fragrance and aroma of their vaping devices.  

22. Attached hereto as Exhibit 35 are true and correct copies of screen shots of 

webpages, articles and blogs from third parties referencing the scent, fragrance and aroma of their 

vaping devices.  

23. Attached hereto as Exhibit 36 are true and correct copies of screen shots of 

�H�[�F�H�U�S�W�V���R�I���$�S�S�O�L�F�D�Q�W�¶�V��Instagram social media posts, located at 

https://www.instagram.com/nepawholesale/, promoting vaping in automobiles.  

https://www.instagram.com/nepawholesale/
https://www.instagram.com/nepawholesale/


 

 

24. Attached hereto as Exhibit 37 are true and correct copies of webpages from third 

parties who offer not just vaping products, but branded merchandise, including hats, shirts, 

backpacks, tote bags, duffle bags, shorts, keyrings, tattoo balm, anti-odor cases, shoes, cups, 

pillows, stickers, frisbees, skirts, bathing suits, alcohol and energy drinks.  

25. Attached hereto as Exhibit 38 are true and correct copies of webpages referencing 

third parties who co-brand or license their marks for use in connection with vaping devices. 

26. Attached hereto as Exhibit 39 are true and correct copies of TSDR status records 

identifying current and prior use-based registrations for 50 marks �F�R�Y�H�U�L�Q�J���E�R�W�K���³�H�V�V�H�Q�W�L�D�O���R�L�O�V�´��

�D�Q�G���³�D�L�U���I�U�H�V�K�H�Q�H�U�V�´. 

 

 
I DECLARE UNDER PENALTY OF PERJURY THAT THE FOREGOING IS TRUE AND 
CORRECT. EXECUTED ON THE 29th DAY OF JANUARY 2025, AT NEW YORK, NEW 
YORK 
 

___________________  
  RICHARD L. CLAVERIE 
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https://www.nepawholesale.com/shop/wishlist
https://www.nepawholesale.com/shop/wishlist
https://www.nepawholesale.com/our-brands
https://www.nepawholesale.com/our-brands
https://www.nepawholesale.com/fire
https://www.nepawholesale.com/fire
https://www.nepawholesale.com/catalog
https://www.nepawholesale.com/catalog
https://www.nepawholesale.com/shop/quick-order
https://www.nepawholesale.com/shop/quick-order
https://www.nepawholesale.com/store/locator
https://www.nepawholesale.com/store/locator
https://www.nepawholesale.com/my/orders
https://www.nepawholesale.com/my/orders
https://www.nepawholesale.com/shop/hqd-plus-2-0-5-1x5pk-disposable-9000-12585
https://www.nepawholesale.com/shop/hqd-plus-2-0-5-1x5pk-disposable-9000-12585
https://www.nepawholesale.com/shop/fume-10pk-extra-5-disposable-1500-12627
https://www.nepawholesale.com/shop/fume-10pk-extra-5-disposable-1500-12627
https://www.nepawholesale.com/
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Ref No. 29887.076 

 
 29887/076/4593392 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In re Application Serial No. 97384430 
Filed: April 27, 2022 
For Mark: BLACK ICE 
Published in the Official Gazette: April 25, 2023 
- - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - -  X  

 
Opposition No. 91285952 
 
 
 

JULIUS SÄMANN LTD.,  

                                                Opposer, 

v. 

NEPA WHOLESALE INC., 
 

Applicant. 

: 
: 
: 
: 
: 
: 
: 
: 
: 
: 
: 
: 

- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- --  X 
 

OPPOSER’S FIRST SET OF INTERROGATORIES AND REQUESTS  
FOR THE PRODUCTION OF DOCUMENTS AND THINGS TO APPLICANT  

Pursuant to Rules 26, 33 and 34 of the Federal Rules of Civil Procedure and 37 C.F.R. § 

2.120, Opposer, Julius Sämann Ltd., requests that Applicant, Nepa Wholesale Inc. answer under 

oath the following interrogatories and produce the following documents and things for inspection 

and copying at the offices of Cowan, Liebowitz & Latman, P.C., 114 West 47th Street, New 

York, New York 10036 within 30 days after service hereof. 

DEFINITIONS AND INSTRUCTIONS  

A. The term “Opposer” means Opposer Julius Sämann Ltd., its licensee CAR-

FRESHNER Corporation, and all parent, subsidiary, related predecessor and/or successor entities, 

divisions, employees, agents and/or representatives thereof.  

B. The terms “Applicant,” “you” or “your” mean Nepa Wholesale Inc., and all 

parent, subsidiary, related predecessor and/or successor entities, divisions, employees, agents 

and/or representatives thereof. 
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C. The term “Application” means U.S. Application Ser. No. 97384430.   

D. The term “Applicant’s Mark” means the mark BLACK ICE as represented in the 

Application.   

E. The term “Opposer’s Marks” means the marks defined by Opposer in paragraphs 

1-2 of the Notice of Opposition in this proceeding.  

F. The term “Opposer’s Goods” means the goods defined as “Opposer’s Goods” in 

the Notice of Opposition in this proceeding.  

G. The term “Applicant’s Goods and Services” means the services listed in the 

Application and in the introductory paragraph of the Notice of Opposition in these proceedings, 

as well as any other goods and services Applicant identifies in response to the interrogatories and 

document requests herein. 

H. The term “U.S. commerce” means commerce subject to regulation by Congress, 

as defined in 15 U.S.C. §1127. 

I. As used herein, the terms “entity” and “person” include natural persons, 

governmental entities, organizations, corporations, partnerships, associations, joint ventures and 

any other individual or group of individuals that has the purpose of conducting or, in fact, 

conducts business. 

J. The term “document” shall be given the broadest possible scope under Fed. R. 

Civ. P. 34 and includes, but is not limited to, all writings, correspondence, memoranda, 

handwritten notes, drafts, invoices, contracts, purchase orders, letters, checks, receipts, books, 

pamphlets, flyers, advertisements, webpages, publications, stickers, posters, catalogs, labels, 

product packaging, product containers, displays, photographs, CDs, DVDs, slides, videotapes, 

films, artwork, drawings, sketches, illustrative materials, layouts, tear sheets, magnetic recording 
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tapes, microfilms, computer printouts, e-mail, work sheets, and files from any personal 

computer, notebook or laptop computer, file server, minicomputer, mainframe computer or any 

other storage means by which information is retained in retrievable form, including files that are 

still on any storage media, but that are identified as “erased but recoverable,” and all other 

materials, whether printed, typewritten, handwritten, recorded or reproduced by a mechanical or 

electronic process. 

K. The term “identify” means: (a) when applied to a person: to give the person’s full 

name, present or last known residential and business addresses, e-mail address and telephone 

number, and, when referring to a natural person, additionally, the present or last known place of 

employment; (b) when applied to documents: to give the (i) type of document, (ii) general 

subject matter, (iii) name and date of the document, (iv) author(s), addressee(s) and recipient(s), 

and (v) location of the document; and (c) when applied to facts, to describe fully the (i) 

occurrence, event, act, omission, or failure to act, (ii) actor or the person who acted or failed to 

act, (iii) date and time when, and place where, each act or failure to act occurred, and (iv) if the 

fact is an oral communication, where and when it took place, who was present, and, with as 

much detail as possible, the substance of what each participant said. 

L. The term “concerning” means referring to, relating to, embodying, connected 

with, commenting on, responding to, showing, describing, analyzing or constituting. 

M. The singular and plural forms are used herein interchangeably, as are the 

masculine and feminine forms and the present and past tenses, and such terms should be 

construed as necessary to bring within the scope of the interrogatory/document request all 

documents and information which might otherwise be construed to be outside its scope. 
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N. The terms “and” and “or” shall be construed either disjunctively or conjunctively 

as necessary to bring within the scope of the interrogatory/document request all documents and 

information which might otherwise be construed to be outside its scope. 

O. If any information or document called for in any interrogatory or request is 

withheld in whole or in part by reason of a claim of attorney-client privilege, work product 

immunity or any other claim of immunity from discovery, then, at the time the information or 

document is to be produced, a list is to be furnished identifying any such information or 

document withheld together with the following information: date and title of the document; name 

and job title of each author, writer or sender of the document; name and job title of each 

recipient, addressee or other person to whom the original or any copy of the document was sent 

or furnished; if you contend that an author or recipient of the document is an attorney for 

purposes of claiming privilege or immunity from discovery, identify the Bar of which he or she 

was a member at the time of the communication in question; the general subject matter of the 

information or document withheld; the basis for the claim of privilege or immunity from 

discovery; and the interrogatory or request to which the information or document is responsive. 

P. In the event that any document called for by this request has been destroyed, lost, 

discarded or otherwise disposed of, identify any such document as completely as possible, 

including, without limitation, the date of disposal, manner of disposal, reason for disposal, 

person authorizing the disposal and person disposing of the document. 

Q. Documents shall be produced as they are kept in the ordinary course of business 

or shall be organized and labeled to correspond to the document request to which they are 

responsive. 
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R. These requests are continuing in nature so as to require prompt supplemental 

responses if you, or any person acting on your behalf, obtain additional responsive documents or 

information called for by these discovery requests between the time of the original response and 

the time set for trial. 

S. Where an objection is made to a request or subpart thereof, state all grounds upon 

which you base your objection. 

T. If there are no documents responsive to any particular category, you shall so state 

in writing. 

U. You shall take immediate steps to preserve all documents and information 

responsive to these discovery requests, including electronic data that may exist on backup and/or 

archived electronic computerized data compilations.  These measures include, but are not limited 

to, discontinuation of all data destruction and backup tape recycling policies applicable to such 

documents. 

V. Each request for documents seeks production of the document in its entirety, 

without abbreviation or modification, including all attachments or other matters affixed thereto. 

INTERROGATORIES  

Interrogatory No. 1. 

State the date when Applicant first selected Applicant’s Mark for use or intended use in 

connection with any goods or services in U.S. commerce, describe in detail the reason(s) for and 

circumstances of such selection, and identify all persons or entities who participated in or were 

consulted in such selection, or who participated in the creation or adoption of Applicant’s Mark, 

including a description of the nature of their participation or consultation. 



6 
 29887/076/4593392 

Interrogatory No. 2. 

Identify any trademark searches, opinions, investigations, analyses or studies related to 

the creation, selection, adoption or clearance of Applicant’s Mark, including without limitation 

the persons involved, the date(s), and the data or results of those searches, opinions, 

investigations, analyses or studies. 

Interrogatory No. 3. 

State whether Applicant (or any person or entity authorized by Applicant) has made any 

use of Applicant’s Mark in U.S. commerce as of the present date, and if so, identify: 

(a) each good or service on or in connection with which Applicant (or any person or 

entity authorized by Applicant) has used or is using with such mark;  

(b) the date of first use of such mark for each such good or service; 

(c) the period of time during which each such good or service was or is being 

distributed, offered for sale, sold or rendered in connection with such mark; 

(d) the geographic area(s) in which such goods or services were or are being 

distributed or sold in connection with such mark; 

(e) the annual volume of sales for each year to the present, both by dollar amount and 

unit amount, for each such good or service; 

(f) any other revenues, including but not limited to any licensing revenues that 

Applicant has received in connection with such goods and services; 

(g) the retail and wholesale price for such goods and services for each year to the 

present;  

(h) the channels of trade (e.g., types of retail stores, catalogs, mail order, Internet, 

promotional sales, private sales, etc.) through which such goods and services were or are being 

distributed or sold to the ultimate purchaser, consumer or user;  
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(i) the channels through which such goods and services were or are being marketed, 

promoted and advertised to the ultimate purchaser, consumer or user; and 

(j) the type of customers to which such goods and services are, were or are intended 

to be marketed. 

Interrogatory No. 4. 

Identify with respect to U.S. commerce:  

(a) each good or service on or in connection with which Applicant (or any person or 

entity authorized by Applicant) intends to use Applicant’s Mark;   

(b) the intended date of first use of Applicant’s Mark for each such good or service; 

(c) the intended geographic area(s) in which such goods or services will be 

distributed or sold in connection with Applicant’s Mark; 

(d) the intended retail and wholesale price for such goods and services;  

(e) the intended channels of trade (e.g., types of retail stores, catalogs, mail order, 

Internet, promotional sales, private sales, etc.) through which such goods and services will be 

distributed or sold to the ultimate purchaser, consumer or user;  

(f) the intended channels through which such goods and services will be marketed, 

promoted and advertised to the ultimate purchaser, consumer or user; and 

(g) the intended type of customers to whom such goods and services will be 

marketed. 

Interrogatory No. 5. 

Identify any persons or entities that have ever, either orally or in writing, authorized, 

licensed, assigned, granted, conveyed or otherwise transferred to Applicant any rights in 

Applicant’s Mark, and for each such person or entity, identify the date of and material terms 
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under which such authorization, license, assignment, grant or conveyance or other transfer was 

made, including, but not limited to, the details of the grant of rights and financial terms 

governing such transaction. 

Interrogatory No. 6. 

Identify any persons or entities to whom Applicant has authorized, licensed, assigned, 

granted, conveyed or otherwise transferred any rights in Applicant’s Mark, and for each such 

person or entity, identify the date of and material terms under which such authorization, license, 

assignment, grant, conveyance or other transfer was made, including, but not limited to, the 

details of the grant of rights and financial terms governing such transaction. 

Interrogatory No. 7. 

 Separately for each year in which advertising, marketing, or promotion of Applicant’s 

Mark has occurred in U.S. commerce, state the annual expenditures for such advertising, 

marketing or promotion for such mark. 

Interrogatory No. 8. 

Identify all advertising, marketing and promotional materials used or intended to be used 

in connection with Applicant’s Mark and Applicant’s Goods and Services in U.S. commerce, 

including but not limited to, point-of-sale materials, circulars, flyers, posters, stickers, sales 

sheets, leaflets, brochures, catalogs, signs, price lists, on-line or email advertisements, print 

advertisements, radio or television advertisements, and each web site, web auction, web hosting, 

web posting, web listing, and web page, whether owned by Applicant or third parties, including 

its Internet address, on or through which Applicant’s Goods and Services have been, are 

currently being or are intended to be promoted, advertised, displayed, sold or otherwise 

distributed. 
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Interrogatory No. 9. 

Identify all persons or entities that are selling, or that Applicant intends to sell, 

Applicant’s Goods and Services in U.S. commerce. 

Interrogatory No. 10. 

(a) Describe each instance where any person has by word or deed or otherwise — 

including but not limited to by misdirected mail, e-mail or telephone calls — suggested or 

reflected a belief that Applicant is licensed, endorsed or sponsored by or associated or related in 

any way with or to Opposer, or that the products or services sold or offered for sale, or intended 

to be sold or offered for sale, by Applicant under Applicant’s Mark, are licensed, endorsed or 

sponsored by or associated or related in any way with or to Opposer or Opposer’s Marks; and 

(b) Identify all persons knowledgeable about any such instances and describe the 

nature of their knowledge. 

Interrogatory No. 11. 

State when Applicant first became aware of Opposer and Opposer’s Marks, and describe 

the circumstances through which such awareness was obtained and identify the person(s) who 

obtained such awareness. 

Interrogatory No. 12. 

Identify all steps taken by Applicant (or anyone authorized by Applicant), to 

manufacture, import, market, promote, advertise, distribute, offer for sale or sell each of 

Applicant’s Goods and Services in connection with Applicant’s Mark in U.S. commerce, and 

identify all documents related thereto. 

Interrogatory No. 13. 

 Identify the person(s) who are most knowledgeable concerning: 
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(a) the selection, creation and adoption of Applicant’s Mark; 

(b) the scope of use and intended use of Applicant’s Mark; 

(c) the actual or intended advertising, marketing and promotion of Applicant’s Mark; 

(d) Applicant’s knowledge of Opposer and Opposer’s Marks; 

(e) the actual or intended manufacture, distribution and sale of Applicant’s Goods 

and Services; 

(f) third parties that are using or have used any marks or designations containing or 

comprising the mark BLACK ICE in connection with any goods and services 

offered by either Applicant or Opposer, including without limitation air 

fresheners, air fragrancing preparations, and air deodorizing preparations; 

(g) any instances of actual confusion between the parties and/or their respective 

marks or goods and services; and 

(h) any agreements between Applicant and any other individual or entity concerning 

the use or registration of Applicant’s Mark. 

Interrogatory No. 14. 

Identify all marks owned, used or registered by third parties containing or comprising the 

mark BLACK ICE in connection with any goods and services offered by either Applicant or 

Opposer, including without limitation air fresheners, air fragrancing preparations, and air 

deodorizing preparations. 

Interrogatory No. 15. 

Describe in detail Applicant’s actual, intended or proposed methods for sourcing, 

manufacturing, packaging, marketing and distributing Applicant’s Goods and Services under 

Applicant’s Mark, including without limitation the place and means of such activity. 
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Interrogatory No. 16. 

Identify each distributor, supplier, manufacturer, vendor, licensee or any other third party 

with whom Applicant had any discussions concerning the actual or intended use of Applicant's 

Mark in connection with Applicant’s Goods and Services, and for each such person or entity, 

identify when such discussions took place and describe the substance of such communications. 

Interrogatory No. 17. 

Identify the purpose or intended use of each of Applicant’s Goods and Services under 

Applicant’s Mark.  

Interrogatory No. 18. 

Describe in detail how Applicant purchases, markets, advertises, promotes, distributes, 

offers for sale and sells Opposer’s Goods under Opposer’s Mark. 

Interrogatory No. 19. 

Identify all persons who participated in or provided information used in preparing 

answers to the above interrogatories, separately identifying such person with respect to each 

particular interrogatory number. 

DOCUMENT REQUESTS 

Request No. 1. 

Documents sufficient to identify Applicant’s corporate structure, including documents 

sufficient to identify Applicant’s officers, directors, owners, divisions, departments, and 

employees that have had any involvement with the selection, creation, adoption, conception, 

marketing, promotion, advertising, manufacture, distribution and sale of Applicant’s Mark or 

Applicant’s Goods and Services. 
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Request No. 2. 

All documents concerning the conception, creation, selection, and/or adoption of 

Applicant’s Mark, including without limitation any alternatives, and communications relating to 

the same. 

Request No. 3. 

All documents concerning any designs, logos, renditions, stylizations (including, without 

limitation, font styles or color combinations), mock-ups, or formats of Applicant’s Mark, 

including without limitation, any drafts or proposed versions of same. 

Request No. 4. 

All documents concerning any first use or priority date which Applicant claims applies to 

the Application or Applicant’s Mark. 

Request No. 5. 

All documents concerning any trademark searches, clearances investigations, analyses, 

studies or opinion letters conducted or reviewed by or on behalf of Applicant concerning 

Applicant’s Mark, including without limitation those conducted or prepared to determine the 

availability of Applicant’s Mark for adoption and use by Applicant. 

Request No. 6. 

Representative samples of each and every good and service sold or intended to be sold in 

U.S. commerce in connection with Applicant’s Mark. 

Request No. 7. 

Documents sufficient to identify in U.S. commerce:  
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(a) each good or service on or in connection with which Applicant (or any person or 

entity authorized by Applicant) has used or is using Applicant’s Mark;  

(b) the date of first use of each of such mark and/or design for each such good or 

service; 

(c) the period of time during which each such product or service was or is being 

distributed, offered for sale, sold or rendered in connection with Applicant’s Mark; 

(d) the geographic area(s) in which such goods or services were or are being 

distributed or sold in connection with Applicant’s Mark; 

(e) the annual volume of sales for each year to the present, both by dollar amount and 

unit amount, for each such good or service; 

(f) any other revenues, including but not limited to any licensing revenues that 

Applicant has received in connection with such goods and services; 

(g) the retail and wholesale price for such goods and services for each year to the 

present;  

(h) the channels of trade (e.g., types of retail stores, catalogs, mail order, Internet, 

promotional sales, private sales, etc.) through which such goods and services were or are being 

distributed or sold to the ultimate purchaser, consumer or user;  

(i) the channels through which such goods and services were or are being marketed, 

promoted and advertised to the ultimate purchaser, consumer or user; and 

(j) the type of customers to which such goods and services are, were or are intended 

to be marketed. 
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Request No. 8. 

All documents concerning any scents or fragrances used or to be used in connection with 

any of Applicant’s Goods and Services, including without limitation any marketing, promotional 

or advertising materials concerning the same. 

Request No. 9. 

All documents concerning any deodorizing or fragrancing qualities of Applicant’s Goods 

and Services, including without limitation any marketing, promotional or advertising materials 

concerning the same. 

Request No. 10. 

All documents concerning the smell of Applicant’s Goods and Services, including 

without limitation any marketing, promotional or advertising materials concerning the same. 

Request No. 11. 

All documents concerning the “ freshness” or similar qualities of Applicant’s Goods and 

Services, including without limitation any marketing, promotional or advertising materials 

concerning the same. 

Request No. 12. 

All documents concerning the use of Applicant’s Goods and Services in automobiles, 

including without limitation any marketing, promotional or advertising materials concerning the 

same. 

Request No. 13. 

Documents sufficient to identify with respect to U.S. commerce:  

(a) each good or service on or in connection with which Applicant (or any person or 

entity authorized by Applicant) intends to use Applicant’s Mark;   

(b) the intended date of first use of Applicant’s Mark for each such good or service; 
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(c) the intended geographic area(s) in which such goods or services will be 

distributed or sold in connection with Applicant’s Mark; 

(d) the intended retail and wholesale price for such goods and services;  

(e) the intended channels of trade (e.g., types of retail stores, catalogs, mail order, 

Internet, promotional sales, private sales, etc.) through which such goods and services will be 

distributed or sold to the ultimate purchaser, consumer or user;  

(f) the intended channels through which such goods and services will be marketed, 

promoted and advertised to the ultimate purchaser, consumer or user; and 

(g) the intended type of customers to whom such goods and services will be 

marketed. 

Request No. 14. 

Representative samples of labels, hangtags, tags, product packages, package inserts and 

other devices which bear Applicant’s Mark and which have been used or are intended to be used 

by Applicant or its licensees in connection with Applicant’s Goods and Services. 

Request No. 15. 

All documents concerning advertising, marketing and promotional materials used or 

intended to be used in connection with Applicant’s Mark and/or Applicant’s Goods and Services, 

including but not limited to, point-of-sale materials, circulars, flyers, posters, stickers, sales 

sheets, leaflets, brochures, catalogs, signs, price lists, on-line or email advertisements, print 

advertisements, radio or television advertisements or other advertising materials or promotional 

items.  

Request No. 16. 

All documents concerning media plans, public relations materials or press kits used or 

intended to be used in connection with Applicant’s Mark for Applicant’s Goods and Services. 
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Request No. 17. 

All correspondence with advertising agencies, public relations firms, media planners, 

graphic designers, website designers or any other similar entities in the advertising and 

promotional field concerning Applicant’s Mark for Applicant’s Goods and Services. 

Request No. 18. 

Documents suff icient to identify Applicant’s annual expenditures in advertising and 

promoting Applicant’s Mark for Applicant’s Goods and Services.  

Request No. 19. 

All documents concerning each trade show, convention, exposition or conference at 

which Applicant’s Goods and Services under Applicant’s Mark have been, are currently being, 

or are intended to be displayed, advertised, promoted, offered for sale or sold. 

Request No. 20. 

Documents sufficient to identify, including its Internet address, each web site, web 

auction, web hosting, web listing, web posting or web page (including social media websites) on 

or through which Applicant’s Goods and Services under Applicant’s Mark have been, are 

currently being or are intended to be promoted, advertised, displayed, offered for sale, sold or 

otherwise distributed. 

Request No. 21. 

All documents concerning any unsolicited media and third-party references, including 

without limitation references by retailers, wholesalers and others in Applicant’s trade, 

concerning Applicant’s Mark for Applicant’s Goods and Services. 
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Request No. 22. 

All documents concerning any solicited media and third-party references, including 

without limitation references by retailers, wholesalers and others in Applicant’s trade, 

concerning Applicant’s Mark for Applicant’s Goods and Services. 

Request No. 23. 

All documents concerning any communications between Applicant and the media 

concerning Applicant’s Mark for Applicant’s Goods and Services. 

Request No. 24. 

All documents concerning any consumer recognition of Applicant’s Mark for Applicant’s 

Goods and Services. 

Request No. 25. 

All documents concerning any business plans, proposals, models, pricing analyses, 

forecasts, evaluations, competitive reviews or similar documents concerning the potential 

exploitation of Applicant’s Mark for Applicant’s Goods and Services. 

Request No. 26. 

All documents concerning the sophistication or level of purchasing care of actual or 

intended consumers for Applicant’s Goods and Services under Applicant’s Mark. 

Request No. 27. 

All documents concerning the demographics of the consumers for Applicant’s Goods and 

Services under Applicant’s Mark. 

Request No. 28. 

All documents concerning the current or intended marketing, promotional, advertising 

and distribution channels for Applicant’s Goods and Services under Applicant’s Mark. 
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Request No. 29. 

Documents sufficient to identify all person(s) who have sold, have resold, sell, resell, 

intend to sell or intend to resell Applicant’s Goods and Services under Applicant’s Mark. 

Request No. 30. 

Documents sufficient to identify Applicant’s current orders and inventory for Applicant’s 

Goods and Services under Applicant’s Mark. 

Request No. 31. 

All documents concerning the connotation or meaning of Applicant’s Mark. 

Request No. 32. 

All documents concerning any authorization, license, assignment, grant, conveyance or 

other transfer from any third party to Applicant (or proposed authorization, license, assignment, 

grant, conveyance or other transfer) concerning Applicant’s Mark, including but not limited to 

any license, franchise or sale agreements. 

Request No. 33. 

All documents concerning any authorization, license, assignment, grant, conveyance or 

other transfer (or proposed authorization, license, assignment, grant, conveyance or other 

transfer) concerning Applicant’s Mark from Applicant to any third party, including, but not 

limited to, any license, franchise or sale agreements. 

Request No. 34. 

All documents concerning any marks owned, used or registered by third parties 

containing or comprising the mark BLACK ICE in connection with any goods and services. 

Request No. 35. 

All documents concerning any objections, claims, cease and desist or other demands, 

litigations, trademark oppositions or cancellation proceedings, arbitrations, administrative 
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proceedings or other disputes of any kind in which Applicant has been involved concerning the 

registration or use of Applicant’s Mark. 

Request No. 36. 

Documents sufficient to identify the person(s) who are most knowledgeable concerning: 

(a) the selection, creation and adoption of Applicant’s Mark; 

(b) the scope of use and intended use of Applicant’s Mark; 

(c) the actual or intended advertising, marketing and promotion of Applicant’s Mark; 

(d) Applicant’s knowledge of Opposer and Opposer’s Marks; 

(e) the actual or intended manufacture, distribution and sale of Applicant’s Goods 

and Services; 

(f) third parties that are using or have used any marks or designations containing or 

comprising the mark BLACK ICE in connection with any goods and services 

offered by either Applicant or Opposer, including without limitation air fresheners 

and essential oils; 

(g) any instances of actual confusion between the parties and/or their respective 

marks or goods and services; and 

(h) any agreements between Applicant and any other individual or entity concerning 

the use or registration of Applicant’s Mark. 

Request No. 37. 

All documents concerning the annual expenditures for the advertising, marketing or 

promotion for Applicant’s Mark in U.S. commerce. 

Request No. 38. 

 All documents concerning any instance where any person has by word or deed or 

otherwise — including but not limited to by misdirected mail, e-mail or telephone calls — 
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suggested or reflected a belief that Applicant is licensed, endorsed or sponsored by or associated 

or related in any way with or to Opposer, or that the products or services sold or offered for sale, 

or intended to be sold or offered for sale, by Applicant are licensed, endorsed or sponsored by or 

associated or related in any way with or to Opposer or Opposer’s Marks. 

Request No. 39. 

All documents concerning when Applicant first became aware of Opposer and Opposer’s 

Marks. 

Request No. 40. 

All documents concerning Opposer, Opposer’s Marks or any goods or services marketed, 

manufactured, distributed, offered for sale, sold, licensed or rendered by Opposer. 

Request No. 41. 

All documents concerning any market research, focus groups, surveys or other 

investigations made or commissioned by or on behalf of Applicant concerning Applicant’s Mark, 

Applicant’s Goods and Services, Opposer, Opposer’s Marks or any goods or services advertised, 

promoted, offered for sale, sold, licensed or rendered by Opposer. 

Request No. 42. 

All documents concerning the Application, including concerning the original filing of the 

Application in Class 3. 

Request No. 43. 

All documents concerning the use or intended use of Applicant’s Mark in connection 

with “Electronic cigarette liquid (e-liquid) comprised of essential oils.” 
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Request No. 44. 

All documents concerning Applicant’s purchase, marketing, advertising, promotion, 

distribution, offering for sale and sale of Opposer’s Goods, whether under Opposer’s Mark or 

any other mark owned or used by Opposer. 

Request No. 45. 

Al l documents concerning any and all steps taken by Applicant (or anyone authorized by 

Applicant), to manufacture, import, market, promote, advertise, distribute, offer for sale or sell 

Applicant’s Goods and Services in connection with Applicant’s Mark in U.S. commerce. 

Request No. 46. 

All documents concerning each distributor, supplier, manufacturer, vendor, licensee or 

any other third party with whom Applicant had any discussions concerning the manufacture, 

distribution or marketing of goods bearing Applicant’s Mark or goods or services to be rendered 

in connection with Applicant’s Mark. 

Request No. 47. 

All documents concerning the location, facilities and method of manufacture of 

Applicant’s Goods and Services bearing Applicant's Mark. 

Request No. 48. 

All documents concerning the purpose of intended use of each of Applicant’s Goods and 

Services under Applicant’s Mark, including without limitation any purpose or intended use 

concerning essential oils or electronic cigarette liquid. 

Request No. 49. 

All documents concerning any complementary or overlapping nature of Opposer’s Goods 

and Applicant’s Goods and Services 
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Request No. 50.. 

All documents concerning communications between Applicant and any third party 

concerning Opposer, Opposer’s Marks or the instant proceedings. 

Request No. 51. 

All documents concerning any retail or wholesale channels of trade where both 

Applicant’s Goods and Services and Opposer’s Goods are marketed, distributed, offered for sale 

or sold, including without limitation third-party retail and wholesale channels as well as 

Applicant’s own retail and wholesale channels. 

Request No. 52. 

All documents concerning communications between Applicant and Opposer concerning 

Opposer’s Marks or Applicant’s Marks. 

Request No. 53. 

All documents concerning any affirmative defense asserted or intended to be asserted by 

Applicant in the instant proceedings, including concerning Applicant’s allegations that (1) 

confusion is not likely, (2) “The parties’ products are not sold in proximity to each other” and 

Opposer’s claims of product proximity are “based on manufactured evidence,” (3) “Vaping 

devices are heavily regulated,” (4) “Vaping devices are… kept behind shelves in specialized 

sections with age restrictions,” and (5) “Vaping devices and air fresheners and room scents serve 

disparate purposes.” 

Request No. 54. 

Documents sufficient to show Applicant’s document retention policies, document 

destruction policies, document retention practices and document destruction practices. 
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Request No. 55. 

All documents, consulted, referenced, identified or otherwise relied on or referred to by 

Applicant in responding to Opposer’s First Set of Interrogatories above. 

Dated: New York, New York   
 April  9, 2024   
  COWAN, LIEBOWITZ & LATMAN, P.C. 
  Attorneys for Opposer 

 

            
 By:  

 

 Eric J. Shimanoff 
Jonathan Z. King 
Emily F. Stein 
114 West 47th Street 
New York, New York 10036 
(212) 790-9200 
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CERTIFICATE OF SERVICE 
 
The undersigned hereby certifies that the foregoing OPPOSER’S FIRST SET OF 

INTERROGATORIES AND REQUESTS FOR THE PRODUCTION OF DOCUMENTS AND 

THINGS TO APPLICANT was served on counsel of record for Applicant/Registrant via email 

on the below date.   

 
Dated: New York, New York 

April 9, 2024 
             
                 /Emily F. Stein/   
        Emily F. Stein 
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Publication Date:Apr. 25, 2023
 

Mark Information

Mark Literal
Elements:

BLACK ICE

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Electronic cigarette liquid (e-liquid) comprised of propylene glycol sold within electric cigarettes; Electronic cigarette liquid (e-liquid)
comprised of vegetable glycerin sold within electric cigarettes; Electric cigarettes

International
Class(es):

034 - Primary Class U.S Class(es): 002, 008, 009, 017

Class Status: ACTIVE

Basis: 1(a)

First Use: Jun. 22, 2020 Use in Commerce: Jun. 22, 2020

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44D: No

Filed 44E: No Currently 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2024-08-26 12:52:08 EDT

Mark: BLACK ICE

US Serial Number: 97384430 Application Filing
Date:

Apr. 27, 2022

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/APPLICATION/Opposition Pending

The pending trademark application has been examined by the Office and was
published for opposition, at which time one or more oppositions were filed but
they have not yet been decided.

Status: An opposition after publication is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: Jul. 10, 2023

JSL 003941



Owner Name: NEPA WHOLESALE INC

Owner Address: SUITE B9
4365 OKEECHOBEE BLVD
WEST PALM BEACH, FLORIDA UNITED STATES 33409

Legal Entity Type: CORPORATION State or Country
Where Organized:

FLORIDA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: LILLIAN TAYLOR STAJNBAHER

Attorney Primary
Email Address:

legal@lilliantaylor.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

LILLIAN TAYLOR STAJNBAHER
TRADEMARKS DOMESTIC INTERNATIONAL INC
240 WEST PALMETTO PARK ROAD
SUITE 320E
BOCA RATON, FLORIDA UNITED STATES 33432

Phone: 954-319-3153

Correspondent e-
mail:

nepawpb@gmail.com legal@lilliantaylor.com Lil.T
aylor.Esq@gmail.com admin@lilliantaylor.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Oct. 26, 2023 ASSIGNED TO EXAMINER

Jul. 19, 2023 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jul. 19, 2023 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jul. 19, 2023 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jul. 10, 2023 OPPOSITION INSTITUTED NO. 999999 285952

May 24, 2023 EXTENSION OF TIME TO OPPOSE RECEIVED

Apr. 25, 2023 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 25, 2023 PUBLISHED FOR OPPOSITION

Apr. 05, 2023 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Mar. 22, 2023 LAW OFFICE PUBLICATION REVIEW COMPLETED

Mar. 22, 2023 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED

Mar. 16, 2023 ASSIGNED TO LIE

Mar. 02, 2023 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 02, 2023 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Mar. 02, 2023 WITHDRAWN FROM PUB - MANAGING ATTORNEY REQUEST

Mar. 01, 2023 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 01, 2023 TEAS/EMAIL CORRESPONDENCE ENTERED

Mar. 01, 2023 CORRESPONDENCE RECEIVED IN LAW OFFICE

Mar. 01, 2023 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 21, 2023 TEAS/EMAIL CORRESPONDENCE ENTERED

Feb. 20, 2023 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 20, 2023 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 21, 2022 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Dec. 21, 2022 NON-FINAL ACTION E-MAILED

Dec. 21, 2022 NON-FINAL ACTION WRITTEN

Dec. 20, 2022 ASSIGNED TO EXAMINER

Aug. 05, 2022 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 05, 2022 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 05, 2022 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

May 03, 2022 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED

JSL 003942



Apr. 30, 2022 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information

TM Attorney: IN, SUNG HYUN Law Office
Assigned:

LAW OFFICE 103

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 22, 2023

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding
Number:

91285952 Filing Date: Jul 10, 2023

Status: Suspended Status Date: Aug 21, 2024

Interlocutory
Attorney:

STEVEN W FERRELL

Defendant

Name: Nepa Wholesale Inc.

Correspondent
Address:

LILLIAN TAYLOR STAJNBAHER
TRADEMARKS DOMESTIC INTERNATIONAL INC
240 WEST PALMETTO PARK ROAD, SUITE 320E
BOCA RATON FL UNITED STATES , 33432

Correspondent e-
mail:

legal@lilliantaylor.com , nepawpb@gmail.com , Lil.Taylor.Esq@gmail.com , admin@lilliantaylor.com

Associated marks

Mark Application Status Serial Number
Registration
Number

BLACK ICE 97384430

Plaintiff(s)

Name: Julius Samann Ltd.

Correspondent
Address:

ERIC J. SHIMANOFF, ESQ. & JONATHAN Z. KING, ESQ.
COWAN, LIEBOWITZ & LATMAN, P.C.
114 WEST 47TH STREET
NEW YORK NY UNITED STATES , 10036

Correspondent e-
mail:

ejs@cll.com , trademark@cll.com , fxm@cll.com , jzk@cll.com

Associated marks

Mark Application Status Serial Number
Registration
Number

BLACK ICE 78706367 3126834

BLACK ICE 85568246 4221968

BLACK ICE 87589409 5437288

Prosecution History

Entry Number History Text Date Due Date

17 P MOT TO COMPEL DISCOVERY Aug 21, 2024

16 P OPP/RESP TO MOTION Aug 21, 2024

15 D MOT FOR EXT W/O CONSENT Aug 01, 2024

14 TRIAL DATES RESET Mar 14, 2024

13 P REPLY IN SUPPORT OF MOTION Jan 19, 2024

12 D OPP/RESP TO MOTION Jan 02, 2024

11 SUSP PEND DISP OF OUTSTNDNG MOT Dec 20, 2023

10 PL MOTION TO STRIKE Dec 18, 2023

9 ANSWER Nov 28, 2023

JSL 003943



8 TRIAL DATES RESET Nov 08, 2023

7 D CHANGE OF CORRESP ADDRESS Nov 01, 2023

6 SUSP PEND DISP OF OUTSTNDNG MOT Sep 07, 2023

5 P OPP/RESP TO MOTION Sep 06, 2023

4 D MOT TO DISMISS: FRCP 12(B) Aug 18, 2023

3 INSTITUTED Jul 10, 2023

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 10, 2023 Aug 19, 2023

1 FILED AND FEE Jul 10, 2023

Type of Proceeding: Extension of Time

Proceeding
Number:

97384430 Filing Date: May 24, 2023

Status: Terminated Status Date: Aug 23, 2023

Interlocutory
Attorney:

Defendant

Name: NEPA WHOLESALE INC

Correspondent
Address:

LILLIAN TAYLOR STAJNBAHER
INTERNATIONAL LAW PARTNERS LLP
2122 HOLLYWOOD BLVD
HOLLYWOOD FL UNITED STATES , 33020

Correspondent e-
mail:

ltsilp.ip@gmail.com , lstajnbaher@ilp.law , nepawpb@gmail.com

Associated marks

Mark Application Status Serial Number
Registration
Number

BLACK ICE 97384430

Potential Opposer(s)

Name: Julius Samann Ltd.

Correspondent
Address:

ERIC J. SHIMANOFF, ESQ. & JONATHAN Z. KING, ESQ.
COWAN, LIEBOWITZ & LATMAN, P.C.
114 WEST 47TH STREET
NEW YORK NY UNITED STATES , 10036

Correspondent e-
mail:

ejs@cll.com , trademark@cll.com , fxm@cll.com , jzk@cll.com

Associated marks

Mark Application Status Serial Number
Registration
Number

Prosecution History

Entry Number History Text Date Due Date

2 EXT GRANTED May 24, 2023

1 FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE May 24, 2023

JSL 003944
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PTO- 1478

Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97384430
Filing Date: 04/27/2022

NOTE: Data fields with the *  are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory
under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

* MARK BLACK ICE

* STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT BLACK ICE

* MARK STATEMENT
The mark consists of standard characters, without claim to any
particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

* OWNER OF MARK NEPA WHOLESALE INC

INTERNAL ADDRESS SUITE B9

* MAILING ADDRESS 4365 OKEECHOBEE BLVD

* CITY WEST PALM BEACH

* STATE
(Required for U.S. applicants)

Florida

* COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

* ZIP/POSTAL CODE
(Required for U.S. and certain international addresses)

33409

PHONE 561-684-1107

FAX 5616861225

* EMAIL ADDRESS XXXX

WEBSITE ADDRESS WWW.1NEPA.COM

LEGAL ENTITY INFORMATION

* TYPE CORPORATION

*  STATE/COUNTRY/REGION/JURISDICTION/U.S. TERRITORY OF
INCORPORATION

Florida



GOODS AND/OR SERVICES AND BASIS INFORMATION

* INTERNATIONAL CLASS 003 

* IDENTIFICATION Electronic cigarette liquid (e-liquid) comprised of essential oils

* FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 06/22/2020

       FIRST USE IN COMMERCE DATE At least as early as 06/22/2020

       SPECIMEN
       FILE NAME(S)

\\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0003.JPG

       SPECIMEN DESCRIPTION Picture depicting flavor BLACK ICE

        WEBPAGE URL
https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

        WEBPAGE DATE OF ACCESS 04/27/2022

* INTERNATIONAL CLASS 034 

* IDENTIFICATION
Electronic cigarette liquid (e-liquid) comprised of flavorings in
liquid form, other than essential oils, used to refill electronic
cigarette cartridges

* FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 06/22/2020

       FIRST USE IN COMMERCE DATE At least as early as 06/22/2020

       SPECIMEN
       FILE NAME(S)

\\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0004.JPG

       SPECIMEN DESCRIPTION Picture depicting flavor BLACK ICE in Box

        WEBPAGE URL
https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

        WEBPAGE DATE OF ACCESS 04/27/2022

* INTERNATIONAL CLASS 034 

* IDENTIFICATION
Electronic cigarette liquid (e-liquid) comprised of propylene
glycol

* FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 06/22/2020

       FIRST USE IN COMMERCE DATE At least as early as 06/22/2020

       SPECIMEN
       FILE NAME(S)

\\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0005.JPG

       SPECIMEN DESCRIPTION Picture depicting flavor BLACK ICE in Box

        WEBPAGE URL
https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

        WEBPAGE DATE OF ACCESS 04/27/2022

* INTERNATIONAL CLASS 034 

* IDENTIFICATION
Electronic cigarette liquid (e-liquid) comprised of vegetable
glycerin

* FILING BASIS SECTION 1(a)



       FIRST USE ANYWHERE DATE At least as early as 06/22/2020

       FIRST USE IN COMMERCE DATE At least as early as 06/22/2020

       SPECIMEN
       FILE NAME(S)

\\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0006.JPG

       SPECIMEN DESCRIPTION Picture depicting flavor BLACK ICE in Box

        WEBPAGE URL
https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

        WEBPAGE DATE OF ACCESS 04/27/2022

* INTERNATIONAL CLASS 034 

* IDENTIFICATION
Cartomizers, namely, combination electronic cigarette refill
cartridges sold empty and atomizers, sold as a component of
electronic cigarettes

* FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 06/22/2020

       FIRST USE IN COMMERCE DATE At least as early as 06/22/2020

       SPECIMEN
       FILE NAME(S)

\\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0007.JPG

       SPECIMEN DESCRIPTION Picture depicting flavor BLACK ICE in Box

        WEBPAGE URL
https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

        WEBPAGE DATE OF ACCESS 04/27/2022

* INTERNATIONAL CLASS 034 

* IDENTIFICATION
Chemical flavorings in liquid form used to refill electronic
cigarette cartridges

* FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 06/22/2020

       FIRST USE IN COMMERCE DATE At least as early as 06/22/2020

       SPECIMEN
       FILE NAME(S)

\\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0008.JPG

       SPECIMEN DESCRIPTION Picture depicting flavor BLACK ICE in Box

        WEBPAGE URL
https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

        WEBPAGE DATE OF ACCESS 04/27/2022

* INTERNATIONAL CLASS 034 

* IDENTIFICATION Electric cigarettes

* FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 06/22/2020

       FIRST USE IN COMMERCE DATE At least as early as 06/22/2020

       SPECIMEN
       FILE NAME(S)

\\TICRS\EXPORT18\IMAGEOUT
18\973\844\97384430\xml1 \ FTK0009.JPG

       SPECIMEN DESCRIPTION Picture depicting flavor BLACK ICE in Box



        WEBPAGE URL
https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-
device-disposable/

        WEBPAGE DATE OF ACCESS 04/27/2022

ADDITIONAL STATEMENTS INFORMATION

* TRANSLATION 
(if applicable)

 

* TRANSLITERATION 
(if applicable)

 

* CLAIMED PRIOR REGISTRATION
(if applicable)

 

* CONSENT (NAME/LIKENESS) 
(if applicable)

 

* CONCURRENT USE CLAIM 
(if applicable)

 

CORRESPONDENCE INFORMATION

NAME NEPA WHOLESALE INC

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE NEPAWHOLESALE@HOTMAIL.COM

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) NEPAWPB@GMAIL.COM

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 2

APPLICATION FOR REGISTRATION PER CLASS 250

* TOTAL FEES DUE 500

* TOTAL FEES PAID 500

SIGNATURE INFORMATION

*  SIGNATURE /BIJAY SHRESTHA/

*  SIGNATORY'S NAME BIJAY SHRESTHA

*  SIGNATORY'S POSITION PRESIDENT

SIGNATORY'S PHONE NUMBER 561-684-1107

*  DATE SIGNED 04/27/2022

SIGNATURE METHOD Signed directly within the form
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Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97384430
Filing Date: 04/27/2022

To the Commissioner for Trademarks:

MARK:  BLACK ICE (Standard Characters, see mark)
The literal element of the mark consists of BLACK ICE. The mark consists of standard characters, without claim to any particular font style, size,
or color.
The applicant, NEPA WHOLESALE INC, a corporation of Florida, having an address of
      SUITE B9
      4365 OKEECHOBEE BLVD
      WEST PALM BEACH, Florida 33409
      United States
      561-684-1107(phone)
      5616861225(fax)
      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 
International Class 003:  Electronic cigarette liquid (e-liquid) comprised of essential oils

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or
will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of
listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image
file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 003, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least
as early as 06/22/2020, and first used in commerce at least as early as 06/22/2020, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) Picture depicting flavor BLACK ICE.
Specimen File1

Webpage URL: https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-device-disposable/
Webpage Date of Access: 04/27/2022

For specific filing basis information for each item, you must view the display within the Input Table. 
International Class 034:  Electronic cigarette liquid (e-liquid) comprised of flavorings in liquid form, other than essential oils, used to refill
electronic cigarette cartridges; Electronic cigarette liquid (e-liquid) comprised of propylene glycol; Electronic cigarette liquid (e-liquid)
comprised of vegetable glycerin; Cartomizers, namely, combination electronic cigarette refill cartridges sold empty and atomizers, sold as a
component of electronic cigarettes; Chemical flavorings in liquid form used to refill electronic cigarette cartridges; Electric cigarettes

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or
will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of
listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image
file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 034, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least
as early as 06/22/2020, and first used in commerce at least as early as 06/22/2020, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) Picture depicting flavor BLACK ICE in Box.



Specimen File1
Specimen File2
Specimen File3
Specimen File4
Specimen File5
Specimen File6

Webpage URL: https://nepa2wholesale.com/hqd-air-black-icee-cigs-vape-device-disposable/
Webpage Date of Access: 04/27/2022

For informational purposes only, applicant's website address is: WWW.1NEPA.COM
The applicant's current Correspondence Information:
      NEPA WHOLESALE INC
       PRIMARY EMAIL FOR CORRESPONDENCE: NEPAWHOLESALE@HOTMAIL.COM
       SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): NEPAWPB@GMAIL.COM

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the applicant owner/holder and
the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark
Electronic Application System (TEAS).
A fee payment in the amount of $500 has been submitted with the application, representing payment for 2 class(es).

Declaration

Basis:
If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;
The mark is in use in commerce and was in use in commerce as of the filing date of the application on or in connection with the
goods/services in the application;
The specimen(s) shows the mark as used on or in connection with the goods/services in the application and was used on or in
connection with the goods/services in the application as of the application filing date; and
To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or
If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),
and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;
The applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in commerce as
of the application filing date on or in connection with the goods/services in the application; and
To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the
mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the
goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the
allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §
1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration
resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and
belief are believed to be true.

Declaration Signature

Signature: /BIJAY SHRESTHA/   Date: 04/27/2022
Signatory's Name: BIJAY SHRESTHA
Signatory's Position: PRESIDENT
Signatory's Phone Number: 561-684-1107
Signature method: Signed directly within the form



Payment Sale Number: 97384430
Payment Accounting Date: 04/27/2022

Serial Number: 97384430
Internet Transmission Date: Wed Apr 27 15:11:04 ET 2022
TEAS Stamp: USPTO/FTK-XX.XX.XXX.XXX-2022042715110479
6064-97384430-82089a76422ebe382fab1debd8
61a338b7dbb5efd9e2cb16e21725bed39bc6af5-
CC-11030572-20220427144818261713
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